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TOPICS 

• Letters of Protest (LOPs) 

• LOP Practice Tips 

• Specimens – no actual use in commerce 

• Website Highlights and Tips 

• Resources 
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Letters of Protest 

 

 

Letters of Protest 
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Purpose and intent 

Letters of Protest: Purpose & Intent  

 

 

Letter of Protest (LOP) is an informal procedure  
created by, and existing at the discretion of, the USPTO 

 

Purpose of LOP is to allow third parties to bring 
factual evidence relevant to determining whether  
a mark should be registered to the attention of the USPTO 

 

USPTO’s intent in offering LOP procedure is  
to achieve its purpose without causing unnecessary delay  
or compromising objectivity of ex parte examination 
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Subject matter 

Letters of Protest:  Subject Matter 

 
 

Must relate to an issue that can be prosecuted to its legal 
conclusion by Examining Attorney during ex parte examination 

• fraud, prior use, disputed ownership  
are not grounds for ex parte refusal 

• actual evidence of confusion  
is not relevant in ex parte examination 

 

Should not be a substitution 
of examining attorney’s judgment by that of protester 

 

Majority of LOPs relate to likelihood of confusion 
or descriptive/generic issues  
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LOP Procedures 1 

Letters of Protest:  Procedures  

 
 

LOPs are docketed and assigned  
to petition staff attorneys in order of receipt  
 
Reviewed and acted on by staff attorney 
approximately 14 to 21 days from filing 

 
LOP may be filed before or within 30 days 
after publication for opposition 

 
LOP does not extend time for filing opposition 
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LOP Procedures 2 

Letters of Protest:  Procedures  

 
LOP will be dismissed if: 

 
• Untimely – more than 30 days after publication 

 

• Moot – issue already raised by Examining Attorney  

and LOP does not include additional useful evidence 

 
 

Note: LOP may be granted if  

Examining Attorney previously issued refusal or  

requirement and LOP includes extensive evidence that 

Examining Attorney may have been unable to obtain  
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Standard of review 

Letters of Protest:  Standard of Review 

If filed prior to Publication for Opposition 
Accepted when submitted evidence is relevant and supports any 

reasonable ground for refusal appropriate in ex parte examination  

 

If filed after Publication for Opposition 
Accepted only when submitted evidence establishes  

publication of  mark constituted clear error,  

because evidence included with letter of protest  

establishes prima facie case for refusal of registration 
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LOP Procedures 3 

Letters of Protest:  Procedures  

 

 If LOP is accepted, then: 

 

• Letter of acceptance mailed to protestor 

• Administrative memo is uploaded  
to public record with submitted evidence attached 

• Prosecution history is updated  
to show “Letter of Protest Accepted” 

• Examining attorney is notified 
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LOP Procedures 4 

Letters of Protest:  Procedures  

 

  If accepted under pre-publication  
           “relevant” standard: 
 

Examining attorney may either: 

(1) take action based on evidence and issue refusal/requirement, or  

(2) exercise discretion and not issue any new refusal or requirement.   
If examining attorney declines letter, the prosecution history  
will be updated to show  
 
 “Letter of Protest Evidence Reviewed - No Further Action Taken.” 

 

If accepted under post-publication standard:  
Jurisdiction is returned to examining attorney  
who is required to issue the refusal/requirement 

 

 

 

 



13 

Reasons for denial 

Letters of Protest:  Reasons for Denial 

 
• Not relevant 

(e.g., likelihood of confusion: marks at issue  

do not support a reasonable ground of refusal;  

goods and/or services not related) 

• Evidence not provided 

• Improper Subject matter 

(e.g. fraud, prior use, ownership disputes) 

• No prior application and/or registration 

 (common law mark) 
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LOP Procedures 5 

Letters of Protest:  Procedures  

 

 

• If LOP is denied, then: 

 Letter explaining denial is sent to protestor 

 No indication in file or prosecution history that LOP was filed 

 

• No provision for requesting reconsideration of denial of LOP 

Protestor may file a petition to Director for review of decision 
in Letter of Protest but new evidence may not be submitted 

 

• Protestor may file opposition with TTAB at appropriate time 
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LOP Practice tips 2 

Letters of Protest: Practice Tips   

 

 Provide registration/application numbers of  

protestor’s application(s)/registration(s), if any 

(Copies of registration certificates or printouts  

from USPTO database not needed) 

 

  

 If there are multiple reg./app. numbers of protestor,  

then submit chart with numbers, mark, and relevant goods/services 
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LOP Practice tips 3 

Letters of Protest:  Practice Tips   

 
  Submit objective evidence relative to examination   

 No arguments will be forwarded; only objective evidence 

 Evidence 

 If more than 75 pages of evidence, LOP must include 

(1) an explanation of why that amount of evidence is necessary and  

(2) an itemized index of evidence;  

  otherwise, LOP will be dismissed 

 Do not identify protestor in index 

 Actual evidence is required:  

  website listings and URLs are not sufficient  

 Copies of third party registrations to show relatedness of 

goods/services are required 

 Listing of registration numbers is not sufficient 
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LOP Practice tips 4 

Letters of Protest:  Practice Tips   

 

 Submission of file record or  

prosecution history of protested 

application not necessary  

 

 

 If goods/services are not identical,  

and likelihood of confusion is at issue,  

objective third-party evidence regarding  

relatedness/channels of trade should be included 

 

 Generally, if no evidence is submitted LOP will be denied. 
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LOP Practice tips 5 

Letters of Protest:  Practice Tips   

 

 

 Separate letters of protest are required for  

multiple applications being protested;  

same evidence may be attached 

 

 

 Evidence of fraud, prior use, or  

other non-ex parte grounds of refusal 

should not  be included 

 



Specimens- are these for real!? 
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Yes 
?!!? 
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Images on 

metal 
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Trend Spotting 
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I think we’ve 

heard this 

one before 



How do we approach these? 

• Refuse as not showing actual use in commerce 
per Trademark Act Sections 1 and 45 

• Support refusals with images of other duplicates 
gathered from the internet and/or third-party 
registrations and pending applications 

• Issue requests for information under Trademark 
Rule 2.61(b) 
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Pilot Program: Trademark Specimen Protests 

Mailbox 

The USPTO will establish a public facing email box to receive 

objective evidence of : 

 

 1) third party use of identical images to the specimen of record  

 OR  

 2) the prior registration or application serial numbers of multiple 

 cases with identical images of objects or websites featuring 

 different marks 
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Website Tips 

• MYUSPTO- create an account, manage your 

website interface, and monitor marks 

• Quick Links- use for navigation of USPTO 

website 

• TM Alerts- sign up 

• Ebiz page-check during outages 
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MyUSPTO highlights 



The uspto.gov user account 
• Users register once to set up a profile 

and establish the account credentials 

(login/password) 

 

• Users can then sign-in using the 

credentials, and access all USPTO 

systems that have adopted the 

uspto.gov user accounts 

– MyUSPTO, Financial Manager, Patent 

Maintenance Fee storefront have already 

adopted the uspto.gov user accounts  

– Many more USPTO systems are moving 

to adopt the uspto.gov user accounts. 

Stay tuned!  

https://account.uspto.gov 
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MyUSPTO 

Personalized homepage for managing IP portfolios 
 

Access it at: https://MY.uspto.gov 

 

28 



Spotlight: TM Docket widgets 
Track TM applications or 
registrations in one or more 
named “Collections” 

 

Add/delete items from 
collections at any time 

 

See status changes 

 

Subscribe/unsubscribe to email 
updates 

 

1 
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Spotlight: TM Official Gazette 

widget Save search queries (“Watch”) in 
one or more named “Collections” 

 

Add/delete watches from 
collections at any time 

 

See search results of a search on 
the newest version of the OG 

 

  

 

 

1 

2 

1 

2 
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Spotlight: Favorites widget 
Get to bookmarked USPTO pages 
and systems with one click 

 

Add/delete more bookmarks as 
needed 
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Quick Links for Easy Navigation 
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TM Alerts- stay informed! 
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www.uspto.gov/blog/ebiz 
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Resources 

• Petitions Office, (517) 272-8950, staffed by a paralegal and a staff 

attorney on call M-F, 9am-5pm ET 

• Trademark Electronic Application System (TEAS) mailbox, 

TEAS@uspto.gov, staffed by technical analysts M-F, 8am-8pm ET 

• Trademark Assistance Center, 800-786-9199, 

TrademarkAssistanceCenter@uspto.gov, staffed by trademark 

specialists M-F, 8:30am- 8pm ET 
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Thank you! 

 

 
Colleen Kearney 

colleen.kearney@uspto.gov 

571-272-8278 
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