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I. BACKGROUND 

A. Questions Presented 

1. Does an “expressive” or “artistic work” exception to the Lanham Act, 15 U.S.C. 

1125(a)(1)(A), judicially created in Rogers v. Grimaldi
1
 in the context of a single expressive 

work, excuse the use of another’s trademark on competing goods and services, without regard to 

the likelihood of confusion, as long as the use of the trademark is not explicitly misleading?   

2. If there is an exception, does the Rogers test apply only when the junior user (in 

this case Wolf) is actually using the mark to refer in some way to the senior user? 

3. In a case of reverse confusion, is it appropriate to weigh the weakness of the 

senior user’s mark (Gotham Distribution’s mark) against a finding of likely confusion? 

4. What deference should be given to a jury verdict finding confusion is likely? 

B. Parties 

Gotham Distribution, Inc. (“Gotham Distribution”) is a Los Angeles-based music record 

label and distribution company using GOTHAM, GOTHAM RECORDINGS and GOTHAM 

DISTRIBUTION for urban music, hip-hop, rap, and R&B, releasing over 11,000 albums/singles, 

6,000 videos and 85,000 songs.  Gotham Distribution uses the following logo: 

 

Wolf Television, Inc. (“Wolf”) is a television broadcasting company.  Among Wolf’s 

shows is the Gotham television series, a musical drama set in New York telling the story of a 

fictional Gotham Enterprises, owned by drug-dealer-turned-music-mogul Cassias Cougar.  The 

fictional company produces hip-hop and R&B hits, owns a nightclub, sells champagne and 

                                                 
1
 875 F.2d 994 (2d Cir. 1989). 
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sneakers, generating millions of dollars in revenue.  Cassias is diagnosed with a fatal disease and 

his ex-wife, Honey, and their sons fight for control over the company.  Wolf’s Gotham marks are 

used with the Wolf mark and/or well-known show elements like the following: 

 

C. Procedural Background  

After Gotham Distribution asked Wolf to cease, Wolf sought a declaratory judgment of 

non-infringement in the U.S. District Court for the Southern District of New York.  In response, 

Gotham Distribution counterclaimed for infringement.  

The case was tried to a jury.
2
  The jury found (a) for Gotham Distribution on the 

trademark infringement claim under Lanham Act Section 43(a) on the basis that Wolf’s Gotham 

was likely to cause confusion with Gotham Distribution’s GOTHAM mark and (b) for Wolf on 

the federal dilution claims, finding that the GOTHAM mark was not famous.   

The district court thereafter granted a motion notwithstanding the verdict and entered 

judgment in favor of Wolf.  The judge rejected Gotham Distribution’s arguments that in a 

reverse confusion case the “strength of the mark” assessment should test the relative strength of 

the parties’ marks and not only protect senior marks that are strong in the marketplace.  The 

judge held as a matter of law that confusion was not likely because the Gotham Distribution 

mark was too weak to sustain a claim and the evidence of confusion was irrelevant, consisting of 

inquiries of affiliation instead of mistaken purchases.  The judge also held, in the alternative, that 

                                                 
2
 The relevant jury instructions are attached as the Appendix. 
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any confusion was not relevant because the Rogers test applied to protect the Wolf use of 

Gotham.  The judge ordered the Trademark Office to dismiss Gotham Distribution’s oppositions 

against the Wolf applications for GOTHAM.  Gotham Distribution appealed. 

D. Factual Background 

Wolf’s Gotham TV Series 

1. Wolf’s Gotham series was announced in November 2014 and first broadcast in January 2015. 

2. Gotham’s Season 1 finale attracted more than 16 million same-day viewers.  Gotham’s 

Season 2 premiere debuted to an audience of over 20 million viewers. 

3. Gotham features songs in each episode, including original songs, which Wolf sells, averaging 

65 songs per season.  Hundreds of thousands of units of music from Gotham have been sold, 

with over 100 million streams.  Gotham music has appeared at No. 1 on Billboard charts. 

4. Wolf maintains a merchandising business unit responsible for creating Gotham branded 

merchandise and promotional items.  Wolf filed trademark applications in the USPTO for 

“Gotham” in Classes 9 and 41, covering DVDs and entertainment services. 

5. Wolf did not present evidence on whether Wolf conducted trademark searches prior to 

adopting Gotham, the origin and selection of the Gotham name or Wolf’s knowledge of the 

GOTHAM marks (including Wolf’s trademark searches relating to the GOTHAM marks). 

Gotham Distribution’s GOTHAM mark & business 

6. Gotham Distribution started in 2010 and has sold millions of songs under the GOTHAM 

marks, working with well-known hip hop, rap, and R&B musicians, including Snoop Dogg, 

Kendrick Lamar, Rich Homie Quan, Busta Rhymes, and Gladys Knight, and helping launch 

rap and hip hop hit-makers and Grammy Award winners.  Gotham Distribution released 11 

of the top 100 hip-hop songs of 2015 on Spotify (a streaming service with 75 million users), 

has 4 albums on Rolling Stone’s 2015 list of the 40 Best Rap Albums, 4 tracks in Pitchfork’s 

Best Songs of 2015, and 3 artists in Pigeons & Planes’ New Artists for 2016 list. 

7. Advertising and publicity campaigns began immediately in 2010 and increased markedly 

beginning in late 2013 and early 2014.  GOTHAM spent approximately $650,000 in 2014 

and $2.5 million in 2015 on marketing, advertising, and promotion. 

Evidence relating to Confusion 

8. Both parties offer products on online stores such as iTunes, Google Play, Amazon.com, and 

Spotify using their respective “Gotham” marks.  Both parties use social media platforms like 

Instagram to promote their products, with approximately 6,000 followers on Gotham 

Distribution’s account and over 1.6 million followers on Wolf’s Gotham account. 
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9. Real-life musical artists appear on and release songs through Gotham.  Real-life musical 

artists appear on Gotham to “bring more reality into the show.”  Real-life rapper Snoop Dogg 

appeared on Gotham as himself to release in real-life on iTunes an independently created 

single called “Peaches N Cream” that was portrayed as being recorded at and released in 

partnership with Gotham.  Duets with real-life artists improve sales of Gotham series music. 

10. Consumers and artists have expressed confusion as to whether (a) Gotham Distribution’s 

products were sponsored or approved by Wolf or its Gotham series; (b) the Gotham series 

and products were sponsored or approved by Gotham Distribution; and (c) the Gotham 

program has any affiliation or business relationship with the real-life Gotham Distribution. 

Third Party Use of GOTHAM 

11. The USPTO has over 650 registered or pending applications for “Gotham” related marks.  

Searches for corporations and companies on New York’s Secretary of State website for entity 

names with the word “Gotham” generates over 5,000 results.  Gotham Distribution is not the 

only record label with the word “Gotham” as part of its name. 

E. Legal Standards 

Section 43(a) of the Lanham Act, 15 U.S.C. 1125(a)(1)(A), provides a cause of action for 

use of another’s trademark that “is likely to cause confusion, or to cause mistake, or to deceive as 

to the affiliation, connection, or association of such person with another person, or as to the 

origin, sponsorship, or approval of his or her goods, services, or commercial activities by another 

person.”  The Polaroid
3
 factors used to assess likely confusion are strength of the senior mark,

 4
 

degree of similarity between the marks, proximity of the products, likelihood that the prior owner 

will bridge the gap, actual confusion, defendant’s good faith in adopting its mark, quality of 

defendant’s product, and sophistication of the buyers.  Under Rogers, “[a]n artistic work’s use of 

                                                 
3
  Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 492, 495 (2 Cir.), cert denied, 368 

U.S. 820 (1961).   
4
  In a “forward confusion” case, a senior user claims that consumers believe that the senior 

user is the source of the junior user’s goods. When the junior user — because it is better 

known— is wrongly viewed as the source of the senior user’s goods, this is “reverse 

confusion.” Some courts hold that strength of the senior mark should be assessed differently 

in reverse confusion versus forward confusion cases.  Compare Lang v. Retirement Living 

Pub. Co., Inc., 949 F. 2d 576, 581 (2d Cir. 1991) (weighing weak mark against owner in 

reverse confusion case) with Strange Music, Inc. v. Strange Music, Inc., 326 F.Supp.2d 481, 

488 (S.D.N.Y. 2004) (assessing strength of junior user mark in reverse confusion case). 
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a trademark that otherwise would violate the Lanham Act is not actionable ‘unless the use of the 

mark has no artistic relevance to the underlying work whatsoever, or, if it has some artistic 

relevance, unless it explicitly misleads as to the source or the content of the work.’” 

The application of the Rogers test is an issue of law reviewed de novo.  There is a split in 

the circuits regarding whether or not “likelihood of confusion” is a legal or factual issue.  The 

Second Circuit treats the issue of whether the plaintiff proved a likelihood of confusion as a legal 

question, reviews a district court’s treatment of each Polaroid factor under a clearly erroneous 

standard, and reviews the weighing of those factors and its ultimate conclusion under a de novo 

standard.  Arrow Fastener Co., Inc. v. Stanley Works, 59 F.3d 384, 391 (2d Cir. 1995).  Some 

commentators believe that the Supreme Court’s Hana Bank decision, noting that a jury is 

generally the decision maker when the question is how an ordinary person would make an 

assessment, suggests that likelihood of confusion is a purely factual issue.  McCarthy on 

Trademarks, § 23:71 (citing Hana Financial, Inc. v. Hana Bank, 135 S. Ct. 907, 911, (2015)). 

II. ARGUMENT BY APPELLANT GOTHAM DISTRIBUTION 

A. The Rogers v. Grimaldi Test Does Not Apply or Was Misapplied 

The District Court decision should be reversed because the Court incorrectly held that the 

Rogers test applies to Wolf’s Television’s extensive use of the mark “GOTHAM.”  To the extent 

that the Rogers test is even appropriate here, the District Court applied the test incorrectly.  

1. The District Court’s application of Rogers is reversible error 

There is no support in the rationale of the Rogers decision (or in the subsequent case law 

interpreting and applying Rogers) to apply the Rogers test so broadly as to permit the gratuitous 

use of a trademark as the title of a confusingly similar ongoing television series and associated 

commercial products as the District Court has done below. The Rogers test has only been used 

sparingly to address the use of a mark in a title or instances in the body of a single movie, book, 
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song, photograph or video game.  The Ninth Circuit has adopted the broadest application of the 

Rogers test, and still, that application goes only slightly beyond the title to references in body of 

an expressive work. See E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc. 547 F.3d 1095, 

1099 (9th Cir. 2008); see also Keller v. Elec. Arts Inc. (In re NCAA Student-Athlete Name & 

Likeness Licensing Litig.), 724 F.3d 1268, 1280 (9th Cir. 2013).  

The District Court erroneously applied Rogers to permit all of Wolf’s infringing uses of 

the “GOTHAM” mark, regardless of the rampant consumer confusion generated by the 

confusingly similar series title and “GOTHAM” branded music sold in competition with Gotham 

Distribution’s commercial products to the same customers in the same marketplaces.  

a. The Rogers test does not apply to commercial uses. 

The District Court erred by extending the Rogers test, developed in connection with the 

title of a single work, to Wolf’s use for a television series, a trademark-worthy commercial use, 

and its accompanying significant commercial activities.  The threshold question when applying 

Rogers is the nature of the use: is it expressive or commercial?  Here, Wolf’s extensive use of the 

GOTHAM mark is commercial in nature, such that the rationale of Rogers does not apply.  

The Rogers court distinguished between expressive works and commercial products. 

“[T]he expressive element of titles [of a single work] requires more [First Amendment] 

protection than the labeling of ordinary commercial products.” Rogers, 875 F.2d at 998. This 

distinction was further explained in Mattel, Inc. v. MCA Records Inc., 296 F.3d 894, 901-02 (9th 

Cir. 2002), where the Ninth Circuit discussed Rogers, stating:  

If a pair of dancing shoes had been labeled Ginger and Fred, a dancer might have 

suspected that Rogers was associated with the shoes (or at least one of them), just as 

Michael Jordan has endorsed Nike sneakers that claim to make you fly through the air. 

But Ginger and Fred was not a brand of shoe; it was the title of a movie and, for the 

reasons explained by the Second Circuit, deserved to be treated differently.  
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The Rogers test is inappropriate here because Wolf’s uses of “GOTHAM” to sell 

products in competition with Gotham Distribution are well outside any expressive interests Wolf 

may have in using the term “Gotham.”  As the MCA Records Court observed: “[t]he First 

Amendment may offer little protection for a competitor who labels its commercial good with a 

confusingly similar mark.” Id. at 900.  

If the District Court’s decision stands, a competing company need only use a mark in a 

vaguely expressive way to have free reign to build its own brand and flood the market with 

confusing commercial products. This is the exact behavior the Lanham Act protects against. The 

creation of such a broad exception to the Lanham Act enables exponentially greater confusion, 

particularly in the modern marketplace where consumers rely on social media to interact with 

merchants.  Today, the line between what is fictional and what is real is also often blurred: many 

television shows are based on reality, or claim to be real.  Consumers cannot readily determine 

what is real and what is fictional, and this task is even more difficult in the context of promotions 

viewed on small screens.  Music, especially, is marketed, sold, and consumed through social 

media and digital distribution, as evidenced by Gotham Distribution’s own extensive and award 

winning digital presence.  Now, Wolf is being allowed to enter the digital music space using the 

same name for the same type of commercial offerings in the same marketplace, solely because 

Wolf initially used “GOTHAM” for allegedly expressive reasons.  The Rogers test was not 

meant to allow such commercial activity to run roughshod over an existing brand’s rights.  

Also, Wolf’s use of “GOTHAM” in the title of its television series is more commercial in 

nature than expressive.  Trademark law has long differentiated between the title of an individual 

creative work such as a film and the title of a series of creative works such as a chronicle of 

books.  See T.M.E.P. § 1202.08 (“The title of a single creative work is not registrable on either 
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the Principal or Supplemental Register.”).  The title of an individual work is considered 

expressive and descriptive of the underlying work.  Rogers, 875 F.2d at 998.  Therefore, the title 

of individual works serves no source identifying function and can only be registered as a 

trademark if it has acquired secondary meaning.  Application of Cooper, 254 F.2d 611, 613 

(C.C.P.A. 1958); Heirs of Estate of Jenkins v. Paramount Pictures Corp., 90 F. Supp. 2d 706, 

710 (E.D. Va. 2000), aff'd sub nom. Evans v. Paramount Pictures Corp., 7 F. App'x 270 (4th Cir. 

2001).  On the other hand, a series has trademark function in indicating that each work in the 

series comes from the same source.  Application of Cooper, 254 F.2d at 615.  

In Rogers, the Second Circuit considered the expressive nature of the title of a single 

work when balancing the First Amendment with the Lanham Act. The Court said, “[t]he artistic 

and commercial elements of titles are inextricably intertwined.  Film-makers and authors 

frequently rely on word-play ambiguity, irony, and allusion in tilting their works.”  Rogers, 875 

F.2d at 998.  The Court went on to explain that consumers “have an interest in [both] not being 

misled and they also have an interest in enjoying the results of the author’s freedom of 

expression.” Id.  The Court created a two-part balancing test for assessing the titles of individual 

works. Id. This test is logical considering that does not inherently have any trademark function.   

The logic of using a balancing test for the title of an individual work, which inherently 

has no trademark function, does not carry over to the title of a television series.  See McCarthy, 

supra, § 10:3 (5th ed.). When a title is used on a series of works, as it is here, the title takes on a 

source identifying nature.  In re Cooper, 254 F.2d at 615.  Because the title of a series is a source 

identifier and a brand, and not just an expressive descriptor of an artistic work, First Amendment 

concerns play a lesser role than consumer confusion concerns, and Rogers should not apply.  
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Here, not only is Wolf’s use of “GOTHAM” the title of a series, the use is extensive, 

gratuitous, and includes real world commercial products.  Consumers look to Wolf’s use of 

“GOTHAM” as more than just an expressive title, and, indeed, as a brand with its own 

merchandising unit.  The series, the music, and the merchandise, all promoted under the 

“GOTHAM” name, are textbook examples of a source-identifying trademark that is blatantly 

commercial.  Thus, it is reversible error that the lower court applied the Rogers test at all.  

b. Rogers cannot apply without fully considering the likelihood of 

confusion.  

The District Court should have applied the Polaroid factors to assess the likely confusion 

caused by Wolf’s series title before applying the Rogers test or some other balancing test to 

assess any lingering First Amendment issues. Even in the context of titles for individual 

expressive works, the Rogers court recognized that the test should not apply when one title is 

“confusingly similar” to another title.  875 F.2d at 998-99. The Rogers Court explained that 

“[t]he public interest in sparing consumers this type of confusion [from the use of misleading 

titles that are confusingly similar to other titles] outweighs the slight public interest in permitting 

authors to use such titles.” Id. at n. 5. Thus, the Rogers decision recognizes that not all titles of 

expressive works are home-free.  Other courts concur with this analysis.  “[T]he First 

Amendment cannot permit anyone who cries ‘artist’ to have carte blanche when it comes to 

naming and advertising his or her works, art though it may be.” Parks v. LaFace Records, 329 

F.3d 437, 447 (6th Cir. 2003).  Here, to the extent the Court felt any First Amendment concerns 

needed to be addressed, because Wolf’s uses were extensive, commercial and confusingly 

similar to Gotham’s mark, the Court should have applied the Polaroid factors.  

In Kiedis v. Showtime Networks, Inc., 2008 U.S. Dist. LEXIS 124334, at *16-17 (C.D. 

Cal. Feb. 19, 2008), the district court addressed a challenge to the use of a name for a television 
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series.  The rock band Red Hot Chili Peppers sued a television network for using the name of 

their popular song “Californication” as the title of a television series.  The court denied 

defendant’s motion to dismiss, noting that the Rogers test did not fully protect defendant’s right 

to use the Californication title and an assessment of confusion was required.  The court reiterated 

that the Rogers test does not apply when the titles at issue are “confusingly similar to other 

titles.” 2008 U.S. Dist. LEXIS 124334, at *10-11. The court went on to note that otherwise 

“there would be nothing to restrict an author from using the exact title of someone else’s earlier 

work as the title of a new work, so long as the words in that title has some relevance to the 

content of the work.” 2008 U.S. Dist. LEXIS 124334, at *14.  Further, the court noted that the 

fact that the titles at issue were applied to different types of works (a song vs. a television show) 

created a factual issue to be weighed when assessing confusion, and was insufficient on its own 

for defendant to succeed on a motion to dismiss. 2008 U.S. Dist. LEXIS 124334, at *14. The 

court observed that the likelihood of confusion factors should be applied prior to assessing the 

First Amendment considerations raised by the Rogers test.  

The Second Circuit has taken a similar approach when titles are confusingly similar.  In 

Twin Peaks Productions, Inc. v. Publications International, Ltd., 996 F.2d 1366, 1370 (2d Cir. 

1993) for example, the owner of the mark “TWIN PEAKS” in connection with the television 

series of the same name-alleged that the title of the defendant’s book, Welcome to Twin Peaks: A 

Complete Guide to Who’s Who and What’s What, was infringing.  To assess whether the 

admittedly artistically relevant title was misleading, the Court first applied the Polaroid factors.  

Id. at 1379.  The Second Circuit explained: “This determination must be made, in the first 

instance, by application of the Polaroid factors. However, the finding of likelihood of confusion 

must be particularly compelling to outweigh the First Amendment interest recognized in 
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Rogers.” Id. (citation omitted); See also Cliff Notes, Inc. v. Bantam Doubleday Dell Publ’g Grp., 

Inc., 886 F.2d 490, 495 & n.3 (2d Cir. 1989) (traditional likelihood-of-confusion factors apply to 

Lanham Act claims against titles of expressive works, although “the Polaroid factors should be 

applied with proper weight given to First Amendment concerns,” and a court should “tak[e] into 

account that somewhat more risk of confusion is to be tolerated”). 

Here, the District Court overlooked this limitation to the Rogers test.  Undoubtedly (and 

as the jury found), Wolf’s use of the “GOTHAM” name in the title of its series, and associated 

musical offerings, is confusingly similar to Gotham distribution’s use of the mark on television, 

CDs streaming sites, concerts and in many other places.  Wolf’s uses of the mark on its 

soundtracks and commercial products are in direct competition with Gotham Distribution’s 

products.  The parties’ “Gotham” products are sold to the same consumers, through the same 

channels, and are nearly identical. Here, the evidence supports the conclusion that Wolf’s 

“GOTHAM” show was created to mislead viewers into thinking they were watching a series 

about a legitimate record label in New York. Wolf was no doubt aware of Gotham’s trademark 

before the show aired, and its internal marketing strategies confirm that Wolf intended to use the 

brand “GOTHAM” to create a “realistic record label” and “to marry art and reality and fully 

immerse [the actors/musicians] into the competitive music space.”  

The District Court erred in holding that the Rogers test insulated Wolf from trademark 

infringement regardless of confusion and the resulting ruling undermines the dual purposes of 

trademark law: to protect the public against confusion and to protect brand owner’s investments.   

2. The Rogers test does not apply unless the expressive work refers to 

the other party.  

To satisfy the first prong of the Rogers test, the user must prove the use of the mark is 

“artistically relevant” to the underlying work. Rogers, 875 F.2d at 999. The First Amendment 
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protects freedom of expression where the user creates expressive satire, parody, or other social 

commentary referencing someone else’s mark. It does not, however, protect an expressive work 

that “makes no comment” on another’s mark. MCA Records, 296 F.3d at 901. This distinction is 

also known as the referential requirement of the first prong of the Rogers test.  

For a trademark claim to be adjudicated under the Rogers test, the use must be a 

reference or relation to the other party’s mark. If the use of a trademark, like Wolf’s 

“GOTHAM” here, is not in reference or does not comment on the original, senior user (e.g. 

Gotham Distribution), the Rogers test does not and should not apply. MCA Records, 296 F.3d at 

901. Instead, when the use of the mark is gratuitous and not in reference to the other party’s 

mark, the Polaroid “likelihood of confusion” test applies. See id.  

In Rebelution, LLC v. Perez, the court noted that “[i]n every federal court of appeals case 

addressing the artistic adoption of plaintiff’s non-generic mark, the artistic relevance of 

defendant’s use of the mark related to the meaning associated with plaintiff’s mark.” Rebelution, 

LLC v. Perez, 732 F. Supp. 2d 883, 889 (N.D. Cal. 2010). The references range from a movie 

title referring to Ginger Rogers and a book title referring to the popular television show “Twin 

Peaks” to bands and photographs referring to “Barbie,” the infamous Mattel doll. Rogers, 875 

F.2d at 996-97; Twin Peaks Prods., Inc. v. Publ’ns Int’l, Ltd., 996 F.2d 1366, 1370 (2d. Cir. 

1993); MCA Records, 296 F.3d at 899; Walking Mountain Prod., 353 F.3d at 796.  

In these circumstances, the junior user references the senior user to identify and refer to 

the senior user for expressive reasons. But here, Wolf’s use of the “GOTHAM” mark was not a 

comment on or reference to Gotham Distribution. The “GOTHAM” mark was merely a 

gratuitous use plucked from any number of other options to promote Wolf’s own product and 

fictional company, and therefore not a circumstance warranting application of the Rogers test.   
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Wolf will argue, incorrectly, that the Rebelution court has been criticized for misapplying 

the Rogers test. However, the only criticism of Rebelution involved its application of the 

“cultural significance” inquiry—not the referential requirement. See Fortres Grand Corp. v. 

Warner Bros. Entm't Inc., 947 F. Supp. 2d 922, 933 (N.D. Ind. 2013), aff'd, 763 F.3d 696 (7th 

Cir. 2014). The claimed criticism is dicta and does not overrule the referential requirement, 

which has been applied across the board in this circuit. Cliffs Notes, Inc. v. Bantam Doubleday 

Dell Pub. Grp., 886 F.2d 490, 491 (2d Cir. 1989); Twin Peaks Prods., Inc., 996 F.2d at 1370; 

MCA Records, 296 F.3d at 899; E.S.S. Entm’t, 547 F.3d at 1097; see also Mil-Spec Monkey, Inc. 

v. Activision Blizzard, Inc., 74 F. Supp. 3d 1134, 1141 (N.D. Cal. 2014). 

The referential requirement was further confirmed in Brown v. Electronic Arts, Inc. 

There, the plaintiff, NFL superstar Jim Brown, questioned the artistic relevance of his likeness to 

Madden NFL. The court held that “the content of the Madden NFL games . . . is clearly related 

to Jim Brown, one of the NFL’s all-time greatest players.” 724 F.3d at 1243-1244. The Court 

noted that “EA did not produce a game called Jim Brown Presents Pinball with no relation to Jim 

Brown or football beyond the title; it produced a football game featuring likenesses of thousands 

of current and former NFL players, including Brown.” Id. at 1244. Thus, according to the Brown 

Court, the reference or relation to the senior user (Jim Brown) was the principal distinguishing 

factor between the Brown case and other similarly situated cases in the Ninth Circuit. As the 

most recent and dispositive case on the referential requirement, Brown supports the existence of 

a referential requirement for the Rogers test and highlights the importance of the distinction 

between established references and no references to the senior user whatsoever.  

Courts have also noted that the artistic relevance prong is intended to prevent the junior 

user from “merely borrowing another’s property to get attention.” Dr. Seuss Enters., L.P. v. 
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ComicMix LLC, 2018 U.S. Dist. LEXIS 84985, at *9 (S.D. Cal. May 21, 2018); see also Dita, 

Inc. v. Mendez, No. 10-cv-6277 PSG FMOX, 2010 WL 5140855, at *2 (C.D. Cal. Dec. 14, 2010) 

(“The First Amendment [is] implicated when the defendant use[s] a trademarked term to 

describe or comment on the plaintiff's mark or product—not merely to promote its own 

product.”). This is exactly what Wolf is attempting to do with its use of the “GOTHAM” mark. 

Instead of targeting the original Gotham Distribution with commentary, Wolf stole Gotham’s 

trademark to establish its own “Gotham” brand. Because Wolf’s use does not satisfy the 

referential requirement, the Rogers test was not the correct legal standard governing the case. 

Indeed, the First Amendment is not implicated by Wolf’s gratuitous use, and the referential 

requirement is not satisfied in order to warrant the Rogers test. The district court fundamentally 

erred in ignoring the referential requirement under Rogers. 

B. The District Court Improperly Assessed the Likelihood of Confusion. 

The district court improperly applied a forward confusion analysis to Gotham 

Distribution’s reverse confusion claims.  The district court also improperly ignored the jury’s 

significant factual finding that confusion is likely. 

1. The District Court inappropriately applied forward confusion 

analysis to Gotham Distribution’s reverse confusion claims. 

This Circuit has recognized that forward confusion and reverse confusion are factually 

distinct and require separate analyses. See Banff, Ltd. v. Federated Dep’t Stores, Inc., 841 F.2d 

486 (2d Cir. 1988).  Forward confusion occurs when a junior party’s use of a mark leads 

consumers to mistakenly believe the junior user’s goods are associated with the senior user. See 

id. In forward confusion analysis, courts assess the strength of the senior user’s mark without 

considering the junior user’s market strength. See id. A finding that the senior’s mark is weak 

weighs against a finding of likelihood of forward confusion. See id. In reverse confusion, 
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however, the senior user’s mark has low marketplace strength relative to the junior user’s mark. 

See Sunenblick v. Harrell, 895 F. Supp. 616, 628 (S.D.N.Y. 1995), aff’d, 101 F.3d 684 (2d Cir. 

1996) (“It is the essence of reverse confusion that the senior user’s mark will be comparatively 

weaker . . . than that of the powerful junior user.”).  Unlike forward confusion, reverse confusion 

occurs where the junior user amasses such trademark strength in its imitative mark that 

consumers mistakenly associate the senior user’s products with the junior user. THOIP v. Walt 

Disney Co., 788 F. Supp. 2d 168, 178 (S.D.N.Y. 2011).  As a result, the senior user, like Gotham 

Distribution here, is robbed of its trademark’s value, and loses “its product identity, corporate 

identity, control over its goodwill and reputation, and ability to move into new markets.” Fisons 

Horticulture, Inc. v. Vigoro Indus., Inc., 30 F.3d 466, 474–75 (3d Cir. 1994). 

Where a junior’s mark is much stronger than a senior’s, it may “increase the likelihood 

that consumers will mistakenly believe that [the junior] is the source of the [senior’s] products.” 

THOIP, 736 F. Supp. 2d at 711.  “In a reverse confusion case, the junior user is not trying to take 

a free ride on the recognition value of a strong, senior mark. Thus, there is no reason to apply the 

standard requirement that the senior user have a mark strong enough that confusion will result.”  

McCarthy on Trademarks and Unfair Competition § 23:10 (4th ed. 2002). Rather, courts have 

evaluated the strength of the junior user’s mark to gauge its ability to overpower the senior user. 

See Gameologist Grp., LLC v. Sci. Games Int’l, Inc., 838 F. Supp. 2d 141, 160 n.8 (S.D.N.Y. 

2011), aff’d, 508 F. App’x 31 (2d Cir. 2013) (“The parties agree that the [junior user’s] mark is a 

strong one.  Thus, if it were necessary to evaluate the strength of the junior user’s mark in this 

case, the first factor in the Polaroid analysis would weigh in the [senior user’s] favor”).  

In a forward confusion case, the court considers the commercial strength of the senior 

user’s mark.  The stronger the mark, the greater the likelihood of confusion.  If this analysis were 



 

16 

to apply in reverse confusion, where the junior user is the stronger entity, every senior user 

would lose on the strength of the mark factor.  Reverse confusion analysis should instead 

consider the strength of the junior user’s mark and its ability to overwhelm the senior user. 

Several circuits have held that it is inappropriate to examine the likelihood of confusion 

in light of the strength of the senior user’s mark in a reverse confusion case.
5
  This Court should 

reach the same conclusion.  

The Polaroid factors provide the proper test for forward and reverse confusion cases. See 

Plus Prods. v. Plus Discount Foods, Inc. 722 F.2d 999 (2d Cir. 1983).  District courts in this 

Circuit, following Plus Products, have refined reverse confusion analysis under the Polaroid 

factors.  In particular, courts have held that the proper mark to consider under the strength of the 

mark factor is the junior user’s mark, not that of the senior.
6
  In Sunenblick, a musician operated 

“UPTOWN JAZZ” to record and release music of relatively unknown artists. See Sunenblick v. 

Harrell, 895 F. Supp. 616 (S.D.N.Y. 1995), aff’d, 101 F.3d 684 (2d Cir. 1996). A major music 

and TV conglomerate later released the record “Uptown Kickin’ it”, swamping the market with 

aggressive advertising. See id.  The court engaged in reverse confusion analysis and did not 

weigh the senior user’s relatively weak mark against the senior user. See id.  

Here, Wolf’s Gotham series has saturated Gotham Distribution’s market and caused 

confusion.  Gotham Distribution’s Instagram has 6,000 followers; Wolf Gotham series’ has over 

1.6 million.  Wolf’s Gotham music has sold hundreds of thousands of units, been streamed over 

100 million times, and appeared on Billboard Top 100 charts.  This saturation led consumers, 

                                                 
5
  See, e.g., Dreamwerks Prod. Group, Inc. v. SKG Studio, 142 F.3d 1127, 1130-31 (9th Cir. 

1998); A & H Sportswear, Inc. v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 231 (3d Cir. 

2000); Sands, Taylor & Wood Co. v. Quaker Oats Co., 978 F.2d 947, 959 (7th Cir. 1992); 

Attrezzi, LLC v. Maytag Corp., 436 F.3d 32, 40 (1st Cir. 2006). 
6
  See Strange Music, Inc. v. Strange Music, Inc., 326 F.Supp.2d 481, 488 (S.D.N.Y. 2004). 
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artists, and business partners to mistakenly associate Wolf’s Gotham with Gotham Distribution.  

Just as the Sunenblick court recognized that reverse confusion differs from paradigmatic forward 

confusion, this Court should adjust the strength of the mark factor in a reverse confusion context, 

and not weigh Gotham Distribution’s commercially weak mark against Gotham Distribution. 

Wolf may point to Lang v. Ret. Living Pub. Co., 949 F.2d 576, 581 (2d Cir. 1991), as 

support for the district court’s decision.  However, Lang provided no explanation for why it 

considered only the strength of the senior mark.  Regardless, more recent authority, including 

courts in this Circuit, has been that the junior mark’s strength is relevant.  As such, the Court 

should reverse the district court’s judgment for Wolf, and reinstate the jury verdict. 

2. The District Court erred by not deferring to the jury’s finding of 

likelihood of confusion. 

A finding of likely confusion is a factual determination, which squarely rests in the 

domain of a fact-finder.  Absent clear error, a jury verdict finding likely confusion should be 

afforded a high degree of deference, not be nonchalantly cast aside.  Alternatively, even if a 

finding of likely confusion involves a mixed question of law and fact reviewable de novo, a valid 

jury verdict is not foreclosed, and the jury’s factual findings would still be afforded deference. 

a. The jury did not clearly err in finding likely confusion, and the 

district court should not have overturned the verdict. 

A determination of likely confusion is question of fact for the jury. See Stuart v. Collins, 

489 F. Supp. 827, 830 (S.D.N.Y. 1980) (citing Dairy Queen, Inc. v. Wood, 369 U.S. 469 (1962)) 

(reasoning that likely confusion is a “question [] within the jury’s province.”).  In this Circuit, 

jury verdicts should be overturned only where there is a “complete absence of evidence” that 

supports the verdict, or “such an overwhelming amount of evidence in favor” of a party that a 

reasonable jury “could not arrive at a verdict against him.” On Site Energy Co., Inc. v. MTU 

Onsite Energy Corp., No. 10-CV-1671, 2013 WL 3990919, at *2-3 (E.D.N.Y. Aug. 2, 2013) 
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(citing Kosmynka v. Polaris Indus., Inc., 462 F.3d 74, 79 (2d Cir. 2006); see Nora Beverages, 

Inc. v. Perrier Grp. of Am., Inc., 269 F.3d 114, 124-25 (2d Cir. 2001) (affirming jury verdict 

because “reversal is warranted only where affirmance would be inconsistent with substantial 

justice.”).
7
  As clear error was not met here, the district court erred in vacating the jury verdict.  

Here, the jury was presented with evidence relating to several Polaroid factors, including 

strength of the mark, proximity of the products, bridging the gap, and actual confusion.  Notably, 

the evidence reflected several instances in which artists, consumers, and Gotham Distribution’s 

business partners expressed confusion as to whether Gotham Distribution and Wolf were 

affiliated with or sponsored by one another.  In light of this evidence, which the jury credited, 

and by heeding the trial judge’s instructions on how to apply its factual determinations to the law 

as instructed, the jury determined that confusion was likely, and found for Gotham Distribution. 

The district court should not have disturbed this verdict.  It was not “inconsistent with 

substantial justice,” see Nora Beverages, 269 F.3d at 125, nor did it suffer from a “complete 

absence of evidence[.]” See On Site Energy, 2013 WL 3990919, at *2.  Rather, it was based upon 

substantial evidence relating to strength of the mark, proximity of the products, bridging the gap, 

and actual confusion.  A jury verdict based on such substantial evidence should not be disturbed. 

See Transgo, 768 F.2d at 1015, 1030 (affirming jury verdict as based upon substantial evidence). 

b. Even if this Court determined that likely confusion is a mixed 

question of law and fact, reversal is still warranted. 

Although likely confusion is a question of fact for the jury, some courts have suggested 

that it is a mixed question of law and fact. See Guthrie Healthcare Sys. v. ContextMedia, Inc., 

826 F.3d 27, 37-38 (2d Cir. 2016) (“We [] review determinations as to individual Polaroid 

                                                 
7
  See, e.g., Montgomery v. Noga, 168 F.3d 1282, 1300 (11th Cir. 1999) (jury verdict will not 

be reversed absent “clear error”); Anheuser-Busch, Inc. v. L & L Wings, Inc., 962 F.2d 316, 

320-23 (4th Cir. 1992) (reversing entry of judgment n.o.v., as jury verdict should not be 

vacated even where evidence was balanced). 



 

19 

factors for clear error . . . to the extent they involve factual determinations . . . . However, we 

have recognized that the assessment of some of the Polaroid factors may involve issues of 

law.”); Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., 588 F.3d 97, 105 (2d Cir. 2009) (“[W]e 

review the district court’s determinations as to each separate factor in Polaroid’s multifactor test 

[] for clear error, while the court’s ultimate balancing of those factors is a matter of law subject 

to de novo review[.]”); Patsy’s Brand, Inc. v. I.O.B. Realty, Inc., 317 F.3d 209, 216 (2d Cir. 

2003) (“there is a considerable component of law in the determination whether a mark has the 

degree of strength necessary to weigh in favor of the party claiming infringement.”). 

But any legal aspects of Polaroid analysis did not permit the district court to set aside the 

jury’s verdict under Hana Bank, wherein the Supreme Court found that juries can resolve mixed 

questions of law and fact. See Hana Fin., Inc. v. Hana Bank, 135 S. Ct. 907, 911 (2015) (“[T]he 

application-of-legal-standard-to-fact[,] . . . called a mixed question of law and fact, has typically 

been resolved by juries.  [T]he jury’s constitutional responsibility is not merely to determine the 

facts, but to apply the law to those facts and draw the ultimate conclusion[.]”).  While Hana 

Bank centered around tacking, its reasoning remains: juries frequently resolve mixed questions 

of law and fact by determining facts, and applying the law as instructed to those facts. 

In the land of mixed question of law and fact, our analysis does not change: a jury verdict 

based upon a jury’s factual determinations, to which a jury applies the law as instructed, is valid.  

Here, the jury’s “constitutional duty” was to find, and apply the law to, the facts, and “draw the 

ultimate conclusion.” See Hana Bank, 135 S. Ct. at 911.  The district court entrusted the jury 

with this duty, as the “weight to be given to each” Polaroid factor is for “you to determine.”  

Even reviewing de novo the “court’s ultimate balancing of the factors[,]” Starbucks, 588 F.3d at 

105, here the findings of fact (based on compelling evidence of strength of the mark, proximity 
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of the products, bridging the gap, and actual confusion) underlie the ultimate balancing and 

support the jury verdict.  Accordingly, the district court should not have overturned the jury 

verdict, even if this Court were to consider likely confusion as a question of mixed law and fact. 

III. ARGUMENT BY APPELLEE WOLF 

A. The Rogers v. Grimaldi Test Was Properly Applied. 

The District Court decision should be affirmed, because the court correctly held that the 

Rogers v. Grimaldi test applies to Wolf Television’s use of Gotham. 

1. The District Court correctly applied the Rogers test, because the title 

Gotham is artistically relevant to the underlying work, and the title is 

not explicitly misleading 

The Rogers test allows for the artistic use of a trademark that would otherwise violate the 

Lanham Act if the use of the mark is (1) artistically relevant to the underlying work, and (2) not 

explicitly misleading.  Rogers, supra, 875 F.2d at 999.  In Rogers, the Second Circuit addressed 

the tension between section 43(a) of the Lanham Act, 15 U.S.C. §1125(a)(1)(A), and the right to 

free expression guaranteed by the First Amendment.  Ginger Rogers sued a filmmaker who titled 

his film “Ginger and Fred,” arguing this title misled consumers by implying the involvement of 

her and Fred Astaire.  The Court developed a two-prong test to evaluate when the expressive use 

of a mark was protected by the First Amendment, and thus not an infringement.   

First, to be protected the title must be artistically relevant to the underlying work.  

Rogers, 875 F.2d at 999.  The characters in the film were nicknamed Ginger and Fred due to 

their occupation as cabaret performers.  Additionally, the work was intended as a commentary on 

contemporary television which used Ms. Rogers and Mr. Astaire as symbols of early American 

cinema.  Because the title was “an integral element of the film and the film-maker’s artistic 

expressions,” it was considered artistically relevant.  Id. at 1001.  Second, even artistically 

relevant titles cannot explicitly mislead consumers as to the source or the content of the work.  
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Id. at 999.  Since the title was not an explicit statement of the involvement of Ms. Rogers and 

Mr. Astaire, it satisfied this prong. Since both prongs were met, even the possibility that 

consumers might be misled is not sufficient to violate the Lanham Act.  Id. at 1001. 

a. The Rogers test is applicable to works in a series because the 

test “is generally applicable to Lanham Act claims against 

works of artistic expression” 

The Second Circuit applied Rogers beyond the mere title of a work.  In Cliffs Notes, Inc. 

v. Bantam Doubleday Dell Publishing Group, Inc., 886 F.2d 490 (2d Cir. 1989) the authors of 

the parodic work, “Spy Notes,” modeled their work off of the famous cover of Cliffs Notes.  The 

Court extended the Rogers test beyond the mere title of the work to the appearance of the cover, 

because “the overall balancing approach of Rogers and its emphasis on construing the Lanham 

Act “narrowly” when First Amendment values are involved are both relevant in this case.”  Id. at 

494.  The Court held that the Rogers test is “generally applicable to Lanham Act claims against 

works of artistic expression,” a much broader category than merely a work’s title.  Id. at 495.   

No court has questioned the propriety of applying the Rogers test to works in a series.  

The Ninth Circuit found that Rogers applied to a series of photographs entitled “Food Chain 

Barbie” depicting a Barbie doll in a variety of “absurd and often sexualized positions.”  Mattel 

Inc. v. Walking Mountain Productions, 353 F. 3d 792, 796 (9th Cir. 2003).  That court held that 

the use of the Barbie mark was relevant to the work because it was descriptive of the content of 

the work and the artist’s parodic message.  Id. at 807.  The title’s inclusion of the Barbie mark 

did not explicitly mislead consumers, because “the only indication that Mattel might be 

associated” with the work was the title, and this alone is insufficient to render the use explicitly 

misleading.  Id.  Just as Rogers applied to this series of photographs, it also applies to serialized 

television.  Accordingly, the Rogers test can be applied to Gotham. 
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Appellant argues that the “likelihood of confusion” test should be used in lieu of Rogers.  

Appellant relies on Kiedis v. Showtime Networks Inc., 2008 U.S. Dist. LEXIS 124334 (C.D. Cal. 

Feb. 19, 2008), in which the Red Hot Chili Peppers sued Showtime Network over use of 

“Californication” as a television show title.  This reliance is misplaced because the case is not 

binding precedent and does not say that the Rogers test does not apply to works in a series.  

While the Second Circuit has applied the “likelihood of confusion” test in conjunction with the 

second prong of Rogers, see Twin Peaks Productions v. Publications International, Ltd., 996 

F.2d 1366 (2d Cir. 1993), the Court has emphasized that “the finding of likelihood of confusion 

must be particularly compelling to outweigh the First Amendment interest recognized in 

Rogers.”  Id. at 1379.  Additionally, many courts have applied the Rogers test without resorting 

to the “likelihood of confusion” factors.  See, Mattel Inc. v. Walking Mountain Productions, 353 

F. 3d 792, 796 (9th Cir. 2003); E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc., 547 

F.3d 1095, 1100 (9th Cir.2008); Parks v. LaFace Records, 329 F.3d 437, 449 (6th Cir. 2003). 

Here, while the possibility of confusion may exist, it is certainly not compelling, and the 

facts here clearly meet the two prongs in Rogers. The title Gotham is artistically relevant to the 

underlying work.  Gotham is a well-known nickname for New York City.
8
  The term also has the 

meaning “wise fools,” id., so the title can also be a comment on the actions of the characters 

within the television universe.  Because the standard for artistic relevance is “merely above 

zero,” E.S.S. Entertainment 2000, Inc. 547 F.3d at 1100, and the use of Gotham far exceeds this 

low threshold, the title is artistically relevant, and passes the first prong of the Rogers test. 

                                                 
8
  See Keri Blakinger, From Gotham to Metropolis: A Look at NYC’s Best Nicknames, NY 

Daily News, (Mar. 8, 2016 10:11 a.m.), http://www.nydailynews.com/news/national/gotham-

metropolis-nyc-best-nicknames-article-1.2556511.   
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Nor is the title of Gotham explicitly misleading. Here, like similar facts in Mattel Inc. v. 

MCA Records, Inc., 296 F.3d 894, 902 (9th Cir. 2002), the title does not explicitly mention 

Gotham Distribution.  See id. (“The song title does not explicitly mislead . . . it does not, 

explicitly or otherwise, suggest that it was produced by Mattel.”).  Gotham Distribution cannot 

corner the market on the word “Gotham,” which has over 650 registered or pending applications 

for related marks.  Even if, arguendo, there exists a risk that consumers would associate Wolf 

Television’s Gotham series with Gotham Distribution, the Rogers Court found that risk was 

outweighed by its obligation to protect free expression.  Rogers, 875 F.2d at 1001.  The risk that 

a title might mislead some consumers is “outweighed by the danger that suppressing an 

artistically relevant though ambiguous title [would] unduly restrict expression.”  Id. 

b. The commercial or promotional use of Gotham does not affect 

the application of the Rogers test 

The promotional and commercial use of works associated with the Gotham television 

show is also governed by the Rogers test.  The fact that a work is sold does not change the level 

of protection granted by the First Amendment.  Parks v. LaFace Records, 329 F.3d 437, 449 (6th 

Cir. 2003).  Parks cited to Riley v. National Federation of the Blind, Inc., 487 U.S. 781 (1988), 

which held that when protected speech is inextricable from unprotected speech, the entire 

message is treated as protected speech.  The Parks court acknowledged that “if a song is sold, 

and the title is protected by the First Amendment, the title naturally will be ‘inextricably 

intertwined’ with the song’s promotion.”  Id.  This is similarly applicable to the commercial and 

promotional components of the Gotham television show which, like the show itself, is protected 

under the Rogers framework.  The commercial and promotional efforts associated with the 

Gotham series derive from the expressions manifested in the show itself. As these elements are 

inseparable, they are equally protected under Rogers. 
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2. The Rogers test does not require Wolf’s use of Gotham to refer to 

Gotham Distribution 

The artistic relevance prong of the Rogers test does not include a “referential” 

requirement, therefore the test applies even if Wolf’s use of Gotham is not in association with 

Gotham Distribution.  Dr. Seuss Enters., L.P. v. ComicMix LLC, 2018 U.S. Dist. LEXIS 84985, 

at *8 (S.D. Cal. May 21, 2018).  There is no requirement that the junior user of the mark 

reference the senior user.  The artistic relevance prong only requires that the “level of relevance 

merely must be above zero.”  E.S.S. Entm't 2000, Inc., 547 F.3d at 1100.  As discussed by the 

Ninth Circuit, “such a requirement would be inconsistent with the purpose of the first prong of 

Rogers.”  Twentieth Century Fox TV v. Empire Distribution, Inc., 875 F.3d 1192, 1198 (9th Cir. 

2017).  Hence, Wolf’s use of Gotham does not need to refer to Gotham Distribution for the 

Rogers test to apply.  In New York alone, a search for the word “Gotham” generates over 5,000 

results names of entities that include the word “Gotham.”  It would be impossible for Wolf’s 

Gotham to reference every entity that has the word “Gotham” as part of its name. 

Although Appellant may argue that the Ninth Circuit, in Rebelution, LLC v. Perez, 732 F. 

Supp. 2d 883 (N.D. Cal. 2010), applied the artistic relevance prong of the Rogers test with a 

“referential” requirement, that case has been abrogated by Twentieth Century Fox TV.  In 

addition, other courts applying the Rogers test have criticized the Rebelution court for 

misapplying the test.  Id. at 907;  see also Fortres Grand Corp. v. Warner Bros. Entm't Inc., 947 

F. Supp. 2d 922, 933 n. 2 (N.D. Ind. 2013) (explaining that the Ninth Circuit’s reading of the 

Rogers test is an outlier as other courts have not read the artistic relevance prong so narrowly). 

Courts have held that the Rogers test applies when the junior user’s mark has some 

artistic relevance, but does not reference the senior user.  Rebellion Devs., Ltd. v. Stardock 

Entm't, Inc., 2013 U.S. Dist. LEXIS 66131, at *7 (E.D. Mich. May 9, 2013); see also Fortres 
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Grand Corp., 947 F. Supp. 2d at 931-33.  Any “referential” requirement would be inconsistent 

with the purpose of the first prong of Rogers because the artistic relevance requirement already 

prevents the junior user from “merely borrowing another’s property to get attention”.  Dr. Seuss 

Enters., L.P., 2018 U.S. Dist. at *9.  Wolf did not arbitrarily choose to use the mark Gotham to 

gain publicity from Gotham Distribution.  Seasons 1 and 2 of Gotham attracted millions of 

viewers and appeared on the Billboard charts; Wolf did not need to enhance the television series’ 

potential by borrowing the Gotham name from Gotham Distribution. Furthermore, Gotham’s 

Instagram account has 1.6 million followers compared to Gotham Distribution’s account which 

only has around 6,000.  Wolf Television cannot benefit from popularity that Gotham Distribution 

does not have. The mark Gotham meets the artistic relevance requirement of the Rogers test as it 

has genuine relevance to the underlying work.  Therefore the Rogers test mandates First 

Amendment protection for the Gotham series. 

B. The District Court Properly Assessed the Likelihood of Confusion 

1. It is appropriate to weigh the weakness of a senior user’s mark 

against a finding of likely reverse confusion. 

a. The Second Circuit law frequently weighs weak marks against 

a finding of a likelihood of reverse confusion. 

Under any theory of confusion, courts in the Second Circuit determine likelihood of 

confusion by considering the Polaroid factors.  See Plus Prod. v. Plus Disc. Foods, Inc., 722 

F.2d 999, 1005 n.6 (2d Cir. 1983).  In determining the strength of a mark, the first Polaroid 

factor, the Second Circuit focuses on “the distinctiveness of the mark, or more precisely, its 

tendency to identify the goods.”  See Lang v. Retirement Living Pub. Co., Inc., 949 F.2d 576, 581 

(2d Cir. 1991) (citation omitted).  Weak marks can weigh against a finding of reverse confusion 

because “the weaker the mark the less likely it is that consumers will view it as an indication of 

origin.”  Plus Products, 722 F.2d at 1006.  This is especially true when the commercial weakness 
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of a senior mark is unrelated to the junior mark.  See Denimafia Inc. v. New Balance Athletic 

Shoe, Inc., 2014 WL 814532, at *13 (S.D.N.Y. 2014).   

The Second Circuit does not have a separate reverse confusion test for analyzing the 

strength of the senior user’s mark.  Just as courts have done in analyzing forward confusion, 

courts in the Second Circuit have weighed weak senior marks against findings of reverse 

confusion.  See , e.g., Plus Products, 722 F.2d at 1006; Lang, 949 F.2d 576, 581 (2d Cir. 1991); 

Denimafia, 2014 WL 814532 at *13-14; LVL XIII Brands, Inc. v. Louis Vuitton Malletier S.A., 

209 F.Supp.3d 612, 668 (S.D.N.Y. 2016).   

Additionally, forward confusion and reverse confusion are not separate and distinct 

claims.  See Trouble v. Wet Seal, Inc., 179 F.Supp.2d 291, 296 (S.D.N.Y. 2001).  While some 

courts have sometimes looked to the strength of the junior mark, courts have continued to look to 

the strength of the senior mark, revealing that looking to the junior mark does not exclude 

weighing the strength of the senior mark.  See Denimafia, 2014 WL 814532 at *13-14; Louis 

Vuitton, 209 F.Supp.3d at 668. 

Gotham Distribution’s mark is weak enough that consumers do not use it as an indicator 

of origin.  See Plus Products, 722 F.2d at 1004.  There are over 650 registered or pending 

applications for “Gotham” related marks.  There are even other music labels with Gotham in 

their name.  Consumers see Gotham Distribution’s products with additional clarifying 

information potentially including song title, artist name, and album name.  Gotham 

Distribution’s mark lacks the words “WOLF PRESENTS” that appear on Wolf’s trademark.  See 

J.T. Colby & Co. Inc. v. Apple Inc., 586 Fed.Appx. 8, 10 (2d. Cir. 2014).  The consumer does not 

rely on the mark to indicate the origin of the music and reverse confusion is unlikely.   
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Second, the weakness of Gotham Distribution’s mark is unrelated to Wolf’s junior mark, 

so its weakness decreases the likelihood of confusion.  See Denimafia, 2014 WL 814532 at *13.  

The television show itself is not a direct competitor.  Wolf has not overwhelmed Gotham 

Distribution as seen in traditional reverse confusion cases.  Gotham Distribution has been in 

business for twice as long and released an average of well over 10,000 songs per year.  Wolf has 

released only around 65 songs per year.  Also, Wolf has only released songs that appear on the 

television show, distinguishing them from the songs of Gotham Distribution and reducing the 

likelihood of consumer confusion.  The weakness of Gotham Distribution’s mark is unrelated to 

the television series and therefore does not support a finding of reverse confusion. 

b. The reasoning of other circuits is inconsistent with Second 

Circuit precedent. 

When analyzing reverse confusion, the other circuits require that “a plaintiff with a 

commercially weak mark is more likely to prevail than a plaintiff with a stronger mark.”  See A 

& H Sportswear, Inc. v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 230-31 (3d Cir. 2000).  This 

requirement is inconsistent with the cases cited above and the flexibility of the Second Circuit’s 

Polaroid test.  See Denimafia 2014 WL at *10 (“The application of the Polaroid test is not 

mechanical but rather, focuses on the ultimate question of whether, looking at the products in 

their totality, consumers are likely to be confused.” (quoting Kelly-Brown v. Winfrey, 717 F.3d 

295, 307 (2d Cir. 2013)); see also Progressive Distribution Services, Inc. v. United Parcel 

Service, Inc., 856 F.3d 416, 431 (6th Cir. 2017) (“But while certain circuits have adopted a 

different test for claims of forward and reverse confusion, the Sixth Circuit is not one of them.”). 
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2. The District Court Gave Appropriate Deference to the Jury Verdict.  

a. The final determination of whether confusion is likely is a 

matter of law based upon the weighing of multiple factors. 

The core question in a trademark infringement analysis is whether the marks at issue are 

likely to cause confusion as to the source of the goods.  See Mushroom Makers, Inc. v. R.G. 

Barry Corp., 580 F.2d 44, 47 (2d Cir. 1978).  In the Second Circuit, confusion is a mixed 

question of fact and law.  Courts must examine a non-exclusive list of factors and are granted the 

flexibility to consider other variables and weigh all factors as they see fit.  See Polaroid Corp. v. 

Polarad Electronics Corp., 287 F.2d 492, 495 (2d Cir. 1961); Guthrie Healthcare Sys. v. 

ContextMedia, Inc., 826 F.3d 27, 37 (2d Cir. 2016) (“The pertinence of individual factors varies 

with the facts of the particular case. Courts should not . . . apply a ‘mechanical process’ awarding 

judgment to ‘the party with the greatest number of factors weighing in its favor.’”) (citations 

omitted).  While juries are responsible for evaluating the individual factors on a factual basis, the 

Second Circuit has recognized that “assessment of some of the Polaroid factors may involve 

issues of law.”  Id. at 38.  Therefore, a likelihood of confusion determination is “based on the 

balancing of or relative weight given to” each factor by the court and “is a legal conclusion 

which is reviewable . . . as a matter of law.”  Plus Prod. v. Plus Disc. Foods, Inc., 722 F.2d 999, 

1005 (2d Cir. 1983); see also Patsy’s Brand, 317 F.3d at 216 (“The district court's ultimate 

balancing of the Polaroid factors is always subject to de novo review.”).  

 Other circuits have similarly found that confusion involves both factual and legal 

determinations.  See Gen. Motors Corp. v. Lanard Toys, Inc., 468 F.3d 405, 412 (6th Cir. 2006) 

(“[L]ikelihood of confusion [is] a mixed question of fact and law. Factual findings must be made 

with respect to the likelihood of confusion factors. . . .  However, the further determination of 

whether a given set of foundational facts establishes a likelihood of confusion is a legal 
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conclusion.”) (citations omitted); In re Chatam Int'l Inc., 380 F.3d 1340, 1342 (Fed. Cir. 2004) 

(“Likelihood of confusion under the Lanham Act, 15 U.S.C. § 1052(d), is a legal determination 

based upon factual underpinnings.”). 

Here, the district court correctly followed Second Circuit precedent by weighing the 

confusion factors after the jury concluded its factual findings.  It was also appropriate for the 

court to give particular weight to the weakness of the Gotham Distribution mark in holding that 

confusion was not likely.  The Second Circuit has established that the strength of the mark is one 

factor that involves a legal determination.  See Guthrie Healthcare Sys., 826 F.3d at 37.  (“This is 

particularly so for determinations as to whether the senior user's mark is sufficiently fanciful or 

arbitrary . . . to be deemed a strong mark, or in contrast, merely identifies or describes the senior 

user's commerce so as to be unenforceable or weak.”); See also Patsy's Brand, Inc. v. I.O.B. 

Realty, Inc., 317 F.3d 209, 215-16 (2d Cir. 2003).  (“[T]here is a considerable component of law 

in the determination whether a mark has the degree of strength necessary to weigh in favor of the 

party claiming infringement.”).  Given that the Second Circuit has additionally considered a 

mark’s strength to be one of the most important factors in a confusion analysis, the court was not 

required to defer to the jury’s assessment.  See Mobil Oil Corp. v. Pegasus Petroleum Corp., 818 

F.2d 254, 258 (2d Cir. 1987).  Even if jury instructions direct jurors to weigh the factors within 

their factual analysis at their discretion, the ultimate confusion determination is an issue of law.   

b. The Hana Financial decision does not abrogate the Second 

Circuit’s analysis of confusion as a matter of law. 

In Hana Financial, the Supreme Court held that the doctrine of tacking—where a 

trademark owner is permitted to make modifications to its mark without losing its original 

priority—is a factual issue because “when the relevant question is how an ordinary person or 

community would make an assessment, the jury is generally the decisionmaker that ought to 
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provide the fact-intensive answer.”  Hana Fin., Inc. v. Hana Bank, 135 S. Ct. 907, 911 (2015).  

However, the Court’s decision was limited to the issue of tacking.  See id.  (“We hold only that, 

when a jury trial has been requested and when the facts do not warrant entry of summary 

judgment or judgment as a matter of law, the question whether tacking is warranted must be 

decided by a jury.”) (emphasis added).   

This distinction is critical because tacking is not at issue in the case at hand.  In a tacking 

analysis, the sole inquiry is whether the original and revised marks are considered legal 

equivalents to the extent that consumers would consider both marks to be the same.  See Hana 

Financial, 135 S. Ct. at 910.  In contrast, a typical confusion determination requires courts to 

balance multiple factors.  See Polaroid Corp., 287 F.2d at 495.  (“When the products are 

different, the prior owner’s chance of success is a function of many variables.”)  Courts are 

granted the discretion to consider elements beyond the eight factors outlined.  See id.  (“Even this 

extensive catalogue [of confusion factors] does not exhaust the possibilities—the court may have 

to take still other variables into account.”).  Moreover, on a motion for judgment notwithstanding 

the verdict, the court must view the evidence “in the light most favorable to plaintiff and give 

plaintiff the benefit of all reasonable inferences that may be drawn in its favor.”  DC Comics, 

Inc. v. Filmation Assocs., 486 F. Supp. 1273, 1278 (S.D.N.Y. 1980).  It was therefore 

permissible for the court to enter judgment in Wolf’s favor based upon review of the evidence.  

Since the holding in Hana Financial remains narrowly tailored to the issue of tacking and the 

court correctly followed precedent in considering the mixed question of confusion, the court’s 

verdict should be upheld.  
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APPENDIX  

The jury was instructed as follows regarding the reverse confusion claim: 

1. Gotham Distribution asserts a claim of “reverse confusion.”  To succeed on its reverse 

confusion claim, Gotham Distribution must prove that consumers encountering Gotham 

Distribution or its products are likely to mistakenly believe that they are dealing with Wolf or 

that Gotham Distribution products are Wolf products. 

 

2. Gotham Distribution must prove a likelihood of confusion among a significant number of 

people who buy or use, or consider buying or using, its services.  In other words, you must 

find that ordinary purchasers, buying under the usual conditions and exercising ordinary care, 

would be likely to engage in business with Gotham Distribution or purchase the Gotham 

Distribution goods in the belief that they were dealing with Wolf or purchasing Wolf’s 

products. 

 

In deciding this, you should consider the following factors: 

 

(a) Strength of the Mark.  You are to assess how strong Gotham Distribution’s mark is, 

with respect to length of use, extent of sales and advertising, and consumer 

recognition.  You may also assess whether the strength of the Plaintiff’s mark is 

affected by the presence of third party use of similar terms or marks and what effect, 

if any, third party use has on the ability of Wolf’s mark alone to overwhelm the 

Gotham Distribution mark.
9
   

(b) Similarity of the Marks.  Whether the overall impression created by Wolf’s mark is 

similar to that created by the Gotham Distribution mark in appearance, sound and 

meaning.  Your comparison of the marks should be considered in light of what 

happens in the marketplace and not merely by looking at the two marks side-by-side. 

(c) Proximity of the Products.  Whether the parties use their marks on the same or 

related products and services and whether the parties’ products are likely to be sold 

in the same or similar stores or outlets, or advertised in similar media. You should 

examine the extent to which the parties compete with each other and how such 

competition leads to consumer confusion.  Included in the consideration of this factor 

                                                 
9
  Gotham Distribution objected to this charge and asked for the following instruction 

instead: “Whether Wolf’s mark is sufficiently strong that it will overwhelm the Gotham 

Distribution mark.  You should assess the comparative strength of the parties’ marks and 

whether or not Wolf is in position to overwhelm Gotham Distribution’s  mark. When 

assessing the strength of the marks, you may consider whether the Wolf’s mark is widely 

known to consumers due to extensive marketing, promotion and advertising of goods 

under the mark.” 



 

 

are: (1) market proximity and (2) geographic proximity. These elements are 

considered to determine whether the two parties have an overlapping client base 

(d) Bridging the Gap. Whether Gotham Distribution is likely to enter Wolf’s market in 

the future, or that consumers will perceive that Gotham Distribution is likely to do 

so. 

(e) Actual Confusion. Whether Wolf’s use of Gotham has led to instances of actual 

confusion among purchasers or potential purchasers doing business with Gotham 

Distribution who have mistakenly believed that they are dealing with Wolf.  Only 

actual purchasers or potential purchasers of Gotham Distribution’s goods or services 

and confusion that which affects the purchasing and selling of the goods and services 

in question are relevant. Mere inquiries about whether there is an affiliation are not 

sufficient. 

(f) Good Faith.  Whether Wolf acted in good faith or in bad faith.  For this factor, bad 

faith means Wolf had an intent to deceive consumers into believing that its products 

were related to Gotham Distribution.   

(g) The Quality of the Junior User’s Products.  Whether Gotham Distribution’s 

reputation could be jeopardized by the inferior quality of Wolf’s products. 

(h) The Sophistication of the Buyers.  The degree of care that purchasers or potential 

purchasers are likely to exercise in buying or considering whether to buy the product 

or services.  This may depend on the level of sophistication of potential buyers of the 

product or services at issue and the cost of the product or services at issue. 

3. The weight to be given to each of these factors is up to you to determine.  No particular 

factor or number of factors is required to prove likelihood of confusion.  In light of these 

considerations and your common experience, you must determine if ordinary consumers of 

the products and services of the type at issue here, neither overly careless nor overly careful, 

would be confused. 

 

4. Plaintiff must demonstrate a probability of confusion, not a mere possibility, by a 

preponderance of the evidence, in order to establish trademark infringement. 


