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Overview

About Herbert

Herbert Kunz, Ph.D., is a principal in the Munich office of Fish & Richardson P.C. Dr. Kunz is a
European and German patent attorney with a particular focus in mechanics, electronics, software,
and medical devices. In addition, Dr. Kunz is a qualified European trademark and design attorney,
and also represents clients at the German Patent and Trademark Office, the German Patent Court,
the European Patent Office (EPO), and the European Union Intellectual Property Office (EUIPO).

Dr. Kunz has extensive experience helping clients with intellectual property issues such as patent
drafting as well as prosecution, and represents startup inventors to large global corporations. He also
frequently assists with patent opposition and patent litigation matters at the EPO, as well as the
German Civil Courts, and is qualified to represent clients at the Federal Supreme Court in nullity
proceedings.

Prior to joining Fish, Dr. Kunz was a partner in the intellectual property group at Olswang, after having
merged with his boutique IP firm, Dr. Kunz & Kollegen. Dr. Kunz qualified as a German patent
attorney in 1997, a European patent attorney in 1999, and in 2001 was one of the first German
attorneys to combine his patent experience with his legal expertise to provide an integrated IP service
to his clients. He has also been appointed as an honorary judge of the Social Court (Munich).

Focus Areas

Services



IP Licensing, Transactions, and Agreements

Patent

Trademark

Opinions and Strategic Counseling

Patent Portfolio Management

Patent Prosecution

Unitary Patent and Unified Patent Court

Industries

Electrical and Computer Technology

Manufacturing

Medical Devices

Software

Education

Ph.D., Physics, University of Berlin (1991)

M.S., Physics, Biophysics , University of Hamburg
M.S., Physics , University of Cambridge

B.S., Physics, Oceanology , University of Hamburg

Insights

Publications

e “Legal Alert: Unified Patent Court and Unified Patent Moving Ahead in Europe,” Fish &
Richardson (January 20, 2022)

Speaking Engagements

e “Global IP (European Focus),” Utah Bar Association IP Summit (February 18, 2022)


https://www.fr.com/unified-patent-court-and-unified-patent-moving-ahead-in-europe/
https://www.fr.com/events/utah-bar-ip-summit/

Media Mentions

e Interviewed, “What You Need to Know about Patents in Europe,” Metropolitan Corporate
Counsel (June 2017)

Recognition

e Electronic Patents Lawyer of the Year in Germany by Corporate INTL Global Awards (2017)

Memberships & Affiliations

AIPPI, FICPI, Cambridge Union Society (UK), Deutsche Physikalische Gesellschaft

Languages

e English

e German


https://www.fr.com/news/herbert-kunz-interviewed-by-metropolitan-corporate-counsel/

Moritz Ammelburg, Ph.D.

Principal

Munich, Germany
+49 89 710 4102-0

ammelburg@fr.com

Overview

About Moritz

Moritz Ammelburg, Ph.D., is a principal in the Munich office of Fish & Richardson P.C. ?Moritz is an
imaginative life scientist holding a doctorate in biochemistry. His practice focuses on patent
prosecution in the biotechnology and pharma areas based on his deep understanding of the
architecture and function of small compounds as well as macromolecules. Having a special interest in
the dynamic law governing supplementary protection certificates (SPCs), he coordinates the
prosecution of several families of SPC applications across Europe. Additionally, Moritz passionately
fights for his clients in opposition proceedings before the European Patent Office (EPO).

Focus Areas

Services

e Patent
e Post-Grant

e Patent Prosecution
Industries

e Academic Research and Medical Centers
e Chemicals

¢ Life Sciences



Education

Ph.D. magna cum laude, Biochemistry, University of Tuebingen (2011)
M.S., Biochemistry, Technical University of Munich (2006)

B.S., Biochemistry, Technical University of Munich (2003)

Experience

Selected Cases

Merck Sharp & Dohme Corp. and Neuefeind, Regina v. Mayo Foundation for Medical Education and
Research — Represented Mayo Foundation in EPO opposition-appeal proceedings and defended
European patent EP1234031. Patent was maintained including claim covering EMA approved
therapeutic antibodies.

Pfizer Inc. and Merck Patent GmbH v. Mayo Foundation for Medical Education and Research —
Represented Mayo Foundation in EPO opposition proceedings and defended European patent
EP3052131. Patent was maintained as granted.

Ammelburg, Moritz v. Bruschettini S.r.l. — Represented Opponent in EPO opposition proceedings and
challenged European patent EP3016654. Patent was revoked in its entirety in first instance.

James Poole Limited v. Massachusetts Eye & Ear Infirmary — Represented Massachusetts Eye & Ear
Infirmary in EPO opposition proceedings and defended European patent EP2381936. Patent was
maintained and protection of the clinical embodiments was secured.

Ammelburg, Moritz v. Roche Diagnostics GmbH and F. Hoffmann-La Roche AG — Represented
Opponent in EPO opposition proceedings and challenged European patent EP3213085. Patent was
maintained in significantly limited form in first instance.

Insights

Publications

e Fuchs ACD, Ammelburg M, Martin J, Schmitz RA, Hartmann MD, Lupas AN. Archaeal




Connectase is a specific and efficient protein ligase related to proteasome ? subunits. Proc Natl
Acad Sci USA. Mar 16;118(11) (2021)

e WO 2021/099484 Al. Applicant: Max-Planck-Gesellschaft zur Férderung der Wissenschaften
e.V. Inventors: Fuchs A, Ammelburg M, Hartmann M. Archaeal Peptide Recombinase — A
Novel Peptide Ligating Enzyme

e Forouzan D, Ammelburg M, Hobel CF, Stroh LJ, Sessler N, Martin J, Lupas AN. The archaeal
proteasome is regulated by a network of AAA ATPases. J Biol Chem. Nov 9;287(46):39254-62
(2012)

e Vogelmann J, Ammelburg M, Finger C, Guezguez J, Linke D, Flétenmeyer M, Stierhof YD,
Wohlleben W, Muth G. Conjugal plasmid transfer in Streptomyces resembles bacterial
chromosome segregation by FtsK/SpolllE. EMBO J. Jun 1;30(11):2246-54 (2011)

e Ammelburg M, Hartmann MD, Djuranovic S, Alva V, Koretke KK, Martin J, Sauer G, Truffault V,
Zeth K, Lupas AN, Coles M. A CTP-dependent archaeal riboflavin kinase forms a bridge in the
evolution of cradle-loop barrels. Structure. Dec;15(12):1577-90 (2007)

e Alva V, Ammelburg M, Sdding J, Lupas AN. On the origin of the histone fold. BMC Struct Biol.
Mar 28;7:17 (2007)

e Ammelburg M, Frickey T, Lupas AN. Classification of AAA+ proteins. J Struct Biol. Oct;156(1):2-
11 (2006)

Dissertation

e Ammelburg M. AAA proteins and the origins of proteasomal protein degradation. University of
Tuebingen (June 2012)

Speaking Engagements

e “Managing Priority Between U.S. and European Patents: Minimizing Ownership, Same
Invention, Scope, and Other Risks,” Strafford Webinar (July 29, 2021)

e “Coordinating Patent Prosecution in the U.S. and Europe,” Fish Patent Webinar (March 10,
2021)

Recognition

e Ph.D. scholarship, Max Planck Society (2007-2009)
e Member, German National Academic Foundation (2001-2006)
e Scholarship, German Chemical Industry Fund (2000-2002)


https://www.fr.com/?p=104850
https://www.fr.com/?p=104850
https://www.fr.com/?p=101077

Languages

e English

e German



John B. Pegram

Of Counsel

New York, NY
212-641-2230

pegram@fr.com

Overview

About John

John B. Pegram is of counsel in the New York office of Fish & Richardson P.C. He specializes in
intellectual property litigation, licensing, opinion and counseling matters of all types. John has
successfully litigated cases in state and U.S. district courts, and before the U.S. International Trade
Commission in Washington, D.C. He also is registered to practice in patent matters before the U.S.
Patent and Trademark Office.

John is a member of Fish’s Europe and Japan teams, helping U.S. clients with IP issues in those
jurisdictions, and representing foreign clients in U.S. IP matters. For over 20 years, he has met
regularly with officials of the European and Japanese patent offices and IP courts, as well as IP
association leaders in those jurisdictions.

Representative technical subjects of matters that John has handled include: antibiotics; automobile
components and systems; bar code reading and processing; cameras and lens systems; cathode ray
tubes; centrifuges; coin and material testing; computer disk drives and controllers; computer logic;
data compression; diagnostic kits; DNA polymerases; electronic displays and display systems;
enzymes; fabric and fiber technologies; fiber optics; filtration systems; footwear; impact printers; inkjet
printers; lighting devices; magnetic and optical recording; medical implants and instruments;
microprocessor control systems; optical disc technology; orthopedic devices; packaging;
photoconductive printers; photocopiers; pollution control systems; PTFE products; pumps;
semiconductor devices and manufacturing; television broadcasting & receiving equipment; thyristors;
and vending machines and systems.



Focus Areas

Services

e Copyright

e Litigation

e Trademark

e Trademark Counseling and Prosecution
e TTAB Oppositions and Cancellations

e Unitary Patent and Unified Patent Court
e Digital Millennium Copyright Act

e Transactions and Agreements

e |ITC Litigation

e Patent Litigation

e Trademark, Copyright, and Media Litigation

Industries

e Consumer Products

e Electrical and Computer Technology
e Life Sciences

e Manufacturing

e Medical Devices

e Optics

e Semiconductors

e Telecommunications

e Transportation

Education

LL.B., New York University School of Law (1965)
B.A., Physics, Columbia University (1960)



Experience

Atari v. Commodore (joystick for computer games) — Lead counsel for Commodore in defending
against claims by Atari that Commodore’s joystick design infringed various design patent, utility patent
and trade dress rights of Atari. Case settled.

Avrea v. Chrysler Corp. (automobile coolant recovery system) — Lead counsel for Chrysler and its
supplier, Mitsubishi Motors, in a patent infringement litigation. Avera claimed that his patent covered
the coolant recovery systems used in Mitsubishi automobiles sold by Chrysler in the United States.
Case settled.

Ballantine Laboratories Inc. v. LaFrance Precision Casting Co. (electronic instrument case design) —
Lead counsel in litigation by Ballantine against a supplier who copied Ballantine’s patented design for
an electronics test instrument case. Case settled.

Bourne v. Sankyo Seki Co., (musical copyrights) — Lead defense of several foreign companies
against charges that their music box movements, imported by others, infringed musical copyrights.
Settled through mediation, by creating a new licensing program.

Deering Milliken Co. v. Courtaulds North America, Inc. (fiber dying apparatus) — Defended Courtaulds
in a patent infringement litigation relating to apparatus used for dying fibers. Case settled.

Drori v. Kenwood Corp. (automobile alarms) — Lead counsel for Kenwood in defending against a
patent infringement claim involving alarm systems for automobiles. Case settled during discovery.

Fontijn v. Okamoto (complex extruded fiber) — Successfully represented Akzona (Fontijn) in a patent
interference and appeal. In one of the first cases of its type, the court granted priority to Akzona on
the basis of a reissue application which was filed to obtain the priority of an earlier application.

General Electric Co. v. ASEA (power semiconductor devices) — Represented GE in patent
infringement litigation against ASEA for infringement of GE patents on SCR semiconductor devices
used in direct current power transmission systems. Case settled.

General Electric Co. v. ECC Corporation, and General Electric Co. v. Hutson Industries, Inc.
(semiconductor switching devices) — Asserted GE patents relating to Triac-type semiconductor
devices and Triac circuits used in electric light dimmers. Cases settled.

Goodman v. PhilcoFord Corp. (cathode ray tube) — Represented Philco successfully in a civil action
by Goodman for review of a U.S. Patent Office patent interference decision awarding priority of
invention to the Philco inventor.



Highland Industries v. Toyobo Co., Ltd. (air bag fabric manufacturing) — Led the defense of Toyobo in
this patent dispute. After discussions between counsel, Highland voluntarily dismissed its complaint.

Howes v. Mars, Inc. (promotional devices and methods) — Lead counsel for Mars against claims that
promotions of Mars’ M&Ms and Kudos products each infringed a Howes patent. Case settled during
discovery.

Kaneka Corporation v. Mitsubishi Gas Chemical (MGC) (Coenzyme Q10 manufacturing) — Led the
Fish team defending MGC in a U.S. International Trade Commission (ITC) investigation and a parallel
district court action. The ITC found that the MGC process did not infringe Kaneka’s patent and that
decision was not appealed. MGC settled the district court action on favorable terms while other
defendants continued to litigate with Kaneka.

Liu v. Kawase (compound semiconductor manufacturing) — Lead counsel for Kawase (Sumitomo
Electric Industrial Co., Ltd.) in a patent interference and related infringement dispute with American
Xtal Corp. Successfully settled.

Loral Fairchild Corp. v. Victor Co. of Japan et al. (charge coupled devices) — Successfully defended
one of the lead manufacturing defendants, Sanyo Electric Co., Ltd. and its U.S. subsidiaries, as their
lead counsel. Loral Fairchild had asserted multimillion dollar claims for infringement of two patents on
charge coupled devices, used in camcorders and facsimile machines against Sanyo, and other
Japanese and Korean owned companies. Sanyo defendants obtained a dismissal of all claims
against them.

Mars, Inc. v. Coin Acceptors, Inc. (coin recognition and vending machine electronics) — Lead counsel
for Mars in a multi-patent, non-jury case. The district court’s literal infringement and damages
decisions were affirmed in separate appeals, and Mars collected over 27 million dollars damages and
interest.

Mars, Inc. v. Conlux U.S.A. Corp. (electronic coin recognition) — Lead counsel for Mars in obtaining a
jury infringement and damages verdict of 40% of Conlux’s sales. Conlux was enjoined from further
infringement of Mars’ patent on comparing coin test data with values stored in a nonvolatile memory.

Memtech LLC v. Kionix, Inc. (micromechanical accelerometers) — Co-leader of Kionix’s defense in a
multidefendant, EDTX patent infringement case. Kionix settled on favorable terms at an early stage.

Multimatic, Inc. v. Riken Kaki Co., Ltd. (auto components) — Lead counsel for Riken in a pending
litigation involving components for Honda automobiles. Case settled following discovery and claim
interpretation by a Special Master.

Nassau Tape Webbing Mills, Inc. v. Advance Thread (mattress edging tape) — Lead counsel
defending Advance Thread against Nassau’s patent purporting to cover fire resistant tape used on



most mattresses. Case settled favorably on the first day of trial.

Pactiv LLC v. Mitsubishi Gas Chemical (MGC) (oxygen absorbers and food packaging) — Co-leader of
MGC'’s defense in a five patent litigation. MGC obtained a dismissal without prejudice while an
unrelated defendant continued to litigate in the courts and obtained reexamination in the USPTO.

Parker-Hannifin v. Zippertubing (Japan) — (fire retardant gaskets to prevent electromagnetic
interference) — Lead counsel for Zippertubing in a four patent case. After a favorable claim
construction by the court, Zippertubing obtained a very satisfactory settlement.

Quantum Corp. v. Tandon Corp. (disk drives) — Lead counsel defending Tandon against Quantum’s
claims for infringement of two patents relating to signal processing and tracking in personal computer
hard disk drives. This case involved complex issues of discovery and privilege, resulting in a leading
Federal Circuit opinion on discovery relating to charges of willful infringement. Case settled following
discovery.

Stratagene v. Takara Holdings, Inc. (DNA polymerases) — Lead counsel for Takara Bio in a civil
action and a related patent interference involving inventorship, ownership, infringement, and validity
issues. Settled by cross-licenses.

Insights

Publications

John is a frequent author and lecturer on patent, trademark, and federal court practice topics. He was
a co-author of Fish’s Patent Reform Updates, tracing the activity that led to the America Invents Act
(AIA). Currently, he has written and periodically updates Fish’'s EU Unitary Patent & Unified Patent
Court webpages.

e “Legal Alert: Unified Patent Court and Unified Patent Moving Ahead in Europe,” Fish &
Richardson (January 20, 2022)

e “German Constitutional Court Rejects Requests for Interim Injunctions against Ratification of
UPC Agreement,” Fish Legal Alert (July 14, 2021)

e “What Brexit Means for Non-EU IP Owners,” Managing Intellectual Property (March 2019)

e “Service of Process on Foreign Defendants,” Fish Litigation Blog (January 2017)

e “Greener pastures for US patents,” World Intellectual Property Review (November 2016)

e “Patent owners should not fear the Unified Patent Court,” World Intellectual Property Review
(January 2016)

e “U.S. Bar — JPO Liaison Council Meets with JPO,” NYIPLA Bulletin (August-September 2014)



https://www.fr.com/services/patent-law/patent-reform/
https://www.fr.com/services/patent-law/unitary-patent/
https://www.fr.com/unified-patent-court-and-unified-patent-moving-ahead-in-europe/
https://www.fr.com/german-constitutional-court-rejects-requests-for-interim-injunctions-against-ratification-of-upc-agreement/
https://www.fr.com/german-constitutional-court-rejects-requests-for-interim-injunctions-against-ratification-of-upc-agreement/
https://www.managingip.com/IssueArticle/3865379/Archive/What-Brexit-means-for-non-EU-IP-owners.html
http://www.worldipreview.com/article/greener-pastures-for-us-patents
http://www.worldipreview.com/article/patent-owners-should-not-fear-the-unified-patent-court

“From the US, progress towards creating Europe’s new unified patent system is looking good,”
IAM Blog (August 2014)

“Limiting Choice of Venue in Patent Litigation,” IP Law360 (July 2014)

“The future of attorneys’ fee awards in patent cases,” Fish Litigation Blog & AIPLA Newsstand
(Lexology) (July 2014)

“An equivalent to amendments during IPR proceedings,” Fish Litigation Blog & AIPLA
Newsstand (Lexology) (May 2014)

“The question of specificity in patent pleadings heats up,” Fish Litigation Blog & AIPLA
Newsstand (Lexology) (March 2014)

“Adjusting the life of a US patent due to Patent Office delay,” Industrial Biotechnology 6(1): 18-21
(February 2010)

Speaking Engagements

“Deep Dive: Everything You Need to Know about the Unified Patent Court in Europe,” AIPLA
Mid-Winter Meeting (February 3, 2022)

“Patent Litigation in the United States,” Japan Intellectual Property Association Seminar, Tokyo,
Japan (November 2016)

“U.S. Supreme Court Patent Decisions,” U.S. Bar-EPO Liaison Council, New York, New York
(September 2016)

“Brexit and Intellectual Property Issues,” IPO European Practice Committee, IPO Annual
Meeting, New York, New York (September 2016)

“The New Reality in Patent Invalidation Procedures — Developments in Post-Grant Review,”
IPO European Practice Committee Conference, Brussels, Belgium (May 2014)

“Comparison of the New Inter Partes Review at the USPTO and Oppositions at the EPO,”
Fordham International IP Conference (April 2014)

“Evolving Standards for Disclosing and Claiming Inventions or What Can a Patentee Claim and
What Does a Claim Mean?” Fordham International IP Conference (April 2014)

“Update on Inter Partes Disputes and the PTAB,” AIPLA Japan Committee seminar for Japan
Patent Attorney Association, Tokyo, Japan (April 8, 2014); Osaka, Japan (April 10, 2014)
“Mock Program — PTAB Inter Partes Proceeding Including a Hearing,” AIPLA Japan Committee
seminar for Japan Patent Attorney Association, Tokyo, Japan (April 8, 2014); Osaka, Japan
(April 10, 2014)

“Current trends/effects of AIA on US patent practice,” AIPLA Europe Committee meeting with
CNCPI (Compagnie Nationale Conseils Propriété Industrielle) Paris, France (March 2014)
“Counseling Clients re New USPTO Post Grant Proceedings and Interplay with Litigation,”
AIPLA Europe Committee meetings with Chartered Inst. of Patent Attorneys London, United
Kingdom (March 2014); German Patent Attorneys Association, Munich, Germany (March 2014)
and with European Patent Institute, Munich, Germany (March 2014)

“Unitary Patent and Unified Patent Court,” Japan Patent Attorney Association seminars, Osaka
and Tokyo, Japan (November 2013)


https://www.fr.com/files/Uploads/bios/Mizzo_Cherylyn/Adjusting_The_Life.pdf

e “Patent Courts — The US System: What Can Be Done to Address Litigation Inefficiencies?”
AIPLA Annual Meeting (October 2013)

e “EU Unified Patent Court,” Joint meeting of the Giles Rich and Pauline Newman Inns of Court,
Washington, DC (October 2013)

e “Report on US law — Written description requirements,” US Bar — EPO Liaison Council, Munich,
Germany (October 2013)

¢ “Global Harmonization in Patent Law,” IPO European Practice Committee Conference,
Brussels, Belgium (May 2013)

e “Comparing Patent Enforcement Across Multiple Foreign Jurisdictions,” NYIPLA Annual Meeting
workshop (May 2013)

e “Recent Developments in U.S. Patent Law” and “Administrative & Substantive Patent Office
Harmonization,” Fordham International IP Conference, New York, New York (April 2013)

¢ “Interplay between Litigation and the AIA,” AIPLA Europe Committee meetings with the
Chartered Institute of Patent Attorneys (London), IP Lawyers Association (London), and the
European Patent Institute (Munich) (March 2013)

e “European Unitary Patent and Unified Patent Court,” West LegalEdcenter Webinar (February
2013)

e “European Unitary Patent: An Update,” IPO Chat Channel Webinar (January 2013)

Recognition

e Named to The Best Lawyers in America (2022)

e Listed as “Best Lawyer in Litigation — Patent, Litigation — Intellectual Property, and Patent Law”
by the Best Lawyers in America (1995-present)

¢ Received Lifetime Achievement Award from the New York Intellectual Property Law Association
(2019)

e Recognized as a 2013 Top Rated — AV® Preeminent™ Lawyers in Intellectual Property Law
and an “IP Star” by Managing Intellectual Property (2013-2018)

¢ Recipient of the President’s Outstanding Service Award from the American Intellectual Property
Law Association (2011)

e Listed in Euromoney Guides to Leading Patent & Trademark Experts; Marquis Who's Who in
America; Who’s Who in American Law; Who's Who in the East; and Who’'sWholLegal: The
International Who’s Who of Business Lawyers

Memberships & Affiliations

John is active as a bar association leader, including Past President of the New York IP Law


https://www.fr.com/pegram-lifetime-achievement-award-nyipla/

Association (NYIPLA), a past Director of the American Intellectual Property Law Association (AIPLA),
and former Editor-in-Chief of The Trademark Reporter. He is currently AIPLA delegate to the US Bar -
EPO Liaison Council and NYIPLA delegate to the US Bar - JPO Liaison Council, and has served as

an advocate, arbitrator, or mediator in intellectual property and business arbitrations and mediations,
and as an expert witness on patent procedures.



