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Disclaimer

The following presentation reflects the personal 

opinions of its authors and does not necessarily 

represent the views of their respective clients, 

partners, employers or of the United States 

Patent and Trademark Office, the NYIPLA, 

Amster, Rothstein & Ebenstein LLP, or the Law 

Offices of Kenneth R. Adamo.

Additionally, the following content is presented 

solely for the purposes of discussion and 

illustration, and does not comprise, nor is to be 

considered, as legal advice.



Recent Events 
Affecting the 

PTAB

Apr. 2020:  Thryvv. Click to Call issues on non-reviewability of institution related decision

July 2020:  Hunting Titan on Motions to Amend and new Procedures Adopted

Dec. 2020: Final rule on Burden of Persuasion for Motions to Amend

Sept. 2020:  Facebook v. Windy City on Joinder of parties but not new grounds

Oct. 2020:PTAB Adopts new Precedential Decisions on Real Party in Interest

Oct. 2020:  Request for Comments on Discretionary Denials

Dec. 2020: PTAB Adopts new Precedential Decisions on Discretionary Denials 

Jan. 2021:  New Administration took office, and new Interim Director, and no new Director yet

June 2021:  Arthrex Decision by the U.S. Supreme Court

July ςSept. 2021:  USPTO seeks comments on Patent Eligibility

Sept. 2021: USPTO grants POP Request in Toshiba America Electronic Components, Inc. v. Monument Peak Ventures, LLC

Oct. 2021: Mobility Works, LLC v. Unified Patents, LLC decision by the Federal Circuit 



Reviewability 
of PTAB 

Decisions In 
General

Request of Reconsideration

POP Panel Review

Director Review

Collateral Attacks at District Court (Section 145)

Appeal to Federal Circuit

Supreme Court Scrutiny



Arthrex:  
Constitutional 
Challenges to 

PTAB APJs

Remands

Director Review

New Challenges

Impact on Chief Administrative 
Judge’s Office of Director's Review



Thryvv:  
Reviewability 
of Institution 

Decisions

Impact of Thryvv

Challenges to Institution Decisions

Discretionary Denials

Collateral Attacks on Institution Decisions

Any New Rule Making expected



Director 
Issued Memos 

and Policies 

Indefiniteness

Patent-Eligibility

Admitted Prior Art



Motions to 
Amend

Aqua 
Products 
changed 
the Rules

PTAB adopted 
New 
Procedures

Still Not much 
success for 
Patent Owners

What is Next?



PTAB 
Outcomes

SOURCE: https://www.uspto.gov/sites/default/files/documents/ptab_aia_fy2021__roundup.pdf
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What can we 
expect next from 

the PTAB?


