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Important Information

New York Intellectual Property Law Association (NYIPLA)

 During the presentation, all attendees are 
muted.

 This presentation is being recorded and 
will be available on the NYIPLA’s website.

 All questions can be sent to admin@nyipla.org
and will be addressed by the speaker via e-mail.

mailto:admin@nyipla.org


New York Intellectual Property Law Association (NYIPLA)

Managing International Patent Portfolios

in Wake of the Coronavirus Outbreak

Hosted by the Patent Law & Practice and Programs Committees

MATERIALS ARE AVAILABLE ONLINE:

WWW.NYIPLA.ORG/ASSNFE/EV.ASP?ID=1326

http://www.nyipla.org/ASSNFE/EV.ASP?ID=132


Coronavirus disease (COVID-19) Pandemic 
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 As of March 24: 375,498 cases in 195 Countries (World Health 

Organization | WHO)

“ “This is not just a public health crisis, it is 
a crisis that will touch every sector, so 
every sector and every individual must 
be involved in the fight.

WHO Director General Tedros Adhanom Ghebreyesus
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More recently: Terrorist Attacks and 

Catastrophes
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 September 11 Attacks

 Anthrax Attacks

 Northeast blackout of 2003



Coronavirus disease (COVID-19) Pandemic 
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Resources – Most important information!
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 Centers for Disease Control and Prevention (CDC)

 www.cdc.gov

 World Health Organization

 www.who.int

 State and Local Government (www.XY.gov; XY=state initials or 

state/town name (E.g., AL vs. Alaska)

 www.ny.gov

 www.nj.gov

 www.ct.gov

http://www.cdc.gov/
http://www.who.int/
http://www.xy.gov/
http://www.ny.gov/
http://www.nj.gov/
http://www.ct.gov/


USPTO Notices Regarding COVID-19
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 www.uspto.gov https://www.uspto.gov/coronavirus

March 16, 2020 March 19, 2020

http://www.uspto.gov/
https://www.uspto.gov/coronavirus


USPTO Notices Regarding COVID-19
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 USPTO waives original handwritten signature 

requirement

 Relief for USPTO customers affected by COVID-19

 E.g., fees for revival of abandoned applications

 USPTO offices closed to the public

 USPTO events  

 Interviews, oral hearings and in-person meetings

 USPTO Automated Interview Request (AIR) Form



Patent-Related Time Periods that are not 

Extendable by Petition
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 (1) period set forth in 35 U.S.C. § 119(a)-(d) to file a nonprovisional patent application 
claiming the benefit of a prior-filed foreign application

 (2) period set forth in 35 U.S.C. § 119(e) during which a nonprovisional application 
claiming the benefit of a prior filed provisional application must be filed in order to 
obtain benefit of the provisional application’s filing date

 (3) copendency requirement of 35 U.S.C. § 120 between a parent application which 
issues as a patent and a later filed child application, which requires that the child 
application be filed prior to issuance of the parent application

 (4) three-month time period to pay the issue fee set forth in 35 U.S.C. §151

 (5) 35 U.S.C. § 304 two-month time period from the date of patentee service, for a 
requester to file, in an ex parte reexamination, a reply to a statement filed by the 
patentee



World Intellectual Property Organization
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 www.wipo.int

 WIPO has moved to an almost entirely virtual work presence

 Last Updated: March 20, 2020
 Operations Continuing for 

 Patent Cooperation Treaty (PCT)

 the Madrid System for the International Registration of Marks

 the Hague System for the International Registration of Industrial Designs

 the Lisbon System for the International Registration of Geographical Indications

 WIPO’s Arbitration and Mediation Center (AMC) is also continuing its important work in processing 
domain name disputes under the Uniform Domain Name Dispute Resolution Policy (UDRP) and other 
alternative dispute resolution cases

 Go to WIPO’s Global IP Systems and the AMC for more information

 For IP offices and member states, netting payments as well as monthly and annual distribution payments 
are proceeding as scheduled

http://www.wipo.int/


European Patent Office
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 www.epo.org

 EPO has moved to an almost entirely virtual work presence

 Last Updated: March 20, 2020

 Oral Proceedings before Examining and Opposition Divisions

 Postponed until further notice: all oral proceedings in examination and opposition 

proceedings scheduled until 17 April 2020 unless they have already been confirmed to 

take place by means of videoconferencing

 Oral Proceedings before the Boards of Appeal

 Will not be held in the premises of the Boards of Appeal until 17 April 2020 

 Remedies in case of non-observance of time limits

 For Certain Situations!! Pending due dates will be extended to April 17, 2020



Other Patent Offices
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 Discourage walk-in enquiries (ARIPO 3/19)

 Most PTOs: online services will be maintained operational 

 Business as usual (Sweden as of 3/24) → Suspended/modified operations

 March 31st, April, 3rd, May 15th, “for an indefinite period”

 No deadline extensions →Various degrees of deadline extensions 

 Those with no deadline extensions note that applicants may still make request



Practice Recommendations
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 Review your dockets each day for the next two weeks for any non-

extendible dates that are outside of USPTO’s authority to extend

 Bar dates

 Conversion and/or foreign priority one year dates

 Prepare summary e-mails – both internally and for clients  

 What you are working on?

 Issues?

 E.g., Does action (in any country) depend on the action of a foreign client in a 

country where the government has restricted travel or postal/delivery services?

 Daily billing



Practice Recommendations, con’t.
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 Consider filing “contingency” applications in their current form

 File with deferred fees

 Can be later abandoned if and when a final/complete utility application is filed 
before the actual bar date

 Know how to electronically file yourself

 Know how to access the USPTO payment system

 Credit card or deposit account

 Payment may be required to meet a due date 

 OR consider an explicit pre-authorization for fees to be drawn from deposit 
account

 Prepare for network bandwidth limitations

 Download docs during off hours

 Work locally, then upload



Stay well, be safe.
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“
“

The time is now to show some 
kindness, to show some compassion 
to people, show some gentility -
even as a New Yorker.

Governor Andrew M. Cuomo, March 21, 2020


