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Ken Adamo is the owner of the Law Office of KRAdamo. Ken has extensive trial experience as lead
counsel in jury and nonjury cases before state and federal courts and before the United States International
Trade Commission, as well as ex parte and post-grant PTAB experience in the 1.8, Patent and Trademark
Office. He has had substantial experience as lead counsel in arbitrations and other alternative dispute
resolution proceedings, and actively practices before the U.S, Court of Appeals for the Federal Circuit,
having appeared in over 45 appeals to date.

In 2011, Ken was named to J4AM Patent Litigation 250 - The World's Leading Patent Litigators, ranked as a
top attorney in the "Individuals - U.S. International Trade Commission." and, as a Band 1 lawyer in
“Individuals - Ilinois" and "Individuals - National categories. He was recognized as a "true leader and
luminary trial lawyer" who is "sharp and extremely effective both in federal district court litigation and
before the ITC." In 2012, in IAM's The Worild's Leading Patent Practitioners 1 000, he was again named a
top attorney in Individuals - US International Trade Commission, and was named to Gold Band Individuals
- Litigation in Illinois. In 2013, he continued in the 140 7000 publication as a Gold Band Individual -
Litigation in Illinois, being described as "a 'brash and bold winner’ who secures superb results for clients.*
In 2014 and 2015, Ken maintained those rankings (as he did thru 2019), with J4M saying he’s a "Nationally
renowned trial lawyer . . . [who] has a tremendous amount of energy and is a conunanding presence in the
courtroom™ and “is a polished trial lawyer with extensive district court, ITC, appellate, alternative forum
and Patent Trial and Appeal Board (PTAB) experience.” In 2016, IAM noted that “You can’t be too
dazzled by the depth and strength of the firm’s bench of first-chair trial lawyers. Ken Adamo is another big
name in the group; he litigates high-stakes cases across the 1P spectrum and excels at all levels and in all
forums, including the ITC and PTAR”. JAM 1000 - The World's Leading Patent Professionals 201 7, named
Ken as a best-in-class advocate: “Ken practiced patent litigation well before it came into vogue, and has
unrivalled experience and a rare depth of substantive patent law knowledge. He takes the time to get to
know your business and goals, and will protect your interests zealously. He does a good job training and
developing new talent for the next generation of representation for his clients - a lot of senior lawyers take
their eye off that particular ball, but not Ken.” Among his peers, he is lauded as a “laser-focused, high-
energy lawyer who does an awful lot of work without ever getting flustered.” In 74M 1000 - The World's
Leading Patent Professionals 2018 / 2019, Ken was again praised for his courtroom practice: “[Ken]
Adamo’s name resonates with the business elite, not only because of its synonymy with trial and appellate
excellence, but also its association with integrity, commercial expertise and encyclopedic patent law
knowledge”.

Who's Who Legal Patents 2014, 2015, and 201 6, named him as one of its Most Highly Regarded
Individuals, saying that "the ‘phenomenal” Kenneth Adamo | .. is widely acknowledged as a ‘frontrunner’
of US patent litigation. He regularly appears as lead counsel before state and federal courts and before the
International Trade Commission, and recently acted in high profile infringement cases for clients including
IBM, Samsung . . .”.

1P Stars lilinois 2017 noted that a peer said that Ken is “a very strong patent litigator and very good in the
courtroom,” adding that “even though he has a New York lawyer personality, he does well in the East
Texas courtroom,” and, further, that he is “very strategic in how he approaches cases and has a good
understanding of the technology so it’s easy for him to simplify.”

The 2017 edition of Chambers USA, America’s Leading Lawyers for Business, ranked Ken Band 1
Individuals - Patents in Illinois for the seventh consccutive year, noting that he is “incredibly seasoned,
very experienced,” and “has an encyclopaedic understanding of patent law.” The 2019 edition, ranking
him Band 1 in Hlinois for the ninth consecutive year, noted sources describing him as “one of the best
patent trial lawyers in the US”.

In Chambers Giobal, The World's Leading Lawyers for Business 2016, sources say Ken “brings an
incredible understanding of the law and a depth of experience that few, if any, other practitioners can offer.”
In 2010, Chambers ranked Ken as a Star Performer in Ohio and Band 1 in Texas, with clients remarking
that he "has unparalleled stature as a patent litigator and is 'incredibly smart with a strong presence that
makes him very persuasive to a judge and jury.” “He’s got the energy, the eye for detail and the courtroom
presence — he’s just a superb trial lawyer”.

Major representations in intellectual property litigation as lead counsel have included U.S. federal court and
ITC cases for Citicorp, CQG, IBM, JP Morgan Chase, MediaTek, Procter & Gamble, Otter Products,
Samsung, TEL, Texas Instruments, TSMC, and Xilinx.
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Christopher Lisiewski, Associate
Direct 212 336-8174
E-mail clisiewski@arelaw.com

Biography of Christopher Lisiewski

Christopher Lisiewski works in all areas of intellectual property law, including patents,
trademarks, copyrights and unfair competition. He works with clients in obtaining, maintaining
and enforcing their intellectual property portfolios. Chris also litigates patent, trademark,
copyright, trade secret and unfair competition cases, and counsels clients on protection of and
contractual issues regarding intellectual property.

Chris's prosecution experience includes foreign and domestic patent prosecution, foreign and
domestic patent portfolio management, and filing and assisting clients in U.S. Patent Office
proceedings such as appeals, re-examinations and inter partes reviews. He is experienced in a
broad range of technologies such as computer technology, business methods, block trade
technology, and medical software and devices. He also has experience in trademark prosecution
and trademark proceedings in diverse industries such as food products and restaurants, retail
clothing, industrial materials and healthcare.

Chris is a member of the New York Intellectual Property Law Association where he serves on
the PTAB Committee.

Chris holds a J.D. from Fordham University School of Law and a B.S. in human biology with
honors from Brown University. While at Brown, he was elected as a member of Sigma Xi, the
scientific research honor society.

Full biography at https://www.arelaw.com/professional/clisiewski/
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Charles R. Macedo, Partner
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Web www.arelaw.com

Biography of Charles R. Macedo

Charles R. Macedo, a physicist by training, uses his comprehensive patent experience to tackle the
most important and complex developments affecting IP strategy today, including subject matter
eligibility under 35 U.S.C. § 101, divided infringement under § 271, and navigating PTAB and PTO
proceedings. He has been counsel on amicus briefs to the Supreme Court in the influential subject
matter eligibility cases decided in the past few years, including Alice, Mayo, Myriad, and Bilski.

Mr. Macedo is considered an authority on IP issues, and writes prolifically and lectures regularly as
he tracks and analyzes in real time the most important developments affecting IP strategy and
litigation. He is consistently at the forefront of complex and emerging patent issues in the financial
services and transaction processing industries. Clients ranging from international banks, broker
dealers and new business ventures call on Mr. Macedo to develop patent strategies, prepare patents,
assert rights and defend against infringement claims.

He holds bachelor’s and master’s degrees in physics from The Catholic University of America and a
law degree from Columbia Law School, all with honors. He was the sole law clerk to Hon. Daniel M.
Friedman of the U.S. Court of Appeals for the Federal Circuit, 1989-1990. The recipient of the
prestigious AIPLA Robert C. Watson Award, Mr. Macedo is included in Super Lawyers, IP Stars
and Million Dollar Verdict. He also was a member of the Editorial Board for the American
Intellectual Property Law Association Quarterly Journal and currently serves on the Editorial Board
for Journal of Intellectual Property Law and Practice published by Oxford University Press.

Full biography at http://www.arelaw.com/professional/cmacedo/




Brian P. Murphy
Haug Partners LLP

Brian Murphy is a partner at Haug Partners in New York City.

From September 2013 through September 2017, Mr. Murphy served as an Administrative Patent
Judge at the Patent Trial and Appeal Board (“PTAB”) of the U.S. Patent & Trademark Office in
Alexandria, Virginia. During that time, he presided over nearly 200 post grant review trial
proceedings (Inter Partes Review, Post Grant Review, and Covered Business Method Review).
As a PTAB trial judge he presided over interlocutory discovery and motion proceedings, heard
oral argument, and drafted numerous substantive decisions. For three years he also served as a
Lead Judge on the PTAB leadership team, which included management, supervision, and
mentoring of Administrative Patent Judges trained in the biotechnology, pharmaceutical, and
chemical arts. Prior to joining PTAB, Mr. Murphy was a patent attorney in New York City with
nearly 30 years of experience trying and litigating major patent cases in federal district courts
and the International Trade Commission.

Mr. Murphy’s practice includes acting as counsel or a consultant with clients and counsel
involved in PTAB post grant trial proceedings, district court litigation, and Federal Circuit
appeals. He provides strategic advice, conducts mock oral arguments, acts as an expert witness,
conducts IP due diligence, and is a trained mediator. Mr. Murphy has particular expertise in
Hatch-Waxman patent litigation.

Murphy, Brian Biography
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DISCLAIMER

The following presentation reflects the personal opinions of its
authors and does not necessarily represent the views of their
respective clients, partners, employers or of the New York
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its members. Additionally, the following content is presented
solely for the purposes of discussion and illustration, and does
not comprise, nor is not to be considered, as legal advice.
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Factual Background

(Facts modeled after KSR International Co. v. Teleflex Inc.)

Petitioner KSR International Company (“Petitioner” or “KSR”) is a Canadian company and a manufacturer and
supplier of automotive components, including adjustable pedal systems, to the automotive industry.

Patent Owner Teleflex Incorporated (“Patent Owner” or “Teleflex”) is a Delaware corporation and a
manufacturer and supplier of adjustable pedal systems that the automotive industry uses in automobile
platforms.

Petitioner KSR and Patent Owner Teleflex are direct competitors.

This IPR involves position-adjustable vehicle pedal assemblies, comprising of gas and brake pedals, that a motor
vehicle driver uses to actuate the motor vehicle's fuel and brake systems. The pedal assembly may also include
a clutch pedal if the vehicle is equipped with a manual transmission.

According to Petitioner, the 565 Patent is invalid because it would have been obvious to a “person of ordinary
skill in the art” (“POSITA”) of designing pedal systems to combine an adjustable pedal system with an electronic
pedal position sensor to work with electronically controlled engines increasingly being used in motor vehicles.
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Exhibit 2045

Exhibit 2045 — Patent Owner’s Highly Confidential Sales Information

Exhibit 2045 includes Patent Owner’s Highly Confidential Sales Information

that Patent Owner would like to provide as evidence of commercial

SUccess.

HIGHLY CONFIDENTIAL - ATTORNEY EYES ONLY

Item No. Quantity Description
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A
7432221 200 Pedal Product A

7432221 200 Pedal Product A

An s Aaann o P =

Total Revenue

30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00
30,000.00

An ann o~

PPN NPNNLULLUDUDnnnn

TELEFLEX EXHIBIT 2045
Currency Type

USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice
USA Customer Invoice

USA Customer Invoice

L a =

HIGHLY CONFIDENTIAL - ATTORNEY EYES ONLY
Summary

Item No. Time Period T
7432221 Years1-3 s
7432221 Years 4-5 s

TELEFLEX EXHIBIT 2045

3,450,000.00
1,770,000.00




Exhibit 1020

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD
KSR INTERNATIONAL,

Petitioner,

V.

TELEFLEX INC.,

Patent Owner.

Case [PR2020-1456987
Patent No. 6,237,565 B2

SUPPLEMENTAL FXPERT DECLARATION OF JANE DOE
IN FURTHER SUPPORT OF PETITION FOR INTER PARTES REVIEW
OF CLAIM 4 OF U.S. PATENT NO. 6,237,565

KSR EXHIBIT 1020

Exhibit 1020 — Petitioner’s Supplemental Expert Declaration

Exhibit 1020 includes a supplemental Expert Declaration that Petitioner
included with Petitioner’s Reply to Patent Owner’s Response briefing as
rebuttal evidence to refute Patent Owner’s arguments.

Petitioner never introduced this evidence with the initial Petition for Inter
Partes Review. Petitioner first raised this evidence in Petitioner’s Reply to
Patent Owner’s Response. The exhibit is extremely argumentative.




Exhibit 1005

June 30, 2001
Dear KSR International Company,

| write to notify you that Teleflex Incorporated (“Teleflex) recently obtained U.S. Patent No.
6,237,565, entitled “Adjustable pedal assembly with electronic throttle control” on May 29, on ) .
2001. A copy of the ‘565 Patent is enclosed as Exhibit A. The ‘565 Patent covers a simplified EXh | blt 1005 - Te I eflex S N otlce Lette r
vehicle control pedal assembly that is less expensive, and which uses fewer parts and is easier
to package within the vehicle.

of the 565 Patent W understand tha these brakes are manufactured and/or sold by you. Exhibit 1005 is Patent Owner’s notice letter of infringement of the "565
The 565 Patent describes a position-adjustable pedal assembly with an electronic pedal Pate nt tO PetitiO n e r afte r t h e pate nt |SS LI Ed .

position sensor attached to the support member of the pedal assembly. Attaching the sensor
to the support member allows the sensor to remain in a fixed position while the driver adjusts
the pedal. We assume your pedal assembly uses an electronic pedal sensor, since there is no

i ey Lty e e Petitioner previously included this letter during briefing, and the substance
We have studied the construction of this brake product and it is our opinio™Mhat this and any describes the |nvent|0n Of the ’565 Patent, Wthh Patent Owner does nOt

brake products of similar construction infringe the 565 Patent as each of the &ments claimed
dispute.

in the '565 Patent are present in this brake product sold by your company.

Under the Patent Act it is unlawful to make, use, offer to sell or sell any patented inverNon
within the United States or to import into the United States any patented invention durin\the
term of the patent therefor. Accordingly, Teleflex demands that you immediately cease an
desist the sale of the infringing gloves.

If you have any questions regarding the ‘565 Patent, please contact our in-house counsel. \

The ’565 Patent describes a position-adjustable pedal assembly with an electronic pedal
position sensor attached to the support member of the pedal assembly. Attaching the sensor
to the support member allows the sensor to remain in a fixed position while the driver adjusts
the pedal. We assume your pedal assembly uses an electronic pedal sensor, since there is no
other practical way in which your pedal could be designed without one.

Best regards,

Teleflex CEO

KSR EXHIBIT 1005
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Patent-At-Issue

K00 O
a» United States Patent (10) Patent No.:  US 6,237,565 B1 U.S. Patent No. 6 ,237 ,565

Engelgau (45) Date of Patent: *May 29, 2001 . . .
Adjustable pedal assembly with electronic throttle control (the “’565
(54) .:L)LE&IIRAJ!NLI% l;hﬁl:{%lﬁsl‘hygk}’l:;l:H 5056742 10/1991 Sakurai cveeeoocensrnsinnnnn 2441233 Pate nt" O r t h e «“ E nge Iga u Pate nt" )

(75) Ioventor:  Steven J. Engelgau, Royal Oak, MI Primary Examiner—John Kwon
) (74) Attorney, Agent, or Firm—Howard & Howard

(73)  Assignee: Teleflex Tncorporated, Plymouth 57y ABSTRACT
Meeting, PA (US) B
A vehicle control pedal apparatus (12) includes a support

(*) Notice: Subject to any disclaimer, the term of this (18) adapted to be mounted to a vehicle structure (20) and
patent is extended or adjusted under 35 an adjustable pedal assembly (22) having a pedal arm (14)

US.C. 154(b) by 0 days. that is moveable in fore and all directions with respect to the Th H t H d 1 I d 1 t h ’ 5 6 5 P t t H d H b d H t h
support (18). A pivot (24) pivotally supports the adjustable e I nve n I O n I S C O S e I n e a e n I S e S C r I e I n e
pedal assembly (22) with respect to the support (18) and
defines a pivot axis (26). The control pedal apparatus (12)

patent’s specification as a “simplified vehicle control pedal

(22) Filed Aug. 22, 2000 to the support (18) for controlling an engine throttle (30).
22)  Filed: ug.

This patent is subject to a terminal dis-
claimer.

The apparatus (12) is characterized by the electronic throttle

Related U.S. Application Data control (28) being responsive 10 the pivot (24) for providing H H H
T oty ko assembly that is less expensive, and which uses fewer parts an
(63) Continuation of application No, 09/236,975, filed on Jan. 26, pedal arm (14) pivots about the pivot axis (26) between rest ’
1999, Pat. No. 6,109,241 .
’ and applied positions, Thus, the control pedal apparatus (12)

. . . . .
(51) Int.ClL e FO2D 100 can adjust pedal arm position in fore and aft directions. t k th th h | ”
(52) US.Cl. . 123/399; 74/560 without having to move the electronic throttle control unit I S e a S I e r O p a C a ge W I I n e Ve I C e .

(58) Field of Search . 123/399; 74/560 (28) along with the pedal arm (14). Additionally, the elec-

tronic throttle control (28) is responsive to the pivot (24)

(56) References Cited .
about which the adjustable pedal assembly (22) rotates.
U.S. PATENT DOCUMENTS
4,470,570 0/1984  Sakurai et al. .ooocooovereeennnn. 244235 4 Claims, 4 Drawing Sheets

The ’565 Patent describes a position-adjustable pedal assembly
with an electronic pedal position sensor attached to the support
member of the pedal assembly. Attaching the sensor to the
support member allows the sensor to remain in a fixed position
while the driver adjusts the pedal.

20\L

PETDX0001



https://patents.google.com/patent/US6237565B1/

Patent-At-Issue

PETDX0002

U.S. Patent No. 6,237,565
Adjustable pedal assembly with electronic throttle control
(the “’565 Patent” or the “Engelgau Patent”)

Claim 4 of the ’565 Patent

A vehicle control pedal apparatus (12) comprising:
a support (18) adapted to be mounted to a vehicle structure (20);

an having a pedal arm (14) moveable in force and
aft directions with respect to said support (19);

a pivot (24) for pivotally supporting with
respect to said support (18) and defining a pivot axis (26); and

an electronic control (2) attached to said support (18) for controlling a vehicle
system;

said apparatus (12) characterized by said electronic control (28) being responsive
to said pivot (24) for providing signal (32) that corresponds to pedal arm position as
said pedal arm (14) pivots about said pivot axis (26) between rest and applied
positions wherein the position of said pivot (24) remains constant while said pedal
arm (14) moves in fore and aft directions with respect to said pivot (24).

’565 patent, col. 6, lines 17-36.



https://patents.google.com/patent/US6237565B1/

Reference A

United States Patent ps
Asano et al,

1 Patent Number: 5,010,782
145] Date of Patent:  Apr. 30, 1991

[54] POSITION ADJUSTABLE PEDAL
ASSEMBLY
[75] Inventors: Yasushi Asano; Yoshimasa Kataumi,
both of Shizuoka, Japan

[73] Assignee: Fuji Kiko Company, Ltd., Tokyo,
Japan

[21] Appl No: 386,401
[22] Filed:  Jul. 28, 1989

[30] Foreign Application Priority Data
Jul. 28,1988 [JP]  Japan ..

Tul. 28, 1988 [JP]  Japan ..
Jul. 28, 1988 (JP]  Japan ..
Jul. 28, 1988 [JP]  Japan ..

[51] Imt. L5 ... ereeeen GOSG 1/
[52] US. CL worveeseeersssnssescssesssssenes 74/512; 74/513;
74/560
[58] Field of Search ................ 74/512, 513, 560,522,
74/561, 562
[56] References Cited

U.S. PATENT DOCUMENTS

2,936,867 5/1960 Perry ..
3,151,499 10/1964 Roe
3,563,111 2/1971 Zei
3,643,524 2/1972 H

FOREIGN PATENT DOCUMENTS

0256466 271988 European Pat.
S0-6694 5/1973 JApan ...
50-34814 7/1973 Japan .......

Primary Examiner—Vinh T. Luong
Attorney, Agent, or Firm—Ronald P. Kananen

157 ABSTRACT

In a position adjustable pedal assembly for a vehicle, a
pedal pad position is adjustable in a longitudinal direc-
tion of the vehicle. A lever is connected to a stationary
‘bracket for a pivotal movement about a pivot axis and is
formed with a linear track extending in the vehicular
longitudinal direction. A pedal arm is provided with a
pedal pad at its lower end and with a guide member at
its upper end and is connected to the lever for the piv-
otal movement with the lever in response to a depres-
sion force applied to the pedal pad. An adjust lever is
provided on the lever for a relative movement to the
lever and is formed with an arc-shaped track. The rela-
tive movement of the adjust lever is caused when the
guide member moves within the linear track and simul-
taneously within the arc-shaped track while the pedal
pad position is adjusted. The adjust lever is provided
with a connecting member which is movable within
another arc-shaped track in response to the relative
movement of the adjust lever. Accordingly, when the
pedal pad position is adjusted to move the guide mem-
ber, the relative movement of the adjust lever is caused
to vary a position of the connecting member corre-

3,691,868 9/1972 Smith .
3,757,604 9/1973 Schroed
3,861,237 171975 Mounts
4,037,487 7/1977 Ahlsch
4,386,537 6/1983 Lewis ..
4,497,217 2/1985 Hansen
4,875,385 10/1989 Sitrin ...

p toa i of the movement of the guide
member, i.e,, corresponding to the variation in a dis-
tance from the pivot axis to the pedal pad. The depres-
sion force is applied to a vehicle operation system
through the connecting member.

12 Claims, 7 Drawing Sheets

PETDX0003

U.S. Patent No. 5,010,782
Position adjustable pedal assembly (the “’782 Patent” or the “Asano
Patent”)

Asano discloses a position adjustable pedal assembly pivotally
mounted on a support member. A pedal arm moves forward
and backward along a guide member by way of a screw drive
mechanism depending on the driver's desired pedal position.
The position of the support pivot remains constant while the
pedal arm moves forward and backward along the guide
member. The design also discloses an attachment for a
mechanical throttle cable, the cable being responsive to the
pivoting motion of the pedal assembly caused by depression of
the accelerator pedal.



https://patents.google.com/patent/US5010782A/

Reference A

FIG.S

PETDX0004

U.S. Patent No. 5,010,782
Position adjustable pedal assembly (the “’782 Patent” or the
“Asano Patent”)

Asano teaches a stationary bracket 50 is fixed to a dash panel of the vehicle body. A lever 52 is
pivotably connected to the stationary bracket 50 by a pivot pin 54 (i.e., a first pivot axis).

An operating lever 58 is pivotably connected to the stationary bracket 50 by means of a pivot pin 60
at its lower end and is connected to an operating wire 61 at its upper end. The adjust lever 66 has
another arc-shaped section 66¢ which extends in the forward direction and is provided at its forward
end with a slide pin 70 (i.e., a connecting member). A radius of curvature of the arc-shaped hole 72 is
the same as a distance between the center of the pin 68 and the center of the slide pin 70 so as to
prevent the operating lever 58 from pivoting about the pivot pin 60 when the adjust lever 66 is
pivoted about the pin 68 for adjusting the pedal position.

A screw nut 98 (i.e., a driven member) is fixed to the bracket 76 and a corresponding screw rod 100
(i.e., a drive member) is rotatably mounted to the front and back walls 52c and 52d. The screw nut 98
is guided by the rotation of the screw rod 100 to move along the screw rod 100. This movement of
the screw nut 98 causes the bracket 76, i.e. the pedal arm 74 along with the pedal pad 77 to move
along the screw rod 100, with the slide pins 78 and 80 each moving within the corresponding hole 62
or 64 between its forward and rearward ends.

This covers all aspects of the 565 Patent except for the electronic control (28) being responsive to
said pivot (24) .



https://patents.google.com/patent/US5010782A/

United States Patent g
White et al.

TGO

[1] Patent Number: 5,385,068
451 Date of Patent:  Jan. 31, 1995

[54]
[75]

[73)
[21]
[22)
[51]
[52)
[58]

[56]

ELECTRONIC ACCELERATOR PEDAL
ASSEMBLY WITH PEDAL FORCE SENSOR

Inventors: James E. White, Warsaw; John
Zdanys, Jr., Elkhart, both of Ind.

Assignee: CTS Corporation, Elkhart, Ind.
Appl. No.: 993,141
Filed: Dec. 18, 1992

Int. C16 ............. cirerssmrssnennnne. GOSG 1/14
US.Cl ... coernmenienns 18/5125 T4/513;
74/560
Field of Search .. 74/512, 513, 514, 560,
74/523, 533, 535

References Cited

U.S. PATENT DOCUMENTS

2,192,714 3/1940 Norman et al.
2,207,435 7/1940 Jones ...
2,825,418 4/1958 Kershman

.. 137/139
'4/513
4/514

2,936,867 5/1960 Perry ...
3,088,331 5/1963 Bachman
4,047,145 971977 Schwehr
4,355,293 10/1982 Driscoll .
4,528,590 7/1985 Bisacquino et 8/153
4,621,250 11/1986 Echasserian et 38/162
4,693,111 9/1987 Arnold et al. ..oocvresecseeen. 73/118.1

4/513
4/513
338/67
8/184

4,841,798 6/1989 Porter et al. ...
4,864,886 9/1989 Burgei ...
4,869,220 9/1989 Imoehl ...

4,944,269 7/1990 Imoehl
4,958,607 9/1990 Lundberg
4,976,166 12/19%0 Davis et al
5,010,782 4/1991 Asano et al. ...
5,133,225 7/1992 Lundberg et al. e 14/560
5,133,321 7/1992 Hering et
5,211,072 5/1993 Barlas et

5217,094 6/1993 Walter etal ..

Primary Examiner—Vinh T. Luong
Artorney, Agent, or Firm—Albert W. Watkins

[57 ABSTRACT

A pedal bracket assembly translates pedal motion into a
first switching motion without change of position being
sensed by 2 position sensor. Additional pedal motion
does not further change the switch position, but is trans-
lated into motion sensed by the position sensor. In this
way, the switching function and position transducer
functions are maintained independent one from the
other, while allowing the two functions to be combined
into a single sensor assembly.

7 Claims, 3 Drawing Sheets

PETDX0005

Reference B

U.S. Patent No. 5,385,068

Electronic accelerator pedal assembly with pedal force sensor (the “ 068
Patent” or the “White Patent”)

White teaches a modular sensor (17) attached to the pedal support
bracket (11), adjacent to the pedal and engaged with the pivot shaft (13)
about which the pedal rotates

These modular pedal position sensors (17) teach the advantage of using a
pedal position sensor that is engaged with the pivot shaft of an
accelerator pedal to send an electronic signal to an electronic throttle
control based on the degree the pivot shaft turns in response to
depression of the accelerator pedal.



https://patents.google.com/patent/US5385068A/

Obviousness Analysis

’565 Patent Reference A Reference B

A vehicle control pedal apparatus (12) comprising: X

a support (18) adapted to be mounted to a vehicle structure (20); X

an adjustable pedal assembly (22) having a pedal arm (14) moveable in force

[sic] and aft directions with respect to said support (19); X

a pivot (24) for pivotally supporting said adjustable pedal assembly (22) with

respect to said support (18) and defining a pivot axis (26); and X

an electronic control (28) attached to said support (18) for controlling a X

vehicle system;

said apparatus (12) characterized by said electronic control (28) being
responsive to said pivot (24) [i.e., a sensor] for providing signal (32) that
corresponds to pedal arm position as said pedal arm (14) pivots about said
pivot axis (26) between rest and applied positions wherein the position of X
said pivot (24) remains constant while said pedal arm (14) moves in fore and
aft directions with respect to said pivot (24).




Rationales for Combining the Petal Assembly of Asano (Reference A), with the electronic control (modular sensor 17)
of White (Reference B):

(1) Combining prior art elements according to known methods to yield predictable results;

(2) Simple substitution of one known element for another to obtain predictable results;

(3) Use of known technique to improve similar devices (methods, or products) in the same way;

(4) Applying a known technigue to a known device (method, or product) ready for improvement to yield
predictable results;

(5) “Obvious to try” — choosing from a finite number of identified, predictable solutions, with a reasonable
expectation of success;

(6) Known work in one field of endeavor may prompt variations of it for use in either the same field or a
different one based on design incentives or other market forces if the variations are predictable to one of
ordinary skill in the art;

(7) Some teaching, suggestion, or motivation in the prior art that would have led one of ordinary skill to modify
the prior art reference or to combine prior art reference teachings to arrive at the claimed invention.

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007).




Patent Owner’s Argument




Exhibit 2045A

Exhibit 2045A — Patent Owner’s Public Version of Sales Information

Exhibit 2045A includes Patent Owner’s Public Redacted Version of Sales
Information that Patent Owner would like to provide as evidence of
commercial success.

PUBLIC VERSION - REDACTED TELEFLEX EXHIBIT 2045A
Item No. Quantity Description Total Revenue Currency Type
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice PUBLIC VERSION - REDACTED TELEFLEX EXRIBIT 20454
7432221 200 Pedal Product A USA Customer Invoice Summary
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invo?ce Item No. Time Period T Reven
7432221 200 Pedal Product A USA Customer Invoice 7432221 Years1-3 $
7432221 200 Pedal Product A USA Customer Invoice 7432221 Years4-5 $
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
7432221 200 Pedal Product A USA Customer Invoice
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The next PTAB Committee (via Zoom) will be held on Tuesday,
December 1, 2020 at 4 p.m ET. Please join us for our discussion
and holiday celebration.
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Teleflex Inc. v. KSR Int'l Co.

United States District Court for the Eastern District of Michigan, Southern Division
December 12, 2003, Decided ; December 12, 2003, Filed
CASE NO. 02-74586

Reporter
298 F. Supp. 2d 581 *; 2003 U.S. Dist. LEXIS 22606 **

TELEFLEX INCORPORATED, and TECHNOLOGY
HOLDING COMPANY, Plaintiffs, v. KSR
INTERNATIONAL CO., Defendant.

Subsequent History: [**1]

Vacated by, Remanded by Teleflex, Inc. v. KSR Int'l
Co., 119 Fed. Appx. 282, 2005 U.S. App. LEXIS 176
(Fed. Cir., 2005)

Affirmed by, On remand at Teleflex, Inc. v. KSR Int'| Co.,
2007 U.S. App. LEXIS 16051 (Fed. Cir., June 20, 2007)

Disposition: Defendant's  Motion  for ~ Summary
Judgment of Invalidity granted. Plaintiffs’ Ex Parte
Motion for Oral Argument denied. Plaintiffs' complaint
dismissed with prejudice.

Core Terms

pedal, assembly, sensor, patent, electronic, pivot,
invention, teachings, throttle, skill, patent-in-suit,
Infringement, arm, inventor, Invalidity, mounted, shaft,
endeavor, modular, accelerator, cable-actuated,
comprising, constant, aft, undisputed, fore, position-
adjustable, bracket, driver, trucks

Case Summary

Procedural Posture
Plaintiff patent holders sued defendant competitor

alleging that the competitor's adjustable pedal
assemblies infringed, inter alia, on their patent
concerning a position-adjustable vehicle pedal

assembly. The competitor moved for summary judgment
of invalidity. The patent holders moved for oral
argument, and for summary judgment of infringement.

Overview

The competitor claimed that the patent was drafted so
broadly as to render it an obvious combination of an
adjustable pedal assembly and pedal position sensor
already well known in the art. The court held that the
competitor proved by clear and convincing evidence that
the patent was invalid for obviousness under 35
U.S.C.S. § 103(a). The court found that the relevant
prior art conformed to the time limitations of 35 U.S.C.S.
§ 102(a) and (b), that the prior art was analogous to the
patent, and that the prior art was within the patent's field
of endeavor. The court further found that the prior art
taught every limitation contained in the patent claim,
with the exception of the limitation referring to an
electronic pedal position sensor, and that a person with
ordinary skill in the art with full knowledge of the prior art
and the modular pedal position sensors would be
motivated to combine the two references. The court
finally found that a finding of obviousness was further
supported by the prosecution history of the patent, and
that the evidence of the patent's commercial success
was insufficient to overcome the competitor's clear and
convincing evidence of obviousness.
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Outcome
Summary judgment of invalidity was granted for the
competitor. The remaining motions were denied.

LexisNexis® Headnotes

Civil Procedure > ... > Summary
Judgment > Supporting Materials > General
Overview

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > General
Overview

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > Genuine
Disputes

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of
Law > Materiality of Facts

HNl[&"’..] Summary Judgment, Supporting Materials

Summary judgment is appropriate only if the answers to
interrogatories, depositions, admissions, and pleadings
combined with the affidavits in support show that no
genuine issue as to any material fact remains and the
moving party is entitled to a judgment as a matter of
law. Fed. R. Civ. P. 56(c). A genuine issue of material
fact exists when there is sufficient evidence favoring the
non-moving party for a jury to return a verdict for that

party.

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of
Law > Appropriateness

Civil Procedure > ... > Summary
Judgment > Evidentiary Considerations > Scintilla
Rule

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > General
Overview
HNZ[.".] Entitlement as  Matter  of
Appropriateness

Law,

In application of the summary judgment standard, the
court must view all materials supplied, including all
pleadings, in the light most favorable to the non-moving
party. If the evidence is merely colorable or is not
significantly probative, summary judgment may be
granted.

Civil Procedure > ... > Summary
Judgment > Burdens of Proof > General Overview

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > Genuine
Disputes

HN3[.§’.] Summary Judgment, Burdens of Proof

On a motion for summary judgment, the moving party
bears the initial responsibility of informing the court of
the basis for its motion and identifying those portions of
the record that establish the absence of a genuine issue
of material fact. Once the moving party has met its
burden, the nonmoving party must go beyond the
pleadings and come forward with specific facts to
demonstrate that there is a genuine issue for trial. Fed.

R. Civ. P. 56(e).

Civil Procedure > ... > Summary
Judgment > Opposing Materials > General
Overview

Civil Procedure > Judgments > Summary
Judgment > General Overview

Civil Procedure > ... > Summary
Judgment > Burdens of Proof > General Overview

Civil Procedure > ... > Summary
Judgment > Burdens of Proof > Movant Persuasion
& Proof

Civil Procedure > ... > Summary
Judgment > Motions for Summary
Judgment > General Overview
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HN4[$'..] Summary Judgment, Opposing Materials

On a motion for summary judgment, the non-moving
party must do more than show that there is some
abstract doubt as to the material facts. It must present
significant probative evidence in support of its
opposition to the motion for summary judgment in order
to defeat the motion for summary judgment.

Patent Law > ... > Specifications > Description
Requirement > General Overview

Patent Law > Claims & Specifications > General
Overview

Patent Law > Infringement Actions > Claim
Interpretation > General Overview

Patent Law > US Patent & Trademark Office
Proceedings > Reissue Proceedings > General
Overview

HN5[&"..] Specifications, Description Requirement

Although the specification is useful for interpretation of
patent claims, it is the claims that actually measure the
invention.

Patent Law > ... > Defenses > Patent
Invalidity > Presumption of Validity

Patent Law > ... > Defenses > Patent
Invalidity > General Overview

HN6[$’..] Patent Invalidity, Presumption of Validity

A patent is presumed valid. 35 U.S.C.S. § 282
Therefore, a party challenging the validity of a patent
bears the burden of proving facts that establish invalidity
by clear and convincing evidence.

Patent Law > Nonobviousness > Elements &
Tests > Claimed Invention as a Whole

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent
Law > Nonobviousness > Evidence > Inferences &
Presumptions

HN?[.!’.] Elements & Tests, Claimed Invention as a
Whole

Under 35 U.S.C.S. 8§ 103, prior art invalidates a patent
for obviousness when the subject matter sought to be
patented and the prior art are such that the subject
matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill
in the art to which the subject matter pertains. 35
U.S.C.S. § 103(a).

Patent Law > Nonobviousness > Evidence > Fact &
Law Issues

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN8[.§’..] Evidence, Fact & Law Issues

An obviousness inquiry under 35 U.S.C.S. § 103
ultimately presents a question of law based on several
underlying factual inquiries including: (1) the scope and
content of the prior art; (2) the level of ordinary skill in
the art; (3) the differences between the prior art and the
claimed invention; and (4) the extent of any objective
indicia of non-obviousness.

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > Genuine
Disputes

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of
Law > Materiality of Facts
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Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN9[&"’..] Entitlement as Matter of Law, Genuine
Disputes

The central inquiry under 35 U.S.C.S. § 103 is whether
the combined teachings of the prior art, taken as a
whole, would have rendered the claimed invention
obvious to one of ordinary skill in the art.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HNlO[.t] Elements & Tests, Prior Art

Under the first element of the Graham test for patent
obviousness, the court must determine the scope and
content of the prior art.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HNll[&"’.] Elements & Tests, Prior Art

For purposes of the first element of the Graham test for
patent obviousness, the scope of prior art is only that art
which is analogous. Analogous art is art that is not too
remote to be treated as prior art. In addition, a prior art
reference is analogous if it is from the same field of
endeavor, even if it addresses a different problem, or, if
not within the same field, if the reference is reasonably
pertinent to the particular problem with which the
inventor is involved.

Patent Law > Nonobviousness > Evidence > Fact &
Law Issues

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN12[$’.] Evidence, Fact & Law Issues

For purposes of the first element of the Graham test for
patent obviousness, the determination of relevant prior
art is a question of fact.

Patent Law > Anticipation & Novelty > Elements

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN13[$'.] Anticipation & Novelty, Elements

For purposes of the first element of the Graham test for
patent obviousness, relevant prior art is further defined
by 35 U.S.C.S. § 102(a) and (b), which limit the time
frame within which prior art can be found.

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN14[5'.] Nonobviousness, Elements & Tests

See 35 U.S.C.S. § 102(a), (b).

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN15[%] Elements & Tests, Prior Art

For purposes of the first element of the Graham test for
patent obviousness, determining relevant prior art,
however, involves determining the scope of the
inventor's field of endeavor before turning to the
guestion of the nature of the problem confronting the
inventor. The United States Court of Appeals for the
Federal Circuit has explained that the determination that
a reference is from a non-analogous art is two-fold.
First, the court decides if the reference is within the field
of the inventor's endeavor. If it is not, the court proceeds
to determine whether the reference is reasonably
pertinent to the particular problem with which the
inventor was involved.
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Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN16[&] Elements & Tests, Prior Art

For purposes of the first element of the Graham test for
patent obviousness, an inquiry into the problem facing
the inventor only arises if the alleged prior art is not
within the inventor's same field of endeavor.
Furthermore, if the alleged prior art exists in the
inventor's field of endeavor, it constitutes relevant prior
art regardless of the problem addressed.

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN17[&"’.] Specifications, Enablement Requirement

The second element in the Graham test for patent
obviousness requires determining the level of ordinary
skill in the pertinent art. Ascertaining the level of
ordinary skill in the art is necessary for maintaining
objectivity in the obviousness inquiry. Factors to
consider include the educational level of the inventor,
the educational level of those who work in the relevant
industry, and the sophistication of the technology
involved.

Patent Law > Nonobviousness > Elements &
Tests > Claimed Invention as a Whole

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HNlS[ﬂ".] Elements & Tests, Claimed Invention as a
Whole

The third element in the Graham test for patent
obviousness requires the determination of any
differences between the teachings found in the prior art
and the claimed invention, from the vantage point of a
hypothetical person with ordinary skill in the art. The
claims of the patent-in-suit must be considered as a
whole. It is the claims, not the particular embodiments
that must be the focus of the obvious inquiry.

Patent Law > Jurisdiction & Review > Subject
Matter Jurisdiction > Appeals

Patent Law > ... > Specifications > Description
Requirement > General Overview

Patent Law > Infringement Actions > General
Overview

Patent Law > Infringement Actions > Claim
Interpretation > Construction Preferences

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > US Patent & Trademark Office
Proceedings > Reissue Proceedings > General
Overview

HN19[$"..] Subject Matter Jurisdiction, Appeals

For purposes of the third element in the Graham test for
patent obviousness, the United States Court of Appeals
for the Federal Circuit has expressed the significance of
claims in defining an invention: the claims of the patent
provide the concise formal definition of the invention.
They are the numbered paragraphs which particularly
point out and distinctly claim the subject matter which
the applicant regards as his invention. It is to these
wordings that one must look to determine whether there
has been infringement. Courts can neither broaden nor
narrow the claims to give the patentee something
different than what he has set forth. No matter how
great the temptations of fairness or policy making,
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courts do not rework claims; they only interpret them.

Patent Law > ... > Claim Language > Elements &
Limitations > Alternative Limitations

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HNZO[&"’.] Elements & Limitations, Alternative

Limitations

For purposes of the third element in the Graham test for
patent obviousness, while it is entirely proper to use the
specification of the patent to interpret what the patentee
meant by a word or phrase in a claim, adding to the
claim an extraneous limitation appearing in the
specification is improper.

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN21[.§'.] Specifications, Enablement Requirement

For purposes of the third element in the Graham test for
patent obviousness, review of prior art is not limited to
claims asserted in the prior art. Differences between
prior art and the claimed invention are ascertained by
interpretation of the teachings of the prior art and of the
claims of the patent. In other words, a prior art reference
must be considered in its entirety in an obviousness
inquiry and must include a full appreciation of what such
reference fairly suggests to one of ordinary skill in the
art.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > Nonobviousness > General Overview

Patent Law > Nonobviousness > Elements &

Tests > General Overview
HN22[$".] Elements & Tests, Prior Art

For purposes of the third element in the Graham test for
patent obviousness, the claims of the patent-in-suit are
the starting point for determining any differences
between the patent-in-suit and the prior art.

Civil Procedure > Trials > Jury Trials > Province of
Court & Jury

Patent Law > Infringement Actions > Claim
Interpretation > General Overview

HN23[$".] Jury Trials, Province of Court & Jury

Claim construction is a question of law for the court to
resolve. Some courts routinely hold Markman hearings
to determine the proper interpretation of claim language.
This procedure is not always necessary, however.

Patent Law > Infringement Actions > Claim
Interpretation > General Overview

HN24[§".] Infringement Actions, Claim Interpretation

Claim construction is a matter of resolution of disputed
meanings and technical scope, to clarify and when
necessary to explain what the patentee covered by the
claims, for use in the determination of infringement. It is
not an obligatory exercise in redundancy. Claim
construction may occasionally be necessary in
obviousness determinations, when the meaning or
scope of technical terms and words of art is unclear and
in dispute and requires resolution in order to determine
obviousness.

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > General
Overview

Estate, Gift & Trust
Law > Wills > Beneficiaries > Elections

Patent Law > Infringement Actions > Claim
Interpretation > General Overview

Patent Law > Infringement Actions > Summary
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Judgment > General Overview

HN25[1".] Summary Judgment, Entitlement as Matter
of Law

For patent claim construction purposes, the court bases
its decision on the plain, ordinary, and undisputed
language of the claim and any ambiguities will be
resolved against the party moving for summary
judgment.

Patent Law > ... > Claim Language > Elements &
Limitations > Alternative Limitations

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN26[.§'.] Alternative

Limitations

Elements & Limitations,

It is improper to import extraneous limitations from the
specification of a patent to avoid a finding of
obviousness.

Patent
Law > Nonobviousness > Evidence > General
Overview

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN27[$’.] Nonobviousness, Evidence

The fact that prior art teachings teach the invention
disclosed in a patent claim does not render their
combination obvious, unless there is some motivation or
suggestion to combine the prior art teachings, either in
the prior art itself, or by reasonable inference from the
nature of the problem, or from the knowledge of those of
ordinary skill in the art.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Real Property Law > Environmental
Regulations > Indoor Air & Water Quality

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN28[$’.] Elements & Tests, Prior Art

For purposes of patent obviousness, the incentive to
combine prior art references can come from the prior art
itself or be reasonably inferred from the nature of the
problem to be solved, leading inventors to look to
references related to solutions to that problem.

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN29[$".] Graham Test, Secondary Considerations

The final element of the Graham test for patent
obviousness requires ascertaining the extent of any
objective indicia of non-obviousness. These so-called
secondary considerations include commercial success,
long-felt need, failure of others, skepticism and
unexpected results. In some cases, such evidence is
the most probative of obviousness.

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN30[§'.] Graham Test, Secondary Considerations

Secondary considerations do not control the patent
obviousness inquiry. In other words, secondary
considerations are but a part of the totality of the
evidence that is used to reach the ultimate conclusion of
obviousness.

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations
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Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN31[&"’.] Graham Test, Secondary Considerations

For purposes of patent obviousness, commercial
success is relevant only if it flows from the merits of the
claimed invention. In other words, the party asserting
commercial success must prove a nexus between the
commercial success and the claimed invention.

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN32[.§'.] Graham Test, Secondary Considerations

For purposes of patent obviousness, information solely
on numbers of units sold is insufficient to establish
commercial success.

Patent Law > Jurisdiction & Review > Subject
Matter Jurisdiction > Appeals

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

Patent
Law > Nonobviousness > Evidence > Inferences &
Presumptions

HN33[&".] Subject Matter Jurisdiction, Appeals

For purposes of patent obviousness, the United States
Court of Appeals for the Federal Circuit has found that
the fact that a patentee did not offer evidence of any
other secondary consideration warrants giving less
weight to an argument based on commercial success.
Commercial success is an indication of nonobviousness
that must be considered in a patentability analysis.

Counsel: For Teleflex, Incorporated, PLAINTIFF:

Rodger D Young, Steven C Susser, David J Paoirier,
Young & Susser, Southfield, Ml USA.

For Technology Holding Company, Teleflex,
Incorporated, Intervenor-PLAINTIFF: Rodger D Young,
Steven C Susser, Young & Susser, Southfield, Ml USA.

For KSR International, Incorporated, DEFENDANT:
James W Dabney, Pennie & Edmonds, New York, NY
USA.

For KSR International, Incorporated, DEFENDANT: L
Pahl zZinn, Dickinson Wright, Kenneth J Mclntyre,
Detroit, Ml USA.

For Technology Holding Company, MOVANT: Rodger D
Young, Steven C Susser, Young & Susser, Southfield,
MI USA.

Judges: PRESENT: HONORABLE LAWRENCE P.
ZATKOFF, CHIEF UNITED STATES DISTRICT
JUDGE.

Opinion by: LAWRENCE P. ZATKOFF

Opinion

[*583] OPINION AND ORDER

AT A SESSION of said Court, held in the United States
Courthouse, in the City [**2] of Detroit, State of
Michigan, on 12 DEC 2003

PRESENT:
ZATKOFF

THE HONORABLE LAWRENCE P.

CHIEF UNITED STATES DISTRICT JUDGE

[. INTRODUCTION

This matter is before the Court on Plaintiffs' Ex Parte
Motion for Oral Argument, Plaintiffs' Motion for
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Summary Judgment of Infringement and Defendant's
Motion for Summary Judgment of Invalidity. All motions
have been fully briefed by the parties. The Court finds
that the parties have adequately set forth the relevant
law and facts, and that oral argument would not aid in
the disposition of the instant motion. See E.D. MICH.
L.R. 7.1(e)(2). Accordingly, Plaintiffs' motion for oral
argument is DENIED and the Court ORDERS that the
motions be decided on the briefs submitted. For the
reasons stated below, Defendant's Motion for Summary
Judgment of Invalidity is GRANTED and Plaintiffs'
Motion for Summary Judgment of Infringement is
DENIED as moot.

IIl. BACKGROUND

Plaintiffs filed a three-count Complaint on November 18,
2002, alleging the following:

Count | Infringement of United States Patent No.
6,237,565 (hereinafter 565" or the "Engelgau patent");

Count Il Infringement of [**3] United States Patent No.
6,305,239 (hereinafter "239"); and

Count 1l Infringement of United States Patent No.
6,374,695 (hereinafter "695").

See Complaint. On August 11, 2003, however, the
Court ordered, with stipulation, dismissal of Count Il and
Count Ill. Thus, the only remaining infringement claim
relates to the '565 patent, (Count I). The '565 patent
describes and claims a position-adjustable vehicle pedal
assembly that allows the driver of a vehicle to adjust the
pedal assembly to achieve greater driving comfort. The
pedal assembly incorporates an electronic pedal
position sensor for use in vehicles sold with
electronically [*584] controlled engine and braking
systems that require the use of an electronic sensor.
Plaintiffs contend that two of Defendant's adjustable
pedal assemblies infringe on claim 4 of the '565 patent.

A. Facts and Procedural History

Plaintiff Teleflex Incorporated (hereinafter "Teleflex") is a
Delaware corporation and a manufacturer and supplier
of adjustable pedal systems that the automotive industry
uses in automobile platforms. Plaintiff Technology
Holding Corporation (hereinafter "THC") is a Delaware
subsidiary of Plaintiff [**4] Teleflex and is the current
assignee of the '239, '695, and '565 patents. Defendant
KSR International Company (hereinafter "KSR") is a

Canadian company and a manufacturer and supplier of
automotive components, including adjustable pedal
systems, to the automotive industry. Plaintiff Teleflex
and Defendant KSR are direct competitors.

This action involves position-adjustable vehicle pedal
assemblies, comprising of gas and brake pedals, that a
motor vehicle driver uses to actuate the motor vehicle's
fuel and brake systems. The pedal assembly may also
include a clutch pedal if the vehicle is equipped with a
manual transmission. Defendant has offered evidence
that adjustable pedal assemblies have been produced
since the 1970's. It is undisputed that earlier adjustable
pedal assemblies were designed to work in vehicles
using cable-actuated throttle controls. In vehicles using
cable-actuated throttle controls, depression of the
vehicle's gas pedal causes a cable to actuate a
carburetor or fuel injection unit, thereby increasing the
amount of fuel and air entering the engine. It is also
undisputed that in the mid-1990's, however, increasing
numbers of vehicles sold in the United States [**5]
were manufactured with computer controlled engines
requiring the use of "electronic throttle controls"
(hereinafter "ETC's"), instead of cable-actuated throttle
controls. Unlike a cable-actuated throttle control, ETC's
require the use of an electronic sensor to read the
position of the gas pedal and vary the engine speed
based on the position of the gas pedal. According to
Defendant, ETC's allow improved traction control,
simplified cruise controls, and greater use of on-board
computer systems to improve fuel efficiency and reduce
emissions. 1

Defendant alleges that in mid-1998, it was chosen by
Ford to supply adjustable pedal [**6] systems for the
Ford Crown Victoria, Mercury Grand Marquis, and
Lincoln Town Car lines, commencing with the 2001
model year. According to Defendant, the Ford engines
installed in these vehicles use cable-actuated throttle
controls and, accordingly, the adjustable pedal
assemblies supplied by Defendant included cable-
attachment arms. Defendant alleges that it was awarded
U.S. Patent No. 6,151,986 for the design of the
adjustable pedal systems supplied to Ford commencing
with the 2001 model year. It has not been alleged that

1Defendant alleges that ETC's require the use of an electronic
sensor to communicate pedal input to the ETC in order to vary
engine speed. Defendant refers to that electronic sensor as a
"potentiometer" or "pedal position sensor." Plaintiff refers to
the sensor as an "electronic control." To avoid any confusion,
the Court will refer to the electronic sensor as a "pedal position
sensor."
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this design infringes on any of Plaintiffs' patents.

Defendant further alleges that in mid-2000, it was
chosen by General Motors to supply adjustable pedal
assemblies for the Chevrolet and GMC light truck lines,
commencing with the 2003 model year. Unlike the
cable-actuated Ford engines, the General Motors
engines installed in the 2003 light truck lines require the
use of an [*585] ETC. Defendant alleges that to be
compatible with the General Motors engines, it supplied
its adjustable pedal assemblies with an off-the-shelf
pedal position sensor that had previously been used in
1994 and later Chevrolet and GMC pick-up trucks with
optional diesel engines. Defendant [**7] alleges that it
has patents pending for this design. Plaintiffs allege that
this design, i.e., an adjustable pedal assembly
incorporating an electronic pedal position sensor,
infringes on their adjustable pedal assembly patents. By
letter dated March 28, 2001, Plaintiff Teleflex stated the
following to Defendant:
We understand that you have made several
proposals to General Motors Corporation based on
an adjustable pedal product in combination with an
electronic throttle control .... Teleflex believes that
any supplier of a product that combines an
adjustable pedal with an electronic throttle control
necessarily employs technology covered by one or
more of the above Teleflex patents and
applications.
Willemsen Dec., at Ex. 2. After failing to persuade
Defendant enter into a "royalty arrangement,” Plaintiff
Teleflex filed the present patent infringement action on
November 18, 2002.

Before filing its Complaint on November 18, 2002,
however, Plaintiff Teleflex assigned the '239, '695 and
'665 patents to Plaintiff THC, a subsidiary corporation.
On April 2, 2003, Defendant moved to dismiss the
action for lack of subject matter jurisdiction because at
that point, Plaintiff [**8] THC was not a party to the
case. Defendant argued that Plaintiff Teleflex lacked
standing to sue for infringement because the patents
had been assigned to Plaintiff THC. The Court denied
Defendant's motion as to the '565 patent finding that an
exclusive license granted to Plaintiff Teleflex by Plaintiff
THC afforded Plaintiff Teleflex sufficient rights in the
patent to satisfy the standing requirement,
notwithstanding the absence of Plaintiff THC from the
action. Plaintiff Teleflex did not, however, attach
sufficient documentation to prove that it had been
granted an exclusive license for the '239 and '695
patents and the Court ordered the parties to show cause
as to whether such exclusive licenses had been granted

to Plaintiff. Instead of responding to the order to show
cause, the parties stipulated to the dismissal of the '239
and '695 patents, Plaintiffs dedicating both patents to
the public under 35 U.S.C. § 253. Thus, the only
remaining patent-in-suit is the '565 patent, invented by
Steven Englegau on February 14, 1998. The parties
also stipulated to the joinder of Plaintiff THC on
September 26, 2003, and Plaintiff THC has agreed to be
bound by all of [**9] the papers filed by Plaintiff Teleflex
in this action.

Plaintiffs allege that two of Defendant KSR's adjustable
pedal systems being produced for the General Motors
GMT-800 and GMT-360 vehicle platforms literally
infringe on each requirement of claim 4 of the '565
patent. Defendant argues that its adjustable pedal
assemblies do not infringe on the '565 patent. Moreover,
according to Defendant, the '565 patent is invalid
because it would have been obvious to someone with
ordinary skill in the art of designing pedal systems to
combine an adjustable pedal system with an electronic
pedal position sensor to work with electronically
controlled engines increasingly being used in motor
vehicles. The Court finds Defendant's invalidity
argument persuasive and because it disposes of the
case only Defendant's Motion for Summary Judgment of
Invalidity will be addressed.

lll. LEGAL STANDARD

M[?] Summary judgment is appropriate only if the
answers to interrogatories, depositions, [*586]
admissions, and pleadings combined with the affidavits
in support show that no genuine issue as to any material
fact remains and the moving party is entitled to a
judgment as a matter of law. See FED. R. Civ. P.
56(c) [**10] . A genuine issue of material fact exists
when there is "sufficient evidence favoring the non-
moving party for a jury to return a verdict for that party."
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 249, 91
L. Ed. 2d 202, 106 S. Ct. 2505 (1986) (citations
omitted). M["i“] In application of this summary
judgment standard, the Court must view all materials
supplied, including all pleadings, in the light most
favorable to the non-moving party. See Matsushita Elec.
Indus. Co., Ltd. v. Zenith Radio Corp., 475 U.S. 574,
587, 89 L. Ed. 2d 538, 106 S. Ct. 1348 (1986). "If the
evidence is merely colorable or is not significantly
probative, summary judgment may be granted."
Anderson, 477 U.S. at 249-50 (citations omitted).

HNS["F] The moving party bears the initial responsibility
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of informing the Court of the basis for its motion and
identifying those portions of the record that establish the
absence of a genuine issue of material fact. See
Celotex Corp. v. Catrett, 477 U.S. 317, 323, 91 L. Ed.
2d 265, 106 S. Ct. 2548 (1986). Once the moving party
has met its burden, the nonmoving party must go
beyond the pleadings and come [**11] forward with
specific facts to demonstrate that there is a genuine
issue for trial. See FED. R. Civ. P. 56(e); Celotex, 477
U.S. at 324. HN4["F] The non-moving party must do
more than show that there is some abstract doubt as to
the material facts. It must present significant probative
evidence in support of its opposition to the motion for
summary judgment in order to defeat the motion for
summary judgment. See Moore v. Philip Morris Cos., 8
F.3d 335, 339-40 (6th Cir. 1993).

IV. ANALYSIS

A. Claim 4 of the '565 Patent

The invention disclosed in the '565 patent is described
in the patent's specification as a "simplified vehicle
control pedal assembly that is less expensive, and
which uses fewer parts and is easier to package within
the vehicle." See '565 patent, col. 2, lines 2-4, attached
to Plaintiffs' Response Brief, at Ex. J. %["F] Although
the specification is useful for interpretation of claims, it is
the claims that actually measure the invention. See W.L.
Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540,
1548 (Fed. Cir. 1983) (citations omitted). Claim 4 of the
[**12] '565 patent broadly claims the following:
A vehicle control pedal apparatus (12) comprising:

a support (18) adapted to be mounted to a vehicle
structure (20);

an adjustable pedal assembly (22) having a pedal
arm (14) moveable in force [sic] and aft directions
with respect to said support (19);

a pivot (24) for pivotally supporting said adjustable
pedal assembly (22) with respect to said support
(18) and defining a pivot axis (26); and

an electronic control (2) attached to said support
(18) for controlling a vehicle system;

said apparatus (12) characterized by said electronic
control (28) being responsive to said pivot (24) for
providing signal (32) that corresponds to pedal arm
position as said pedal arm (14) pivots about said

pivot axis (26) between rest and applied positions

wherein the position of said pivot (24) remains

constant while said pedal arm (14) moves in fore

and aft directions with respect to said pivot (24).
'565 patent, col. 6, lines 17-36.

According to the above-quoted language, claim 4 of the
'565 patent describes a [*587] position-adjustable
pedal assembly with an electronic pedal position sensor
attached to the [**13] support member of the pedal
assembly. Attaching the sensor to the support member
allows the sensor to remain in a fixed position while the
driver adjusts the pedal. Plaintiffs allege that this feature
results in a pedal assembly that is less expensive, less
complex, and more compact than its predecessors.
Defendant, however, argues that claim 4 is drafted so
broadly as to render the "invention" an obvious
combination of an adjustable pedal assembly and pedal
position sensor already well known in the art.

B. Obviousness

M["F] A patent is presumed valid. See 35 U.S.C. §
282. Therefore, a party challenging the validity of a
patent bears the burden of proving facts that establish
invalidity by clear and convincing evidence. See Maoba,
B.V. v. Diamond Automation, Inc., 325 F.3d 1306, 1319
(Fed. Cir. 2003). HN7["I"‘] Under 35 U.S.C. § 103, prior
art invalidates a patent for obviousness when the
"subject matter sought to be patented and the prior art
are such that the subject matter as a whole would have
been obvious at the time the invention was made to a
person having ordinary skill in the art to which the
subject matter pertains. [**14] " 35 U.S.C. § 103 (a).
M["F] An obviousness inquiry under section 103
ultimately presents a question of law based on several
underlying factual inquiries including: (1) the scope and
content of the prior art; (2) the level of ordinary skill in
the art; (3) the differences between the prior art and the
claimed invention; and (4) the extent of any objective
indicia of non-obviousness. See Graham v. John Deere
Co., 383 U.S.1,17-18, 15 L. Ed. 2d 545, 86 S. Ct. 684
(1966); Winner Int'l Royalty Corp. v. Wang, 202 F.3d
1340, 1348 (Fed. Cir. 2000). Moreover, HN9[¥] the
central inquiry under section 103 is "whether the
combined teachings of the prior art, taken as a whole,
would have rendered the claimed invention obvious to
one of ordinary skill in the art." In re Napier, 55 F.3d
610, 613 (1995). Defendant argues that claim 4 is
invalid for obviousness in light of the relevant prior art at
the time of the invention. Plaintiffs argue that genuine
issues of material fact exist that preclude summary
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judgment on the issue of obviousness.

1. The Scope and Content of the Prior Art

[**15] M[?] Under the first element of the Graham
test for obviousness, the Court must determine the
scope and content of the prior art. M["i“] The scope
of prior art is only that art which is analogous. See In re
Clay, 966 F.2d 656, 658-59 (Fed Cir. 1992). Analogous
art is art that is not "too remote to be treated as prior
art." In re Clay, 966 F.2d at 657. In addition, a prior art
reference is analogous if it is from the same ™field of
endeavor,' even if it addresses a different problem, or, if
not within the same field, if the reference is 'reasonably
pertinent' to the particular problem with which the
inventor is involved." In re Conte, 36 Fed. Appx. 446,
450, 2002 WL 1216965, *4 (Fed Cir. 2002) (citing In re
Clay, 966 F.2d at 658-59). HN12["F] The determination
of relevant prior art is a question of fact. In re Clay, 966
F.2d at 658.

M["i“] Relevant prior art is further defined by 35
U.S.C. 88 102 (a)and (b), which limit the time frame
within which prior art can be found. Sections 102 (a)and
(b) provide:

HN14[?] A person shall be entitled to a patent
unless -

(&) the invention was known [**16] or used by
others in this country, or patented or described in a
printed publication in this or a foreign country,
before the invention [*588] thereof by the
applicant for patent, or

(b) the invention was patented or described in a
printed publication in this or a foreign country or in
public use or on sale in this country, more than one
year prior to the date of the application for patent in
the United States.

According to interrogatory answers served by Plaintiff
Teleflex, the inventions claimed in the '565 patent were
made on February 14, 1998. Under section 102 (a), the
prior art of the '565 patent includes any analogous
patents or printed publications issued prior to February
14, 1998. Furthermore, the '565 patent issued from a
"continuation" application that claimed priority to a
"parent" application filed January 26, 1999. Thus, under
section 102(b), the prior art of the '565 patent also
includes any analogous products that were in public use
or on sale in the United States on or before January 26,
1998, a year prior to the application date of the [**17]

'565 patent. It is undisputed that the prior art alleged by
Defendant conform to the time limitations of 35 U.S.C.
§8 102 (a)and (b).

In fact, Plaintiffs' only dispute the relevance of one prior
art reference asserted by Defendant, U.S. Patent No.
5,010,782 (hereinafter "Asano"). Like the patent-in-suit,
Asano discloses a position adjustable pedal assembly.
The pedal assembly is pivotally mounted on a support
which is connected to the vehicle. A pedal arm moves
forward and backward along a guide member by way of
a screw drive mechanism. The position of the support
pivot remains in a constant position while the pedal arm
moves forward and backward along the guide member.
Depression of the foot pedal causes the pedal assembly
to pivot and actuate a cable operated throttle control.
Plaintiffs argue that because Asano depicts a complex
pedal assembly design, an inventor presented with
Engelgau's problem of how to design a less complex
and less expensive adjustable pedal assembly "would
shun Asano." See Plaintiff Teleflex's Response Brief, at
20. Defendant responds by arguing that none of the
features that allegedly make the [**18] '565 patent less
complex or less expensive are claimed in claim 4 of the
invention. Therefore, according to Defendant, the
alleged features that make the patent-in-suit less
complex or less expensive are legally irrelevant.

Each party asserts that relevant art is defined by the
nature of the problem confronting the would-be inventor.
See Ryko Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 716
(Fed. Cir. 1991); Stratoflex, Inc. v. Aeroquip Corp., 713
F.2d 1530, 1535 (Fed. Cir. 1983). HN15["F] Determining
relevant prior art, however, involves determining the
scope of the inventor's "field of endeavor” before turning
to the question of the nature of the problem confronting
the inventor. As the Federal Circuit explained in In re
Wood:
The determination that a reference is from a
nonanalogous art is ... two-fold. First, we decide if
the reference is within the field of the inventor's
endeavor. If it is not, we proceed to determine
whether the reference is reasonably pertinent to the
particular problem with which the inventor was
involved.

[**19] In re Wood, 599 F.2d 1032, 1036 (Fed Cir.
1979). Thus, M[?] an inquiry into the problem
facing the inventor only arises if the alleged prior art is
not within the inventor's same field of endeavor.
Furthermore, if the alleged prior art exists in the
inventor's field of endeavor, it constitutes relevant prior
art " regardless of the problem addressed." In re Clay,
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966 F.2d at 658-59.

The Court finds that Asano is within Engelgau's field of
endeavor. Engelgau's field of endeavor is the position-
adjustable pedal assembly area of the automotive
[*589] component industry. Engelgau admits in his
affidavit that before designing the' 565 patent he "was
generally aware of the various designs in the fields of
fixed and adjustable pedal assemblies as well as
electronic controls." Plaintiff's Response Brief, at Ex. A.
Furthermore, references in the first paragraph of the
background section of the patent-in-suit to position-
adjustable pedal assemblies in general, apart from their
use with electronic pedal position sensors or electronic
throttle controls, supports a finding that cable-actuated
position-adjustable pedal assemblies such as Asano are
within Engelgau's [**20] field of endeavor. See In re
Wood, 599 F.2d at 1036 (finding that reference in the
patent's specification to a field of art encompassing the
alleged prior art supported a finding that the alleged
prior art was within the inventor's field of endeavor.)
Accordingly, the Court finds Asano to be analogous
prior art to the '565 patent.

Other than Asano, Plaintiffs have not disputed that the
prior art cited by Defendant is analogous. The Court
finds the following to be analogous prior art and
sufficient to establish obviousness by clear and
convincing evidence:

1. U.S. Patent No. 5,010,782 filed July 28, 1989
(hereinafter "Asano");

2. U.S. Patent No. 5,998,892 filed September 4,
1996 (hereinafter "'892");

3. U.S. Patent No0.5,408,899 filed June 13, 1993
(hereinafter "'899");

4. U.S. Patent No. 5,241,936 filed September 9,
1991 (hereinafter "'936");

5. U.S. Patent No. 5,460,061 filed September 17,
1993 (hereinafter "Redding");

6. U.S. Patent No. 5,063,811 filed July 9, 1990
(hereinafter "Smith");

7. Various modular self-contained pedal position
sensors, including [**21] U.S. Patent No.
5,385,068 filed December 18, 1992 (hereinafter
"068") and the "503 series" pedal position sensor
manufactured by CTS Corporation; and

8. A non-position adjustable pedal assembly

installed in certain 1994 Chevrolet pick-up trucks
comprising of a CTS 503 Series pedal position
sensor attached to the pedal assembly support
bracket, adjacent to the pedal and engaged with the
pivot shaft about which the pedal rotates in
operation.

The Court will briefly describe each of the above prior

art.

a. The Asano patent

As the Court previously described, Asano discloses a
position adjustable pedal assembly pivotally mounted on
a support member. A pedal arm moves forward and
backward along a guide member by way of a screw
drive mechanism depending on the driver's desired
pedal position. The position of the support pivot remains
constant while the pedal arm moves forward and
backward along the guide member. The design also
discloses an attachment for a mechanical throttle cable,
the cable being responsive to the pivoting motion of the
pedal assembly caused by depression of the accelerator
pedal.

b. The [**22] '892 and '899 patents

The '892 and '899 patents disclose electronic pedal
position sensors. Each patent teaches the desirability of
electronic throttle controls and electronic connections,
as distinguished from mechanical throttle controls and
mechanical connections, between vehicle accelerator
pedals and engine throttles.

c. The '936 patent

The '936 patent disclose a non-adjustable pedal
assembly incorporating a pedal [*590] position sensor.
The '936 patent teaches the desirability of placing the
pedal position sensor inside the vehicle's passenger
compartment mounted on the pedal support member
adjacent to a vehicle's accelerator pedal, rather than in
a vehicle's engine compartment.

D. The Redding patent

The Redding patent discloses an adjustable accelerator
pedal assembly in which the accelerator pedal arm
slides back and forth along a guide member, but in
contrast to Asano and the patent-in-suit, the accelerator
pedal pivot moves during pedal adjustment.

e. The Smith patent

The Smith patent discloses an electronic pedal position
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sensor attached to an accelerator pedal support bracket
and engaged with a pivot shaft. [**23] During the
prosecution history of the '565 patent, the Patent
Examiner held the combination of Redding and Smith to
be obvious.

f. The 503 Series pedal position sensor used in
certain 1994 Chevrolet pick-up trucks and the pedal
position sensor described in the '068 patent.

These modular pedal position sensors teach the
advantage of using a pedal position sensor that is
engaged with the pivot shaft of an accelerator pedal to
send an electronic signal to an electronic throttle control
based on the degree the pivot shaft turns in response to
depression of the accelerator pedal. In the case of the
pedal assembly in certain 1994 Chevrolet pick-up
trucks, the modular 503 Series pedal position sensor is
mounted to the pedal assembly's support bracket and
engaged with the pedal's pivot shaft. The 503 Series
pedal position sensor and the pedal position sensor
disclosed in the '068 patent will hereinafter collectively
be referred to as "the modular pedal position sensors."
As previously stated, the Court finds all of the above
described prior art to be relevant and analogous to the
patent-in-suit.

ii. The Level of Ordinary Skill in the Art

[**24] M[?] The second element in the Graham
test for obviousness requires determining the level of
ordinary skill in the pertinent art. See Graham, 383 U.S.
at 17-18. Ascertaining the level of ordinary skill in the art
is necessary for maintaining objectivity in the
obviousness inquiry. See Ryko, 950 F.2d at 719.
Factors to consider include the educational level of the
inventor, the educational level of those who work in the
relevant industry, and the sophistication of the
technology involved. See id.

The parties' experts dispute the level of ordinary skill in
the art of designing adjustable pedal assemblies.
Plaintiff's expert, Professor Clark J. Radcliffe, argues
that "a person of ordinary skill in the art would be one
with an undergraduate degree in mechanical
engineering (or an equivalent amount of industry
experience) who has familiarity with pedal control
systems for vehicles." See Plaintiff's Response Brief, at
Ex. H, P 7. Defendant's expert, Larry Willemsen, argues
that a person of ordinary skill in the art would have had
"a minimum of two (2) years of college level training in
mechanical engineering and two-three years'
work [**25] experience spanning at least one complete
pedal design 'cycle.” Willemsen Decl., at P 20. The

Court finds little difference between these two positions.
Furthermore, Defendant has agreed to adopt Professor
Radcliffe's understanding of the level of ordinary skill in
the art to the extent it differs from Mr. Willemsen's.
Therefore, the Court finds the level of ordinary skill in
[*591] the art to be a hypothetical person with an
undergraduate degree in mechanical engineering or an
equivalent amount of industry experience who has
familiarity with pedal control systems for vehicles.

iii. Differences Between the Prior Art and the
Claimed Invention

M[?] The third element in the Graham analyses
requires the determination of any differences between
the teachings found in the prior art and the claimed
invention, from the vantage point of a hypothetical
person with ordinary skill in the art. See Graham, 383
U.S. at 17-18; Velander v. Garner, 348 F.3d 1359, 2003
WL 22494519, * 20 (Fed. Cir. 2003). The claims of the
patent-in-suit must be considered "as a whole." [**26]
W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d
1540, 1547-48 (Fed. Cir. 1983). It is "the claims, not
[the] particular embodiments [that] must be the focus of
the obvious inquiry." Jackson Jordan, Inc. v. Plasser
American Corp., 747 F.2d 1567, 1578 (Fed. Cir. 1984).
M[?] The Federal Circuit has expressed the
significance of claims in defining an invention;
The claims of the patent provide the concise formal
definition of the invention. They are the numbered
paragraphs which particularly point out and
distinctly claim the subject matter which the
applicant regards as his invention. It is to these
wordings that one must look to determine whether
there has been infringement. Courts can neither
broaden nor narrow the claims to give the patentee
something different than what he has set forth. No
matter how great the temptations of fairness or
policy making, courts do not rework claims. They
only interpret them.

E.l. Du Pont de Nemours & Co. v. Phillips Petroleum
Co., 849 F.2d 1430, 1433 (Fed. Cir. 1988) (quoting
[**27] Autogiro Co. of America v. United States, 181
Ct. Cl. 55, 384 F.2d 391, 395-96 (1967)) (internal
guotations and alterations omitted). Thus, M[?]
while it is entirely proper to use the specification of the
patent to interpret what the patentee meant by a word or
phrase in a claim, adding to the claim an extraneous
limitation appearing in the specification is improper. See
E. I. Du Pont de Nemours & Co., 849 F.2d at 1433
(citations omitted).
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M["i“] Review of prior art, however, is not limited to
claims asserted in the prior art. Differences between
prior art and the claimed invention are "ascertained by
interpretation of the teachings of the prior art and of the
claims of the patent." CHISUM ON PATENTS, § 5.03[5],
5-239 (2003) (emphasis added). In other words, a prior
art reference must be considered in its entirety in an
obviousness inquiry and must include a “full
appreciation of what such reference fairly suggests to
one of ordinary skill in the art." W.L. Gore, 721 F.2d at
1550.

M[?] The claims of the patent-in-suit are the
starting point for determining any differences between
the patent-in-suit and the prior art. [**28] M[?]
Claim construction is a question of law for the Court to
resolve. See Markman v. Westview Instruments, Inc., 52
F.3d 967, 979 (Fed. Cir. 1995). Some courts routinely
hold Markman hearings to determine the proper
interpretation of claim language. This procedure is not
always necessary, however. See e.g. Rogers v. Desa
Int'l Inc. 166 F. Supp. 2d 1202, 1204 (E.D. Mich. 2001).
The subject matter of the '565 patent is not
technologically or linguistically complex. Furthermore,
neither party disputes any language of claim 4 in the
context of Defendant's motion for invalidity. Accordingly,
the Court finds a Markman hearing to be unnecessary.
See Rogers, 166 F. Supp. 2d at 1205.

In addition, the Court is not faced with disputed claim
language to resolve. See [*592] U.S. Surgical Corp. v.
Ethicon, Inc., 103 F.3d 1554, 1568 (Fed. Cir. 1997). As
the court in U.S. Surgical Corp. stated:

M["F] Claim construction is a matter of
resolution of disputed meanings and technical
scope, to clarify and when necessary to explain
what the patentee covered by the claims, for use in
the determination [**29] of infringement. It is not an
obligatory  exercise in redundancy. Claim
construction may occasionally be necessary in
obviousness determinations, when the meaning or
scope of technical terms and words of art is unclear
and in dispute and requires resolution in order to
determine obviousness ....

U.S. Surgical Corp., 103 F.3d at 1568. Accordingly,
M["i“] the Court will base its decision on the plain,
ordinary, and undisputed language of claim 4 and any
ambiguities will be resolved against the moving party.
See Electronic Planroom, Inc. v. McGraw-Hill
Companies, 135 F. Supp. 2d 805, 832 (E.D. Mich.

2001).

As described above, claim 4 of the '565 patent broadly
discloses the following: an adjustable pedal assembly
comprising of a support member with a pivot supporting
the pedal assembly with respect to the support member,
the pivot remaining in constant position while the pedal
moves in fore and aft directions with respect to the pivot.
The '565 patent further discloses an electronic pedal
position sensor attached to the support member and
being responsive to the pivot of the pedal assembly for
providing a signal to the engine based on the
position [**30] of the pedal as the pedal assembly
pivots about its pivot axis.

The Court finds little difference between the teachings of
the prior art and claims of the patent-in-suit. Asano
teaches the structure and function of each of the claim 4
limitations, except those relating to an electronic pedal
position sensor. Specifically, Asano teaches an
adjustable pedal assembly pivotally mounted on a
support bracket with the pedal moving in a fore and aft
directions with respect to the support and the pivot
remaining in a constant position during movement of the
pedal arm. Thus, Asano “fairly suggests" the same
mechanical assembly design asserted in claim 4 of the
patent-in-suit. W.L. Gore, 721 F.2d at 1550.

Plaintiffs argue that Asano is vastly different from the
patent-in-suit. This may be a correct observation based
on the preferred embodiment of each patent; however,
none of the structural features asserted in claim 4, with
the exception of the electronic pedal position sensor,
result in an invention that is structurally different from
Asano. As Defendant correctly points out, M[?] it
would be improper to import extraneous limitations from
the specification of the [**31] '565 patent to avoid a
finding of obviousness. See E.I. Du Pont de Nemours &
Co., 849 F.2d at 1433. Accordingly, the Court finds that
Asano teaches every limitation contained in claim 4,
with the exception of the limitation referring to an
electronic pedal position sensor.

The electronic pedal position sensor asserted in claim 4,
however, is fully disclosed by other prior art references.
Both the 503 Series pedal position sensor and the '068
patent teach an electronic pedal position sensor being
responsive to the pedal pivot shaft and causing a signal
to be sent to the engine to increase or decrease engine
speed based on the rotation of the pivot shaft. In other
words, the 503 Series pedal position sensor and the
pedal position sensor disclosed in the '068 patent are
designed to be responsive to a pedal's pivot shaft in the
same manner as the electronic pedal position sensor
described in claim 4 of the '565 patent. Accordingly,
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prior art expressly teaches both the pivotally mounted
pedal assembly and the electronic [*593] pedal
position sensor asserted in claim 4.

a. Suggestion to combine

[**32] M["F] The fact that Asano and the modular
pedal position sensors teach the invention disclosed in
claim 4 does not render their combination obvious,
however, unless there is "some motivation or suggestion
to combine the prior art teachings,” either in the prior art
itself, or by reasonable inference from the nature of the
problem, or from the knowledge of those of ordinary skill
in the art. See Al-Site Corp., v. VSI Int'l, Inc.,., 174 F.3d
1308, 1324 (Fed. Cir. 1999); see also Yamanouchi
Pharmaceutical Co., Ltd., v. Danbury Pharmacal, Inc.,
231 F.3d 1339, 1343 (Fed. Cir. 2000) ("The suggestion
to combine requirement stands as a critical safeguard
against hindsight analysis and rote application of the
legal test for obviousness."); ACS Hospital Sys., Inc. v.
Montefiore Hospital, 732 F.2d 1572, 1577 (Fed. Cir.
1984) ("Obviousness cannot be established by
combining the teachings of the prior art to produce the
claimed invention, absent some teaching or suggestion
supporting the combination.") It is undisputed that in the
mid-1990's more cars required the use of an electronic
device, such as a pedal position sensor, to
communicate [**33] driver inputs to an electronically
managed engine. It is also undisputed that adjustable
pedal assemblies have existed in the art since the late
1970's. Clearly it was inevitable that adjustable pedal
assemblies would be joined with an electronic device to
work in conjunction with modem electronically controlled
engines. This fact is displayed in the prior art by Rixon
'593, which discloses an adjustable pedal assembly
operating in conjunction with an electronic throttle
control. See Plaintiffs' Response Brief, at Ex. L.
According to one of Plaintiffs' experts, Timothy
Andresen, unlike the patent-in-suit, Rixon '593 discloses
an adjustable pedal assembly with an electronic sensor
that is not attached to the pedal mounting bracket and
moves during pedal adjustment. See Andresen Decl., at
PP 5-6. Andresen states that placing the electronic
sensor "where it moves during pedal adjustment can be
undesirable due to the potential for electrical connector
wire fatigue failure and/or insulation abrasion.” Id. at P
6. It is undisputed that Engelgau sought to improve on
this design. See Plaintiff's Response Brief, at Ex. J, Col.
1, lines 43-52. According to Andresen,
Engelgau's [**34] mounting of the electronic pedal
position sensor to the pedal assembly support bracket
separated the pedal adjustment movement from the
electronic sensor. Andresen Decl. at P 7. Andresen

argues that this is the "critical feature" of the design that
would not have been obvious to someone familiar with
the state of art. See Andresen Decl. at P 7. It is also this
feature which, according to Andresen, "optimizes
package space requirements, minimizes weight, and
simplifies the overall design.” Id. at P 9. Thus, the issue
is whether something in the prior art suggests
combining the teachings of Asano, a pedal assembly in
which the pivot does not move with pedal adjustment,
with the teachings of the various modular pedal position
sensors known in the art to solve the problem of
designing a less expensive, less complex and more
compact design. 2

[**35] M{?} [*594] The incentive to combine prior
art references can come from the prior art itself or be
reasonably inferred from the "nature of the problem to
be solved, leading inventors to look to references
related to solutions to that problem." Pro-Mold & Tool
Co. v. Great Lakes Plastics, Inc., 75 F.3d 1568, 1573
(Fed. Cir. 1996). According to Plaintiff's experts, prior art
such as the Rixon '593 suffered from being too complex
because the pedal position sensor is located in the
pedal housing and its fore and aft movement with the
adjustment of the pedal could cause problems with wire
failure. Thus, the solution to the problem required an
electronic control that does not move with the pedal arm
while the pedal arm is being adjusted by the driver. The
Court finds that a person with ordinary skill in the art
with full knowledge of Asano and the modular pedal
position sensors such as the CTS 503 Series would be
motivated to combine the two references to avoid the
problems with Rixon '593.

In addition, the fact that Asano and the modular pedal
position sensors both relate to the art of vehicle pedal

2 Plaintiffs' experts agree that the alleged novelty of the '565
patent is found in the fact that the electronic control is
mounted to the pedal assembly support member and
responsive to the pivotal motion of the pedal pivot shaft. See
Radcliffe Decl. at P 15; Andresen Decl. at P 5-7. This feature
is asserted in claim 4. In addition, however, Plaintiffs argue
that the problem of designing a less complex, less expensive,
and more compact design was also solved by the simplified
adjustable pedal assembly disclosed in the preferred
embodiment of the '565 patent. Plaintiffs make the argument in
an attempt to distinguish Asano. This argument, however, is
unavailing because, as the Court noted above, claim 4
contains none of the limitations that allegedly make the
preferred embodiment of the pedal assembly structurally less
complex than the Asano pedal assembly. See E. |. Du Pont de
Nemours & Co., 849 F.2d at 1433 (citations omitted).
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systems is a factor suggesting their combination. See
[**36] In re Harmon, 42 C.C.P.A. 921, 222 F.2d 743,
746, 1955 Dec. Comm'r Pat. 233 (C.C.P.A. 1955) ("That
the references would have suggested doing what
appellant has done to anyone skilled in the art seems
beyond doubt since both references relate to coating
...."); In_re Marx, 43 C.C.P.A. 880, 232 F.2d 638, 640,
1956 Dec. Comm'r Pat. 260 (C.C.P.A. 1956) ("since
both patents relate to the same art, it would readily have
occurred to one having cognizance of the features of the
references that it might be desirable to [combine
them]."); Display Technologies, Inc. v. Paul Flum Ideas,
Inc., 282 F.3d 1340, 60 Fed. Appx. 787, 794 (Fed. Cir.
2002) ("The district court did not err in combining the
prior art references in this case. The [prior art
references] all are within the same field of gravity-fed
beverage dispensers.”) Furthermore, the prior art
contains express teachings with respect to the
desirability of attaching pedal position sensor to the
support member of a pedal assembly with the sensor
being responsive to the pedal's pivot shaft in the same
manner as the invention claimed in the [**37] '565
patent. See U.S. Patent No. 5,063,811 to Smith
(hereinafter "Smith"), attached to Defendant's Reply
Brief, at Ex. 5. Smith reveals a rotary potentiometer,
which provides basically the same function as the 503
Series pedal position sensor, attached to a fixed support
member and responsive to the pedal's pivot shaft.
Additionally, Smith contains express teachings as to the
desirability of attaching an electronic control to a support
member in order to avoid the wire failure problems
identified with Rixon '593 and allegedly solved by the
patent-in-suit: "The wiring to the electrical components
must be secure from the possibility of chafing which will
eventually result in electrical failure. Thus, the pedal
assemblies must not precipitate any motion in the
connecting wires themselves ...." Id. at Col. 1, lines 33-
38. Accordingly, the Court finds that Defendant has
offered sufficient evidence of a suggestion to combine a
pivotally mounted adjustable pedal assembly with an
off-the-shelf modular pedal position sensor to solve the
problem of designing a less expensive, less complex,
and more compact adjustable pedal assembly for use
with electronically controlled vehicles.

[**38] [*595] A finding of obviousness is further
supported by the prosecution history of the patent-in-
suit. Defendant points out that during prosecution of the
'5665 patent before the Patent and Trademark Office, the
Examiner rejected a claim similar to claim 4 as an
obvious combination of prior art. Specifically, the
Examiner cited Redding for its disclosure of an
adjustable pedal assembly comprising of a pedal

movable in fore and aft directions on a pivotally movable
guide rail mounted to a support member. The Examiner
cited Smith for is disclosure of an electronic pedal
position sensor attached to a pedal assembly support
member, which the Examiner described as "old and well
known in the art." See Office Action of November 13,
2000, attached to Defendant's Reply Brief, at Ex. 3. The
Examiner stated his obviousness conclusion in the
following manner:

Since the prior are [sic] references are from the
field of endeavor, the purpose disclosed by Brown
[sic] would have been recognized in the pertinent
art of Redding. Therefore it would have been
obvious at the time the invention was made to
provide the device of Redding with the electronic
throttle control means attached [**39] to a support
member as taught by Smith.

Id. at 3.

Claim 4 of the '565 patent was allowed by the Examiner,
however, because of an added structural limitation,
"wherein the position of said pivot (24) remains constant
while said pedal arm (14) moves in fore and aft
directions with respect to said pivot (24)." '565 patent,
col. 6, lines 33-36. Adding this structural limitation
distinguished the patent-in-suit from Redding because
the pedal pivot described in Redding does not remain
constant while the pedal arm moves in fore and aft
directions. Asano, however, discloses a pivot that does
remain in a constant position while the pedal arm moves
back and forth. Thus, the Court finds persuasive
Defendant's argument that if Asano had been cited to
the Examiner, he would have found the combination of
Asano and Smith to be obvious, just as he found the
combination of Redding and Smith to be obvious.

i. Secondary Considerations

M["i“] The final element of the Graham test for
obviousness requires ascertaining the extent of any
objective indicia of non-obviousness. See [**40]
Graham, 383 U.S. at 17-18. These so-called "secondary
considerations" include commercial success, long-felt
need, failure of others, skepticism and unexpected
results. See 3M v. Johnson & Johnson Orthopaedics,
Inc., 976 F.2d 1559, 1573 (Fed. Cir. 1992). In some
cases, such evidence is the most probative of
obviousness. See Richardson-Vicks, Inc. v. Upjohn Co.,
122 F.3d 1476, 1483 (Fed. Cir. 1997) (citing Stratoflex
713 F.2d at 1538). HN30[?] Secondary considerations,
however, do not control the obviousness inquiry. See



https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-6520-003S-M0KJ-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-6520-003S-M0KJ-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-6430-003S-M0FX-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-6430-003S-M0FX-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4592-X890-003B-93WX-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4592-X890-003B-93WX-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4592-X890-003B-93WX-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-G940-003B-S46K-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4B83-B8Y0-0038-Y40J-00000-00&context=&link=clscc29
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-G940-003B-S46K-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-N5M0-003N-452T-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-N5M0-003N-452T-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3RGS-N2S0-003N-400K-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3RGS-N2S0-003N-400K-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-K990-0039-V35P-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4V-K990-0039-V35P-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4B83-B8Y0-0038-Y40J-00000-00&context=&link=clscc30

Page 18 of 19

298 F. Supp. 2d 581, *595; 2003 U.S. Dist. LEXIS 22606, **40

Richardson-Vicks, 122 F.3d at 1483 (citing Newell Cos.
v. Kenney Mfg. Co., 864 F.2d 757, 768 (Fed. Cir.

consisted solely of the number of units sold”); In re
Baxter Travenol Labs, 952 F.2d 388 (Fed. Cir. 1991)

1988)). In other words, secondary considerations "are
but a part of the 'totality of the evidence' that is used to
reach the ultimate conclusion of obviousness." See
Richardson-Vicks, 122 F.3d at 1483.

Plaintiffs argue that the commercial success of the
design depicted in the Engelgan patent supports a
finding of non-obviousness. M["F] Commercial
success, however, "is relevant only if it flows from the

(citing Kansas Jack, Inc., 719 F.2d at 1151) HN32[?]
("information solely on numbers of units sold is
insufficient to establish commercial success.")

[**43] In addition, Plaintiffs have not attempted to offer
evidence of any other secondary consideration, such as
long-felt need or failure of others. M[?] The Federal
Circuit has found that this fact warrants giving less
weight to an argument based on commercial success.
See Merck & Co. v. Biocraft Laboratories, Inc., 874 F.2d

merits of the claimed invention. [**41] " Sjolund v.
Musland, 847 F.2d 1573, 1582 (Fed. Cir. 1988). In other
words, the party asserting commercial success must
prove a nexus between the commercial success and the
claimed invention. See Simmons Fastener Corp. V.
lllinois Tool Works, Inc., 739 F.2d 1573, 1575 (Fed. Cir.

1984).

Plaintiffs offer the declaration of Plaintiff Teleflex's
Director of Pedal Engineering, [*596] Charles Meier.
See Plaintiffs’ Response Brief, at Ex. M. According to
Mr. Meier, the "adjustable pedal assembly design
referenced in the Engelgau patent has been placed in
Ford's U-137/P-131 program.” Id. at P 3. Furthermore,
according to Mr. Meier, Plaintiff Teleflex has "shipped
approximately 150,000.00 adjustable pedal units to Ford
for the U-137/P-131 program.” Id. at P 5. The Court
finds this evidence insufficient to overcome Defendant's
strong showing of obviousness.

Plaintiff has offered an overall sales figure for the
adjustable pedal assembly design "referenced in the
Engelgau patent.” Id. at P 3. As Defendant correctly
notes, the pedal assembly design referenced in the
Engelgau patent describes two embodiments, one
comprising of a optional [**42] "cable attachment
member 78" for use with engines utilizing a cable-
actuated throttle control, and a second comprising of an
"electronic throttle control 28." The embodiment
comprising of a "cable attachment member 78" is not
protected by claim 4. Without knowing what amount, if
any. of the 150,000.00 units allegedly sold incorporated
an electronic throttle control protected by claim 4, it is
impossible to gauge the commercial success of the
invention. Furthermore, even if the Court was presented
with enough evidence to find some or all of the unit
sales to be of a pedal assembly protected by claim 4,
the evidence would still amount to simple sales figure
with no evidence of nexus. See Kansas Jack, Inc. v.
Kuhn, 719 F.2d 1144, 1151 (Fed. Cir. 1983) (upholding
the district court's invalidity ruling and holding the patent
obvious when "the evidence of commercial success

804, 809 (Fed. Cir. 1989) ("Commercial success is an
indication of nonobviousness that must be considered in
a patentability analysis ... but in the circumstances of
this case, where it is the only such indication, it is
insufficient to render Merck's claimed invention
nonobvious."). Therefore, the Court finds the evidence

of commercial success insufficient to overcome
Defendant's clear and convincing evidence of
obviousness.

5. Conclusion

Accordingly, the Court finds that a hypothetical person
with  an undergraduate degree in mechanical
engineering or an equivalent amount of industry
experience who has familiarity with pedal control
systems for vehicles would have found it obvious to
attach a modular pedal position sensor to Asano's
support member, with the pedal position sensor being
responsive to the pedal assembly's pivot shaft.
Therefore, [**44] claim 4 of the '565 is invalid for
obviousness. See 35 U.S.C. § 103(a).

V. CONCLUSION

For the reasons set forth above, Defendant's Motion for
Summary Judgment of Invalidity is GRANTED. Plaintiffs'
Ex Parte Motion for Oral Argument is DENIED. Plaintiffs'
Motion for Summary Judgment of Infringement is
DENIED as moot.

IT IS SO ORDERED.
Dated: 12 DEC 2003
LAWRENCE P. ZATKOFF

CHIEF UNITED STATES DISTRICT JUDGE
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JUDGMENT

IT IS ORDERED AND ADJUDGED that pursuant to the
Court's Opinion and Order dated 12 DEC 2003,
Plaintiffs' Complaint is DISMISSED WITH PREJUDICE.

Dated at Detroit, Michigan, this 12 day of DEC 2003.
APPROVED:
LAWRENCE P. ZATKOFF

CHIEF UNITED STATES DISTRICT JUDGE
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Case Summary

Procedural Posture

Plaintiff patentee sought review of a decision of the
United States District Court for the Eastern District of
Michigan, which granted summary judgment in favor of
defendant, accused infringer, after determining that the
claim at issue was invalid by reason of obviousness.

Overview

The claim at issue in the patent related to an adjustable
pedal assembly for use with automobiles having
engines that are controlled electronically with a device
known as an electronic throttle control (the electronic
control). The claim specifically provided an assembly
where the electronic control was mounted to the support
bracket of the assembly. The district court granted
summary judgment to the accused, finding that the
claim was invalid due to obviousness. The court found
that the district court did not apply the correct teaching-
suggestion-motivation test, because the district court did
not make findings as to the specific understanding or
principle within the knowledge of a skilled artisan that
would have motivated one with the knowledge to make
the combination in the manner claimed. Applying the
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appropriate analysis, the court found that genuine
issues of material fact existed, so that summary
judgment of obviousness was not proper.

Outcome

The court vacated the district court's grant of summary
judgment and remanded the matter to the district court
for further proceedings.

LexisNexis® Headnotes

Civil Procedure > ... > Summary
Judgment > Burdens of Proof > Movant Persuasion
& Proof

Evidence > Burdens of Proof > Burdens of
Production

Patent Law > ... > Defenses > Inequitable
Conduct > General Overview

Civil Procedure > Judgments > Summary
Judgment > General Overview

Civil Procedure > Appeals > Summary Judgment
Review > General Overview

Civil Procedure > Appeals > Summary Judgment
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Civil Procedure > ... > Summary
Judgment > Burdens of Proof > General Overview

Civil Procedure > ... > Summary
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Overview
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Review > De Novo Review

Patent Law > Infringement Actions > Summary
Judgment > General Overview

Patent Law > Infringement Actions > Summary
Judgment > Appeals

Patent Law > Jurisdiction & Review > Subject
Matter Jurisdiction > Appeals

HNl[.!’.] Burdens of Proof, Movant Persuasion &
Proof

The United States Court of Appeals for Federal Claims
reviews a district court's grant of summary judgment de
novo. In a patent case, as in any other, summary
judgment may be granted when there are no disputed
issues of material fact, or when the non-movant cannot
prevail on the evidence submitted when viewed in a light
most favorable to it. The movant carries the initial
burden of proving that there are no genuine issues of
material fact. If the movant shows a prima facie case for
summary judgment, then the burden of production shifts
to the nonmovant to present specific evidence indicating
there is a genuine issue for trial. When ruling on a
motion for summary judgment, all of the nonmovant's
evidence is to be credited, and all justifiable inferences
are to be drawn in the nonmovant's favor. Where the
evidence is conflicting or credibility determinations are
required, the judgment should be vacated rather than
reversed, and the case should be remanded for further
proceedings.

Evidence > Burdens of Proof > Clear & Convincing
Proof

Patent Law > Infringement Actions > Burdens of
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Patent Law > Infringement Actions > General
Overview
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Invalidity > General Overview

Patent Law > ... > Defenses > Patent
Invalidity > Grounds

Patent Law > ... > Defenses > Patent
Invalidity > Presumption of Validity
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Judgment > Claim Evaluation

Patent Law > Nonobviousness > Elements &
Tests > General Overview

Patent
Law > Nonobviousness > Evidence > Inferences &
Presumptions

HNZ[;".] Burdens of Proof, Clear & Convincing Proof

In the context of patent infringement, the grant of
summary judgment of invalidity for obviousness must be
done on a claim by claim basis. Because patents are
presumed valid, the accused infringer must prove by
clear and convincing evidence that each claim that is
challenged cannot reasonably be held to be non-
obvious. Clear and convincing evidence exists when the
movant places in the mind of the ultimate fact finder an
abiding conviction that the truth of its factual contentions
are highly probable.

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

Patent Law > ... > Claims > Claim
Language > Duplication & Multiplicity

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > General Overview

Patent Law > Nonobviousness > Elements &
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Patent Law > Nonobviousness > Elements &

Tests > Claimed Invention as a Whole

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent
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Overview

Patent Law > Nonobviousness > Evidence > Fact &
Law Issues

Patent Law > Nonobviousness > Evidence > Prima
Facie Obviousness

HN3[.!’.] Elements & Tests, Ordinary Skill Standard

A patent claim is obvious, and thus invalid, when the
differences between the claimed invention and the prior
art are such that the subject matter as a whole would
have been obvious at the time the invention was made
to a person having ordinary skill in the art. 35 U.S.C.S. §
103. While obviousness is ultimately a legal
determination, it is based on several underlying issues
of fact, namely: (1) the scope and content of the prior
art; (2) the level of skill of a person of ordinary skill in the
art; (3) the differences between the claimed invention
and the teachings of the prior art; and (4) the extent of
any objective indicia of non-obviousness. When
obviousness is based on the teachings of multiple prior
art references, the movant must also establish some
suggestion, teaching, or motivation that would have led
a person of ordinary skill in the art to combine the
relevant prior art teachings in the manner claimed. The
nonmovant may rebut a prima facie showing of
obviousness with evidence refuting the movant's case or
with other objective evidence of nonobviousness.

Patent
Law > Nonobviousness > Evidence > General
Overview

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Hindsight

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN4[.§’..] Nonobviousness, Evidence


https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc2
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc3
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc4

Page 4 of 10

119 Fed. Appx. 282, *282; 2005 U.S. App. LEXIS 176, **1

The reason, suggestion, or motivation to combine prior
art references may be found explicitly or implicitly: 1) in
the prior art references themselves; 2) in the knowledge
of those of ordinary skill in the art that certain
references, or disclosures in those references, are of
special interest or importance in the field; or 3) from the
nature of the problem to be solved, leading inventors to
look to references relating to possible solutions to that
problem. The case law for the United States Court of
Appeals for the Federal Circuit makes clear that the best
defense against the subtle but powerful attraction of a
hindsight-based obviousness analysis is rigorous
application of the requirement for a showing of the
teaching or motivation to combine prior art references.

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN5[.§'..] Specifications, Enablement Requirement

The United States Court of Appeals for the Federal
Circuit has consistently held that a person of ordinary
skill in the art must not only have had some motivation
to combine the prior art teachings, but some motivation
to combine the prior art teachings in the particular
manner claimed. Particular findings must be made as to
the reason the skilled artisan, with no knowledge of the
claimed invention, would have selected these
components for combination in the manner claimed. In
other words, the examiner must show reasons that the
skilled artisan, confronted with the same problems as
the inventor and with no knowledge of the claimed
invention, would select the elements from the cited prior
art references for combination in the manner claimed.

Patent
Law > Nonobviousness > Evidence > General
Overview

Patent Law > ... > Specifications > Enablement
Requirement > General Overview

Patent Law > Infringement Actions > General
Overview

Patent Law > Jurisdiction & Review > Subject
Matter Jurisdiction > Appeals

Patent Law > Nonobviousness > General Overview

Patent Law > Nonobviousness > Elements &
Tests > Hindsight

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN6[.!'..] Nonobviousness, Evidence

In the context of an obviousness defense to an
infringement claim, the nature of the problem to be
solved may, under appropriate circumstances, provide a
suggestion or motivation to combine prior art
references. However, the test requires that the nature of
the problem to be solved be such that it would have led
a person of ordinary skill in the art to combine the prior
art teachings in the particular manner claimed. The
United States Court of Appeals for Federal Claims has
recognized this situation when two prior art references
address the precise problem that the patentee was
trying to solve.

Evidence > ... > Presumptions > Exceptions > Statut
ory Presumptions

Patent Law > Anticipation & Novelty > Elements

Patent Law > ... > Defenses > Patent
Invalidity > Presumption of Validity

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent
Law > Nonobviousness > Evidence > Inferences &
Presumptions

Patent Law > Remedies > Damages > Measure of
Damages

HN7[.".] Exceptions, Statutory Presumptions

In the context of a patent infringement claim, a court's
task is not to speculate as to what an examiner might
have done if confronted with a piece of prior art. Rather,
a court must make an independent obviousness
determination, taking into account the statutory
presumption of patent validity. Where the factual bases
of an examiner's decision to allow a claim have been
undermined--as in other cases where prior art not
before the examiner is brought to light during litigation--


https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc5
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc6
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4F68-B280-003B-91XY-00000-00&context=&link=LNHNREFclscc7

Page 5 of 10

119 Fed. Appx. 282, *282; 2005 U.S. App. LEXIS 176, **1

a court's responsibility is not to speculate what a
particular examiner would or would not have done in
light of the new information, but rather to assess
independently the validity of the claim against the prior
art under 35 U.S.C.S. 88 102 or 103. Such
determination must take into account the statutory
presumption of patent validity.

Civil Procedure > ... > Summary
Judgment > Entitlement as Matter of Law > General
Overview

HN8[&"..] Summary Judgment, Entitlement as Matter
of Law

At the summary judgment stage of a proceeding, it is
improper for a district court to make credibility
determinations.

Judges: Before MAYER, * SCHALL, and PROST,
Circuit Judges.

Opinion by: SCHALL

Opinion

[*283] SCHALL, Circuit Judge.

DECISION
Teleflex Incorporated and Technology Holding
Company (collectively, "Teleflex") sued KSR

International Co. ("KSR") in the United States District
Court for the Eastern District of Michigan for
infringement of U.S. Patent No. 6,237,565 B1 ("the '565
patent”). On December 12, 2003, the district court
granted summary judgment in favor of KSR, after
determining that claim 4 of the '565 patent, the sole
claim at issue, was invalid by reason of obviousness.
Teleflex Inc. v. KSR Int'l Co., 298 F. Supp. 2d 581 (E. D.

“Judge Haldane Robert Mayer vacated the position of Chief
Judge on December 24, 2004.

Mich. 2003). Teleflex now appeals the district court's
decision. For the reasons set forth below, we vacate the
grant of summary judgment and remand the case to the
district court for further proceedings.

DISCUSSION

[*2] 1.

Claim 4 of the '565 patent relates to an adjustable pedal
assembly 1 for use with automobiles having engines that
are controlled electronically with a device known as an
electronic throttle control. As such, [*284] the
assembly of claim 4 incorporates an electronic pedal
position sensor (referred to in claim 4, and throughout
this opinion, as an "electronic control"). The electronic
control is responsive to the pedal pivot and thereby
generates an electrical signal corresponding to the
relative position of the gas pedal between the rest and
applied positions. Claim 4 specifically provides for an
assembly wherein the electronic control is mounted to
the support bracket of the assembly. This configuration
avoids movement of the electronic control during
adjustment of the pedal's position on the assembly.
Claim 4 reads:
A vehicle control pedal apparatus (12) comprising:

a support (18) adapted to be mounted to a vehicle
structure (20);

an adjustable pedal assembly (22) having a pedal
arm (14) moveable in force [sic] and aft directions
with respect to said support (18);

a pivot (24) for pivotally supporting said adjustable
pedal assembly (22) with respect to said [**3]
support (18) and defining a pivot axis (26); and

an electronic control (28) attached to said support
(18) for controlling a vehicle system;

said apparatus (12) characterized by said electronic
control (28) being responsive to said pivot (24) for
providing a signal (32) that corresponds to pedal
arm position as said pedal arm (14) pivots about
said pivot axis (26) between rest and applied
positions wherein the position of said pivot (24)

1An adjustable pedal assembly (e.g., gas, break, or clutch)
allows the location of the pedal to be adjusted to
accommodate a particular driver's height.
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remains constant while said pedal arm (14) moves
in fore and aft directions with respect to said pivot
(24).
The numbers in claim 4 correspond to the numbers in
Figure 2 of the '565 patent.

The specification of the '565 patent indicates that prior-
art pedal assemblies incorporating an electronic control
suffered from being too bulky, complex, and expensive
to manufacture. See '565 patent, col. 1, Il. [**4] 48-53.
It was this problem that the '565 patent set out to
address. See id. col. 2, Il. 2-5.

Teleflex sued KSR in the Eastern District of Michigan,
alleging that KSR's adjustable pedal assembly infringed
claim 4 of the '565 patent. KSR moved for summary
judgment of invalidity of claim 4 based on obviousness
under 35 U.S.C. § 103. The district court granted KSR's
motion after determining that claim 4 was obvious in
view of a combination of prior art references. Teleflex
timely appealed the district court's decision. We have
jurisdiction pursuant to 28 U.S.C. § 1295(a)(1).

M[?] This court reviews a district court's grant of
summary judgment de novo. TorPharm Inc. v. Ranbaxy
Pharms., Inc., 336 F.3d 1322, 1326 (Fed. Cir. 2003). "In
a patent case, as in any other, summary judgment may
be granted when there are no disputed issues of
material fact, ... or when the non-movant cannot prevail
on the evidence submitted when viewed in a light most
favorable to it." Knoll Pharm. Co. v. Teva Pharms. USA,
Inc., 367 F.3d 1381, 1383 (Fed. Cir. 2004). The movant
carries the initial burden of proving that there [**5] are
no genuine issues of material fact. Celotex Corp. v.
Catrett, 477 U.S. 317, 322-24, 106 S. Ct. 2548, 91 L.
Ed. 2d 265 (1986). If the movant shows a prima facie
case for summary judgment, then the burden of
production shifts to the nonmovant to present specific
evidence indicating there is a genuine issue for trial.
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250, 106
S. Ct. 2505, 91 L. Ed. 2d 202 (1986). "When ruling on a
motion for summary judgment, all of the nonmovant's
evidence is to be credited, and all justifiable inferences
are to be [*285] drawn in the nonmovant's favor."
Caterpillar Inc. v. Deere & Co., 224 F.3d 1374, 1379
(Fed. Cir. 2000). "Where the evidence is conflicting or
credibility determinations are required, the judgment
should be vacated rather than reversed, and the case
should be remanded for further proceedings." Jones v.
Hardy, 727 F.2d 1524, 1531 (Fed. Cir. 1984).

HNZ[?] "The grant of summary judgment of invalidity

for obviousness must be done on a claim by claim
basis." Knoll Pharm., 367 F.3d at 1383. Because
patents are presumed valid, "the accused infringer must
prove [**6] by clear and convincing evidence that each
claim that is challenged cannot reasonably be held to be
non-obvious." Id.; see also Monarch Knitting Mach.
Corp. v. Sulzer Morat GmbH, 139 F.3d 877, 881 (Fed.
Cir. 1998). Clear and convincing evidence exists when
the movant "places in the mind of the ultimate fact finder
an abiding conviction that the truth of its factual
contentions are 'highly probable. ™ Colorado v. New
Mexico, 467 U.S. 310, 316, 104 S. Ct. 2433, 81 L. Ed.

2d 247 (1994).

m[?] A patent claim is obvious, and thus invalid,
when the differences between the claimed invention and
the prior art "are such that the subject matter as a whole
would have been obvious at the time the invention was
made to a person having ordinary skill in the art." 35
U.S.C. 8§ 103; see also Graham v. John Deere Co., 383
U.S.1,14,86S. Ct. 684, 15 L. Ed. 2d 545 (1966); In re
Dembiczak, 175 F.3d 994, 998 (Fed. Cir. 1999). While
obviousness is ultimately a legal determination, it is
based on several underlying issues of fact, namely: (1)
the scope and content of the prior art; (2) the level of
skill of a person [**7] of ordinary skill in the art; (3) the
differences between the claimed invention and the
teachings of the prior art; and (4) the extent of any
objective indicia of non-obviousness. See Graham, 383
U.S. at 17-18. When obviousness is based on the
teachings of multiple prior art references, the movant
must also establish some "suggestion, teaching, or
motivation" that would have led a person of ordinary skill
in the art to combine the relevant prior art teachings in
the manner claimed. See Tec Air, Inc. v. Denso Mfag.
Mich. Inc., 192 F.3d 1353, 1359-60 (Fed. Cir. 1999);
Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75
F.3d 1568, 1572 (Fed. Cir. 1996). The nonmovant may
rebut a prima facie showing of obviousness with
evidence refuting the movant's case or with other
objective evidence of nonobviousness. See WMS
Gaming, Inc. v. Int'l Game Tech., 184 F.3d 1339, 1359

(Fed. Cir. 1999).

M[?] "The reason, suggestion, or motivation to
combine [prior art references] may be found explicitly or
implicitly: 1) in the prior art references themselves; 2) in
the knowledge of those of ordinary skill in the art that
certain [**8] references, or disclosures in those
references, are of special interest or importance in the
field; or 3) from the nature of the problem to be solved,
'leading inventors to look to references relating to
possible solutions to that problem. ™ Ruiz v. A.B.
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Chance Co., 234 F.3d 654, 665 (Fed. Cir. 2000)
(quoting Pro-Mold, 75 F.3d at 1572). "Our case law
makes clear that the best defense against the subtle but
powerful attraction of a hindsight-based obviousness
analysis is rigorous application of the requirement for a
showing of the teaching or motivation to combine prior
art references." Dembiczak, 175 F.3d at 999; see also
Ruiz, 234 F.3d at 665 (explaining that the temptation to
engage in impermissible hindsight is especially strong
with seemingly simple mechanical inventions). This is
because "combining prior art references without
evidence of such a suggestion, teaching, or motivation
simply takes the inventor's disclosure as a blueprint for
piecing together the prior art to defeat patentability--the
essence of hindsight." [*286] Dembiczak, 175 F.3d at
999. %["F] Therefore, we have consistently held that
a person [**9] of ordinary skill in the art must not only
have had some motivation to combine the prior art
teachings, but some motivation to combine the prior art
teachings in the particular manner claimed. See, e.g., In
re Kotzab, 217 F.3d 1365, 1371 (Fed. Cir. 2000)
("Particular findings must be made as to the reason the
skilled artisan, with no knowledge of the claimed
invention, would have selected these components for
combination in the manner claimed." (emphasis
added)); In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir.
1998) (“In other words, the examiner must show
reasons that the skilled artisan, confronted with the
same problems as the inventor and with no knowledge
of the claimed invention, would select the elements from
the cited prior art references for combination in the
manner claimed." (emphasis added)).

On appeal, Teleflex argues that we should vacate the
district court's grant of summary judgment and remand
the case because the district court committed multiple
errors in its obviousness determination. First, Teleflex
urges that the district court erred as a matter of law by
combining prior art references based on an incorrect
teaching-suggestion-motivation [**10] test. Second, it
contends that genuine issues of material fact still remain
as to whether a person of ordinary skill in the art would
have considered it obvious to combine prior art in the
manner stated in claim 4. Finally, Teleflex argues that
the district court erred by not properly considering the
commercial success of Teleflex's patented assembly
and by failing to give adequate deference to the
patentability determination of the U.S. Patent and
Trademark Office ("PTO").

KSR responds that the district court did apply the
correct teaching-suggestion-motivation test, and that,

under that test, the court correctly concluded that no
genuine issues of material fact existed so as to prevent
the grant of summary judgment. KSR contends that the
district court properly discounted the declarations of
Teleflex's experts because their opinions were based on
mere legal conclusions. KSR also contends that the
district court properly dismissed Teleflex's evidence of
commercial success because Teleflex failed to establish
a nexus between commercial success and the claimed
invention. Finally, KSR argues that the district court
gave proper deference to the PTO.

We agree with Teleflex that the district [**11] court did
not apply the correct teaching-suggestion-motivation
test. We also agree that, under that test, genuine issues
of material fact exist, so as to render summary judgment
of obviousness improper. For these reasons, we vacate
the decision of the district court and remand for further
proceedings consistent with this opinion.

V.

After comparing the teachings of the prior art with claim
4 of the '565 patent, the district court concluded that, at
the time of the invention, all of the limitations of claim 4
existed in the prior art. The court explained that U.S.
Patent No. 5,010,782, issued to Asano et al. ("the
Asano patent"), disclosed all of the structural limitations
of claim 4 with the exception of the electronic control.
Teleflex, 298 F. Supp. 2d at 592 ("Asano teaches an
adjustable pedal assembly pivotally mounted on a
support bracket with the pedal moving in a fore and aft
directions with respect to the support and the pivot
remaining in a constant position during movement of the
pedal arm."). Electronic controls were [*287] well
known in the prior art. Id. Consequently, after finding a
person of ordinary skill in the art would have been
motivated to combine [**12] Asano and electronic
control references, the district court granted KSR's
motion for summary judgment of invalidity by reason of
obviousness.

The district court based its finding of a suggestion or
motivation to combine largely on the nature of the
problem to be solved by claim 4 of the '565 patent. Id. at
593-94. The court determined from the patent's
specification that the invention of the '565 patent was
intended to "solve the problem of designing a less
expensive, less complex and more compact [assembly]
design." Id. at 593. The court then explained that U.S.
Patent No. 5,819,593, issued to Rixon et al. ("the Rixon
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'593 patent"), 2 also "suffered from being too complex
because the pedal position sensor is located in the
pedal housing and its fore and aft movement with the
adjustment of the pedal could cause problems with wire
failure. Thus, the solution to the problem required an
electronic control that does not move with the pedal arm
while the pedal arm is being adjusted by the driver." Id.
at 594. The court then concluded that "a person with
ordinary skill in the art with full knowledge of Asano and
the modular pedal [**13] position sensors would be
motivated to combine the two references to avoid the
problems with Rixon '593." Id.

The district court also found an express teaching to
attach the electronic control to the support bracket of a
pedal assembly based on the disclosure of U.S. Patent
No. 5,063,811, issued to Smith et al. ("the Smith
patent”). The court explained that Smith teaches the use
of a "rotary potentiometer ... attached to a fixed support
member and responsive [**14] to the pedal's pivot
shaft." Id. Moreover, the court stated that Smith
provided express teachings as to the desirability of
attaching the electronic control to a fixed support
member in order to avoid the wire failure problems
disclosed in the Rixon '593 patent and solved by the
'565 patent: "The wiring to the electrical components
must be secure from the possibility of chafing which will
eventually result in electrical failure. Thus, the pedal
assemblies must not precipitate any motion in the
connecting wires themselves ...." Id. (quoting the Smith
patent, col. 1, II. 33-38).

Finally, the district court explained that the prosecution
history of the '565 patent bolstered its finding of a
suggestion or motivation to combine the Asano and
electronic control references. The court explained that
the patent examiner initially rejected the '565 patent in
view of the teachings of U.S. Patent No. 5,460,061,
issued to Redding et al. ("the Redding patent"), and the
Smith patent. The examiner stated that the Redding
patent disclosed the assembly structure of claim 4 and
that Smith disclosed the electronic control attached to
the assembly support structure. The patentee overcame

2As explained by the district court, the Rixon '593 patent
teaches the combination of an electronic control with an
adjustable pedal assembly. The Rixon '593 patent and claim 4
differ, however, in that the electronic control of Rixon is
attached to the pedal housing instead of the support bracket.
See Teleflex, 298 F. Supp. 2d at 594. The electronic control of
the Rixon reference consequently moves during adjustment of
the pedal assembly. Id. The electronic control of claim 4 does
not move during adjustment of the pedal assembly.

the [**15] rejection, the court explained, by adding the
limitation requiring the position of the assembly's pedal
pivot to remain constant during adjustment of the
assembly. (The position of the pedal pivot of the
Redding patent does not remain constant during
adjustment of the assembly position.) [*288] However,
the Asano patent discloses an assembly where the
position of the pivot remains constant during adjustment
of the pedal assembly. Therefore, the district court
reasoned, had Asano been cited to the patent examiner,
the examiner would have rejected claim 4 as obvious in
view of the Asano and Smith patents. |d. at 595.

We agree with Teleflex that the district court's analysis
applied an incomplete teaching-suggestion-motivation
test in granting KSR summary judgment. This is
because the district court invalidated claim 4 of the '565
patent on obviousness grounds without making "findings
as to the specific understanding or principle within the
knowledge of a skilled artisan that would have motivated
one with no knowledge of [the] invention to make the
combination in the manner claimed." Kotzab, 217 F.3d
at 1371. Under our case law, whether based on the
nature [**16] of the problem to be solved, the express
teachings of the prior art, or the knowledge of one of
ordinary skill in the art, the district court was required to
make specific findings as to whether there was a
suggestion or motivation to combine the teachings of
Asano with an electronic control in the particular manner
claimed by claim 4 of the '565 patent. See Kotzab, 217
F.3d at 1371; Rouffet, 149 F.3d at 1357. That is, the
district court was required to make specific findings as
to a suggestion or motivation to attach an electronic
control to the support bracket of the Asano assembly.

The district court correctly noted that M[?] the nature
of the problem to be solved may, under appropriate
circumstances, provide a suggestion or motivation to
combine prior art references. However, the test requires
that the nature of the problem to be solved be such that
it would have led a person of ordinary skill in the art to
combine the prior art teachings in the particular manner
claimed. See Rouffet, 149 F.3d at 1357. We have
recognized this situation when two prior art references
address the precise problem that the patentee was
trying to solve. [**17] See Ruiz v. A.B. Chance Co.,
357 F.3d 1270 at 1276 ("This record shows that the
district court did not use hindsight in its obviousness
analysis, but properly found a motivation to combine
because the two references address precisely the same
problem  of underpinning  existing  structural
foundations."). In this case, the Asano patent does not
address the same problem as the '565 patent. The
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objective of the '565 patent was to design a smaller, less
complex, and less expensive electronic pedal assembly.
The Asano patent, on the other hand, was directed at
solving the "constant ratio problem.” 3 The district
court's reliance on the problems associated with the
Rixon '593 patent similarly fails to provide a sufficient
motivation to combine. This is because the Rixon '593
patent does not address the problem to be solved by the
'565 patent; rather, it suffers from the problem. The
court did not explain how suffering from the problem
addressed by the '565 patent would have specifically
motivated one skilled in the art to attach an electronic
control to the support bracket of the Asano assembly.

[**18] Neither do we agree with the district court's
reliance on the express teachings of the Smith patent.
This is because the statement in the Smith patent that
"the pedal assemblies must not precipitate any motion in
the connecting wires," does not necessarily go to the
issue of motivation to attach the electronic control on the
support bracket of the pedal assembly. In other words,
solving the problem of wire [*289] chafing is a different
task than reducing the complexity and size of pedal
assemblies. What is more, the Smith patent does not
relate to adjustable pedal assemblies; therefore, it does
not address the problem of wire chafing in an adjustable
pedal assembly.

Our view of the case is not altered by the '565 patent's
prosecution history. That is because M[?] a court's
task is not to speculate as to what an examiner might
have done if confronted with a piece of prior art. Rather,
a court must make an independent obviousness
determination, taking into account the statutory
presumption of patent validity. See TorPharm, 336 F.3d
at 1329-30 ("Where the factual bases of an examiner's
decision to allow a claim have been undermined--as in
other cases where prior art not before [**19] the
examiner is brought to light during litigation--a court's
responsibility is not to speculate what a particular
examiner would or would not have done in light of the
new information, but rather to assess independently the
validity of the claim against the prior art under section
102 or section 103. Such determination must take into
account the statutory presumption of patent validity.").

3The constant ratio problem refers to the problem of creating
an assembly where the force required to depress the pedal
remains constant irrespective of the position of the pedal on
the assembly. See Asano patent, col. 1, I. 48 - col. 2, I. 13.

4Noting Teleflex's argument that the district court did not give
adequate deference to the PTO, we do not discern anything in

We also agree with Teleflex that the presence of
genuine issues of material fact rendered summary
judgment inappropriate. KSR, in the first instance, failed
to make out a prima facie case [**20] of obviousness.
The only declaration offered by KSR--a declaration by
its Vice President of Design Engineering, Larry
Willemsen--did not go to the ultimate issue of motivation
to combine prior art, i.e. whether one of ordinary skill in
the art would have been motivated to attach an
electronic control to the support bracket of the assembly
disclosed by Asano. Mr. Willemsen did state that an
electronic control "could have been" mounted on the
support bracket of a pedal assembly. (Willemsen Decl.
at P33, 36, 39.) Such testimony is not sufficient to
support a finding of obviousness, however. See, e.g., In
re Deuel, 51 F.3d 1552, 1559 (Fed. Cir. 1995) ("
Obvious to try' has long been held not to constitute
obviousness."). Mr. Willemsen also provided the
following as a "specific motivation to combine" an
electronic control with an adjustable pedal assembly:

An increasing number of vehicles sold in the United
States came equipped with electronic throttle
control systems because such systems offered
various operational advantages over cable-actuated
throttle control systems .... In order to function in a
vehicle whose engine incorporated an electronic
throttle [**21]  control, the adjustable pedal
assembly ... would have had to be coupled to an
electronic pedal position sensor.
(Willemsen Decl. at P34, 37, 39.) This statement may
be factually correct. However, the issue is not whether a
person of skill in the art had a motivation to combine the
electronic control with an adjustable pedal assembly,
but whether a person skilled in the art had a motivation
to attach the electronic control to the support bracket of
the pedal assembly.

In addition, Teleflex offered two declarants--Clark J.
Radcliffe, Professor of Mechanical Engineering at
Michigan State University; and Timothy L. Andresen, a
former engineer at Ford Motor Company and McDonnel-
Douglas Corporation [*290] --in rebuttal of the
declaration of Mr. Willemsen. Mr. Radcliffe stated, inter
alia, that "the location of the electronic control"
(Radcliffe Decl. at P15) in claim 4 "was a simple,

the record indicating the district court failed to properly defer to
the PTO. Nevertheless, we reiterate that, on remand, the
district court must independently assess the evidence and
determine whether KSR has provided clear and convincing
evidence indicating invalidity of claim 4 by reason of
obviousness.
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elegant, and novel combination of features," (Radcliffe
Decl. at P16) as opposed to the Rixon '593 patent's
attachment of the electronic control to the assembly
housing, which was both electrically and mechanically
complex (Radcliffe Decl. at P17). Mr. Andresen also
stated that the non-obviousness of claim [**22] 4 was
reflected in Rixon's choice to mount the electronic
control to the assembly housing instead of the
assembly's support bracket. (Andresen Decl. at P5.)
M[?] At the summary judgment stage of a
proceeding, it is improper for a district court to make
credibility determinations. See, e.g., Jones, 727 F.2d at
1531. Therefore, by crediting KSR's expert declarant
and discrediting the two declarants offered by Teleflex,
the district court erred as a matter of law.

V.

In sum,

(1) We hold that, in granting summary judgment in favor
of KSR, the district court erred as a matter of law by
applying an incomplete teaching-suggestion-motivation
test to its obviousness determination. The correct
standard requires a court to make specific findings
showing a teaching, suggestion, or motivation to
combine prior art teachings in the particular manner
claimed by the patent at issue.

(2) Under this standard, we hold that genuine issues of
material fact exist as to whether a person of ordinary
skill in the art would have been motivated, at the time
the invention was made, to attach an electronic control
to the support structure of the pedal assembly disclosed
by the Asano patent.

[**23] (3) We consequently vacate the decision of the
district court and remand the case for further
proceedings on the issue of obviousness, and, if
necessary, proceedings on the issues of infringement
and damages.

Each party shall bear its own costs.
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Case Summary

Procedural Posture

Respondent, licensees of a patent, alleged that
petitioner, a competitor, infringed the licensees' patent
for an accelerator pedal assembly for vehicles, but the
competitor asserted that the patent claim in dispute was
invalid as obvious under 35 U.S.C.S. 8§ 103. Upon the
grant of a writ of certiorari, the competitor appealed the
judgment of the U.S. Court of Appeals for the Federal
Circuit which reversed a summary judgment of patent
invalidity.

Overview

To satisfy customer needs, the competitor modified its
design for an adjustable pedal system for vehicles with
cable-actuated throttles by adding a modular sensor to
make the system compatible with vehicles using
computer-controlled throttles. The licensees contended
that the competitor infringed the patent claim of a
position-adjustable pedal assembly with an electronic
pedal position sensor attached a fixed pivot point. The
U.S. Supreme Court unanimously held that the patent
claim was invalid as obvious since mounting an
available sensor on a fixed pivot point of the
competitor's pedal was a design step well within the
grasp of a person of ordinary skill in the relevant art, and
the benefit of doing so was obvious. The marketplace
created a strong incentive to convert mechanical pedals
to electronic pedals, and the prior art taught a number of
methods for doing so. Further, the problem to be solved
by the patent claim did not limit its application as prior
art, the competitor's showing that it was obvious to try a
combination of elements sufficiently supported the
finding of obviousness, and the claim was the result of
ordinary skill and common sense rather than innovation.
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Outcome

The judgment reversing the summary judgment of
invalidity was reversed, and the case was remanded for
further proceedings.

LexisNexis® Headnotes

Patent Law > Nonobviousness > General Overview
HNl[;".] Patent Law, Nonobviousness

35 U.S.C.S. § 103 forbids issuance of a patent when the
differences between the subject matter sought to be
patented and the prior art are such that the subject
matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill
in the art to which said subject matter pertains.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

HN2[$'..] Elements & Tests, Prior Art

Under 35 U.S.C.S. 8 103, the scope and content of prior
art are to be determined; differences between the prior
art and the claims at issue are to be ascertained; and
the level of ordinary skill in the pertinent art resolved.
Against  this background the obviousness or
nonobviousness of the subject matter is determined.
Such secondary considerations as commercial success,
long felt but unsolved needs, failure of others, etc.,
might be utilized to give light to the circumstances
surrounding the origin of the subject matter sought to be
patented. While the sequence of these questions might
be reordered in any particular case, the factors continue
to define the inquiry that controls. If a court, or patent
examiner, conducts this analysis and concludes the

claimed subject matter was obvious, the claim is invalid
under § 103.

Patent Law > ... > Defenses > Patent
Invalidity > Presumption of Validity

HN3[.!"..] Patent Invalidity, Presumption of Validity

By direction of 35 U.S.C.S. § 282, an issued patent is
presumed valid.

Patent Law > Nonobviousness > Elements &
Tests > Predictability

HN4[.".] Elements & Tests, Predictability

A patent for a combination which only unites old
elements with no change in their respective functions
obviously withdraws what is already known into the field
of its monopoly and diminishes the resources available
to skillful men. This is a principal reason for declining to
allow patents for what is obvious. The combination of
familiar elements according to known methods is likely
to be obvious when it does no more than vyield
predictable results.

Patent Law > Nonobviousness > Elements &
Tests > Predictability

HN5[.‘!'..] Elements & Tests, Predictability

When a work is available in one field of endeavor,
design incentives and other market forces can prompt
variations of it, either in the same field or a different one.
If a person of ordinary skill can implement a predictable
variation, 35 U.S.C.S. § 103 likely bars its patentability.
For the same reason, if a technique has been used to
improve one device, and a person of ordinary skill in the
art would recognize that it would improve similar devices
in the same way, using the technique is obvious unless
its actual application is beyond his or her skill. A court
must ask whether the improvement is more than the
predictable use of prior art elements according to their
established functions.

Patent Law > Nonobviousness > Elements &
Tests > General Overview


https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NM5-WKN0-004C-101K-00000-00&context=&link=LNHNREFclscc1
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NM5-WKN0-004C-101K-00000-00&context=&link=LNHNREFclscc2
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NM5-WKN0-004C-101K-00000-00&context=&link=LNHNREFclscc3
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-734V-00000-00&context=
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NM5-WKN0-004C-101K-00000-00&context=&link=LNHNREFclscc4
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NM5-WKN0-004C-101K-00000-00&context=&link=LNHNREFclscc5
https://advance.lexis.com/api/document?collection=statutes-legislation&id=urn:contentItem:8SCB-BHS2-8T6X-731J-00000-00&context=

Page 3 of 20

550 U.S. 398, *398; 127 S. Ct. 1727, **1727; 167 L. Ed. 2d 705, ***705; 2007 U.S. LEXIS 4745, ****1; 82
U.S.P.Q.2D (BNA) 1385, *****1385

HN6[$'..] Nonobviousness, Elements & Tests

Rejection of a patent on obviousness grounds cannot be
sustained by mere conclusory statements; instead,
there must be some articulated reasoning with some
rational underpinning to support a legal conclusion of
obviousness. However, the analysis need not seek out
precise teachings directed to the specific subject matter
of the challenged claim, for a court can take account of
the inferences and creative steps that a person of
ordinary skill in the art would employ.

Patent Law > Nonobviousness > Elements &
Tests > Prior Art

HN7[.§'..] Elements & Tests, Prior Art

A patent composed of several elements is not proved
obvious merely by demonstrating that each of its
elements was, independently, known in the prior art.
Although common sense directs one to look with care at
a patent application that claims as innovation the
combination of two known devices according to their
established functions, it can be important to identify a
reason that would have prompted a person of ordinary
skill in the relevant field to combine the elements in the
way the claimed new invention does. This is so because
inventions in most, if not all, instances rely upon building
blocks long since uncovered, and claimed discoveries
almost of necessity will be combinations of what, in
some sense, is already known.

Patent Law > ... > Elements & Tests > Graham
Test > Secondary Considerations

HN8[$'..] Graham Test, Secondary Considerations

The obviousness analysis in the patent context cannot
be confined by a formalistic conception of the words
teaching, suggestion, and motivation, or by
overemphasis on the importance of published articles
and the explicit content of issued patents. The diversity
of inventive pursuits and of modern technology counsels
against limiting the analysis in this way. In many fields it
may be that there is little discussion of obvious
techniques or combinations, and it often may be the
case that market demand, rather than scientific
literature, will drive design trends. Granting patent
protection to advances that would occur in the ordinary
course without real innovation retards progress and

may, in the case of patents combining previously known
elements, deprive prior inventions of their value or utility.

Patent Law > Nonobviousness > Elements &
Tests > Manner of Conception

Patent Law > Nonobviousness > Elements &
Tests > Predictability

HN9[.".] Elements & Tests, Manner of Conception

In determining whether the subject matter of a patent
claim is obvious, neither the particular motivation nor the
avowed purpose of the patentee controls. What matters
is the objective reach of the claim. If the claim extends
to what is obvious, it is invalid under 35 U.S.C.S. § 103.
One of the ways in which a patent's subject matter can
be proved obvious is by noting that there existed at the
time of invention a known problem for which there was
an obvious solution encompassed by the patent's
claims.

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

HNlO[ﬂ".] Elements & Tests, Ordinary Skill Standard

A problem motivating a patentee may be only one of
many addressed by the patent's subject matter. The
guestion is not whether the combination was obvious to
the patentee but whether the combination was obvious
to a person with ordinary skill in the art.

Patent Law > Nonobviousness > Elements &
Tests > Ordinary Skill Standard

HNll[i'.] Elements & Tests, Ordinary Skill Standard

When there is a design need or market pressure to
solve a problem and there are a finite number of
identified, predictable solutions, a person of ordinary
skill has good reason to pursue the known options
within his or her technical grasp. If this leads to the
anticipated success, it is likely the product not of
innovation but of ordinary skill and common sense. In
that instance the fact that a combination was obvious to
try might show that it was obvious under 35 U.S.C.S. §
103.
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Patent Law > Nonobviousness > Elements &
Tests > Hindsight

HNlZ[!’.] Elements & Tests, Hindsight

In a patent obviousness case, a factfinder must be
aware of the distortion caused by hindsight bias and
must be cautious of arguments reliant upon ex post
reasoning. Rigid preventative rules that deny factfinders
recourse to common sense, however, are neither
necessary under U.S. Supreme Court case law nor
consistent with it.

Patent Law > Nonobviousness > Evidence > Fact &
Law Issues

Patent Law > Infringement Actions > Summary
Judgment > General Overview

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HNlS[;".] Evidence, Fact & Law Issues

In considering summary judgment on a question of
patent obviousness, a district court can and should take
into account expert testimony, which may resolve or
keep open certain questions of fact. That is not the end
of the issue, however. The ultimate judgment of
obviousness is a legal determination. Where the content
of the prior art, the scope of the patent claim, and the
level of ordinary skill in the art are not in material
dispute, and the obviousness of the claim is apparent in
light of these factors, summary judgment is appropriate.

Constitutional Law > Congressional Duties &
Powers > Copyright & Patent Clause

Patent Law > Nonobviousness > Elements &
Tests > General Overview

HN14[$'.] Congressional Duties & Powers,
Copyright & Patent Clause
As progress beginning from higher levels of

achievement is expected in the normal course, the
results of ordinary innovation are not the subject of
exclusive rights under the patent laws. Were it otherwise

patents might stifle, rather than promote, the progress of
useful arts. U.S. Const. art. I, § 8, cl. 8. These premises
lead to the bar on patents claiming obvious subject
matter established by case law and codified in 35
U.S.C.S. § 103. Application of the bar must not be
confined within a test or formulation too constrained to
serve its purpose.

Lawyers' Edition Display

Decision

[***705] Company that added modular sensor to its
automobile-accelerator-pedal system held entitled to
summary judgment in infringement action by holder of
license for patent covering assembly with electronic
sensor, as pertinent claim was "obvious" within meaning
of 35 U.S.C.S. § 103.

Summary

Procedural posture: Respondent, licensees of a
patent, alleged that petitioner, a competitor, infringed
the licensees' patent for an accelerator pedal assembly
for vehicles, but the competitor asserted that the patent
claim in dispute was invalid as obvious under 35
U.S.C.S. § 103. Upon the grant of a writ of certiorari, the
competitor appealed the judgment of the U.S. Court of
Appeals for the Federal Circuit which reversed a
summary judgment of patent invalidity.

Overview: To satisfy customer needs, the competitor
modified its design for an adjustable pedal system for
vehicles with cable-actuated throttles by adding a
modular sensor to make the system compatible with
vehicles using computer-controlled throttles. The
licensees contended that the competitor infringed the
patent claim of a position-adjustable pedal assembly
with an electronic pedal position sensor attached a fixed
pivot point. The U.S. Supreme Court unanimously held
that the patent claim was invalid as obvious since
mounting an available sensor on a fixed pivot point of
the competitor's pedal was a design step well within the
grasp of a person of ordinary skill in the relevant art, and
the benefit of doing so was obvious. The marketplace
created a strong incentive to convert mechanical pedals
to electronic pedals, and the prior art taught a number of
methods for doing so. Further, the problem to be solved
by the patent claim did not limit its application as prior
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art, the competitor's showing that it was obvious to try a
combination of elements [***706] sufficiently supported
the finding of obviousness, and the claim was the result
of ordinary skil and common sense rather than
innovation.

Outcome: The judgment reversing the summary

judgment of invalidity was reversed, and the case was
remanded for further proceedings.

Headnotes

PATENTS 8§ 19.1 > PATENTABILITY -- OBVIOUSNESS OF
SUBJECT MATTER > Headnote:

LEdHN[1][&] [1]

35 U.S.C.S. § 103 forbids issuance of a patent when the
differences between the subject matter sought to be
patented and the prior art are such that the subject
matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill
in the art to which said subject matter pertains.

PATENTS § 19 PATENTS § 19.1 > PATENTABILITY --
MECHANICAL SKILL -- OBVIOUSNESS OF SUBJECT
MATTER > Headnote:

LEdHN[2][&] [2]

Under 35 U.S.C.S. 8§ 103, the scope and content of prior
art are to be determined; differences between the prior
art and the claims at issue are to be ascertained; and
the level of ordinary skill in the pertinent art resolved.
Against this background the obviousness or
nonobviousness of the subject matter is determined.
Such secondary considerations as commercial success,
long felt but unsolved needs, failure of others, etc.,
might be utilized to give light to the circumstances
surrounding the origin of the subject matter sought to be
patented. While the sequence of these questions might
be reordered in any particular case, the factors continue
to define the inquiry that controls. If a court, or patent
examiner, conducts this analysis and concludes the
claimed subject matter was obvious, the claim is invalid
under § 103.

EVIDENCE § 333 > PATENT -- PRESUMPTION OF
VALIDITY > Headnote:

LEdHN[3][&] [3]

By direction of 35 U.S.C.S. § 282, an issued patent is
presumed valid.

PATENTS 8§ 37 > PATENTABILITY -- COMBINATION OF
OLD ELEMENTS > Headnote:

LEdHN[4][%] [4]

A patent for a combination which only unites old
elements with no change in their respective functions
obviously withdraws what is already known into the field
of its monopoly and diminishes the resources available
to skillful men. This is a principal reason for declining to
allow patents for what is obvious. The combination of
familiar elements according to known methods is likely
to be obvious when it does no more than yield
predictable results.

[#+707]

PATENTS 8§ 50 > PATENTABILITY -- OBVIOUSNESS OF
IMPROVEMENT > Headnote:

LEdHN[5][¥] [5]

When a work is available in one field of endeavor,
design incentives and other market forces can prompt
variations of it, either in the same field or a different one.
If a person of ordinary skill can implement a predictable
variation, 35 U.S.C.S. § 103 likely bars its patentability.
For the same reason, if a technique has been used to
improve one device, and a person of ordinary skill in the
art would recognize that it would improve similar devices
in the same way, using the technique is obvious unless
its actual application is beyond his or her skill. A court
must ask whether the improvement is more than the
predictable use of prior art elements according to their
established functions.

PATENTS 8 19.1 > PATENTABILITY -- OBVIOUSNESS OF
SUBJECT MATTER > Headnote:

LEdHN[6][&] [6]

Rejection of a patent on obviousness grounds cannot be
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sustained by mere conclusory statements; instead,
there must be some articulated reasoning with some
rational underpinning to support a legal conclusion of
obviousness. However, the analysis need not seek out
precise teachings directed to the specific subject matter
of the challenged claim, for a court can take account of
the inferences and creative steps that a person of
ordinary skill in the art would employ.

PATENTS § 19.1 > PATENTABILITY -- COMPOSITION OF
ELEMENTS -- OBVIOUSNESS > Headnote:

LEdHN]7][&] [7]

A patent composed of several elements is not proved
obvious merely by demonstrating that each of its
elements was, independently, known in the prior art.
Although common sense directs one to look with care at
a patent application that claims as innovation the
combination of two known devices according to their
established functions, it can be important to identify a
reason that would have prompted a person of ordinary
skill in the relevant field to combine the elements in the
way the claimed new invention does. This is so because
inventions in most, if not all, instances rely upon building
blocks long since uncovered, and claimed discoveries
almost of necessity will be combinations of what, in
some sense, is already known.

PATENTS 8 19.1 > PATENTABILITY -- OBVIOUSNESS OF
TECHNIQUES OR COMBINATIONS -- SCIENTIFIC
LITERATURE > Headnote:

LEdHN[8][&] [8]

The obviousness analysis in the patent context cannot
be confined by a formalistic conception of the words
teaching, suggestion, and motivation, or by
overemphasis on the importance of published articles
and the explicit content of issued patents. The diversity
of inventive pursuits and of modern technology counsels
against limiting the analysis in this way. In many fields it
may be that there is little discussion of obvious
technigues or combinations, and it often may be the
case that market demand, rather than scientific
literature, will drive design trends. Granting patent
protection to advances that would occur in the ordinary
course without real innovation retards progress and
may, in the case of patents combining previously known

elements, deprive prior inventions of their value or utility.

PATENTS § 19.1 > PATENTABILITY -- SUBJECT MATTER --
DETERMINATION WHETHER OBVIOUS > Headnote:

LEdHN[9][&] [9]

In determining whether the subject matter of a patent
claim is obvious, neither the particular motivation nor the
avowed purpose of the patentee controls. What matters
is the objective reach of the claim. If the claim extends
to what is obvious, it is invalid under 35 U.S.C.S. § 103.
One of the ways in which a patent's subject matter can
be proved obvious is by noting that there existed at the
time of invention a known problem for which there was
an obvious solution encompassed by the patent's
claims.

[=+708]

PATENTS 8§ 19.1 > PATENTABILITY -- OBVIOUSNESS
> Headnote:

LEdHN][10][&] [10]

A problem motivating a patentee may be only one of
many addressed by the patent's subject matter. The
guestion is not whether the combination was obvious to
the patentee but whether the combination was obvious
to a person with ordinary skill in the art.

PATENTS § 19 PATENTS § 19.1 > PATENTABILITY --
ORDINARY SKILL -- OBVIOUSNESS > Headnote:

LEdHN[11][&] [11]

When there is a design need or market pressure to
solve a problem and there are a finite number of
identified, predictable solutions, a person of ordinary
skill has good reason to pursue the known options
within his or her technical grasp. If this leads to the
anticipated success, it is likely the product not of
innovation but of ordinary skill and common sense. In
that instance the fact that a combination was obvious to
try might show that it was obvious under 35 U.S.C.S. §
103.
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PATENTS 8 19.1 > PATENTABILITY -- OBVIOUSNESS
> Headnote:

LEdHN[12][&] [12]

In a patent obviousness case, a factfinder must be
aware of the distortion caused by hindsight bias and
must be cautious of arguments reliant upon ex post
reasoning. Rigid preventative rules that deny factfinders
recourse to common sense, however, are neither
necessary under U.S. Supreme Court case law nor
consistent with it.

SUMMARY JUDGMENT AND JUDGMENT ON PLEADINGS
8 5> PATENTABILITY -- OBVIOUSNESS OF CLAIM --
SUMMARY JUDGMENT > Headnote:

LEdHN[13][&] [13]

In considering summary judgment on a question of
patent obviousness, a district court can and should take
into account expert testimony, which may resolve or
keep open certain questions of fact. That is not the end
of the issue, however. The ultimate judgment of
obviousness is a legal determination. Where the content
of the prior art, the scope of the patent claim, and the
level of ordinary skill in the art are not in material
dispute, and the obviousness of the claim is apparent in
light of these factors, summary judgment is appropriate.

PATENTS § 17 PATENTS § 19.1 > PATENTABILITY --
ORDINARY INNOVATION -- OBVIOUS SUBJECT MATTER
> Headnote:

LEdHN[14][&] [14]

As progress beginning from higher levels of
achievement is expected in the normal course, the
results of ordinary innovation are not the subject of
exclusive rights under the patent laws. Were it otherwise
patents might stifle, rather than promote, the progress of
useful arts. U.S. Const. art. |, § 8, cl. 8. These premises
lead to the bar on patents claiming obvious subject
matter established by case law and codified in 35
U.S.C.S. § 103. Application of the bar must not be
confined within a test or formulation too constrained to
serve its purpose.

Syllabus

[1387] [***709] To control a conventional automobile's
speed, the driver depresses or releases the gas pedal,
which interacts with the throttle via a cable or other
mechanical link. Because the pedal's position in the
footwell normally cannot be adjusted, a driver wishing to
be closer or farther from it must either reposition himself
in the seat or move the seat, both of which can be
imperfect solutions for smaller drivers in cars with deep
footwells. This prompted inventors to design and patent
pedals that could be adjusted to change their locations.
The Asano patent reveals a support structure whereby,
when the pedal location is [****2] adjusted, one of the
pedal's pivot points stays fixed. Asano is also designed
so that the force necessary to depress the pedal is the
same regardless of location adjustments. The Redding
patent reveals a different, sliding mechanism where
both the pedal and the pivot point are adjusted.

In newer cars, computer-controlled throttles do not
operate through force transferred from the pedal by a
mechanical link, but open and close valves in response
to electronic signals. For the computer to know what is
happening with the pedal, an electronic sensor must
translate the mechanical operation into digital data.
Inventors had obtained a number of patents for such
sensors. The so-called '936 patent taught that it was
preferable to detect the pedal's position in the pedal
mechanism, not in the engine, so the patent disclosed a
pedal with an electronic sensor on a pivot point in the
pedal assembly. The Smith patent taught that to prevent
the wires connecting the sensor to the computer from
chafing and wearing out, the sensor should be put on a
fixed part of the pedal assembly rather than in or on the
pedal's footpad. Inventors had also patented self-
contained modular sensors, which can be [****3] taken
off the shelf and attached to any mechanical pedal to
allow it to function with a computer-controlled throttle.
The '068 patent disclosed one such sensor. Chevrolet
also manufactured trucks using modular sensors
attached to the pedal support bracket, adjacent to the
pedal and engaged [***710] with the pivot shaft about
which the pedal rotates. Other patents disclose
electronic sensors attached to adjustable pedal
assemblies. For example, the Rixon patent locates the
sensor in the pedal footpad, but is known for wire
chafing.

After petitioner KSR developed an adjustable pedal
system for cars with cable-actuated throttles and
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obtained its '986 patent for the design, General Motors
Corporation (GMC) chose KSR to supply adjustable
pedal systems for trucks using computer-controlled
throttles. To make the '986 pedal compatible with the
trucks, KSR added a modular sensor to its design.
Respondents (Teleflex) hold the exclusive license for
the Engelgau patent, claim 4 of which discloses a
position-adjustable pedal assembly with an electronic
pedal position sensor attached to a fixed pivot point.
Despite having denied a similar, broader claim, the
[1388] U. S. Patent and Trademark Office (PTO) had
allowed [****4] claim 4 because it included the limitation
of a fixed pivot position, which distinguished the design
from Redding's. Asano was neither included among the
Engelgau patent's prior art references nor mentioned in
the patent's prosecution, and the PTO did not have
before it an adjustable pedal with a fixed pivot point.
After learning of KSR's design for GMC, Teleflex sued
for infringement, asserting that KSR's pedal system
infringed the Engelgau patent's claim 4. KSR countered
that claim 4 was invalid under § 103 of the Patent Act,
which forbids issuance of a patent when "the differences
between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was
made to a person having ordinary skill in the art."

Graham v. John Deere Co. of Kansas City, 383 U.S. 1,
17-18, 86 S. Ct. 684, 15 L. Ed. 2d 545, set out an
objective analysis for applying & 103: "[T]he scope and
content of the prior art are . . . determined; differences
between the prior art and the claims at issue are . . .
ascertained; and the level of ordinary skill in the
pertinent art resolved. Against this background, the
obviousness or nonobviousness [****5] of the subject
matter is determined. Such secondary considerations as
commercial success, long felt but unsolved needs,
failure of others, etc., might be utilized to give light to the
circumstances surrounding the origin of the subject
matter sought to be patented." While the sequence of
these questions might be reordered in any particular
case, the factors define the controlling inquiry. However,
seeking to resolve the obviousness question with more
uniformity and consistency, the Federal Circuit has
employed a "teaching, suggestion, or motivation" (TSM)
test, under which a patent claim is only proved obvious
if the prior art, the problem's nature, or the knowledge of
a person having ordinary skill in the art reveals some
motivation or suggestion to combine the prior art
teachings.

The District Court granted KSR summary judgment.
After reviewing pedal design history, the Engelgau

patent's scope, and the relevant prior art, the court
considered claim 4's validity, applying Graham's
framework to determine whether under summary-
judgment standards KSR had demonstrated that claim 4
was obvious. The court found "little difference" between
the prior art's teachings and claim 4: [****6] Asano
taught everything contained in the claim except
[***711] using a sensor to detect the pedal's position
and transmit it to a computer controlling the throttle.
That additional aspect was revealed in, e.g., the '068
patent and Chevrolet's sensors. The court then held that
KSR satisfied the TSM test, reasoning (1) the state of
the industry would lead inevitably to combinations of
electronic sensors and adjustable pedals, (2) Rixon
provided the basis for these developments, and (3)
Smith taught a solution to Rixon's chafing problems by
positioning the sensor on the pedal's fixed structure,
which could lead to the combination of a pedal like
Asano with a pedal position sensor.

Reversing, the Federal Circuit ruled the District Court
had not applied the TSM test strictly enough, having
failed to make findings as to the specific understanding
or principle within a skilled artisan's knowledge that
would have motivated one with no knowledge of the
invention to attach an electronic control to the Asano
assembly's support bracket. The Court of Appeals held
that the District Court's recourse to the nature of the
problem to be solved was insufficient because, unless
the prior art references [****7] addressed the precise
problem that the patentee was trying to solve, the
problem would not motivate an inventor to look at those
references. The appeals court found that the Asano
pedal was designed to ensure that the force required to
depress the pedal is the same no matter how the pedal
is adjusted, whereas Engelgau sought to provide a
simpler, smaller, cheaper adjustable electronic pedal.
The Rixon pedal, said the court, suffered from chafing
but was not designed to solve that problem and taught
nothing helpful to Engelgau's purpose. Smith, in turn,
did not relate to adjustable pedals and did not
necessarily go to the issue of motivation to attach the
electronic control on the pedal assembly's support
bracket. So interpreted, the court held, the patents
would not have led a person of ordinary skill to put a
sensor on an Asano-like pedal. That it might have been
obvious to try that combination was likewise irrelevant.
Finally, the court held that genuine issues of material
fact precluded summary judgment.

Held:

The Federal Circuit addressed the obviousness
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question in a narrow, rigid manner that is inconsistent
with § 103 and this Court's precedents. KSR provided
convincing [****8] evidence that mounting an available
sensor on a [1389] fixed pivot point of the Asano pedal
was a design step well within the grasp of a person of
ordinary skill in the relevant art and that the benefit of
doing so would be obvious. Its arguments, and the
record, demonstrate that the Engelgau patent's claim 4
is obvious. Pp. 11-24.

1. Graham provided an expansive and flexible approach
to the obviousness question that is inconsistent with the
way the Federal Circuit applied its TSM test here.
Neither § 103's enactment nor Graham's analysis
disturbed the Court's earlier instructions concerning the
need for caution in granting a patent based on the
combination of elements found in the prior art. See
Great Atlantic & Pacific Tea Co. v. Supermarket
Equipment Corp., 340 U.S. 147, 152, 71 S. Ct. 127, 95
L. Ed. 162, 1951 Dec. Comm'r Pat. 572 Such a
combination of familiar elements according to known
methods is likely to be obvious when it does no more
than yield predictable results. See, e.g., United States v.
Adams, 383 U.S. 39, 50-52, 86 S. Ct. 708, 15 L. Ed. 2d
572, 174 Ct. Cl. 1293 When a work is available in one
field, design incentives and other market forces
[***712] can prompt variations of it, either in the same
field or in another. If a person [****9] of ordinary skill in
the art can implement a predictable variation, and would
see the benefit of doing so, 8§ 103 likely bars its
patentability. Moreover, if a technique has been used to
improve one device, and a person of ordinary skill in the
art would recognize that it would improve similar devices
in the same way, using the technique is obvious unless
its actual application is beyond that person's skill. A
court must ask whether the improvement is more than
the predictable use of prior art elements according to
their established functions. Following these principles
may be difficult if the claimed subject matter involves
more than the simple substitution of one known element
for another or the mere application of a known
technique to a piece of prior art ready for the
improvement. To determine whether there was an
apparent reason to combine the known elements in the
way a patent claims, it will often be necessary to look to
interrelated teachings of multiple patents; to the effects
of demands known to the design community or present
in the marketplace; and to the background knowledge
possessed by a person having ordinary skill in the art.
To facilitate review, this analysis should [****10] be
made explicit. But it need not seek out precise teachings
directed to the challenged claim's specific subject
matter, for a court can consider the inferences and

creative steps a person of ordinary skill in the art would
employ. Pp. 11-14.

(b) The TSM test captures a helpful insight: A patent
composed of several elements is not proved obvious
merely by demonstrating that each element was,
independently, known in the prior art. Although common
sense directs caution as to a patent application claiming
as innovation the combination of two known devices
according to their established functions, it can be
important to identify a reason that would have prompted
a person of ordinary skill in the art to combine the
elements as the new invention does. Inventions usually
rely upon building blocks long since uncovered, and
claimed discoveries almost necessarily will be
combinations of what, in some sense, is already known.
Helpful insights, however, need not become rigid and
mandatory formulas. If it is so applied, the TSM test is
incompatible with this Court's precedents. The diversity
of inventive pursuits and of modern technology counsels
against confining the obviousness analysis [****11] by a
formalistic conception of the words teaching,
suggestion, and motivation, or by overemphasizing the
importance of published articles and the explicit content
of issued patents. In many fields there may be little
discussion of obvious techniques or combinations, and
market demand, rather than scientific literature, may
often drive design trends. Granting patent protection to
advances that would occur in the ordinary course
without real innovation retards progress and may, for
patents combining previously known elements, deprive
prior inventions of their value or utility. Since the TSM
test was devised, the Federal Circuit doubtless has
applied it in accord with these principles in many cases.
There is no necessary inconsistency between the test
and the Graham analysis. But a court errs where, as
here, it transforms general principle into a rigid rule
limiting the obviousness inquiry. Pp. 14-15.

(c) The flaws in the Federal Circuit's analysis relate
mostly to its [***713] narrow conception of the
obviousness inquiry consequent in its application of the
TSM test. The Circuit first erred in holding that courts
and patent examiners should look only to the problem
the patentee was trying [****12] to solve. Under the
correct analysis, any need or problem known in the field
and addressed by the patent can provide a reason for
combining the elements in the [1390] manner claimed.
Second, the appeals court erred in assuming that a
person of ordinary skill in the art attempting to solve a
problem will be led only to those prior art elements
designed to solve the same problem. The court wrongly
concluded that because Asano's primary purpose was
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solving the constant ratio problem, an inventor
considering how to put a sensor on an adjustable pedal
would have no reason to consider putting it on the
Asano pedal. It is common sense that familiar items
may have obvious uses beyond their primary purposes,
and a person of ordinary skill often will be able to fit the
teachings of multiple patents together like pieces of a
puzzle. Regardless of Asano's primary purpose, it
provided an obvious example of an adjustable pedal
with a fixed pivot point, and the prior art was replete with
patents indicating that such a point was an ideal mount
for a sensor. Third, the court erred in concluding that a
patent claim cannot be proved obvious merely by
showing that the combination of elements was obvious
to try. [****13] When there is a design need or market
pressure to solve a problem and there are a finite
number of identified, predictable solutions, a person of
ordinary skill in the art has good reason to pursue the
known options within his or her technical grasp. If this
leads to the anticipated success, it is likely the product
not of innovation but of ordinary skill and common
sense. Finally, the court drew the wrong conclusion from
the risk of courts and patent examiners falling prey to
hindsight bias. Rigid preventative rules that deny
recourse to common sense are neither necessary
under, nor consistent with, this Court's case law. Pp. 15-
18.

2. Application of the foregoing standards demonstrates
that claim 4 is obvious. Pp. 18-23.

(a) The Court rejects Teleflex's argument that the Asano
pivot mechanism's design prevents its combination with
a sensor in the manner claim 4 describes. This
argument was not raised before the District Court, and it
is unclear whether it was raised before the Federal
Circuit. Given the significance of the District Court's
finding that combining Asano with a pivot-mounted
pedal position sensor fell within claim 4's scope, it is
apparent that Teleflex would [****14] have made
clearer challenges if it intended to preserve this claim.
Its failure to clearly raise the argument, and the appeals
court's silence on the issue, lead this Court to accept the
District Court's conclusion. Pp. 18-20.

(b) The District Court correctly concluded that when
Engelgau designed the claim 4 subject matter, it was
obvious to a person of ordinary skill in the art to
combine Asano with a pivot-mounted pedal position
sensor. There then was a marketplace creating a strong
incentive to convert mechanical pedals to electronic
pedals, and the prior art taught a number of methods for
doing so. The Federal Circuit considered the issue too

narrowly by, in effect, asking whether a pedal designer
writing on a blank slate would have chosen both Asano
and a modular sensor similar to the ones used in the
Chevrolet trucks and [***714] disclosed in the '068
patent. The proper question was whether a pedal
designer of ordinary skill in the art, facing the wide
range of needs created by developments in the field,
would have seen an obvious benefit to upgrading Asano
with a sensor. For such a designer starting with Asano,
the question was where to attach the sensor. The '936
patent taught [****15] the utility of putting the sensor on
the pedal device. Smith, in turn, explained not to put the
sensor on the pedal footpad, but instead on the
structure. And from Rixon's known wire-chafing
problems, and Smith's teaching that the pedal
assemblies must not precipitate any motion in the
connecting wires, the designer would know to place the
sensor on a nonmoving part of the pedal structure. The
most obvious such point is a pivot point. The designer,
accordingly, would follow Smith in mounting the sensor
there. Just as it was possible to begin with the objective
to upgrade Asano to work with a computer-controlled
throttle, so too was it possible to take an adjustable
electronic pedal like Rixon and seek an improvement
that would avoid the wire-chafing problem. Teleflex has
not shown anything in the prior art that taught away from
the use of Asano, nor any secondary factors to dislodge
the determination that claim 4 is obvious. Pp. 20-23.

3. The Court disagrees with the Federal Circuit's holding
that genuine issues of material fact precluded summary
judgment. The ultimate judgment of obviousness is a
legal determination. Graham, 383 U.S., at 17, 86 S. Ct.
684, 15 L. Ed. 2d 545. Where, as here, the [****16]
prior art's content, the patent claim's scope, and the
level of ordinary skill in the art are not in material dispute
and the claim's obviousness [1391] is apparent,
summary judgment is appropriate. P. 23.

119 Fed. Appx. 282, reversed and remanded.

Counsel: James W. Dabney argued the cause for
petitioner.

Thomas G. Hungar argued the cause for the United
States, as amicus curiae, by special leave of court.

Thomas C. Goldstein argued the cause for
respondents.
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Judges: Kennedy, J., delivered the opinion for a
unanimous Court.

Opinion by: KENNEDY

Opinion

[*405] [**1734]
opinion of the Court.

Justice Kennedy delivered the

Teleflex Incorporated and its subsidiary Technology
Holding Company--both referred to here as Teleflex--
sued KSR International Company for patent
infringement. The patent at issue, United States Patent
No. 6,237,565 B1, is entitled "Adjustable [*406] Pedal
Assembly With Electronic Throttle Control." Supp. App.
1. The patentee is Steven J. Engelgau, and the patent is
referred to as "the Engelgau patent." Teleflex holds the
exclusive license to the patent.

Claim 4 of the Engelgau patent describes a mechanism
for combining an electronic sensor with an adjustable
automobile pedal so the pedal's position can be
transmitted to a computer that controls the throttle in the
vehicle's engine. When Teleflex accused KSR of
infringing the Engelgau patent by adding an electronic
sensor to one of KSR's previously [****17] designed
pedals, KSR countered that claim 4 was invalid under
the Patent Act, 35 U.S.C. § 103 (2000ed. and Supp. V),
because its subject matter was obvious.

HNl["i*'] LEdHN[l]["F] [1]Section 103(a) forbids
issuance of a patent when "the differences between the
subject matter sought to be patented and the prior art
are such that the subject matter as a whole would have
been obvious at the time the invention was made to a
person having [***715] ordinary skill in the art to which
said subject matter pertains.”

In Graham v. John Deere Co. of Kansas City, 383 U.S.
1,86 S. Ct. 684, 15 L. Ed. 2d 545 (1966), the Court set
out a framework for applying the statutory language of §
103, language itself based on the logic of the earlier
decision in Hotchkiss v. Greenwood, 52 U.S. 248, 11

How. 248, 13 L. Ed. 683 (1851), and its progeny. See
383 U.S., at 15-17, 86 S. Ct. 684, 15 L. Ed. 2d 545. The
analysis is objective:

HN2[F] LEJHN[2][#] [2]"Under § 103, the scope
and content of the prior art are to be determined;
differences between the prior art and the claims at
issue are to be ascertained; and the level of
ordinary skill in the pertinent art resolved. Against

this background, the obviousness or
nonobviousness of the subject matter s
determined. Such secondary

considerations [****18] as commercial success,
long felt but unsolved needs, failure of others, etc.,
might be utilized to give light to the circumstances
surrounding the origin of the subject matter sought
to be patented." Id., at 17-18, 86 S. Ct. 684, 15 L.
Ed. 2d 545.

[*407] While the sequence of these questions might be
reordered in any particular case, the factors continue to
define the inquiry that controls. If a court, or patent
examiner, conducts this analysis and concludes the
claimed subject matter was obvious, the claim is invalid
under § 103.

Seeking to resolve the question of obviousness with
more uniformity and consistency, the Court of Appeals
for the Federal Circuit has employed an approach
referred to by the parties as the "teaching, suggestion,
or motivation" test (TSM test), under which a patent
claim is only proved obvious if "some motivation or
suggestion to combine the prior art teachings" can be
found in the prior art, the nature of the problem, or the
knowledge of a person having ordinary skill in the art.
See, e.g., Al-Site Corp. v. VSI Int'l, Inc., 174 F.3d 1308,
1323-1324 (CA  Fed. 1999). KSR challenges
that [**1735] test, or at least its application in this case.
See 119 Fed. Appx. 282, 286-290 (CA Fed. 2005).
[****19] Because the Court of Appeals addressed the
guestion of obviousness in a manner contrary to § 103
and our precedents, we granted certiorari, 548 U.S. 902,
126 S. Ct. 2965, 165 L. Ed. 2d 949 (2006). We now
reverse.

I
A

In car engines without computer-controlled throttles, the
accelerator pedal interacts with the throttle via cable or
other mechanical link. The pedal arm acts as a lever
rotating around a pivot point. In a cable-actuated throttle
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control the rotation caused by pushing down the pedal
pulls a cable, which in turn pulls open valves in the
carburetor or fuel injection unit. The wider the valves
open, the more fuel and air are released, causing
combustion to increase and the car to accelerate. When
the driver takes his foot off the pedal, the opposite
occurs as the cable is released and the valves slide
closed.

In the 1990's it became more common to install
computers in cars to control engine operation.
Computer-controlled [*408] throttles open and close
valves in response to electronic signals, not through
force transferred from the pedal by a mechanical link.
Constant, delicate [1392] adjustments of air and fuel
mixture are possible. The computer's rapid processing
of factors beyond the pedal's position improves [****20]
[***716] fuel efficiency and engine performance.

For a computer-controlled throttle to respond to a
driver's operation of the car, the computer must know
what is happening with the pedal. A cable or mechanical
link does not suffice for this purpose; at some point, an
electronic sensor is necessary to translate the
mechanical operation into digital data the computer can
understand.

Before discussing sensors further we turn to the
mechanical design of the pedal itself. In the traditional
design a pedal can be pushed down or released but
cannot have its position in the footwell adjusted by
sliding the pedal forward or back. As a result, a driver
who wishes to be closer or farther from the pedal must
either reposition himself in the driver's seat or move the
seat in some way. In cars with deep footwells these are
imperfect solutions for drivers of smaller stature. To
solve the problem, inventors, beginning in the 1970's,
designed pedals that could be adjusted to change their
location in the footwell. Important for this case are two
adjustable pedals disclosed in U.S. Patent Nos.
5,010,782 (filed July 28, 1989) (Asano) and 5,460,061
(filed Sept. 17, 1993) (Redding). The Asano patent
reveals a[****21] support structure that houses the
pedal so that even when the pedal location is adjusted
relative to the driver, one of the pedal's pivot points
stays fixed. The pedal is also designed so that the force
necessary to push the pedal down is the same
regardless of adjustments to its location. The Redding
patent reveals a different, sliding mechanism where
both the pedal and the pivot point are adjusted.

We return to sensors. Well before Engelgau applied for
his challenged patent, some inventors had obtained

patents involving electronic pedal sensors for computer-
controlled [*409] throttles. These inventions, such as
the device disclosed in U.S. Patent No. 5,241,936 (filed
Sept. 9, 1991) ('936), taught that it was preferable to
detect the pedal's position in the pedal assembly, not in
the engine. The '936 patent disclosed a pedal with an
electronic sensor on a pivot point in the pedal assembly.
U.S. Patent No. 5,063,811 (filed July 9, 1990) (Smith)
taught that to prevent the [**1736] wires connecting the
sensor to the computer from chafing and wearing out,
and to avoid grime and damage from the driver's foot,
the sensor should be put on a fixed part of the pedal
assembly rather than in or on the pedal's [****22]
footpad.

In addition to patents for pedals with integrated sensors
inventors obtained patents for self-contained modular
sensors. A modular sensor is designed independently of
a given pedal so that it can be taken off the shelf and
attached to mechanical pedals of various sorts, enabling
the pedals to be used in automobiles with computer-
controlled throttles. One such sensor was disclosed in
U.S. Patent No. 5,385,068 (filed Dec. 18, 1992) ('068).
In 1994, Chevrolet manufactured a line of trucks using
modular sensors "attached to the pedal assembly
support bracket, adjacent to the pedal and engaged with
the pivot shaft about which the pedal rotates in
operation." 298 F. Supp. 2d 581, 589 (ED Mich. 2003).

The prior art contained patents involving the placement
of sensors on adjustable pedals as well. For example,
U.S. Patent No. 5,819,593 (filed Aug. 17, 1995) (Rixon)
discloses an adjustable pedal assembly with an
[***717] electronic sensor for detecting the pedal's
position. In the Rixon pedal the sensor is located in the
pedal footpad. The Rixon pedal was known to suffer
from wire chafing when the pedal was depressed and
released.

This short account of pedal and sensor technology
leads [****23] to the instant case.

B

KSR, a Canadian company, manufactures and supplies
auto parts, including pedal systems. Ford Motor
Company hired [*410] KSR in 1998 to supply an
adjustable pedal system for various lines of automobiles
with cable-actuated throttle controls. KSR developed an
adjustable mechanical pedal for Ford and obtained U.S.
Patent No. 6,151,986 (filed July 16, 1999) ('986) for the
design. In 2000, KSR was chosen by General Motors
Corporation (GMC or GM) to supply adjustable pedal
systems for Chevrolet and GMC light trucks that used
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engines with computer-controlled throttles. To make the
'986 pedal compatible with the trucks, KSR merely took
that design and added a modular sensor.

Teleflex is a rival to KSR in the design and manufacture
of adjustable pedals. As noted, it is the exclusive
licensee of the Engelgau patent. Engelgau filed the
patent application on August 22, 2000, as a continuation
of a previous [1393] application for U.S. Patent No.
6,109,241, which was filed on January 26, 1999. He has
sworn he invented the patent's subject matter on
February 14, 1998. The Engelgau patent discloses an
adjustable electronic pedal described in the specification
as a "simplified vehicle control [****24] pedal assembly
that is less expensive, and which uses fewer parts and
is easier to package within the vehicle." Engelgau, col.
2, 1. 2-5, Supp. App. 6. Claim 4 of the patent, at issue
here, describes:

"A vehicle control pedal apparatus comprising:

"a support adapted to be mounted to a vehicle

structure;

"an adjustable pedal assembly having a pedal arm

moveable in for[e] and aft directions with "respect to

said support;

"a pivot for pivotally supporting said adjustable

pedal assembly with respect to said support and

defining a pivot axis; and

"an electronic control attached to said support for

controlling a vehicle system;

"said apparatus characterized by said electronic
control being responsive to said pivot for providing
a signal that corresponds to pedal arm position as
said pedal arm pivots [*411] about said
pivot [**1737] axis between rest and applied
positions wherein the position of said pivot remains
constant while said pedal arm moves in fore and aft
directions with respect to said pivot." Id., col. 6, Il.
17-36, Supp. App. 8 (diagram numbers omitted).

We agree with the District Court that the claim discloses
"a position-adjustable pedal [****25] assembly with an
electronic pedal position sensor attached to the support
member of the pedal assembly. Attaching the sensor to
the support member allows the sensor to remain in a
fixed position while the driver adjusts the pedal." 298 F.
Supp. 2d, at 586-587.

Before issuing the Engelgau patent the U. S. Patent and
Trademark Office (PTO) rejected one of the patent
claims that was similar to, but [***718] broader than,
the present claim 4. The claim did not include the
requirement that the sensor be placed on a fixed pivot

point. The PTO concluded the claim was an obvious
combination of the prior art disclosed in Redding and
Smith, explaining:

"'Since the prior ar[t] references are from the field of
endeavor, the purpose disclosed . . . would have
been recognized in the pertinent art of Redding.
Therefore it would have been obvious . . . to
provide the device of Redding with the . . . means
attached to a support member as taught by Smith."
Id., at 595.

In other words Redding provided an example of an
adjustable pedal, and Smith explained how to mount a
sensor on a pedal's support structure, and the rejected
patent claim merely put these two teachings together.

[****26] Although the broader claim was rejected, claim
4 was later allowed because it included the limitation of
a fixed pivot point, which distinguished the design from
Redding's. Ibid. Engelgau had not included Asano
among the prior art references, and Asano was not
mentioned in the patent's prosecution. Thus, the PTO
did not have before it an adjustable [*412] pedal with a
fixed pivot point. The patent issued on May 29, 2001,
and was assigned to Teleflex.

Upon learning of KSR's design for GM, Teleflex sent a
warning letter informing KSR that its proposal would
violate the Engelgau patent. "Teleflex believes that any
supplier of a product that combines an adjustable pedal
with an electronic throttle control necessarily employs
technology covered by one or more™ of Teleflex's
patents. Id., at 585. KSR refused to enter a royalty
arrangement with Teleflex; so Teleflex sued for
infringement, asserting KSR's pedal infringed the
Engelgau patent and two other patents. lbid. Teleflex
later abandoned its claims regarding the other patents
and dedicated the patents to the public. The remaining
contention was that KSR's pedal system for GM
infringed claim 4 of the Engelgau patent. [****27]
Teleflex has not argued that the other three claims of
the patent are infringed by KSR's pedal, nor has
Teleflex argued that the mechanical adjustable pedal
designed by KSR for Ford infringed any of its patents.

C

The District Court granted summary judgment in KSR's
favor. After reviewing the pertinent history of pedal
design, the scope of the Engelgau patent, and the
relevant prior art, the court considered the validity of the
contested claim. HNS[?] LEdHN[3]['1T] [3] By direction
of 35 U.S.C. § 282, an issued patent is presumed valid.
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The District Court applied Graham's framework to
determine [1394] whether under summary-judgment
standards KSR had overcome the presumption and
demonstrated that claim 4 was obvious in light of the
prior art in existence when [**1738] the claimed subject
matter was invented. See § 103(a).

The District Court determined, in light of the expert
testimony and the parties' stipulations, that the level of
ordinary skill in pedal design was "an undergraduate
degree in mechanical engineering (or an equivalent
amount of industry experience) [and] familiarity with
pedal control systems for [*413] vehicles." 298 F.
Supp. 2d, at 590. The court then set forth the [****28]
relevant prior art, including the patents and pedal
designs described above.

[***719] Following Graham's direction, the court
compared the teachings of the prior art to the claims of
Engelgau. It found "little difference." 298 F. Supp. 2d, at
590. Asano taught everything contained in claim 4
except the use of a sensor to detect the pedal's position
and transmit it to the computer controlling the throttle.
That additional aspect was revealed in sources such as
the '068 patent and the sensors used by Chevrolet.

Under the controlling cases from the Court of Appeals
for the Federal Circuit, however, the District Court was
not permitted to stop there. The court was required also
to apply the TSM test. The District Court held KSR had
satisfied the test. It reasoned (1) the state of the industry
would lead inevitably to combinations of electronic
sensors and adjustable pedals, (2) Rixon provided the
basis for these developments, and (3) Smith taught a
solution to the wire chafing problems in Rixon, namely,
locating the sensor on the fixed structure of the pedal.
This could lead to the combination of Asano, or a pedal
like it, with a pedal position sensor.

The conclusion that the [****29] Engelgau design was
obvious was supported, in the District Court's view, by
the PTO's rejection of the broader version of claim 4.
Had Engelgau included Asano in his patent application,
it reasoned, the PTO would have found claim 4 to be an
obvious combination of Asano and Smith, as it had
found the broader version an obvious combination of
Redding and Smith. As a final matter, the District Court
held that the secondary factor of Teleflex's commercial
success with pedals based on Engelgau's design did not
alter its conclusion. The District Court granted summary
judgment for KSR.

With principal reliance on the TSM test, the Court of

Appeals reversed. It ruled the District Court had not
been strict enough in applying the test, having failed to
make [*414] ™finding[s] as to the specific
understanding or principle within the knowledge of a
skilled artisan that would have motivated one with no
knowledge of [the] invention' . . . to attach an electronic
control to the support bracket of the Asano assembly."
119 Fed. Appx., at 288 (quoting In re Kotzab, 217 F.3d
1365, 1371 (CA Fed. 2000); brackets in original). The
Court of Appeals held that the District Court
was [****30] incorrect that the nature of the problem to
be solved satisfied this requirement because unless the
"prior art references address[ed] the precise problem
that the patentee was trying to solve," the problem
would not motivate an inventor to look at those
references. 119 Fed. Appx., at 288.

Here, the Court of Appeals found, the Asano pedal was
designed to solve the "constant ratio problem™--that is,
to ensure that the force required to depress the pedal is
the same no matter how the pedal is adjusted--whereas
Engelgau sought to provide a simpler, smaller, cheaper
adjustable electronic pedal. Ibid. As for Rixon, the court
explained, that pedal suffered from the problem of wire
chafing but was not designed to solve it. In the court's
view Rixon did not teach anything helpful to Engelgau's
purpose. Smith, in turn, did not relate to adjustable
pedals and did not "necessarily go to the issue of
motivation [**1739] to attach the electronic control on
the support bracket of the pedal assembly." Ibid. When
the patents were interpreted in this way, the Court of
Appeals held, they would not have led a person of
ordinary skill to put a sensor on the sort of pedal
described in Asano.

[***720] [****31] That it might have been obvious to try
the combination of Asano and a sensor was likewise
irrelevant, in the court's view, because ""[o]bvious to try"
has long been held not to constitute obviousness.™ Id.,
at 289 (quoting In re Deuel, 51 F.3d 1552, 1559 (CA

Fed. 1995)).

The Court of Appeals also faulted the District Court's
consideration of the PTO's rejection of the broader
version of claim 4. The District Court's role, the Court of
Appeals explained, was not to speculate regarding what
the PTO might [*415] have done had the Engelgau
patent mentioned Asano. Rather, the court held, the
District Court was obliged first to [1395] presume that
the issued patent was valid and then to render its own
independent judgment of obviousness based on a
review of the prior art. The fact that the PTO had
rejected the broader version of claim 4, the Court of
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Appeals said, had no place in that analysis.

The Court of Appeals further held that genuine issues of
material fact precluded summary judgment. Teleflex had
proffered statements from one expert that claim 4 "'was
a simple, elegant, and novel combination of features,"
119 Fed. Appx., at 290, compared to Rixon, [****32]
and from another expert that claim 4 was nonobvious
because, unlike in Rixon, the sensor was mounted on
the support bracket rather than the pedal itself. This
evidence, the court concluded, sufficed to require a trial.

A

We begin by rejecting the rigid approach of the Court of
Appeals. Throughout this Court's engagement with the
question of obviousness, our cases have set forth an
expansive and flexible approach inconsistent with the
way the Court of Appeals applied its TSM test here. To
be sure, Graham recognized the need for "uniformity
and definiteness." 383 U.S., at 18, 86 S. Ct. 684, 15 L.
Ed. 2d 545. Yet the principles laid down in Graham
reaffirmed the "functional approach" of Hotchkiss, 52
U.S. 248, 11 How. 248, 13 L. Ed. 683. See 383 U.S., at
12, 86 S. Ct. 684, 15 L. Ed. 2d 545. To this end,
Graham set forth a broad inquiry and invited courts,
where appropriate, to look at any secondary
considerations that would prove instructive. Id., at 17, 86
S. Ct. 684, 15 L. Ed. 2d 545.

Neither the enactment of § 103 nor the analysis in
Graham disturbed this Court's earlier instructions
concerning the need for caution in granting a patent
based on the combination of elements found in the prior
art. For over a half century, [****33] the Court has held
that HNA[®] LEJHN[4][#*] [4] a ‘"patent for a
combination [*416] which only unites old elements with
no change in their respective functions . . . obviously
withdraws what already is known into the field of its
monopoly and diminishes the resources available to
skillful men." Great Atlantic & Pacific Tea Co. v.
Supermarket Equipment Corp., 340 U.S. 147, 152-153,
71 S. Ct. 127, 95 L. Ed. 162, 1951 Dec. Comm'r Pat.
572 (1950). This is a principal reason for declining to
allow patents for what is obvious. The combination of
familiar elements according to known methods is likely
to be obvious when it does no more than yield
predictable results. Three cases decided after Graham
illustrate the application of this doctrine.

In United States v. Adams, 383 U.S. 39, 40, 86 S. Ct.
708, 15 L. Ed. 2d 572, 174 Ct. Cl. 1293 (1966), a

companion case to Graham, the Court considered the
obviousness of a "wet battery" that varied from
[***721] prior designs in two ways: [**1740] It
contained water, rather than the acids conventionally
employed in storage batteries; and its electrodes were
magnesium and cuprous chloride, rather than zinc and
silver chloride. The Court recognized that when a patent
claims a structure already known in the prior art that is
altered by the mere substitution of one [****34] element
for another known in the field, the combination must do
more than yield a predictable result. 383 U.S., at 50-51,
86 S. Ct. 708, 15 L. Ed. 2d 572, 174 Ct. CI. 1293lt
nevertheless rejected the Government's claim that
Adams' battery was obvious. The Court relied upon the
corollary principle that when the prior art teaches away
from combining certain known elements, discovery of a
successful means of combining them is more likely to be
nonobvious. Id., at 51-52, 86 S. Ct. 708, 15 L. Ed. 2d
572,174 Ct. Cl. 1293When Adams designed his battery,
the prior art warned that risks were involved in using the
types of electrodes he employed. The fact that the
elements worked together in an unexpected and fruitful
manner supported the conclusion that Adams' design
was not obvious to those skilled in the art.

In Anderson's-Black Rock, Inc. v. Pavement Salvage
Co., 396 U.S. 57, 90 S. Ct. 305, 24 L. Ed. 2d 258
(1969), the Court elaborated on this approach. The
subject matter of the patent before the Court was a
device combining two pre-existing elements: a radiant-
heat [*417] burner and a paving machine. The device,
the Court concluded, did not create some new synergy:
The radiant-heat burner functioned just as a burner was
expected to function; and the paving machine
did [****35] the same. The two in combination did no
more than they would in separate, sequential operation.
Id., at 60-62, 90 S. Ct. 305, 24 L. Ed. 2d 258. In those
circumstances, "while the combination of old elements
performed a useful function, it added nothing to the
nature and quality of the radiant-heat burner already
patented," and the patent failed under § 103. Id., at 62,
90 S. Ct. 305, 24 L. Ed. 2d 258 (footnote omitted).

Finally, in Sakraida v. AG Pro, Inc., 425 U.S. 273, 96 S.
Ct. 1532, 47 L. Ed. 2d 784 (1976), the Court derived
from the precedents the conclusion that when a patent
"simply arranges old elements with each performing the
same function it had been known to perform" and yields
no [1396] more than one would expect from such an
arrangement, the combination is obvious. Id., at 282, 96
S. Ct. 1532, 47 L .Ed. 2d 784.

The principles underlying these cases are instructive
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when the question is whether a patent claiming the
combination of elements of prior art is obvious. M[?]
LEdHN[5 [?] [5] When a work is available in one field
of endeavor, design incentives and other market forces
can prompt variations of it, either in the same field or a
different one. If a person of ordinary skill can implement
a predictable variation, § 103 likely bars its patentability.
For [****36] the same reason, if a technique has been
used to improve one device, and a person of ordinary
skill in the art would recognize that it would improve
similar devices in the same way, using the technique is
obvious unless its actual application is beyond his or her
skill. Sakraida and Anderson's-Black Rock are
illustrative--a court must ask whether the improvement
is more than the predictable use of prior art elements
according to their established functions.

Following these principles may be [***722] more
difficult in other cases than it is here because the
claimed subject matter may involve more than the
simple substitution of one known element for another or
the mere application of a known technique to a piece of
prior art ready for the improvement. [*418] Often, it will
be necessary for a court to look to interrelated teachings
of multiple patents; the effects of demands known to the
design community or present in the marketplace; and
the background knowledge possessed by a person
having [**1741] ordinary skill in the art, all in order to
determine whether there was an apparent reason to
combine the known elements in the fashion claimed by
the patent at issue. To facilitate review, this
analysis [****37] should be made explicit. See In re
Kahn, 441 F.3d 977, 988 (CA Fed. 2006) (HN6[¥]
LEdHN[6 ["IT] [6] "[R]ejections on obviousness grounds
cannot be sustained by mere conclusory statements;
instead, there must be some articulated reasoning with
some rational underpinning to support the legal
conclusion of obviousness"). As our precedents make
clear, however, the analysis need not seek out precise
teachings directed to the specific subject matter of the
challenged claim, for a court can take account of the
inferences and creative steps that a person of ordinary
skill in the art would employ.

B

When it first established the requirement of
demonstrating a teaching, suggestion, or motivation to
combine known elements in order to show that the
combination is obvious, the Court of Customs and
Patent Appeals captured a helpful insight. See
Application of Bergel, 292 F.2d 955, 956-957, 48
C.C.P.A. 1102, 1961 Dec. Comm'r Pat. 504 (1961). As

is clear from cases such as Adams, HN7["F] LEdHN[7][
"F] [7] a patent composed of several elements is not
proved obvious merely by demonstrating that each of its
elements was, independently, known in the prior art.
Although common sense directs one to look with care at
a patent application that claims as innovation [****38]
the combination of two known devices according to their
established functions, it can be important to identify a
reason that would have prompted a person of ordinary
skill in the relevant field to combine the elements in the
way the claimed new invention does. This is so because
inventions in most, if not all, instances rely upon building
blocks long since uncovered, and claimed discoveries
almost of necessity [*419] will be combinations of
what, in some sense, is already known.

Helpful insights, however, need not become rigid and
mandatory formulas; and when it is so applied, the TSM
test is incompatible with our precedents. M[?]
LEdHNI[8 ["i“] [8] The obviousness analysis cannot be
confined by a formalistic conception of the words
teaching, suggestion, and motivation, or by
overemphasis on the importance of published articles
and the explicit content of issued patents. The diversity
of inventive pursuits and of modern technology counsels
against limiting the analysis in this way. In many fields it
may be that there is little discussion of obvious
techniques or combinations, and it often may be the
case that market demand, rather than scientific
literature, will drive design trends. Granting patent
protection [****39] to advances that would occur in the
ordinary course without real innovation retards progress
and may, in the case of patents combining previously
known elements, deprive prior inventions of their value
or utility.

In the years since the Court of Customs and Patent
Appeals set forth the [***723] essence of the TSM test,
the Court of Appeals no doubt has applied the test in
accord with these principles in many cases. There is no
necessary inconsistency between the idea underlying
the TSM test and the Graham analysis. But when a
court transforms the general principle into a [1397]
rigid rule that limits the obviousness inquiry, as the
Court of Appeals did here, it errs.

C

The flaws in the analysis of the Court of Appeals relate
for the most part to the court's narrow conception of the
obviousness inquiry reflected in its application of the
TSM test. HNO[#] LEJHN[9][*] [9] In determining
whether the subject matter of a patent claim is obvious,
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neither the particular motivation nor the avowed purpose
of the [**1742] patentee controls. What matters is the
objective reach of the claim. If the claim extends to what
is obvious, it is invalid under § 103. One of the ways
[*420] in which a patent's subject matter can be proved
obvious is [****40] by noting that there existed at the
time of invention a known problem for which there was
an obvious solution encompassed by the patent's
claims.

The first error of the Court of Appeals in this case was to
foreclose this reasoning by holding that courts and
patent examiners should look only to the problem the
patentee was trying to solve. 119 Fed. Appx., at 288.
The Court of Appeals failed to recognize that M[?]
LEdHN[10 ["F] [10] the problem motivating the patentee
may be only one of many addressed by the patent's
subject matter. The question is not whether the
combination was obvious to the patentee but whether
the combination was obvious to a person with ordinary
skill in the art. Under the correct analysis, any need or
problem known in the field of endeavor at the time of
invention and addressed by the patent can provide a
reason for combining the elements in the manner
claimed.

The second error of the Court of Appeals lay in its
assumption that a person of ordinary skill attempting to
solve a problem will be led only to those elements of
prior art designed to solve the same problem. Ibid. The
primary purpose of Asano was solving the constant ratio
problem; so, the court concluded, [****41] an inventor
considering how to put a sensor on an adjustable pedal
would have no reason to consider putting it on the
Asano pedal. lIbid. Common sense teaches, however,
that familiar items may have obvious uses beyond their
primary purposes, and in many cases a person of
ordinary skill will be able to fit the teachings of multiple
patents together like pieces of a puzzle. Regardless of
Asano's primary purpose, the design provided an
obvious example of an adjustable pedal with a fixed
pivot point; and the prior art was replete with patents
indicating that a fixed pivot point was an ideal mount for
a sensor. The idea that a designer hoping to make an
adjustable electronic pedal would ignore Asano because
Asano was designed to solve the constant [*421] ratio
problem makes little sense. A person of ordinary skill is
also a person of ordinary creativity, not an automaton.

The same constricted analysis led the Court of Appeals
to conclude, in error, that a patent claim cannot be
proved obvious merely by showing that the combination
of elements was "[o]bvious to try." Id., at 289 (internal

quotation marks omitted). HN11[¥] LEdHN[11][%] [11]
When there is a design need or market pressure to
solve a problem [****42] and there are a finite number
of identified, predictable [***724] solutions, a person of
ordinary skill has good reason to pursue the known
options within his or her technical grasp. If this leads to
the anticipated success, it is likely the product not of
innovation but of ordinary skill and common sense. In
that instance the fact that a combination was obvious to
try might show that it was obvious under 8§ 103.

The Court of Appeals, finally, drew the wrong conclusion
from the risk of courts and patent examiners falling prey
to hindsight bias. HN12[#] LEdHN[12][¥] [12] A
factfinder should be aware, of course, of the distortion
caused by hindsight bias and must be cautious of
arguments reliant upon ex post reasoning. See Graham
383 U.S., at 36, 86 S. Ct. 684, 15 L. Ed. 2d 545
(warning against a "temptation to read into the prior art
the teachings of the invention in issue" and instructing
courts to "guard against slipping into use of hindsight™
(quoting Monroe Auto Equip. Co. v. Heckethorn Mfg. &
Supply Co., 332 F.2d 406, 412 (CA6 1964))). Rigid
preventative rules that deny factfinders recourse to
common sense, however, are[**1743] neither
necessary under our case law nor consistent with it.

We note the [****43] Court of Appeals has since
elaborated a broader conception of the TSM test than
was applied in the instant matter. See, e.g., DyStar
Textilfarben GmbH & Co. Deutschland KG v. C. H.
Patrick Co., 464 F.3d 1356, 1367 (CA Fed. 2006) ("Our
suggestion test is in actuality quite flexible and not only
permits, but requires, consideration of common
knowledge and common sense"); Alza Corp. v. Mylan
Labs., Inc., 464 F.3d 1286, 1291 (2006) (“There is
flexibility in our obviousness jurisprudence because a
motivation [*422] may be found implicitly in the prior
art. We do not [1398] have a rigid test that requires an
actual teaching to combine . . .)". Those decisions, of
course, are not now before us and do not correct the
errors of law made by the Court of Appeals in this case.
The extent to which they may describe an analysis more
consistent with our earlier precedents and our decision
here is a matter for the Court of Appeals to consider in
its future cases. What we hold is that the fundamental
misunderstandings identified above led the Court of
Appeals in this case to apply a test inconsistent with our
patent law decisions.

When we apply the standards we have [****44]
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explained to the instant facts, claim 4 must be found
obvious. We agree with and adopt the District Court's
recitation of the relevant prior art and its determination
of the level of ordinary skill in the field. As did the District
Court, we see little difference between the teachings of
Asano and Smith and the adjustable electronic pedal
disclosed in claim 4 of the Engelgau patent. A person
having ordinary skill in the art could have combined
Asano with a pedal position sensor in a fashion
encompassed by claim 4, and would have seen the
benefits of doing so.

A

Teleflex argues in passing that the Asano pedal cannot
be combined with a sensor in the manner described by
claim 4 because of the design of Asano's pivot
mechanisms. See Brief for Respondents 48-49, and n
17. Therefore, Teleflex reasons, even if adding a sensor
to Asano was obvious, that does not establish that claim
4 encompasses obvious subject matter. This argument
was not, however, [***725] raised before the District
Court. There Teleflex was content to assert only that the
problem motivating the invention claimed by the
Engelgau patent would not lead to the solution of
combining Asano with a sensor. See Teleflex's
Response [****45] to KSR's Motion [*423] for
Summary Judgment of Invalidity in No. 02-74586 (ED
Mich.), pp 18-20, App. 144a-146a. It is also unclear
whether the current argument was raised before the
Court of Appeals, where Teleflex advanced the
nonspecific, conclusory contention that combining
Asano with a sensor would not satisfy the limitations of
claim 4. See Brief for Plaintiffs-Appellants in No. 04-
1152 (CA Fed.), pp 42-44. Teleflex's own expert
declarations, moreover, do not support the point
Teleflex now raises. See Declaration of Clark J.
Radcliffe, Ph.D., Supp. App. 204-207; Declaration of
Timothy L. Andresen, id., at 208-210. The only
statement in either declaration that might bear on the
argument is found in the Radcliffe declaration:

"Asano . . . and the Rixon . . . are complex
mechanical linkage-based devices that are
expensive to produce and assemble and difficult to
package. It is exactly these difficulties with prior art
designs that [Engelgau] resolves. The use of an
adjustable pedal with a single pivot reflecting pedal
position combined with an electronic control
mounted between the [**1744] support and the
adjustment assembly at that pivot was a simple,
elegant, and novel combination [****46] of features
in the Engelgau'565 patent.” Id., at 206, P 16.

Read in the context of the declaration as a whole this is
best interpreted to mean that Asano could not be used
to solve "[tlhe problem addressed by Engelgau'565[:] to
provide a less expensive, more quickly assembled, and
smaller package adjustable pedal assembly with
electronic control." Id., at 205, P 10.

The District Court found that combining Asano with a
pivot-mounted pedal position sensor fell within the
scope of claim 4. 298 F. Supp. 2d, at 592-593. Given
the significance of that finding to the District Court's
judgment, it is apparent that Teleflex would have made
clearer challenges to it if it intended to preserve this
claim. In light of Teleflex's failure [*424] to raise the
argument in a clear fashion, and the silence of the Court
of Appeals on the issue, we take the District Court's
conclusion on the point to be correct.

B

The District Court was correct to conclude that, as of the
time Engelgau designed the subject matter in claim 4, it
was obvious to a person of ordinary skill to combine
Asano with a pivot-mounted pedal position sensor.
There then existed a marketplace that created a
strong [****47] incentive to convert mechanical pedals
to electronic pedals, and the prior art taught a number of
methods for achieving this advance. The Court of
Appeals considered the issue too narrowly by, in effect,
asking whether a pedal designer writing on a blank slate
would have chosen both Asano and a [1399] modular
sensor similar to the ones used in the Chevrolet
truckline and disclosed in the '068 patent. The District
Court employed this narrow inquiry as well, though it
reached the correct result nevertheless. The proper
guestion to have asked was whether a pedal designer of
ordinary skill, facing the wide range of needs created by
developments in the field of endeavor, [***726] would
have seen a benefit to upgrading Asano with a sensor.

In automotive design, as in many other fields, the
interaction of multiple components means that changing
one component often requires the others to be modified
as well. Technological developments made it clear that
engines using computer-controlled throttles would
become standard. As a result, designers might have
decided to design new pedals from scratch; but they
also would have had reason to make pre-existing pedals
work with the new engines. Indeed, upgrading
its [****48] own pre-existing model led KSR to design
the pedal now accused of infringing the Engelgau
patent.

For a designer starting with Asano, the question was
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where to attach the sensor. The consequent legal
guestion, then, is whether a pedal designer of ordinary
skill starting with Asano would have found it obvious to
put the sensor on [*425] a fixed pivot point. The prior
art discussed above leads us to the conclusion that
attaching the sensor where both KSR and Engelgau put
it would have been obvious to a person of ordinary skill.

The '936 patent taught the utility of putting the sensor on
the pedal device, not in the engine. Smith, in turn,
explained to put the sensor not on the pedal's footpad
but instead on its support structure. And from the known
wire-chafing problems of Rixon, and Smith's teaching
that "the pedal assemblies must not precipitate any
motion in the connecting wires," Smith, col. 1, Il. 35-37,
Supp. App. 274, the designer would know to place the
sensor on a nonmoving part of the pedal structure. The
most obvious nonmoving point on the structure from
which a sensor can [**1745] easily detect the pedal's
position is a pivot point. The designer, accordingly,
would follow Smith [****49] in mounting the sensor on a
pivot, thereby designing an adjustable electronic pedal
covered by claim 4.

Just as it was possible to begin with the objective to
upgrade Asano to work with a computer-controlled
throttle, so too was it possible to take an adjustable
electronic pedal like Rixon and seek an improvement
that would avoid the wire-chafing problem. Following
similar steps to those just explained, a designer would
learn from Smith to avoid sensor movement and would
come, thereby, to Asano because Asano disclosed an
adjustable pedal with a fixed pivot.

Teleflex indirectly argues that the prior art taught away
from attaching a sensor to Asano because Asano in its
view is bulky, complex, and expensive. The only
evidence Teleflex marshals in support of this argument,
however, is the Radcliffe declaration, which merely
indicates that Asano would not have solved Engelgau's
goal of making a small, simple, and inexpensive pedal.
What the declaration does not indicate is that Asano
was somehow so flawed that there was no reason to
upgrade it, or pedals like it, to be compatible with
modern engines. Indeed, Teleflex's own declarations
[*426] refute this conclusion. Dr. Radcliffe states
that [****50] Rixon