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Requirements for registration

« 37CFR.§11.7:
— (a) No individual will be registered to practice before the Office unless he or she has:

* (1) Applied to the USPTO Director in writing by completing an application for registration
form supplied by the OED Director and furnishing all requested information and material;
and

» (2) Established to the satisfaction of the OED Director that he or she:

— (i) Possesses good moral character and reputation;

— (i) Possesses the legal, scientific, and technical qualifications necessary for him or her to render
applicants valuable service; and

— (i) Is competent to advise and assist patent applicants in the presentation and prosecution of their
applications before the Office.
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BEFORE THE UNITED STATES PATENT AND TRADEMARK OFFICE
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0. oy 1E STATE 1F. COUNTRY 1. ZIF CODE
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review the General Requirements Bulletin for detailed i i ing thi:
BA  APPLICATION FEE: (PLEASE REFER TO THE GENERAL REQUAREMENTS BULLETIN AND 37 CFR §11.7)

O  Encosed is the non-refundable $110.00 application fee set forth in 37 CFR § 121z} 1){i).
or
O  Enclased is the $1,680.00 fee s=t forth in 37 CFR § 1.21{z){10].

BB. REGISTRATION EXAMINATION FEE:

O Iwill utilize s commercial test administration service. Enclosed is the Bovernment registration examination fee of 5210.00 for test
administration by a commercial entity. 37 CFR § 1.21(a)[1)[ii}jA]. See the General Requirements Bulletin for information about fees
that may be charged by the commercial test administration service.
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scientific and technical qualifications. Enclosed i my application fee under B, slong with the registration exam fee under BB.
Date of Previous Application: I I Name an Application, if different

12 PREVIOUSLY REGISTERED TO PRACTICE:
O lwas previously registered to practice in patent cases before the United States Patent and Trademark Office a5 an attomey or agent.
Registration No.
13.  BAR MEMBERSHIP:

O  lamamember in good standing of the bar of the highest court of 3 State or Territory of the United States. A list of all s3id courts and
ing bar ip N Follows:
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23. SIGNATURE OF APPLICANT DATE
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MAIL PATENT AND OFFICE, P. 0. BOX 1450, ALIEXANDRIA, VA 22313-1450




History of requirements

« July 31, 1790 - first U.S. patent signed by George Washington; Patent
Board/Office located in State Department in NYC

« Topliff v. Topliff, 145 U.S. 156, 171 (1892) - The Supreme Court noted
over 125 years ago that “[t]he specification and claim of a patent,
particularly if the invention be at all complicated, constitute one of
the most difficult legal instruments to draw with accuracy...”

* July 1899 - Patent Office Rule 17 required registration of attorneys
and patent agents practicing in patent matters before the Office.
Attorneys were not required to demonstrate possession of scientific
and technical qualifications.



History of requirements (cont'd)

* 1912-1915 — The Commissioner of PatentsCFro osed to Congress the
creation of a patent bar with a "higher standard of qualifications for
registry” and stated “[flundamentally, knowledge of the invention is
more important than knowledge of the rules...

* The Patent Act of 1922 — expressly authorized the Commissioner of
Patents to prescribe regulations for the recognition of attorneys and
agents (now 35 USC § 2(b)(2)(D)).

« 1922-1933 — Rule 17 revised to require all practitioners possess
scientific and technical qualifications

* 1933 — Registration examination instituted



The General Requirements Bulletin (GRB)

 Sets forth guidance for complying with 37 CFR § 11.7

» Sets forth three categories which may be used to
demonstrate possession of the required technical and

scientific training.
- If an applicant does not qualify under any of the

categories, the USPTO will conduct an independent
review for compliance with the scientific and technical

training requirement.



GRB
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» Category A: bachelor’s degree in a
recognized technical subject

Biology Pharmacology Electrochemical Engineering
Biochemistry Physics Engineering Physics
Botany Textile Technology General Engineering
Computer Science* Aeronautical Engineering Geological Engineering
Electronics Technology Agricultural Engineering Industrial Engineering
Food Technology Biomedical Engineering Mechanical Engineering
General Chemistry Ceramic Engineering Metallurgical Engineering
Marine Technology Chemical Engineering Mining Engineering
Microbiology Civil Engineering Nuclear Engineering
Molecular Biology Computer Engineering Petroleum Engineering
Organic Chemistry Electrical Engineering

*Acceptable Computer Science degrees must be accredited by the Computer Science
Accreditation Commission (CSAC) of the Computing Sciences Accreditation Board
(CSAB), or by the Computing Accreditation Commission (CAC) of the Accreditation
Board for Engineering and Technology (ABET), on or before the date the degree was
awarded. Computer science degrees that are accredited may be found on the Internet

(http://www.abet.org).



GRB

« Category B: bachelor’s degree in another subject:

— must show equivalence to Category A by fulfilling requirements
of Options 1-4, other training or other education

* Option 1. 24 semester hours in physics

« Option 2: 32 semester hours (8 chemistry or physics; 24 biology, botany,
microbiology, or molecular biology)

 Option 3: 30 semester hours in chemistry

 Option 4: 40 semester hours (8 chemistry or physics; 32 chemistry,
physics, biology, botany, microbiology, molecular biology, or engineering)

11



GRB

» Category C: practical engineering or scientific
experience
— Take and pass the Fundamentals of Engineering Test

administered by a State Board of Engineering
Examiners



Becoming a patent practitioner webpage

 https://www.uspto.gov/learning-and-resources/patent-and-
trademark-practitioners/becoming-patent-practitioner

UNITED STATES
PATENT AND TRADEMARK OFFICE

Patents Trademarks IP Policy Learning and Resources

About Us Contact MyUSPTO

Home > Leamning.and Resources> Patent and Trademark Practitioners > Becoming a patent practitioner

Becoming a patent practitioner

practitioners
Learn about applying for registration to practice in patent matters before the USPTO, including requirements,
Becoming a patent forms, and exam information

practitioner
Al attorneys and agents practicing before the USPTO in trademark or patent matters are subject to the USPTO

Registration examination Rules of Professional Conduct set forth in 37 C.F.R. §8 11.101 et. seq. and disciplinary jurisdiction under 37 C.F.R.
§11.19(a). Additionally, unauthorized individuals who represent others before the USPTO are subject to the
General requirements disciplinary jurisdiction of the USPTO, See 37 C.F.R. §11.19(a).

bulletin

Registration examination

Finding 2 patent practitioner
Learn about the contents of the examination for registration to practice before the USPTO, updates to the

Becoming a trademark ) 3
- exam, exam statistics, and review sessions.
practitioner

General Requirements Bulletin

practitioner Individuals seeking registration or recognition must meet the requirements of 37 CFR § 117, including the legal,

Finding a trademark

scientific. and technical qualifications, as well as good moral character and reputation. General instructions for
demonstrating possession of the necessary gualifications can be found in the General Requirements Bulletin,
The bulletin_alse contains information regarding applicable fees and inclucles the application form (PTO 158)
and credit card authorization form (PTO 2038).

Information for current
practitioners

Intellectual property legal
assistance programs
General Requirements Bulletin

About CED

J— Application and Registration Process
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Questions/comments



Kimberly Weinreich, Attorney, Office of Enrollment and Discipline

Request for comments - proposed
administrative updates to the GRB



Request for comments
86 FR 15467

« Administrative Updates to the General Requirements Bulletin

16

for Admission to the Examination for Registration To Practice

in Patent Cases Before the United States Patent and Trademark
Office

Proposal 1: expand the list of Category A degrees to expressly

include the following degrees that are routinely accepted:

— aerospace engineering, bioengineering, biological science, biophysics,
electronics engineering, genetic engineering, genetics, marine
engineering, materials engineering, materials science, neuroscience,
ocean engineering, and textile engineering.



Request for comments
86 FR 15467

« Proposal 2: Accept master’s or doctoral degrees in a Category A
subject

» Proposal 3:

— revising Category B, Option 4 by changing "8 semester hours in chemistry or 8
semester hours of physics ... obtained in two sequential courses, each containing
a lab” to “eight semester hours in a combination of chemistry, physics, and/or
biology, with at least one course including a lab!

— revising Category B, Option 2, which already requires training in biology, would
be revised to require at least “eight semester hours in a combination of chemistry
and physics, with at least one course including a lab!

17



Request for comments
86 FR 15467

« Comments due by May 24, 2021

« Comments must be submitted through the Federal
eRulemaking Portal at www.regulations.gov. To submit
comments via the portal, one should enter docket
number PTO-P-2021-0005 on the homepage and click
“Search.”



http://www.regulations.gov/

Questions/comments



Steven J. Fulk, Supervisory Patent Attorney, PTAB

Appearing Pro Hac Vice at the PTAB:
Best Practices for Being Admitted



Admission pro hac vice at the PTAB

* Pro hac vice (PHV) motions allow non-registered
attorneys to represent parties during trial
proceedings

« FY2021 first half statistics

— Nearly 700 trial petitions filed

— Qver 450 PHV motions
in ~300 trial proceedings

— Over 150 PHV attorneys admitted




Agenda

* Process for filing PHV motion
— Authorization and timing
— Documents needed
— Fees

* Requirements for admission

— Content of documents
— Reasons for denial




Trial practice before the PTAB

e 37 C.FR.§42.10 — Counsel

— (a) It a party is represented by counsel, the party must
designate a lead counsel and at least one back-up
counsel . . ..

— (¢) The Board may recognize counsel pro hac vice
during a proceeding upon a showing of good cause,
subject to the condition that lead counsel be a registered
practitioner and to any other conditions as the Board
may impose . . . .

137 C.FR, Part 42, available at https://ecfr.federalregister.gov/

23


https://ecfr.federalregister.gov/

Filing a PHV motion — authorization

« Authorization to file PHV motion given in Notice of Filing Date Accorded

to Petition
The parties are advised that under 37 C.F.R. § 42.10(¢), recognition of
counsel pro hac vicerequires a showing of good cause. The parties are
authorized to file motions for pro hac vice admission under 37 C.F.R.
§ 42.10(c). Such motions shall be filed n accordance with the “Order --
Authorizing Motion for Pro Hac Vice Admission” in Case IPR2013-00639,
Paper 7, a copy of which 1s available on the Board Web site under

“Representative Orders, Decisions, and Notices.” 2

2 Unified Patents, Inc. v. Parallel Iron, LLC, IPR2013-00639, Paper 7 (PTAB Oct. 15, 2013),
available at https://www.uspto.gov/patents/ptab/decisions

24


https://www.uspto.gov/patents/ptab/decisions

Filing a PHV motion — timing

* Unified Patents specifies time for
filing PHV motion — no sooner than
21 days after service of the petition

* Opposition to PHV motion due within one week
of motion filing date

» Notify Board if a deposition is occurring shortly
after PHV motion is filed’

3 Contact trials staff at Trials@uspto.gov or 571-272-7822



mailto:Trials@uspto.gov

Filing a PHV motion — documents

* Motion showing good cause

 Affidavit or declaration attesting to Unified
Patents criteria — filed as an exhibit per
§ 42.63

« Power of attorney per § 42.10(b)
* Mandatory notices per § 42.8




Filing a PHV motion — fees

* Non-registered practitioner fee of
$250, per attorney and per trial®

* Once motion Is granted, the counsel is
admitted for the entire duration of a
proceeding

4 "Setting and Adjusting Patent Fees During Fiscal Year 2020,” 85 Fed. Reg.
46,932 at 46,947, available at https://www.federalregister.gov/

Current USPTO fee schedule available at https://www.uspto.gov/learning-
and-resources/fees-and-payment; 37 C.F.R. § 42.15 - Fees

27
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Requirements for admission PHV

* §42.10(c) — Showing of good cause and "any
other conditions” as the Board may impose

* Unified Patents \§ ’

— Motion containing a statement of facts V\
showing there is good cause for admission

— Affidavit or declaration attesting to
eight criteria, or explanation of circumstances




PHV motion requirements

« Statement of facts showing “good cause”
— Counsel is an experienced litigation attorney

— Has an established familiarity with the subject matter at
Issue in the proceeding

* Motion denied

— Attorney stated general technical expertise, but did not
attest to any familiarity with the specific subject matter at

issue in the proceeding, e.g., the patent, prior art, etc.
ENIED |

29



Affidavit or declaration requirements

o §42.2 — Affidavit means affidavit or

declaration under § 1.68 . .. [or]
a declaration under 28 U.S.C. § 1746

— Affidavit, § 1.66 — oath and official seal

Declaration, § 1.68 — willful false statements
punishable by fine/imprisonment

Declaration, 28 U.S.C. § 1746 — under penalty of

perjury



Affidavit or declaration requirements

« Motions denied

— Affidavit with no official seal, no statement
regarding penalties

— Declaration without either § 1.68 or 28 U.S.C. § 1746
statements and signature

éﬂﬁ—:ﬁ' \




Affidavit or declaration requirements

* Unified Patents criteria (i-iv)

. Membership in good standing of the Bar of at least one
State or the District of Columbig;

il. No suspensions or disbarments from practice before any
court or administrative body;

iii. No application for admission to practice before any
court or administrative body ever denied;

iv. No sanctions or contempt citations imposed by any
court or administrative body;,

32



Affidavit or declaration requirements

* Motions denied
— Bar membership had lapsed for failure to pay dues
— Failure to disclose prior sanction imposed by state

Oar
éﬁdﬁ}




Affidavit or declaration requirements

* Unified Patents criteria (v and vi)

v. The individual seeking to appear has read and will
comply with the Office Patent Trial Practice Guide and
the Board’s Rules of Practice for Trials set forth in part 42
of 37 C.ER,

vi. The individual will be subject to the USPTO Rules of
Professional Conduct set forth in 37 C.FR. §§ 11.101 et.

seq. and disciplinary jurisdiction under 37 C.FR.
§ 11.19(a);



Affidavit or declaration requirements

* Unlfied Patents criteria (vii and viii)

vii. All other proceedings before the Office for which the

individual has applied to appear pro hac vice in the last
three (3) years; and

viil. Familiarity with the subject matter at issue in the

proceeding.
* Motion denied émﬁ]

— Failure to list all appearances in last 3 years



Pro hac vice - best practices checklist

[1 File PHV motion as paper
[1  Filed by registered counsel of record

[1  Includes "good cause” statement — litigation experience and specific familiarity with subject
matter/record (8§ 42.10(c); Unified Patents Order)

[1 File affidavit or declaration as exhibit
[1  Properly executed/signed per § 42.2

[1  Includes statements attesting to items i-viii of Unified Patents Order,
or explanation of circumstances

[1 Pay proper fee

O $250 per attorney, per proceeding

[1  E2E system links to PTO Financial Manager website — return to E2E after payment and submit
documents

[1 Update power of attorney (§ 42.10(b)) and mandatory notices (§ 42.8)

36



Questions/comments



' LEGAL EXPERIENCE AND
[ ] ADVANCEMENT PROGRAM

=’ i

Amanda Wieker, Administrative Patent Judge, PTAB

Legal Experience and Advancement
Program (LEAP)



Legal Experience and Advancement

Program (LEAP)

39

Launched on May 15, 2020

Goal: to foster the advancement
of the next generation of patent
practitioners through skills
development and oral advocacy
opportunities at the PTAB

Targeting patent agents and
attorneys newer to the practice of
law or to the PTAB




Objectives

« LEAP fosters the development of newer practitioners by:
— incentivizing oral advocacy opportunities, and
— offering practical, hands-on training

 As aresult, LEAP:;

— develops a deep "bench” of talent and experience

— improves the quality of cases heard by the Board and the courts, which
supports client interests

— increases diversity within the patent bar

40



Eligibility

 To qualify for LEAP, a patent
agent or attorney must have:
1. three (3) or fewer substantive oral

arguments in any federal tribunal,
including PTAB, and

2. seven (7) or fewer years of
experience as a licensed attorney
or registered patent agent

41




Eligibility

 To qualify for LEAP, a patent agent or attorney must have:

1. three (3) or fewer substantive oral arguments in any federal
tribunal, including PTAB

« “Substantive” = arguments directed to the merits of the case
« Not ancillary issues, e.g., scheduling or discovery disputes



Eligibility

 To qualify for LEAP, a patent agent or attorney must have:

2. seven (7) or fewer years of experience as a licensed attorney or
registered patent agent

« 7-year period begins with first licensure or registration

 Not tolled for practice in a different field or jurisdiction,
or for years away from practice altogether

43



How to apply

« Apply for a specific proceeding, after a hearing date is
established

« Email PTABHearings@uspto.gov at least five (5) business days
before the hearing

« Submit a Request and Verification Form

« See https:.//www.uspto.gov/patents/ptab/leap, “LEAP
participation requests,” for a sample combined form



mailto:PTABHearings@uspto.gov
https://www.uspto.gov/patents/ptab/leap

Oral argument

« A party with a LEAP practitioner arguing at oral hearing typically
receives 15 minutes of additional argument time

« Additional time is for the party

— The LEAP practitioner must have a meaningful and substantive role, but need

45

not argue for a specific amount of time

"By giving the extra time, it takes that out of the
equation and makes it more accommodating, which
can mitigate clients' concerns about splitting time.”

Cory Bell, Partner
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

=
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Oral argument

* More experienced counsel may provide some assistance to the
LEAP practitioner, if necessary, and may make limited
clarifications on the record

"PTAB's program strikes a great balance. It incentivizes and
encourages parties to allow more junior or less experienced attorneys
to argue, while ensuring that if other counsel have value to add or
would like to supplement the record, they may do so. There is little
risk and much upside.”

Kathi Vidal, Silicon Valley Managing Partner
Winston & Strawn LLP

46



Training

« PTAB offers free LEAP training opportunities:
USPTO Eehcimm——

— Oral advocacy skills

— Preparing for an oral argument
— AlA trials mock argument

— Appeals mock argument

— The "perfect” argument

* Avalilable at "LEAP Preparation,’

47
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Legal Experience and Advancement
Program (LEAP)

The USH
E

LEAP Brochure
Eligibility
To qualify as a LEAP practitioner, a patent agent or attorney must have:

nal. including the PTAB, and


http://www.uspto.gov/patents/ptab/leap

Participation

* 46 LEAP requests
— 14 AlA petitioners
— 17 AlA patent owners
— 15 ex parte appellants

34 firms and
companies represented

48




Recent events

« 5 training webinars since
Inception

« Conducted by judges
and external counsel

« 3 mock argument sessions

— 2 AlA trials and
1 ex parte appeal

— 120 participants
— 120 judge volunteers

49




Thoughts from the patent community

50

This program will go a long way toward moving the needle and empowering and training
our next generation of lawyers. Any time we rise the tide for junior lawyers, we
necessarily rise the tide for all and thus promote diversity.

Kathi Vidal, Silicon Valley Managing Partner, Winston & Strawn LLP

“The PTAB has done a great job with the LEAP program. | really hope all practitioners who
are eligible will take advantage of this program. In fact, not only law firms, but clients
are very supportive of an initiative like this one that helps a practitioner grow and
develop professionally!”

Naveen Modi, Partner & Global Vice Chair of IP, Paul Hastings LLP

“This program provides a runway of sorts to give people, incrementally, a shot at having
those opportunities while balancing the risk to clients that something would go awry."

Michael D. Specht, Director, Sterne, Kessler, Goldstein & Fox

“The PTAB's LEAP provides meaningful and substantive opportunities for junior
practitioners to hone their oral advocacy skills.”

Akkad Moussa, Associate, Kilpatrick Townsend & Stockton LLP




LEAP first anniversary

51

Tuesday, May 18, noon ET
Opening remarks: Chief Judge Scott Boalick, PTAB

Keynote speaker: Chief Judge Barbara M. G. Lynn, U.S. District
Court for the Northern District of Texas

Panel

— Julie Mar-Spinola, Chair of the USPTO's Patent Public Advisory Committee
(PPAC) and Chief IP Officer and Vice President of Legal Operations, Finjan;

— Kathi Vidal, Silicon Valley Managing Partner, Winston & Strawn LLP;
— lan Soule, Associate, Sterne, Kessler, Goldstein & Fox PL.L.C.; and
— Michelle Ankenbrand, Lead Judge, PTAB



LEAP webpage

 https://www.uspto.gov/leap
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Legal Experience and Advancement
Program (LEAP)

The USPTO is committed to fostering a
strong and vital patent system. The
development of legal skills through practical
experience allows advocates to effectively
support and represent their clients’ interests.

LEGAL EXPERIENCE AND
ADVANCEMENT PROGRAM

The USPTO has developed and implemented
the Legal Experience and Advancement
Program (LEAP) to provide training and aral
advocacy opportunities for less experienced advocates to gain practical experience in proceedings before the
Patent Trial and Appeal Board (PTAB). Additionally, as part of the program, the FTAB may grant up to 15
minutes of additional argument time to parties that choose to participate, depending on the length of the
proceading and the PTAB's hearing schedule

LEAP Brochure
Eligibility
To qualify as a LEAP practitioner, a patent agent or attorney must have:

1. three or fewer substantive oral arguments in any federal tribunal, including the PTAB, and
2. seven or fewer years of experience as a licensed attorney or agent.
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Questions/comments
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Filing a PHV motion - E2E system’
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1e» My Docket> AIA Review IPR2021- > File Motion

Motion Request For AIA Review No: IPR2021 -00XXX

* Filing Party Petitioner v

* Motion Type Motion to Appear Pro Hac Vice v

Select Maotion Type
Motion for Joinder
Motion for Compelling Testimony
Motion to Expunge Information

Motion to Exclude Evidence

Motion to File Supplemental Information

hntinm tn Saal

> https://ptab.uspto.gov



https://ptab.uspto.gov/

Filing a PHV motion - E2E system
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Motion Documents

* Type Paper b * Paper Type Motion

* Mame Pro Hac Vice admission request for Mr. Counsel4

~.

+ Attach a document | Choose File | Mo file chosen

* Availability Available for everyone. -

/'

Clear Form

The $250 admission fee is per attorney per case filing a PHV. If the motion seeks PHV admission
for more than one attorney, please indicate the number of attorneys in the “Quantity” field below.

m Tope ofFos mm

Pro Hac Vice admission fee 250.00 £250.




Filing a PHV motion - E2E system

The $250 admission fee is per attorney per case filing a PHV. If the motion seeks PHV admission
for more than one attorney, please indicate the number of attorneys in the "Quantity” field below.

|_ Vot | skt | Sl |

Pro Hac Vice admission fee $250.00 $500.00
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admission request
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Filing a PHV motion - E2E system

* Availability Available for everyone. v

Clear Form

The $250 admission fee is per attorney per case filing a PHV. If the motion seeks PHV admission
for more than one attorney, please indicate the number of attorneys in the “Quantity” field below.
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Pro Hac Vice admission fee $250.00 $250.
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