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Roadmap

• Source of Rules

• Digitally Altered Specimens

• Intent To Use

• USPTO Post-Registration Audit

• Signature Requirements

• Waiver of Privilege
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U.S. Rules of Ethics

• USPTO Rules of Professional Conduct, 37 C.F.R. Part 11

• Govern practitioners before the USPTO

• Office of Enrollment and Discipline (“OED”)

• State Law

• Trademark attorneys also are bound by their state ethical rules
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Fraudulent Applications-Digitally Altered Specimens

• Major upsurge since 2016 in use-based applications with digitally 
altered specimens

• Vast majority originating in China

• Why and why now?
• Follow the $$$
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How To Spot The Fakes
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US RN 5656410 for
Registered in 2019 by Fujian Gospel Precision Medicine Company Limited, with an address in Fujian, China, for 
medical apparatus and related goods and services, initially refused based on numerous digitally altered 
specimens, including those shown below (but applicant amended to ITU and later obtained a registration 
based on other specimens that may be suspect as well):
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GOGYMI, SN 88-243495 by a Shenzen applicant
• Original specimen filed with application on December 18, 2018 in Class 18 for clothing for animals; Clothing for pets; Collars for animals; 
Handbags; Harness fittings; Leather binders for travel purposes; Leather leads; Leather straps; Parasols; School bags; Slings for carrying 
infants; Travelling bags; Travelling cases of leather; Walking sticks; Wallets; All-purpose leather straps; Cases of imitation leather; Leather 
shoulder belts; Pouch baby carriers
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Substitute specimens filed:
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Response to Office referenced Amazon Listings:
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Final Office Action issued on May 20, 2019
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Consequences for Brand Owners

• Block legitimate brand owners’ applications

• Amazon Registry Hijack

• Stolen identities
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USPTO Response
(1) Dedicated email address to report altered specimens: 
TMSpecimenProtest@uspto.gov 

(2) Change of address notifications:
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USPTO Response

(3) New rule announced on July 2 and effective as of August 3, 2019: foreign 
applicants and registrants must have a U.S.-licensed attorney, 
https://tinyurl.com/y6arabqv

(4) Rigorous examination

• New examination guide 3-19, “Examination of Specimens for Use in 
Commerce: Digitally Created or Altered and Mockup Specimens,” 
https://www.uspto.gov/sites/default/files/documents/Exam%20Guide
%2003-19.pdf
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Brand Owner Strategies and Remedies

• Catch them early-watch services

• Notify the PTO of altered specimens or unauthorized 
correspondence

• Challenge them in the TTAB: Oppositions and cancellations 
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Intent-To-Use Applications

• Void ab initio

• Applies to multiple bases

• Entire application voided? 
• The Wet Seal, Inc. v. FD Management, Inc., 82 U.S.P.Q. 2d 1629 
(T.T.A.B. 2007) 

• Spirits International, B.V. v. S.S. Taris Zeytin Ve Zeytinyagi Tarim Satis 
Kooperatifleri Birligi, 99 U.S.P.Q. 2d 1545 (T.T.A.B. 2011)
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Objective Standard

• Objective evidence of intent

• Testimony from applicant not sufficient
• M.Z. Berger & Co. v. Swatch AG, 114 U.S.P.Q. 2d 1892 (Fed. Cir. 2015)
• Kelly Services, Inc. v. Creative Harbor, LLC, 121 U.S.P.Q. 2d 1357 (6th 
Cir. 2017)
• A&H Sportswear Co., Inc. v. Yedor, 2019 WL 1453071 (T.T.A.B. 2019) 
(precedential)

• Bottom line?
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Fraud Claim Based On Lack of ITU?

• Fraud allows entire class to be voided

• But most fraud claims based on lack of ITU have been unsuccessful
• SmithKline Beecham Corp. v. Omnisource DDS, LLC, 97 U.S.P.Q. 2d 
1300 (T.T.A.B. 2010)

• Spin Master Ltd. v. Zobmondo Entertainment, LLC, 100 U.S.P.Q. 2d 
1513 (C.D. Cal. 2011)
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USPTO Post-Registration Audit Program

• Implemented in 2017 to verify the accuracy in Declarations of Use
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STRICT SIGNATURE REQUIRMENTS

• Recent disciplinary decision: 

Proceeding No. D-2019 31, In Re Heather Sapp

• Practitioners are lobbying for updated rules to allow electronic 
signatures like Docusign and others
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Waiver of Attorney-Client Privilege

• Rebut bad faith element of trademark infringement

• Legal advice becomes factual issue and opposing counsel entitled to 
discovery 
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Circumstances When Waiver Is Useful

• Defense in litigation aligns with advice of counsel

• Defendant adopted mark based on nuanced advice
• Third-party use

• Specific circumstances confusion is unlikely

• Compelling to have a lawyer on the stand
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Extent of Waiver

• Can extend beyond original advice

• Intersection with work product doctrine

• Defendant cannot disclose only favorable advice
• Minnesota Specialty Crops, Inc. v. Minnesota Wild Hockey Club, L.P., 
210 F.R.D. 673 (D. Minn. 2002)

• Spiraledge, Inc. v. Sea World Entertainment, Inc., 2014 WL 12059028 
(S.D. Cal. June 18, 2014)   
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If Privilege Is Not Waived

• Cannot rely on advice of counsel defense
• Trouble v. West Seal, Inc., 69 U.S.P.Q. 2d 1603 (S.D.N.Y. 2001) 

• But failure to waive does not allow for a negative inference
• Nabisco, Inc. v. PF Brands, Inc., 51 U.S.P.Q. 2d 1882 (2d Cir. 1999) 
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Thank you
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