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2018 - 2019 
YEAR IN REVIEW
BY: PETER G. THURLOW, NYIPLA PRESIDENT

I was t ruly honored to be the President  of the New York Intellectual Property Law Associat ion 
(NYIPLA) from May 2018 to Apri l 2019. When I became President ,  I asked the members that  
at tended my inaugural meet ing to be ?act ive.? During my term, I believe the NYIPLA was 
part icularly act ive especially on PTAB and Trademark matters,  legislat ive act ion, amicus briefs,  and 
other related intellectual property issues. The credit  for the dynamic nature of the Associat ion goes 
to its dedicated members, the commit tee chairs,  Off icers,  Board of Directors,  and to the Execut ive 
Off ice staff  and their fearless leader,  Feikje van Rein. Thank you all!  

In an effort  to encapsulate the signif icant  events during my term, I have provided a few highlights 
below of some of the work done by our commit tees and of the Annual Dinner in Honor of the 
Federal Judiciary held on March 22, 2019.  

The 2018 Inventor of the Year Award was presented at  NYIPLA?s Annual Meet ing on May 15, 2018, 
where the Associat ion honored the Award Winner,  Michael Kass, Ph.D. Dr. Kass was recognized for 
his work at  Pixar,  where he developed technology for simulat ing clothing, posing models,  
simulat ing depth of f ield,  creat ing realist ic faces, making painterly animat ion and building a 
compelling physical robot  for the animated f i lm  Wall- E. Dr. Kass has made innovat ive contribut ions 
to image processing, animat ion, and modeling through physical simulat ion and opt im izat ion. His 
achievements enabled Pixar to animate stories featuring humans with a degree of realism of mot ion 
that  would not  have been possible with t radit ional methods.  

At  the f irst  Board meet ing held in May 2018, I recommended, and the Board subsequent ly agreed, to 
support  the joint  IPO-AIPLA Sect ion 101 legislat ive proposal to address the uncertainty in the Sect ion 
101 area that  was created since the U.S. Supreme Court?s Alice and Mayo decisions. As part  of  this 
endeavor,  we worked with the Boston Patent  Law Associat ion, the New Jersey Intellectual Property 
Law Associat ion, the Nat ional Associat ion of Patent  Pract it ioners,  and the Philadelphia Intellectual 
Property Law Associat ion to garner their support . As President ,  I at tended several meet ings at  the 
U.S. Patent  and Trademark Off ice and in Congress to voice our support  for the joint  IPO-AIPLA 
Sect ion 101 legislat ive proposal. The Legislat ive Act ion Commit tee (LAC), chaired by Jeffrey But ler 
and Anthony Lo Cicero, w ith ample assistance from Annemarie Hasset t ,  NYIPLA Past  President ,  and 
Chris Israel,  representat ive, American Cont inental Group (NYIPLA lobbying group in Washington, 
D.C.)  provided valuable feedback to the Senate and members of Congress. 

On June 28, 2018, Charles Macedo, Co-Chair of  the newly-formed PTAB Commit tee, part icipated in 
the USPTO?s 2018 PTAB Judicial Conference in Alexandria,  Virginia. This was the f irst  in a series of 
Judicial Conferences being hosted throughout  the country by the PTAB. The event  was well 
at tended and demonstrated the PTAB's commitment  to cont inue to communicate with and seek 
input  from stakeholders. In addit ion, the PTAB Commit tee had an act ive year as it  prepared 
comments in response to the USPTO?s revised claim construct ion rule making, which were 
submit ted to the USPTO on July 9,  2018, and separately,  hosted a USPTO PTAB event  on October 4,  
2018, regarding updates from the USPTO on the implementat ion of the SAS U.S. Supreme Court  
decision and other important  PTAB matters.  
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 On July 11, 2018, the Associat ion held its 5t h  An n ual  Sum m er  Associat e Secon d Ci rcui t  M oot  
Cour t  Argum en t  CLE which discussed the legal issues in the hypothet ical Empire Distribution Inc. 
v. Twentieth Century Fox Television case. Summer associates from several NYIPLA member f irms 
presented their arguments to three dist inguished judges in the Southern Dist rict  of  New York court  
room and gained valuable experience arguing before the judges. It  was an amazing event !  

On July 17, 2018, the NYIPLA held its annual Hot  Topics i n  In t el l ect ual  Proper t y  CLE program 
with a specif ic focus on providing an update on important  t rademark matters. The Honorable 
Gerard Rogers, Chief Judge of the USPTO?s Trademark Trial and Appeal Board, gave the keynote 
address. Other topics discussed during the meet ing included Brexit  and li t igat ion f inance.  

On September 27, 2018, the USPTO?s China IP team and NYIPLA co-hosted the Ch in a IP 
Roadshow : What  New  York  Busin esses Need t o Kn ow . The program was held at  Benjamin N. 
Cardozo School of Law and directed to U.S. companies obtaining IP protect ion in China. The USPTO 
hosts sim ilar China IP programs around the country.  

On October 16, 2018, NYIPLA took a break and had some fun at  the Lucky Strikes bowling alley in 
Midtown Manhat tan. This event  was a social gathering for i ts members and a way to kick-off  i ts 
mentoring program. During this and other fun events,  we encourage younger NYIPLA at torneys to 
become act ive members as they are the future leaders of the Associat ion.  

The Associat ion has cont inued its st rong history of represent ing its diverse intellectual property 
const ituency before the courts through the act ivity of i ts Amicus Briefs Commit tee (ABC), which 
coordinates the act ivit ies of the Associat ion in the preparat ion and f i ling of briefs amicus curiae. 

The Amicus Brief Commit tee members part icipated in the preparat ion and f i ling of four briefs in the 
Supreme Court ,  two in the Court  of  Appeals for the Federal Circuit ,  and one in the Court  of  Appeals 
for the Fourth Circuit . In the Supreme Court ,  the commit tee f i led briefs on the merits in Mission 
Products Holdings, Inc. v. Tempnology, LLC ( regarding the issue of how t rademark license agreements 
should be t reated when rejected by debtor-licensors in bankruptcy proceedings) and Iancu v. 
Brunetti ( regarding the const itut ionality of the Lanham Act  prohibit ion on the federal regist rat ion of 
immoral or scandalous marks). The Commit tee also f i led briefs in support  of  Pet it ions for Cert iorari 
in RPX Corp. v. ChanBond LLC (pending, regarding standing to appeal f inal decisions by the PTAB in 
IPRs) and Regeneron Pharmaceuticals, Inc. v. Merus N.V. (denied, regarding adverse patent  
prosecut ion inferences imposed as sanct ions for discovery m isconduct  by li t igat ion counsel) . In the 
Federal Circuit ,  the Commit tee f i led briefs on the merits in Syngenta Crop Protection, LLC v. 
Willowood, LLC ( regarding both the def init ion of infringement under § 271(g) of the Patent  Act  and 
whether FIRFA precludes copyright  protect ion for the required elements of pest icide labels)  and 
Return Mail, Inc. v. U.S.P.S. ( regarding the def init ion of the term ?person? in the Patent  Act  and 
whether the government qualif ies as such). Finally,  in the Fourth Circuit ,  the Commit tee f i led a 
brief  on the merits in Brammer v. Violent Hues Productions, LLC ( regarding proper applicat ion of the 
Copyright  Act?s fair use analysis with respect  to photographs). 

During the past  year,  the Supreme Court  ruled on one case where the Amicus Brief Commit tee had 
f i led a brief  on the merits,  namely WesternGeco LLC v. ION Geophysical Corp. (holding, consistent  
w ith the Associat ion?s posit ion, that  patentees may recover foreign damages proximately caused by 
domest ic infringement) . The Federal Circuit  ruled on two cases where the commit tee f i led briefs,  
Oracle America, Inc. v. Google Inc. (adopt ing the Associat ion?s arguments regarding the 
t ransformat iveness analysis with respect  to the Copyright  Act?s fair use analysis concerning 
software) and Regeneron Pharmaceuticals, Inc. v. Merus N.V. (denying Pet it ion for Rehearing En 
Banc, despite the Associat ion?s arguments) . Addit ionally,  the Fourth Circuit  ruled on the one case 
where the commit tee had f i led a brief  on the merits,  that  is Brammer v. Violent Hues Productions, 
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LLC ( reversing and remanding the Dist rict  Court  decision for reasons consistent  w ith the 
Associat ion?s posit ion with respect  to the f irst  two factors of the Copyright  Act?s fair use 
analysis) . 

The Associat ion?s part icipat ion in these cases ensured that  the intellectual property community?s 
voice was heard by the courts in their deliberat ions on these important  issues. The Amicus Briefs 
Commit tee will cont inue its commitment  to represent  the Associat ion?s interests in all areas of 
intellectual property law in the courts in the year to come. 

The Patent  Lit igat ion Commit tee also enjoyed an act ive and successful 2018-2019 commit tee 
season. The Commit tee sponsored and co-sponsored a number of Associat ion-wide events,  
including (1)  on July 25, co-hosted a happy hour with the Young Lawyers Commit tee; (2)  on 
October 4,  co-sponsored Adjust i n g Your  St rat egies i n  Prepar in g an d Respon din g t o Pet i t i on s 
Bef ore t he PTAB Af t er  SAS In st i t ut e v . Ian cu  w ith the PTAB commit tee, hosted by Polsinelli  
PC; (3)  on February 6,  co-sponsored a biosim ilars program t it led An  In - House Perspect i ve on  
Biologi cs/Biosim i lars Li t i gat i on ,  w ith the Women in IP Law Commit tee, hosted by O?Melveny 
LLP, (4)  on February 21, co-sponsored Im provi sat i on al  Act i n g i n  t he Cour t house w ith the 
Young Lawyers Commit tee.  

During the " Day of  t he Din n er "  Lun cheon  CLE held on March 22, 2019, Andrei Iancu, Under 
Secretary of Commerce for Intellectual Property and Director,  U.S. Patent  and Trademark Off ice, 
provided opening remarks to the audience. After his remarks, Director Iancu joined a panel of 
judges from several dist rict  courts and the U.S. Court  of  Appeals for the Federal Circuit ,  to discuss 
?[ t ] he Current  State of Innovat ion within the U.S. Legal System ? Views on Evolving Protect ion 
for Intellectual Property Rights in the United States from the USPTO and the Courts.? 

The An n ual  Din n er  i n  Hon or  of  t he Federal  Judiciary was held at  the New York Hilton 
Midtown Hotel on Friday, March 22, 2019. The Honorable Kathleen M. O'Malley,  Circuit  Judge, 
United States Court  of  Appeals for the Federal Circuit ,  was presented with the 17th Annual 
Outstanding Public Service Award. The keynote speaker was Jon Meacham, President ial Historian 
and Pulitzer Prize-Winning Author. The entertainment for the evening was provided by 30-35 
teenagers from the Celia Cruz Bronx High School of Music. 
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2018 ANNUAL MEETING

On May 15, 2018, incoming Association President Peter G. 

Thurlow welcomed members and guests at the Princeton 
Club of New York. Peter expressed his appreciation for 
outgoing president, Annemarie Hassett.  

KEYNOTE SPEAKER: Honorable Robert A. Katzmann,               
United States Court of Appeals for the Second Circuit.  



2018 An n ual  M eet in g 
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2018 An n ual  M eet in g 



REGISTRATION AND REFRESHMENTS
 1:45 PM - 2:00 PM

ANNUAL MEETING
MAY 15, 2018

THE PRINCETON CLUB, 15 WEST 43RD STREET, NEW YORK

CLE PROGRAM I
 2:00 PM - 3:15 PM

CLE PROGRAM II

 2:00 PM - 3:15 PM

SCOTUS REVIEW REDEFINING ADMINISTRATIVE 
SECOND LOOKS AT PATENTS

Char les M acedo,  Amster Rothstein & Ebenst ien
Rober t  Ran do,  The Rando Law Firm 
Moderator Hon . Fai t h  Hochberg,  United States 
Dist rict  Court  for the Dist rict  of  New Jersey (Ret .)

Jul i e Alber t ,  Baker Bot ts
Ron ald Colm an ,  Mandelbaum Salsburg
Moderator Hon . Fai t h  Hochberg,  United States 
Dist rict  Court  for the Dist rict  of  New Jersey (Ret .)

PREDICTABILITY AND THE STANDARD OF 
REVIEW IN IP CASES

COCKTAIL RECEPTION
 5:30 PM - 8:30 PM

 Aw ards Din n er  Program

WELCOME NYIPLA INCOMING PRESIDENT
 Pet er  G. Thur low

KEYNOTE SPEAKER
 Hon orable Rober t  A. Kat zm an n

2018 INVENTOR OF THE YEAR AWARD

United States Court of Appeals 
for the Second Circuit

 Dr . M ichael  Kass
Recognized for his contributions 
to the field of computer graphics.

2018 HON. WILLIAM C. CONNER 
WRITING COMPETITION AWARDS

 Nicholas M arcel l o & Ryan  Jin

HON. GILES S. RICH DIVERSITY SCHOLARSHIP
St . John ' s Un iversi t y School  of  LawCOMMITTEE MEETINGS

 3:30 PM - 4:30 PM

ANNUAL MEETING OF MEMBERS
 4:30 PM - 5:30 PM

BOARD MEETING
 5:30 PM - 6:00 PM
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The 2018 An n ual  M eet in g 
w as at t en ded by over  100 
NYIPLA M em bers. 



AWARD RECIPIENTS AT THE 2019 ANNUAL MEETING 

Inventor of the Year Award

Recognized for her signif icant  research that  led to the 
development of an oral cancer t reatment ,  Selinexor.  

DR. SHARON SHACHAM

From Brooklyn Law School,  for her paper ent it led 
The Price of the Patent Dance: Where Are All the Biosimilars?

FIRST PLACE WINNER
KELSIE KELLY

From Boston College Law School,  for her paper ent it led 
The Patent Paradox: Challenging the

 Presumption Against Extraterritoriality 

Each year the Associat ion awards at  least  one scholarship to offset  
tuit ion costs of a student  from a background t radit ionally 
underrepresented in the legal profession, who is interested in 
Intellectual Property Law, and who is current ly at tending a local 
law school.  

The NYIPLA awarded its 2018-2019 Hon. Giles S. Rich Diversity 
Scholarship to the St . John's School of Law. They will select  a 
scholarship recipient  from among their students.  

ST. JOHN'S UNIVERSITY

SECOND PLACE WINNER
SAMANTHA ZURCHER

Hon. William C. Conner Writing Competition

Hon. Giles S. Rich Diversity Scholarship 
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Volunteer of the Year Award

NYIPLA recognized Patrice Jean for hard work and dedicat ion to 
the Associat ion. Patrice is a Partner at  Hughes Hubbard & Reed. 
She is current ly a member of the NYIPLA Programs and Women 
in IP Law Commit tees where she cont inuously contributed to all 
act ivit ies. As the Vice-President  of the New York Intellectual 
Property Law Educat ion Foundat ion (NYIPLEF), Patrice was 
instrumental in spearheading the 1st  Annual Diversity 
Scholarship Event  on October 2018, with the efforts of NYIPLEF 
President  Thomas Meloro and Treasurer Walter Hanley, 
successfully raising over $28,000 in one night . 

PATRICE JEAN

Lifetime Achievement Award

NYIPLA was honored to present  past  president  and pract icing 
at torney, John Pegram with the Lifet ime Achievement Award. 
John is a senior principal at  Fish & Richardson. He is an act ive 
member who has contributed years of commitment  to the 
Associat ion, specially as NYIPLA's delegate to the US Bar - Japan 
Patent  Off ice.  

JOHN PEGRAM

AWARD RECIPIENTS AT THE 2019 ANNUAL MEETING 



2018 - 2019 COMMITTEE REPORTS

SCOPE OF THE COMMITTEE: To coordinate the act ivit ies of the Associat ion relat ing to preparat ion and 
submission of amicus briefs,  and to make recommendat ions with respect  thereto to the Board of Directors. 

The Associat ion has cont inued its st rong history of represent ing its diverse intellectual property const ituency 
before the courts through the act ivity of i ts Amicus Brief Commit tee, which coordinates the act ivit ies of the 
Associat ion in the preparat ion and f i ling of briefs amicus curiae. 

Since the last  Annual Meet ing on May 15, 2018, commit tee members part icipated in the preparat ion and f i ling 
of four briefs in the Supreme Court ,  two in the Court  of  Appeals for the Federal Circuit ,  and one in the Court  of  
Appeals for the Fourth Circuit . In the Supreme Court ,  the Commit tee f i led briefs on the merits in Mission 
Products Holdings, Inc. v. Tempnology, LLC ( regarding the issue of how t rademark license agreements should be 
t reated when rejected by debtor-licensors in bankruptcy proceedings) and Iancu v. Brunetti ( regarding the 
const itut ionality of the Lanham Act  prohibit ion on the federal regist rat ion of immoral or scandalous marks). 
The commit tee also f i led briefs in support  of  Pet it ions for Cert iorari in RPX Corp. v. ChanBond LLC (pending, 
regarding standing to appeal f inal decisions by the PTAB in IPRs) and Regeneron Pharmaceuticals, Inc. v. Merus 
N.V. (denied, regarding adverse patent  prosecut ion inferences imposed as sanct ions for discovery m isconduct  
by li t igat ion counsel) . In the Federal Circuit ,  the Commit tee f i led briefs on the merits in Syngenta Crop 
Protection, LLC v. Willowood, LLC ( regarding both the def init ion of infringement under § 271(g) of the Patent  Act  
and whether FIRFA precludes copyright  protect ion for the required elements of pest icide labels)  and Return 
Mail, Inc. v. U.S.P.S. ( regarding the def init ion of the term ?person? in the Patent  Act  and whether the 
government qualif ies as such). Finally,  in the Fourth Circuit ,  the commit tee f i led a brief  on the merits in 
Brammer v. Violent Hues Productions, LLC ( regarding proper applicat ion of the Copyright  Act?s fair use analysis 
with respect  to photographs). 

During the past  year,  the Supreme Court  ruled on one case where the commit tee had f i led a brief  on the merits,  
namely WesternGeco LLC v. ION Geophysical Corp. (holding, consistent  w ith the Associat ion?s posit ion, that  
patentees may recover foreign damages proximately caused by domest ic infringement) . The Federal Circuit  
ruled on two cases where the commit tee f i led briefs,  including Oracle America, Inc. v. Google Inc. (adopt ing the 
Associat ion?s arguments regarding the t ransformat iveness analysis with respect  to the Copyright  Act?s fair use 
analysis concerning software) and Regeneron Pharmaceuticals, Inc. v. Merus N.V. (denying Pet it ion for 
Rehearing En Banc, despite the Associat ion?s arguments) . Addit ionally,  the Fourth Circuit  ruled on the one 
case where the commit tee had f i led a brief  on the merits,  that  is Brammer v. Violent Hues Productions, LLC 
( reversing and remanding the Dist rict  Court  decision for reasons consistent  w ith the Associat ion?s posit ion 
with respect  to the f irst  two factors of the Copyright  Act?s fair use analysis) . 

The Associat ion?s part icipat ion in these cases ensured that  the intellectual property community?s voice was 
heard by the courts in their deliberat ions on these important  issues. The Amicus Brief Commit tee will cont inue 
its commitment  to represent  the Associat ion?s interests in all areas of intellectual property law in the courts in 
the year to come.   

  

AMICUS BRIEF

CO-CHAIRS: Aron Fischer and David Goldberg

BOARD LIAISON: Irena Royzman

MEMBERS: Thomas Bean, Derrick Carman, Nicole Conlon, Christopher Glancy, Gina Kim, Richard Koehl,  
Leslie Kushner,  Christopher Loh, Allyson Mackavage, Thomas McShane, Charles Miller,  Frederick Millet t ,  
Steven Purdy, Irena Royzman, Peter Sullivan, Ksenia Takhistova, William Thomashower,  Kathleen Waybourn 
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SCOPE OF THE COMMITTEE: To consider all aspects of United States, foreign and mult i-nat ional copyright  law 
and pract ice, and to make recommendat ions with respect  thereto to the Board of Directors. 

COPYRIGHT LAW & PRACTICE

CO-CHAIRS: Tatsuya Adachi and Lauren Emerson

BOARD LIAISON: Kathleen McCarthy

MEMBERS: Soban Ahmed, Eroide Alphonse, Stephen Ankrom, Reece Brassler,  Veronique Charles, Mit isha 
Chheda, Wayne Cox, Robert  Fischer,  Chantelle Gyamfi,  Lindsay Korotkin,  Thomas McShane, Olivera 
Medenica, Elliot  Shine, Mitchell Stein

The 2018-2019 NYIPLA Copyright  Law & Pract ice Commit tee was comprised of 17 at torneys and law students 
sharing the common goals of advancing dialogue on emerging issues in copyright  law, support ing the various 
init iat ives of the NYIPLA and its other commit tees relat ing to copyright  law, and building a community of 
copyright  at torneys through in-person events and regularly scheduled meet ings. The Commit tee held an 
in-person social event  to kick off  the Associat ion year,  and has since convened for monthly teleconferences 
featuring presentat ions on notable copyright  decisions, including Fourth Estate Public Benefit Corp. v. 
Wall- Street.com, LLC, et al.,  Rimini Street, Inc. et al. v. Oracle USA, Inc., et al.,  and Google LLC v. Oracle America, Inc.,  
as well as notable copyright  legislat ion, including the Music Modernizat ion Act . In February,  the Commit tee 
hosted a joint  in-person social event  with the Trademark Law & Pract ice Commit tee. 

Over the past  year,  the Commit tee has collaborated with other NYIPLA Commit tees. In part icular,  the Copyright  
Commit tee worked with the Legislat ive Act ion Commit tee to contribute to discussions on the pending CASE 
Act . The Commit tee also worked with the Amicus Brief Commit tee on authoring amicus briefs f i led in Syngenta 
Crop Protection, LLC v. Willowood, LLC.,  Fed. Cir. No. 18-1614, and Brammer v. Violent Hues Productions, LLC,  
Fourth Cir. No. 18-1763. In addit ion, the Commit tee prepared comments on behalf  of  the Associat ion in response 
to the Copyright  Off ice?s Not ice of Inquiry concerning efforts to modernize copyright  regist rat ion. 

CNIPA OF CHINA - US BAR

DELEGATES: Wansheng Jerry Liu and Brian Rothery

The CNIPA Commit tee, on behalf  of  the NYIPLA, collaborated with the USPTO in organizing the ?China IP 
Roadshow: What New York businesses need to know? program at  Yeshiva University?s Benjamin N. Cardozo 
School of Law on September 27, 2018 to review the state of Intellectual Property protect ion in China. The 
one-day program brought  together experts from the U.S. government,  academics, IP at torneys, and local 
business people to share their insights on China and IP issues that  would benef it  U.S. IP rights holders and help 
them consider st rategies for IP protect ion and enforcement in China.   

The CNIPA Commit tee of the NYIPLA is one of many Intellectual Property organizat ions that  form a council of  
delegates to have meet ings with off icials from the China Nat ional Intellectual Property Administ rat ion (CNIPA, 
formerly the State Intellectual Property Off ice of PRC, or ?SIPO?).  The council meets yearly with CNIPA 
off icials to discuss the state of Intellectual property between the United States and China.  The council made its 
last  t rip to Beijing in the Fall of  2018, and ant icipates that  CNIPA will come to the United States to visit  the 
USPTO in the Fall of  this year.  We hope to meet  with them at  that  t ime. In the meant ime, during his t rip to 
China for at tending other conferences in Beijing, the Co-Chair of  CNIPA Commit tee, W. Jerry Liu,  visited the 
CNIPA to meet  with the CNIPA?s Internat ional Affairs Division in November 2018 and discussed possible 
collaborat ions between NYIPLA and CNIPA in the future. 



SCOPE OF THE COMMITTEE: To consider intellectual property issues having an impact  on in-house intellectual 
property counsel,  and to make recommendat ions with respect  thereto to the Board of Directors. 

The Corporate Commit tee had a product ive year,  w ith regular meet ings designed to provide its members with 
meaningful and relevant  content . The Commit tee closed out  the year with its members at tending the 
Associat ion?s roundtable on gender diversity in innovat ion, at tended by Director Iancu and Professor Colleen 
Chien, as well as numerous Board members and Women in IP Law Commit tee members. The Commit tee also 
enjoyed moderated discussions of commit tee members from diverse industries sharing insights on key issues, 
such as evaluat ing your outside counsel and best  pract ices for IP legal oversight . Other meet ings included 
outside experts speaking on a variety of topics. Chris Israel of  American Cont inental Group joined a meet ing to 
share an update on act ivity in DC, and Steve Gardner and Caroline Wray of Kilpatrick Townsend shared a 
presentat ion tai lored to in-house counsel on recent  patent  case law. The Commit tee also heard from USPTO 
personnel on IP5 internat ional work-sharing efforts. 

The Commit tee held its annual in-person m ixer in September,  invit ing Young Lawyers Commit tee members to 
once again join the event . The m ixer gave Commit tee members a welcome chance to re-connect . For 2019, the 
Commit tee will cont inue to deliver i ts members content  that  is useful to their pract ices, w ith plans to cont inue 
the conversat ion around improving diversity in innovat ion.  

CORPORATE

CO-CHAIRS: Steven Purdy and Laura Sheridan

BOARD LIAISON: Marian Underweiser

MEMBERS: Michele Ant is,  Jeffrey But ler,  Tulloss Delk,  Paul Diamond, Kevin Ecker,  Joy Goudie, Joshua Harris,  
David Kaplan, Howard Lee, George MacDonald, Brian McCloskey, Gerard McGowan, Colman Ragan, Louis 
Sorell,  James Sterner,  Cheryl Wang 

SCOPE OF THE COMMITTEE: To publicize and conduct  a law school writ ing compet it ion on an intellectual 
property law topic,  and to make recommendat ions to the Board of Directors with respect  thereto. 

The Commit tee solicited and reviewed entries for the William C. Conner Writ ing Compet it ion.  The 
announcement of the compet it ion was posted on the NYIPLA website in September 2018. In December 2018, 
not ice was sent  to professors at  a number of law schools to ask that  the writ ing compet it ion announcement be 
posted to ensure the students were aware of the opportunity. 

The Commit tee received 11 submissions in 2019.  This was a decrease from previous years,  and we propose to 
evaluate and recommend st rategies to increase the number of submissions for the upcoming year. From those 
submissions, the Commit tee selected the  top two submissions and sent  them to the NYIPLA Board for i ts 
considerat ion. The Board agreed with the recommendat ions of the Commit tee and selected the following as 
f irst  and second place submissions:   

1. Kelsie Kelly- The Price of the Patent Dance:  Where Are All the Biosimilars? (Brooklyn Law School)  

2. Samantha Zurcher- The Patent Paradox:  Challenging the Presumption Against Extraterritoriality (Boston 
College Law School)  

The NYIPLA not if ied the winners and arranged for the presentat ions to be made at  the Annual Dinner. 

HON. WILLIAM C. CONNER WRITING COMPETITION

CO-CHAIRS: Richard Brown and Keith McWha

BOARD LIAISON: Walter Hanley Jr. 
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SCOPE OF THE COMMITTEE: To consider intellectual property issues having an impact  on in-house intellectual 
property counsel,  and to make recommendat ions with respect  thereto to the Board of Directors. 

The 2019 Inventor of the Year Award Commit tee received mult iple high-quality submissions for considerat ion.  
The Commit tee presented its top two choices to the Board for discussion and approval,  and the Board agreed 
with the Commit tee?s recommendat ion.  At  the NYIPLA Annual Meet ing on May 14, 2019, the Associat ion 
honored the 2019 Inventor of the Year Award Winner,  Dr . Sharon  Shacham .  

Dr. Shacham was recognized for her work as the President  and Chief Scient if ic Off icer at  Karyopharm 
Therapeut ics,  where she and her team developed Selinexor,  a f irst  in class oral Select ive Inhibitor of Nuclear 
Export  (SINE) for the t reatment  of cancer.  SINE compounds enable tumor suppressor proteins to remain in the 
nucleus and promote apoptosis of cancer cells through the inhibit ion of nuclear export  proteins, known as 
export ins,  and specif ically export in 1.   

On October 5,  2018, the FDA accepted for f i ling with Priority Review Karyopharm?s New Drug Applicat ion 
(NDA) seeking accelerated approval for Selinexor in combinat ion with dexamethasone as a new t reatment  of 
pat ients with relapsed refractory mult iple myeloma.   The FDA recent ly extended the act ion date for Selinexor 
to July 6,  2019, while wait ing for the results from Karyopharm?s randomized, open-label,  Phase 3 BOSTON 
study. Top-line data are expected by the end of 2019 or early 2020. 

Dr. Shacham holds a number of U.S. patents and applicat ions, including U.S. Patent  Nos. 8,999,996; 
9,079,865; 9,206,158; 9,714,226; 10,173,987; and 10,202,366. 

We would like to recognize and thank the ent ire Commit tee for another successful year and their excellent  
work researching, reviewing, and ranking the submissions.  We also want  to thank our Board liaison, Mark 
Bloomberg, for his help and guidance along this process. 

INVENTOR OF THE YEAR (IOTY) AWARD

CO-CHAIRS: Jonathan Auerbach and Brian Prew

BOARD LIAISON: Frank DeLucia Jr. 

MEMBERS: Catherine Chin Eng, Just ine Gozzi,  Mitchell Hadley, Alessandro Peschechera, Eric Yecies 

SCOPE OF THE COMMITTEE: To evaluate proposed federal and state legislat ion and rules, including USPTO and 
Court  rules, that  may impact  patent  and other intellectual property issues; to develop posit ions and 
recommendat ions on the proposed legislat ion and rules for considerat ion by the NYIPLA Board of Directors;  
and to communicate the NYIPLA's posit ions and recommendat ions to the legislat ive and rule-making bodies, as 
approved by the Board.  

The Legislat ive Act ion Commit tee cont inues to support  the Associat ion in monitoring proposed and pending 
legislat ion of interest  to its members and to the intellectual property commit tee in general. This past  year,  our  
principal focus has been on considering issues relat ing to subject  mat ter eligibi li ty. It  is likely that  legislat ion 
will soon be proposed to address the uncertainty that  has been created since the Supreme Court?s Alice and 
Mayo decisions. The Legislat ive Act ion Commit tee, w ith the assistance of our legislat ive consultants,  American 
Cont inental Group, has been closely monitoring the discussions relat ing to this legislat ion and has supported 
Pete Thurlow, who has at tended several subject  mat ter roundtables on the Hill. 

Other areas of interest  to the Legislat ive Act ion Commit tee are the numerous pending and proposed bills 
relat ing to pharmaceut ical pricing, including bills aimed at  altering the patent-challenge paradigm that  was 
established years ago by the Hatch-Waxman Act ,  and efforts likely to result  f rom the Administ rat ion?s push for 
agency reports on the subject  of online counterfeit ing and piracy. 

LEGISLATIVE ACTION

CO-CHAIRS: Dorothy Auth and Jeffrey But ler

BOARD LIAISON: Robert  Isackson



SCOPE OF THE COMMITTEE: To consider all aspects of patent  laws and pract ice which affect  the right  of United 
States ent it ies in technology, and to make recommendat ions with respect  thereto to the Board of Directors.   

The m ission of the Patent  Law & Pract ice Commit tee is to monitor,  study, and promulgate changes in U.S. 
patent  law and regulat ions and U.S. Patent  & Trademark Off ice (USPTO) internal pract ice and to publicly 
part icipate in USPTO rule making, pract ice changes, and policy init iat ives on behalf  of  the NYIPLA. In pursuit  of  
these object ives, the Commit tee: monitors and circulates Federal Register not ices relat ing to USPTO rule 
making and pract ice; prepares formal submissions on behalf  of  the NYIPLA to Federal Register not ices where 
the USPTO is seeking comment(s)  from the public and/ or pract it ioners;  and holds monthly in-person and/ or 
telephonic meet ings to discuss recent  Federal Register not ices, recent  USPTO announcements and pract ice 
before the Off ice generally,  recent  court  decisions of note, and any other developments which affect  patent  
pract ice and patent  pract it ioners. The Commit tee also contributes art icles to The Report,  part icipates in NYIPLA 
Cont inuing Legal Educat ion panels and courses, cooperates with other NYIPLA commit tees on issues relat ing 
to patent  law, regulat ions, and pract ice. 

This year,  the Commit tee cont inued to monitor and part icipate in the USPTO?s Patent  Quality Init iat ive, which 
seeks to improve the quality of patents through changes to internal USPTO pract ices. The Commit tee also 
cont inued to monitor issues relat ing to the USPTO handling of patent  eligibi li ty under Sect ion 101. We worked 
with the Programs Commit tee to conduct  a panel on Sect ion 101 moderated by our co-chair,  Jonathan 
Berschadsky, at  a One-Day Patent  CLE Seminar. The panel included both in-house counsel and law f irm  
at torneys, who summarized and discussed recent  Federal Circuit  decisions relat ing to Sect ion 101. The 
Commit tee part icipated in a roundtable discussion with this organizat ion?s Ad hoc Commit tee on Sect ion 101 
and has provided comments on legislat ive proposals. The Commit tee part icipated in meet ings on the USPTO 
Patent  Quality Init iat ive with representat ives of the USPTO. We are current ly studying revised USPTO 
guidelines on patent  eligibi li ty under Sect ion 101 and funct ional claim language under Sect ion 112. 

PATENT LAW & PRACTICE

CO-CHAIRS: Jonathan Berschadsky and Carl Wischhusen

BOARD LIAISON: Peter Thurlow

MEMBERS: Thomas Bean, Andrew Berks, Nicholas Bert ram, Daniel Brownstone, Michael Carmen, Andew 
Chien, Just ine DelVechhio,  Isaac Gelbf ish, Joy Goudie, Khue Hoang, David Kaplan, Fritz Klantschi,  Jason 
LaBerteaux, Thomas Landman, Tanya Leavy, Jenny Lee, Oliver Li,  Steven Luksenberg, Karen Mangasarian, 
Brian McCloskey, Gerard McGowan, Jason Poulos, Jeffrey Price, Larry Rosenthal,  Ryan Schneer,  Elliot  Shine, 
Antoaneta Tarpanova
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SCOPE OF THE COMMITTEE: To consider legislat ion and rules affect ing pract ice and procedural mat ters in 
intellectual property li t igat ion outside the Patent  and Trademark Off ice, and other mat ters relat ing to pract ice 
in such li t igat ion, and to make recommendat ions with respect  thereto to the Board of Directors. 

The Patent  Lit igat ion Commit tee enjoyed an act ive and successful 2018-2019 commit tee season.  We held 
monthly in-person lunch meet ings, which provided a regular forum for personal interact ion among members 
and insight ful discussion.  Our Commit tee also cont inues to take steps to expand part icipat ion by more junior 
lawyers,  including working with the Young Lawyers Commit tee.  

Beyond monthly meet ings, we sponsored and/ or co-sponsored a number of Associat ion-wide events,  including 
(1)  on July 25, we co-hosted a happy hour with the Young Lawyers Commit tee; (2)  on October 4,  we 
co-sponsored with the PTAB commit tee a program called, ?Adjust ing Your Strategies in Preparing and 
Responding to Pet it ions Before the PTAB After SAS Inst itute v. Iancu,? hosted by Polsinelli ;  (3)  on February 6,  
we co-sponsored with the Women?s Commit tee, a biosim ilars program t it led ?An In-House Perspect ive on 
Biologics/ Biosim ilars Lit igat ion,? hosted by O?Melveny, (4)  on February 21, we are co-sponsored with the 
Young Lawyers a program t it led ?Improvisat ional Act ing in the Court .? For later this year into the next  
commit tee season, we are planning to sponsor a Judge?s panel. We have hosted these types of panels in the 
past  and they are always very informat ive. The program is st i ll being developed but  we are current ly target ing 
somet ime in September. After an act ive and successful year behind us, the Commit tee looks forward to 
carrying the momentum into the 2019-2020 season. 

PATENT LITIGATION

CO-CHAIRS: Gene Lee and Marc Pensabene

BOARD LIAISON: Robert  Rando

MEMBERS: Kenneth Adamo, Mark Baker,  James Barabas, Steve Baughman, Kenneth Canfield,  Derrick Carman, 
Catherine Ching Eng, Jennifer Cieluch, Nicole Conlon, Mitchell Epner,  Lauren Fornarot to,  Isaac Gelbf ish, Peter 
Gergely,  Ryan Hersh, Michael Johnson, Leslie Kushner,  Thomas Landman, Bernadet te Lopez, Steven 
Luksenberg, Douglas Nemec, Richard Parke, Larry Rosenthal,  John Stellabot te,  James Sterner,  Thomas Vet ter,  
Ron Vogel,  Stuart  Yothers



SCOPE OF THE COMMITTEE: To formulate and present  a series of monthly cont inuing legal educat ion programs 
of interest  to the broad spectrum of the Associat ion's membership,  and to make recommendat ions with 
respect  thereto to the Board of Directors.    

This year the Programs Commit tee cont inued its service to NYIPLA Members by providing high quality 
programs, informat ive presentat ions and dist inguished keynote speakers. Its slate of programs includes, 
among others,  the Full-Day Patent  Program, the Day of Dinner Program, and the Annual Moot  Court  program 
before the Second Circuit .  

The Programs Commit tee was honored to present ,  in conjunct ion with the Second Circuit  Court  of  Appeals,  
the Fif th Annual Second Circuit  Moot  Court  Argument CLE Program on July 11, 2018. The proceedings were 
held at  the Thurgood Marshall Courthouse and presided over by the Honorable Stewart  D. Aaron, the 
Honorable Robert  W. Lehrburger and the Honorable Ona T. Wang, United States Magist rate Judges for the 
Southern Dist rict  of  New York sit t ing by designat ion. Part icipants from four dif ferent  member f irms presented 
oral arguments based on a hypothet ical fact  pat tern derived from a case await ing a decision on a pet it ion for 
cert iorari to the Supreme Court : Empire Distribution Inc. v. Twentieth Century Fox Television (No. 17-1383). We 
thank Board and Programs Commit tee member Robert  Rando for his cont inued efforts in making this program 
a success year after year. 

On Thursday, November 15, 2018, the NYIPLA Programs Commit tee hosted its annual One Day Patent  CLE 
Seminar at  The Princeton Club, which was a success. This year?s program included four panels,  a luncheon 
keynote speaker,  and an interact ive luncheon presentat ion. The Programs Commit tee was honored to have 
part icipat ion from the judiciary and the Federal Bureau of Invest igat ions FBI at  this program. The program 
began with a t imely discussion between Special Agents from the FBI and in-house counsel f rom various 
industries about  what  patent  pract it ioners need to know about  ethically handling client?s conf ident ial 
informat ion in the digital age. The Keynote Speaker,  the Honorable Colleen McMahon, Chief Judge for the 
United States Dist rict  Court  for the Southern Dist rict  of  New York, gave an engaging speech regarding women 
and diversity in the legal profession and shared some insights from her own career to inspire those in 
at tendance to be more conf ident  and seize opportunit ies. 

This program also allowed the Programs Commit tee to work with other organizat ions and substant ive 
commit tees of the NYIPLA and showcase their depth of knowledge and contribut ions to the Associat ion. The 
second panel of the day, which was organized with JAMS, discussed the ins and outs of arbit rat ing a patent  
dispute, w ith seasoned arbit rators from JAMS, including Hon. Garret t  Brown, Hon. John C. Lif land and 
Thomas Creel. The Women in IP Law commit tee presented an eye-opening interact ive diversity CLE regarding 
implicit  bias and tools to m it igate unintended implicit  bias in the legal profession. The Programs Commit tee 
also collaborated with the newly formed PTAB commit tee and the Patent  Lit igat ion commit tee for a moderated 
discussion regarding the changing interface between administ rat ive proceedings, e.g.,  PTAB proceedings, and 
patent  li t igat ion in the dist rict  courts. The last  panel of the day included a discussion regarding the constant ly 
evolving standards for patent  subject  mat ter eligibi li ty under Sect ion 101 across dif ferent  industries,  which was 
organized in collaborat ion with the Patent  Law & Pract ice Commit tee  

The Programs Commit tee was also honored to have part icipat ion from Circuit  and Dist rict  Court  Judges and 
members of the Execut ive Branch at  the Day of Dinner Luncheon on March 22, 2019, regarding the current  
state of innovat ion within the U.S. legal system and views from both the USPTO and the courts regarding the 
evolving protect ion for intellectual property rights. The program kicked off  w ith a keynote speech from Andrei 
Iancu, Under Secretary of Commerce for Intellectual Property and Director,  United States Patent  and 
Trademark Off ice. The program also featured a lively discussion moderated by Annemarie Hasset t  w ith a 
dist inguished panel of judges with some of the busiest  patent  dockets and Direct  Iancu. The panel of judges 
included the Honorable Raymond T. Chen, Circuit  Judge, United States Court  of  Appeals for the Federal Circuit ,  
Honorable Ruben Cast i llo,  Chief Judge, United States Dist rict  Court  for the Northern Dist rict  of  Illinois,  and 
Honorable Richard G. Andrews, Judge, United States Dist rict  Court  for the Dist rict  of  Delaware. 

PROGRAMS

CO-CHAIRS: Jonathan Auerbach and Jenny Lee

BOARD LIAISON: Colman Ragan

MEMBERS: Andrew Berks, Mark Bloomberg, Patrice Jean, Robert  Rando, Lynn Russo, William Thomashower,  
Thomas Vet ter
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The Programs Commit tee has also been coordinat ing with other commit tees of the NYIPLA to help facili tate 
scheduling and planning of various events for the Associat ion so that  the in-person events are well-at tended 
while we cont inue to deliver valuable content  to our membership. The Commit tee solicited programming 
ideas and proposed dates from various commit tees of the Associat ion throughout  the year and facili tated 
collaborat ion and coordinat ion between commit tees to provide a slate of robust  programming that  is 
logist ically feasible for the Associat ion calendar.  The Programs Commit tee also provided addit ional support  in 
the planning of various events throughout  the year. The success of the Commit tee?s programs could not  have 
been achieved without  the hard work and dedicat ion of all of  the members of the Commit tee and the NYIPLA 
administ rat ive off ice to whom we are grateful. 

SCOPE OF THE COMMITTEE: To provide thought  leadership in legislat ion, rules and li t igat ion relat ing to 
post-issuance proceedings before the Patent  Trial and Appeals Board ("PTAB"),  and to make recommendat ions 
to the Board. Also to provide lectures and informat ion on latest  t rends and pract ice pointers for pract ice before 
the PTAB and appeals from PTAB decisions. 

PTAB

CO-CHAIRS: Frank DeLucia Jr. and Charles Macedo

BOARD LIAISON: Peter Thurlow

MEMBERS: Kenneth Adamo, Mark Baker,  Jacob Baldinger,  Steve Baughman, Jonathan Berschadsky, 
Derrick Carman, Catherine Chin Eng, Peter Gergely,  Jung Hahm, Joshua Harris,  Ryan Hersh, Khue Hoang, 
Robert  Isackson, Fritz Klantschi,  Richard Koehl,  Jason LaBerteux, Andrew Larsen, Gene Lee, Yan-Xin Li,  
Christopher Lisiewski,  Lisamarie LoGiudice, Bernadet te Lopez, Charles Miller,  Frederick Millet ,  Brian Murphy, 
Marc Pensabene, Jeffrey Price, Robert  Rando, Robert  Roby, John Stellabot te,  Jonathan Stroud, Peter Sullivan, 
Ksenia Takhistova, William Thomashower,  Peter Thurlow, Clif ford Ulrich, Thomas Vet ter,  Kathleen 
Waybourn, Joel Weiss

In 2018, the Associat ion established the Patent  Trial and Appeals Board (?PTAB?) Commit tee to provide 
thought  leadership regarding legislat ion, rules and li t igat ion pract ice with respect  to post-issuance proceedings 
heard by the PTAB, and to make recommendat ions to the Board in connect ion therewith. Since then, the 
Commit tee has at t racted over 40 members ( including counsel working in-house and in private pract ice) and 
has been act ive both in developing a forum where pract it ioners can discuss legal developments affect ing 
post-issuance proceedings, and in providing pract ical recommendat ions to improve PTAB pract ice by 
submit t ing comments on US Patent  & Trademark Off ice (?USPTO?) proposed revisions to PTAB rules. 

For instance, on October 4,  2018, the Commit tee sponsored a panel presentat ion on the impact  of the SAS 
Institute decision on st rategies to prepare, f i le,  and respond to PTAB Pet it ions. The panel featured Hon. William 
M. Fink, Vice Chief Administ rat ive Patent  Judge at  the USPTO. On May 14, 2019, the Commit tee hosted a 
follow-up panel ent it led ?PTAB Estoppel,  Post-SAS: Perspect ives from the PTAB Chief Judge and Pract it ioners.? 
At  this event ,  Hon. Scot t  Boalick,  Chief Judge of the PTAB, discussed with pract it ioners the challenges posed 
by interact ion of the SAS Institute decision with inter partes review  ( IPR) estoppel provisions, as well as pract ical 
considerat ions regarding successful challenge and defense st rategies developed in recent  PTAB proceedings. 

Addit ionally,  the PTAB Commit tee submit ted detailed comments in response to the USPTO?s ?Changes to the 
Claim Construct ion Standard for Interpret ing Claims in Trial Proceedings Before the Patent  Trial and Appeal 
Board.? The comments generally supported the USPTO?s proposal to change the claim construct ions standard 
in PTAB t rials from the ?broadest  reasonable interpretat ion? standard to the ?Phillips? standard. The PTAB 
Commit tee also submit ted detailed comments in response to the USPTO?s ?Request  for Comments on Mot ion 
to Amend Pract ice and Procedures in Trial Proceedings Under the America Invents Act  Before the Patent  Trial 
and Appeal Board.? While the comments acknowledged that  current  mot ion to amend (?MTA?) process in AIA 
t rials should be modif ied to make it  more useful and fair to pet it ioners and patent  owners alike, the comments 
pointed out  w ith part icularity how the proposed changes to MTA pract ice create the risk of other problems 
(e.g.,  regarding estoppel)  and require more thought  before implementat ion. 

The Commit tee?s act ivit ies have thus ensured that  the intellectual property community act ively debates 
important  issues affect ing PTAB pract ice, and that  the intellectual property community?s voice is heard by the 
USPTO in their deliberat ions on PTAB-related issues. The PTAB Commit tee will cont inue its commitment  to 
represent  the Associat ion?s interests at  the PTAB in the year to come. 



SCOPE OF THE COMMITTEE: To consider all aspects of internet  and privacy law in the United States, and to 
make recommendat ions with respect  thereto to the Board of Directors.    

i .  M on t h ly M eet in gs.  We have been cont inuing with monthly meet ings. Commit tee member Jessica 
Sblendorio of Haug Partners cont inues to provide the commit tee with an update on the latest  developments 
regarding the Defend Trade Secrets Act  and t rade secrets law generally. 

i i .  Trade Secret  Podcast .   

As reported in the Fall,  we are working to put  together a podcast  series of 5-7 episodes of 20-30 m inutes each. 
We have now nailed down our topics and more important ly,  our interviewees: 

1. In-house best  pract ices perspect ive ? our own, Mark Schildkraut  of BD 

2. Internal Invest igat ions ? outside counsel David Almeiling of O?Melveny 

3. Law Enforcement perspect ive ? Brian Levine of DOJ 

4. In-house regulatory perspect ive ? Erez Libermann of Prudent ial 

5. U.S. Dist rict  Court  Trends 2 years Following Enactment  of the DTSA - David Almeiling of O?Melveny 

6. Trial Strategies ? Tony Sammi of Skadden 

7. Judge?s Perspect ive- ret ired Honorable Gregory Sleet  

We are f inalizing the interview quest ions and plan to complete the interviews by the end of June. Then we will 
roll out  the podcast  series over a period of weeks. 

i i i .  Cross- Com m i t t ee Suppor t .  Should another Commit tee want  support  f rom the Trade Secret  Commit tee ? 
e.g.,  Cybersecurity,  Young Lawyers or Women in IP Law ? to advance a CLE, a networking event  or something 
else, we?d be happy to help out .   

TRADE SECRETS

CO-CHAIRS: Laura Chubb and Mark Schildkraut

BOARD LIAISON: William McCabe 

MEMBERS: Rachel Blitzer,  Veronique Charles, Ralph Dengler,  Kevin Ecker,  Dwight  Kennedy, Thomas 
Landman, William McCabe, Daniel McGlynn, Douglas Nemec, Jessica Sblendorio,  Eric Yecies, Stuart  Yothers
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SCOPE OF THE COMMITTEE: To consider all aspects of t rademark law and pract ice, and to make 
recommendat ions with respect  thereto to the Board of Directors.    

TRADEMARK LAW & PRACTICE

CO-CHAIRS: Michael Cannata and Scot t  Greenberg

BOARD LIAISON: Dyan Finguerra-DuCharme

MEMBERS: Soban Ahmed, Shiran Bayin,  James Bikoff ,  Heather Bowen, Reece Brassler,  Pina Campagna, 
Veronqiue Charles, Mit isha Cheeda, Natasa Colovic,  Wayne Cox, Ursula Day, David Einhorn, Nicholas 
Forgione, Christopher Glancy, David Goldberg, Lindsay Korotkin,  Michael Kraich, Olivera Medenica, Terra 
Melson, Dorna Mohaghegh, Suzanna Morales, Gabrielle Nagler,  Sanskrit i  Singh, Mitchell Stein,  Antoaneta 
Tarpanova, William Thomashower

The Trademark Law & Pract ice Commit tee (?Commit tee?) had 28 act ive members this year. The Commit tee 
corresponded extensively,  conducted mult iple meet ings, contributed to NYIPLA publicat ions and amicus 
briefs,  and organized several CLE events. 

In July 2018, the Commit tee organized and conducted its annual Half-Day program ent it led ?Hot Topics in 
Intellectual Property Law.? The keynote speaker was Hon. Gerard Rogers, Chief Administ rat ive Trademark 
Judge, Trademark Trial and Appeal Board, USPTO.  In addit ion to Judge Rogers, the program also featured 
several expert  panels and lecturers on topics including copyright  liabili ty for website operators,  blockchain 
technology, TTAB updates, li t igat ion f inance, copyright ,  and EU updates. 

Members of the Commit tee part icipated in the preparat ion of amicus briefs submit ted by NYIPLA in two 
SCOTUS cases, Mission Product Holdings v. Tempnology, LLC,  which was submit ted in December 2018 and deals 
with t rademark licenses in bankruptcy proceedings, and Iancu v. Brunetti,  which was submit ted in February 
2019, in a case weighing the const itut ionality of the Lanham Act  provision refusing regist rat ion of marks that  
are immoral or scandalous.   

On January 14, 2019, the Commit tee held an in-person meet ing at  the off ices of Quinn Emanuel Urquhart  and 
Sullivan followed by a CLE presentat ion ent it led ?Trademark Disputes Pit t ing Fict ional Entertainment Works 
Against  ?Non-Fict ional? Businesses?, presented by David Leichtman, Kaydi Osowski and Cory Struble.   

The Commit tee, together with the Copyright  Law & Pract ice Commit tee, held an after work networking and 
social event  on February 28, 2019, at  Pennsylvania 6. 

In March 2019, the Commit tee prepared public comments for the NYIPLA to submit  to the USPTO in 
connect ion with the USPTO's proposed rule to require foreign-domiciled t rademark applicants and regist rants 
to use a U.S.-licensed at torney. 

On May 1, 2019, the Commit tee held an in-person meet ing at  the off ices of Pryor Cashman LLP followed by a 
CLE presentat ion ent it led ?Trademark Update: A Discussion with a USPTO Policy Maker and a TTAB Decision 
Maker,? presented by Hon. Cindy B. Greenbaum, Matthew G. Galan and Dyan Finguerra-DuCharme. 

The Commit tee is present ly planning its 2019 Half-Day ?Hot Topics in Intellectual Property Law? CLE program, 
which will be held on July 18, 2019, at  The Princeton Club. The Commit tee has conf irmed several dynamic 
speakers for the program to discuss several topics of interest ,  including t rademark issues in bankruptcy 
proceedings, the new Canadian t rademark statute,  and ethics issues pertaining to intellectual property 
pract ice.  

Finally,  throughout  the year,  members of the Commit tee prepared summaries of interest ing and noteworthy 
decisions from the TTAB for inclusion in each edit ion of The Report. 



The NYIPLA was represented at  the 34th Annual Meet ing of the Council that  convened at  the EPO in Munich on 
October 12, 2018. The Council was founded as a forum for the candid exchange of views with the EPO by a large 
cross-sect ion of U.S. patent  pract it ioners concerning their experience and problems encountered in their 
dealings with the EPO, as well as suggest ing areas in which changes m ight  be undertaken to improve the 
pract ice. The present ,  US applicants const itute 26% of the EPO's users,  which far exceeds any other nat ional 
user group. 

The meet ing was hosted by the new President  of the EPO.  Antonio Campinos, who assumed the off ice on July 
1,  2018, succeeding former President  Bat t iselli . Mr. Campinos has extensive experience in the management of 
European IP inst itut ions having served as the head of the Portuguese IPO beginning in 2000 and then of the 
European Union IPO (OHIM) from 2010-18. A total of  thirteen EPO representat ives part icipated in the Council 
meet ing and presentat ions were made to the delegates from the US Bar by seven high-level managers and 
heads of directorates covering nine subject  areas. 

One issue of potent ial interest  to US applicants and pract it ioners that  was discussed is a proposal to perm it  the 
deferral of  the EPO's examinat ion of new applicat ions upon the request  of applicants. The deferral period would 
be lim ited, e.g.,  to three years,  and in the interim  interested third part ies could pet it ion for the 
commencement of examinat ion upon a showing of a substant ial interest . Such an intent ional delay is argued 
by some to be against  the public interest  in having prompt access to the results of examinat ion that  would 
def ine the potent ial scope of the applicant 's rights. This proposal is in contrast  to the EPO's long-standing goal 
of cont inuing to reduce the t ime between f i ling and the f irst  examinat ion report .  

In accordance with custom, the 35th Annual Meet ing of the Council w ill be held in Washington, DC and 
program planning is current ly underway. NYIPLA members having quest ions or concerns regarding EPO 
pract ice issues for considerat ion at  the next  Council meet ing can submit  them to Tom Spath 
( tespath@lawabel.com) or to our new co-representat ive Laura Brutman ( lbrutman@schif fhardin.com). 

US BAR - EUROPEAN PATENT OFFICE LIAISON COUNCIL

DELEGATES: Laura Brutman and Thomas Spath 

There has been no meet ing of the US Bar? Japan Patent  Off ice Liaison Council since our last  report  to the 
Board.  The last  meet ing of the Council was held on October 22, 2018, in Washington, DC, which was the f inal 
meet ing that  Ray Farrell presided over the Council as its Chair.  As noted in our previous report ,  at  that  
meet ing the JPO delegat ion was led by Director General of  the JPO Patent  Examinat ion Department ,  Takashi 
Yamashita.  Recent ly,  the Council held a planning tele-conference to begin planning for the next  Council 
meet ing, which will take place in Tokyo in either September or October of this year.  It  is expected that  in 
addit ion to meet ing with the Commissioner of the JPO and the internat ional policy team, the Council w ill also 
be meet ing once again with the IP High Court  of  Tokyo.  If  there are any patent  prosecut ion or enforcement 
issues that  NYIPLA members would like to raise to the JPO, please contact  either John Pegram or Ray Farrell for 
considerat ion and conveyance to the JPO during our next  meet ing with them. 

US BAR - JAPAN PATENT OFFICE COUNCIL

DELEGATES: Raymond Farrell and John Pegram
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SCOPE OF THE COMMITTEE: To facili tate and empower women in their pract ice of intellectual property law, and 
to make recommendat ions with respect  thereto to the Board of Directors. 

The Women in IP Law Commit tee had a successful year in 2018-2019, host ing CLE and networking events,  in 
addit ion to commit tee meet ings. On November 15, 2018, during the One-Day Patent  CLE Seminar,  the 
Commit tee hosted a discussion on Implicit  Bias and its impact  on the legal profession. Abigail Langsam and 
Stephanie Grenald led an interact ive quiz-show-style presentat ion, walking though the basics of implicit  bias,  
i ts effects on lawyers,  and potent ial steps to m it igate those effects.  

On February 6,  2019, the Women in IP Law and Patent  Lit igat ion Commit tees co-hosted a panel discussion 
ent it led, ?An In-House Perspect ive On Biologics/ Biosim ilars Lit igat ion,? at  O?Melveny & Myers LLP. This 
program included a panel discussion about  biologics li t igat ion from the unique perspect ive of in-house counsel. 
Panelists included Kristan Lansbery (Senior Director,  Assistant  General Counsel,  Patents,  Regeneron 
Pharmaceut icals,  Inc.) ,  Tara Rahemba (Senior Director,  Patent  Counsel,  Alexion),  Karen Stoffan (Director,  IP 
Lit igat ion, Merck),  and Lori Wolfe (Associate General Counsel,  North America IP Lit igat ion, Teva 
Pharmaceut icals) . Hassen Sayeed (O?Melveny) moderated the discussion.   

Throughout  the year,  the Commit tee also held telephonic and in-person commit tee meet ings (as well as a 
roof-top social gathering in September)  at  which members act ively and generously contributed to planning and 
execut ing this year?s events. The Commit tee thanks all NYIPLA members who contributed to and part icipated 
in this successful year.  

WOMEN IN IP LAW

CO-CHAIRS: Jessica Copeland and Abigail Langsam

BOARD LIAISON: Irena Royzman

MEMBERS: Michelle Ant is,  Laura Chubb, Jennifer Cieluch, Nicole Colovic,  Nicole Conlon, Ursula Day, 
Stephanie DelPonte, Dyan Finguerra-DuCharme, Lauren Fornarot to,  Just ine Gozzi,  Stephanie Grenald,  Patrice 
Jean, Leslie Kushner,  Tanya Leavy, Allyson Mackavage, Karen Mangasarian, Tara Meli llo,  Margaret  Mort imer,  
Lauren Nowierski,  Amanda Rabbat ,  Brenda Rivera, Karen Sabaski,  Gabrielle Simon Nagler,  Cheryl Wang

SCOPE OF THE COMMITTEE: To address the concerns and needs of m inorit ies,  women and newly-admit ted 
lawyers,  and to report  w ith respect  thereto to the Board of Directors.    

The Young Lawyers Commit tee started off  the year with an event  at  Hofst ra Law School that  included two 
panels and a networking recept ion.  The subjects of the panels were ?Diverse Careers in IP Law and Strategies 
for Achieving Success,? and ?IP Considerat ions for New IP Pract it ioners and Non-IP At torneys.?  The 
Commit tee then hosted a panel on li t igat ion f inance, ent it led ?Speaking the Language of Lit igat ion Finance: 
What Your Partners Don?t  Know.?  Panelists discussed how li t igants and law f irms use li t igat ion f inance, the 
role of li t igat ion counsel in facili tat ing f inancing arrangements,  and the use of li t igat ion outcome metrics in 
pre-li t igat ion diligence. 

The Young Lawyers Commit tee cont inued its t radit ion of joining other commit tees for networking over happy 
hours.  Members at tended m ixers with the Corporate Commit tee and Women in IP Commit tee. 

YOUNG LAWYERS 

CO-CHAIRS: Scot t  Forman, Eric Greenwald, and Lindsay Korotkin

BOARD LIAISON: Heather Schneider

MEMBERS: Mark Bhuptani,  Heather Bowen, Just ine DelVecchio,  Gina Kim, Yan-Xin Li,  Pat  McClay, Tara Meli llo,  
Dorna Moheghegh, Margaret  Mort imer,  Gerald Porter,  Brenda Rivera, Neet i Sachdev, Ryan Schneer,  
Michael Sebba, Gabrielle Simon Nagler
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he New  York Intel lectual Proper ty Law  Association held i ts 97th Annual Dinner  in Honor  of 
the Federal Judiciar y on March 22, 2019, at the New  York Hi l ton Midtow n Hotel. President 
Peter  Thur low  welcomed the honored guests, members of the NYIPLA, and their  guests. 

The Association?s Seventeenth Annual Outstanding Public Ser vice Award was presented to the 
Honorable Kathleen M. O'Malley, Cir cui t Judge for  the United States Cour t of Appeals for  the 
Federal Cir cui t. The Keynote address was given by Jon Meacham, award-w inning journalist, 
Presidential Histor ian and Puli tzer  Pr ize-Winning Author. Musical enter tainment was 
provided by a choir  group from the Celia Cruz Bronx High School of Music. 

T

   

97th Annual Dinner in Honor of the Federal Judiciary

Standing: Colman B. Ragan, Hon. Leonard P. Stark,  Heather M. Schneider,  Robert  M. Isackson, David Leichtman
Sitting: Hon. Sharon Prost ,  Hon. Kathleen M. O'Malley,  Peter G. Thurlow, Jon Meacham, Kathleen E. McCarthy, Hon. Ruben Cast i llo 
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2019 DOD CLE Lun cheon  



2019 DOD CLE Lun cheon  
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Hot  Topics i n  In t el l ect ual  Proper t y
Tuesday, July 17, 2018

Princeton Club, 15 West  43rd Street ,  New York, NY 

12:00PM ? 12:45PM Registration and Lunch

12:45PM ? 1:00PM Welcome Remarks

1:00PM ? 1:30PM Keynote Address Hon orable Gerard Rogers
Chief Administ rat ive Trademark Judge, Trademark Trial and Appeal Board

1:30PM ? 2:00PM Break in g t he In t ern et ? What  Un resolved Issues of  " Secon dary"  Liabi l i t y M ay M ean  
f or  Copyr igh t  Ow n ers, Publ i shers & ISPs

Moderator: Nicholas Bar t el t ,  Fordham IP Inst itute
Caleb Don aldson ,  Senior Copyright Counsel,  Google
Lauren  Em erson ,  Counsel,  Leason Ellis LLP 

2:00PM ? 2:30PM Open in g t he Vi r t ual  Door  t o Al l :  On l i n e Accessibi l i t y St an dards

Moderator: John  Egan ,  Partner,  Seyfarth Shaw LLP
Nan cy Del  Pi zzo,  Partner,  Rivkin Radler LLP
Thom as Logan ,  CEO,  Equal Entry LLC 

2:30PM ? 2:45PM Refreshments

2:45PM ? 3:15PM Block chain : Decon st ruct i n g Tradem ark s

M ar t i n  Schw im m er ,  Partner,  Leason Ellis LLP

3:15PM ? 3:45PM What  Keeps In - House Coun sel  Up at  Nigh t

Moderator: Dyan  Fin guer ra- DuCharm e,  Partner,  Pryor Cashman LLP
Lisa Gigl i ot t i ,  Vice President and Chief Trademark Counsel,  L'Oreal USA
John  M al t bie,  Director of Intellectual Property, Civil Enforcement,  Louis Vut ton Americas 
Br ian  M cClosk ey ,  Chief Patent Counsel,  Avon Products,  Inc.  

3:45PM ? 4:15PM Brexi t  -  Should Tradem ark  Ow n ers Care?

Sim on  Tracey ,  Founding Partner,  Bear & Wolf

4:15PM ? 4:45PM Li t i gat i on  Fin an ce: The Basics, The Det ai l s, an d t he Et h i cs

Moderator: David Her r i n gt on ,  Partner,  Cleary Got t lieb Steen & Hamilton LLP
Boaz Wein st ein ,  Co- Founder,  Lake Whillans Lit igat ion Finance
M ar la Deck er ,  Managing Director,  Lake Whillans Lit igat ion Finance 

4:45 PM - 4:55 PM Closing Remarks



8:15AM ? 9:00AM Registration and Continental Breakfast will be served 

9:00AM ? 9:05AM Welcome Remarks by Pet er  Thur low ,  NYIPLA President ,  Polsinelli

9:05AM ? 10:25AM Panel 1: What  Pat en t  Pract i t i on ers Need t o Kn ow  About  Et h i cal l y Han dl i n g Cl i en t ' s 
Con f iden t ial  In f orm at ion  i n  t he Digi t al  Age

Moderator: Jessica Copelan d ,  Partner,  Hodgson Russ
M ichael  Pol l i ce,  Special Agent,  Federal Bureau of Invest igat ion 
Car r ie Crot ,  Special Agent,  Federal Bureau of Invest igat ion 
M ark  Sch i l dk raut ,  Associate General Counsel- Cybersecurity & IP,  Becton Dickinson and 
Company 
Sarah  St at z,  Senior Counsel,  American Express Company 
Gai l  Zar i ck ,  IP Counsel- Security Division,  IBM Corporat ion

10:25AM ? 10:40AM Refreshment Break 

10:40AM ? 12:00PM Panel 2: Arbi t rat i on  of  Pat en t  Disput es

Moderator: Pat r i ck  J. M urphy I I I
Hon . Gar ret t  Brow n ,  Neutral,  JAMS The Resolut ion Experts
Hon . John  Li f l an d ,  Neutral,  JAMS The Resolut ion Experts 
Thom as Creel ,  Neutral,  JAMS The Resolut ion Experts 
Ben oi t  Quarm by,  Partner,  MoloLamken
Lyn n  Russo,  Associate,  Hughes Hubbard & Reed

12:00PM ? 12:45PM Lunch 

12:45PM ? 1:15PM Keynote Speaker Hon orable Col leen  M cM ahon ,  Chief United States District Judge,  
United States Dist rict  Court  for the Southern Dist rict  of  New York 

1:15PM ? 2:05PM Interact ive Diversity CLE: Im pl i ci t  Bias

Abigai l  Lan gsam ,  Counsel,  Arnold & Porter Kaye Scholer LLP 
St ephan ie Gren ald ,  Vice President- IP and Associate General Counsel,  HBI Incorporated 

2:10PM ? 3:30PM Panel 3: The Chan gin g In t er f ace bet w een  Adm in ist rat i ve Proceedin gs an d Pat en t  
Li t i gat i on  

Moderator: Char les M acedo,  Partner,  Amster Rothstein & Ebenstein
An t hon y M ichael ,  Director- Litigation,  Acorda
Rober t  Ran do,  Founder,  The Rando Law Firm
Sean  Rei l l y ,  General Counsel,  Askeladden, Senior Vice President and General Counsel,  
The Clearinghouse

3:30PM ? 3:45PM Refreshment Break 

3:45PM ? 5:05PM Panel 4: Navigat in g Pat en t  St rat egies i n  View  of  Recen t  Developm en t s i n  Sect ion  101 

Moderator: Jon at han  Berschadsk y ,  Partner,  Merchant  & Gould
Freder i ch  Laub,  Senior Counsel,  BMS
Scot t  Form an ,  Associate,  Wolf  Greenf ield & Sacks

5:05PM ? 5:10PM Closing Remarks

On e- Day Pat en t  CLE Sem in ar
Thursday, November 15, 2018

Princeton Club, 15 West  43rd Street ,  New York, NY 
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2018 On e- Day Pat en t  Program



EVEN TS

M ed i at i n g Pat en t  
I n f r i n gem en t  D i sp u t es:  
Cu r r en t  Tr en d s an d  Fu t u r e 
Con si d er at i on

June 19, 2018

Speak ers:  
Hon. Garret t  Brown Jr. 
Scot t  Burt
Thomas Creel
John Lindgren
Bryan Vogel

5t h  A n n u al  Secon d  Ci r cu i t  
M oo t  Cou r t  A r gu m en t

July 11, 2018

Judges'  Pan el :  
Hon. Stewart  Aaron 
Hon. Robert  Lehrburger
Hon. Ona Wang

Par t i cipat i n g Fi rm s:
Fitzpatrick
Goodwin
King & Spalding 
Willk ie Farr & Gallagher

Host :
Programs Commit tee

You n g Law y er s &  Pat en t  
L i t i gat i on  Com m i t t ee 
H ap p y  H ou r

July 25, 2018

Host s:  
Patent  Lit igat ion Commit tee
Young Lawyers Commit tee

I n - H ou se Cou n sel  H ap p y  
H ou r  ( I n v i t at i on  Ex t en d ed  
t o  You n g Law y er s 
Com m i t t ee M em b er s)

September 12, 2018

Host :  
Corporate Commit tee

W om en  i n  I P Law  I n f o r m al  
H ap p y  H ou r

September 21, 2018

Host :  
Women in IP Law Commit tee

Ch i n a I P Road  Sh ow :  W h at  
N ew  Yo r k  Bu si n esses N eed  
t o  Kn ow  

September 27, 2018

Par t n ers:  
Cardozo School of Law
USPTO
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EVEN TS

A d ju st i n g You r  St r at eg i es i n  
Pr ep ar i n g an d  Resp on d i n g 
t o  Pet i t i on s Bef o r e t h e PTA B 
A f t er  SA S I n st i t u t e

October 4,  2018

Speak ers:  
Hon. William Fink
Kenneth Adamo
Charles Macedo
Brian Murphy
Peter Thurlow

Host :  
PTAB Commit tee

Spon sor :  
Polsinelli

Soci al  Gat h er i n g f o r  
M em b er s &  M en t o r i n g 
Pr ogr am  K i ck o f f  Ev en t

October 16, 2018

D ef i n i n g You r  Basel i n e -  
D ev el op i n g You r  
Pr o f essi on al  Br an d

December 6,  2018

Speak ers:  
Jin Hwang
Violet ta Kokolus
Abigail Langsam
Kathleen McCarthy

Host s:  
Women in IP Law Commit tee
Young Lawyers Commit tee

Spon sor :  
Dechert

Econ om i c Esp i on age:  
Pr o t ect  You r  I n t el l ect u al  
Pr op er t y  f r om  Th ef t

December 11, 2018

Speak er :  
Special Agent  Michael Pollice

W h en  W or l d s Co l l i d e:  
Tr ad em ar k  D i sp u t es Pi t t i n g 
Fi ct i on al  En t er t ai n m en t  
W or k s A gai n st  N on - Fi ct i on al  
Bu si n esses
January 14, 2019

Speak ers:  
Kadi Osowski
Cory Stubble 
David Leichtman

Host :  
Trademark Law & Pract ice 
Commit tee

Spon sor :  
Quinn Emanuel & Sullivan

You n g Law y er s Com m i t t ee 
H ap p y  H ou r

January 17, 2019

Host :  
Young Lawyers Commit tee



EVEN TS

A n  I n - H ou se Per sp ect i v e 
on  Bi o l og i cs/ Bi osi m i l ar s 
L i t i gat i on

February 6,  2019

Speak ers:  
Kristan Lansbery
Tara Rahemba
Hassen Sayeed
Karen Stoffan
Lori Wolfe

Host :
Patent  Lit igat ion Commit tee

Spon sor :  
O'Melveny

I m p r ov i sat i on al  A ct i n g i n  
t h e Cou r t h ou se

February 21, 2019

Speak er :  
Robert  Galinsky

Host :
Patent  Lit igat ion Commit tee
Young Lawyers Commit tee

Spon sor :
Perkins Coie

Tr ad em ar k  Law  &  Pr act i ce 
an d  Cop y r i gh t  Com m i t t ees 
H ap p y  H ou r

February 28, 2019

Host s:  
Trademark Law & Pract ice 
Commit tee
Copyright  Law & Pract ice 
Commit tee

Fr om  A ssoci at e t o  Fou n d er :  
Lev er ag i n g You r  Fi r m  
Ex p er i en ce t o  W or k  f o r  a 
St ar t - u p

April 16, 2019

Speak ers:  
Aaron Wright
Alma Asay
Nehal Madhani
Michael Sander
Richard Zemsky

Host :  
Young Lawyers Commit tee

Fi n d i n g Ou r  Lost  M ar i e 
Cu r i es:  Gen d er  D i v er si t y  i n  
I n n ov at i on

April 24, 2019

Host s:  
Kathleen McCarthy
Laura Sheridan
Colleen Chien
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