
N Y I P L A     Page 1     www.NY IPL A.org

BulletinNovember/December 2008

cont. on page 3
N Y I P L A   November/December 2008

In This Issue
Article: 
 In re Bilski: 
 Limitations on 
 Patentable Subject 
 Matter Under 
 Section 101 ...........1, 3-9

President’s Corner .......... 2

NYIPLA Calendar ........... 4

Article: Anti-Phishing 
 Consumer Protection 
 Act of 2008 ...........10-12

Historian’s Corner ........13

Article: “Divining” 
 Commercial Use of 
 Trademarks on the 
 Internet .................14-16

Report: CLE Program 
 “Handbags at 
 High Noon” ...............16

Report: Annual Meeting 
 of the Association ......17

2008-2009 NYIPLA 
 Officers and 
 Directors ....................18

2008-2009 NYIPLA 
 Committees ...........19-22

New Members .........23-24

On May 8, 2008, over 200 spectators 
squeezed into Courtroom 201 of the 

Howard T. Markey National Courts Build-
ing for an argument before all twelve active 
judges of the Court of Appeals for the Fed-
eral Circuit sitting en banc in the important 
Bilski case.1 At issue is whether the Federal 
Circuit should reverse the rejection by the 
United States Patent and Trademark Office 
(“PTO”),2 under Section 101 of the Patent 
Code, 35 U.S.C. § 101, of a business method 
claim directed to a completely disembodied 
process for hedging consumption risk. 
 The unusually wide interest generated 
by the argument was reflected in popular 
financial3 and news4 magazines, in the 
various organs of the intellectual property 
bar associations,5 and in the publications 
of the more specialized commercial legal 
press.6 This interest was plainly justified 
because the determination of whether the 
Bilski claim can be sustained under Section 
101 will have important implications for the 
scope of available patent protection not only 
for business and financial methods, but also 
for biotech processes and medical testing, 
genetic medicine, electronics, information 
science, artificial intelligence and robotics, 
computer software and computer imple-
mented processes. Indeed, the decision will 
likely affect certain “useful arts” presently 

In Re Bilski: Limitations On Patentable Subject Matter 
Under Section 101 And The Need To Define A 
Rational Epistemology For The Metaphysics Of 

Progress In Science And Useful Arts
by David F. Ryan

unknown and even certain known arts not 
presently considered “useful” because they 
do not yet widely employ those empirical 
principles which can yield technological 
solutions to pervasive problems.7

 This article will first discuss some back-
ground necessary for an appreciation of the 
importance of the issues for determination 
in Bilski, including two recent Supreme 
Court comments regarding Section 101, a 
summary of the status of three other recent 
Federal Circuit Section 101 cases, and the 
unusual degree of amicus curiae participa-
tion in the Bilski briefing and argument. The 
discussion will then turn to the Bilski claim 
at issue and a very brief overview of both 
the pertinent Constitutional and statutory 
framework and the more important deci-
sions of the Supreme Court and the Federal 
Circuit. The article will then review the 
technical and legal issues and policy con-
siderations upon which the Court focused 
during oral argument, as well as upon an 
alternative approach proposed by Yahoo 
which the Court did not mention.8 Finally, 
the author will set forth his own beliefs as 
to how the framework for determining the 
legal, technical and policy issues might best 
be restructured and will briefly discuss the 
spectrum of alternative resolutions which 
are available to the Court.

The views expressed in the Bulletin are the views of the authors except 
where Board of Directors approval is expressly indicated.  
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It is a privilege and an honor for me 
to serve as President of this growing and 
vibrant organization.  I would like to thank 
each of you for your continued support of 
the NYIPLA and its mission.  In particular, 
I would like to thank Christopher Hughes 
(our Immediate Past President) for a won-
derful Judgeʼs Dinner last March, for host-
ing the Federal Circuitʼs sitting in New York 
City last September, and for his leadership 
and service to our Association.

In my view, the cornerstone values of 
the NYIPLA have been and should continue 
to be civility, ethics, and professionalism.  It 
has been my pleasure to be an active mem-
ber of this Association because of the inter-
action with so many other attorneys who 
exemplify these values.

During my term as President, it is my 
objective to showcase the intellectual prop-
erty law talent in our community, to contin-
ue to provide our traditional core services, 
and to entertain new initiatives as we plan 
for this and future years.  Please join me 
in this effort by continuing the exceptional 
work of this Association.

These are exciting and challenging 
times for our practice and for the NYIPLA.  
Our membership is growing and committee 
participation is increasing.  This year we 
are taking active steps to encourage valued 
participation of attorneys across the spec-
trum of intellectual property law practice, 
technical specialties and demographics 
within our community.  

Here are some committee activ-
ity highlights that have already taken place 
this year. Thanks to the efforts of the Am-
icus Committee, including Charles Weiss 
(chair), Dave Ryan (Board liaison), Charles 
Miller (counsel of record) and Bridgette 
Ahn, the NYIPLA considered, prepared 
and filed an Amicus Brief in Tafas et al.  v. 
Dudas et al.  A copy of the brief is found on 
the NYIPLA website.  The CLE Committee 
has been very busy planning and running 
the Spring Half Day CLE Program and the 
Quanta Computer v. LG Electronics CLE 

programs, which were excellent, informa-
tive, timely programs and were very well 
attended thanks to the efforts of the CLE 
Committee, Dorothy Auth (Chair) and Tom 
Meloro (Board liaison).  Also, our Meetings 
and Forums Committee has been consis-
tently offering monthly lunch programs of 
great interest (most recently a presentation 
by the European Patent Office and “Hand-
bags at High Noon”) thanks to Rich Irwine 
(Chair) and Alexandra Urban (Board liai-
son).  Special thanks to Stephen Quigley 
(Publications Committee Chair) and Dale 
Carlson (Board liaison) for putting together 
this Bulletin.

On the following pages, you will find 
a listing of NYIPLA committees: some you 
will recognize and some are new.  Each of 
these committees is starting (or has already 
started) the year with interesting things to 
do, and new ideas are always welcome.  
Please sign up for as many committees as 
peak your interest.

I look forward to serving you during 
my term as President.

Sincerely,
Anthony Giaccio
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 Background for Analysis of the Issues
  Recent Supreme Court Dicta
 One reason for the overflowing courtroom at the Bilski argu-
ment was the pervasive belief among the Patent Bar that the 
Supreme Court may soon grant certiorari and decide a Section 
101 case.9 This belief arises from recent dicta in eBay10 and 
LabCorp11 in which a vocal minority of the sitting Justices 
professed skepticism about claims to business methods as well 
as claims to processes which include mental steps in more 
traditional technological areas.
 Four members of the Court in eBay were willing to note the 
“potential vagueness and suspect validity” of some “patents 
over business methods”.12 Little more than a month later three 
of the same Justices dissented from the decision to dismiss 
certiorari in LabCorp as improvidently granted on the ground 
that the pertinent claims should be held patent ineligible under 
Section 101 as seeking to “claim a monopoly over a basic 
scientific relationship”.13 
 Based upon a review of one decision from the English Ex-
chequer Reports and some ten Supreme Court cases decided 
under Section 101 and its predecessor statutes, Justice Breyer 
for the dissent criticized the State Street test of “useful, con-
crete, and tangible result” (sometimes “UCT”).14 Justice Breyer 
noted that the UCT test had not been endorsed by the Justices 
and asserted that “if taken literally” it would be inconsistent 
with some of those prior Supreme Court cases.15

 Other Recent Federal Circuit Section 101 Cases
 Bilski represents only one of four recent Federal Circuit 
cases involving construction of Section 101 in light of the 
three traditional common law exclusions from patent-eligible 
subject matter. In a nutshell, those exclusions include “laws 
of nature, natural phenomena and abstract ideas”.16 
 Nuijten involved the patentability of a claim to a modified 
electronic signal. A petition for en banc rehearing to review 
the panelʼs 2-1 opinion of ineligibility under Section 101 was 
denied on February 11, 2008, with Judge Lourie (who had 
dissented from the panel opinion), joined by Judges Newman 
and Rader, dissenting from the denial of the en banc rehear-
ing. The author agrees with the dissenters and believes that 
Nuijten was improperly decided. A petition for certiorari was 
filed with the Supreme Court on May 9, 2008 and docketed 
on May 13, 2008. The Nuijten petition, which is particularly 
well drafted, seeks resolution of:

 Whether the U.S. Court of Appeals for the Fed-
eral Circuit erred by adding new requirements to 35 
U.S.C. § 101 that patentable manufactures must be 
tangible articles that are nontransitory and perceiv-
able without special equipment, thereby denying 
patent protection to all signals and other important 
advances in technology that do not meet these new 
requirements, no matter how innovative, unique, or 
useful they are.

 Comiskey,17 involved claims to arbitration methods and 
systems, all of which had been rejected by the PTO as obvious 
under Section 103. The rejection of all claims which made no 
mention of “a general purpose computer or modern communica-

tion devices” was affirmed under Section 101 as unpatentable 
mental processes rather than for obviousness under Section 
103. Writing for a unanimous panel, Judge Dyk determined 
that those claims which did contain such limitations satisfied 
the test for patentable subject matter under Section 10118 and 
remanded to determine in the first instance whether the addition 
of general purpose computers or modern communication devices 
to Comiskey s̓ otherwise unpatentable mental process would 
have been obvious to a person of ordinary skill in the art.
 The Comiskey opinion is extremely scholarly and thoughtful 
in its analysis of the historical precedents. Although the author 
believes the Comiskey test for patentable subject matter should 
be expanded and made more general, as discussed below, 
the procedures adopted by the panel seem beyond reproach 
from the standpoint of administrative efficiency. Indeed, the 
procedures adopted in Comiskey represent a practical solution 
to the potential problem of “conflation” between the threshold 
patent-eligibility inquiry under Section 101 and the subsequent 
validity determination under Sections 102, 103 and 112. 
 Comiskey makes clear that the principal function of Section 
101 is to ensure that the claim is drafted in a form that can be 
adequately tested during examination both against the prior art 
under Sections 102 and 103, and against the specification under 
Section 112. Section 101ʼs function should remain limited 
to threshold gate-keeping and whatever standards the Court 
adopts for the exclusion of abstract ideas should not conflate 
that function with the role of Sections 102, 103 and 112.
 To put it another way, any meaningful expansion of the 
previously articulated tests for exclusion from patent-eligible 
subject matter under Section 101 should not be designed to 
screen out defective patents. Rather, any modified standard 
should be directed to ensuring that the claim as written will 
adequately facilitate the subsequent determination of whether 
that claim is valid under Sections 102, 103 and 112.
 Classen19 involves diagnosis and treatment claims which 
are alleged to involve mental evaluations and conclusions by 
health professionals as necessary steps of the claimed processes 
– essentially the same putative deficiencies as those perceived 
by the dissent of Justice Breyer in LabCorp. The claimed im-
munization processes include mental steps in which health 
practitioners reach conclusions regarding how use of certain 
immunization schedules allegedly developed by the patentee 
could affect a patientʼs risk of developing chronic diseases 
such as diabetes. The case was argued on August 8, 2007 and 
remains sub judice. 
 
Bilski Attracted an Unusual Level of 
  Amicus Participation
 In response to the thorny problems surrounding the Bilski 
claim and the other Section 101 cases then pending or recently 
decided, the Federal Circuit issued an order on February 15, 
2008, requesting amicus curiae briefing on the following five 
questions:20

 (1)  “Whether claim 1” of the Bilski “application claims 
patent-eligible subject matter under” Section 101.
 (2)  “What standard should govern in determining whether 
a process is patent-eligible subject matter under” Section 101.
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 (3)  “Whether the claimed subject matter is not patent-eli-
gible because it constitutes an abstract idea or mental process; 
when does a claim that contains both mental and physical steps 
create patent-eligible subject matter”.
 (4)  “Whether a method or process claim must result in a 
physical transformation of an article or be tied to a machine 
to be patent-eligible subject matter under” Section 101.
 (5)  “Whether it is appropriate to reconsider” State Street 
and AT&T “in this case and, if so, whether those cases should 
be overruled in any respect.”
 Thirty-seven amicus briefs were filed in response to the 
Federal Circuitʼs order: six from bar associations; seven from 
a total of fifteen firms, two membership corporations and a 
trade association from within the financial sector; eleven from 
a total of nine firms and four trade associations from within the 
computer and electronics sector; two from one firm and two 
associations from within the life sciences sector; three from 
four non-profit firms and a multi-industry trade association; 
and eight from a total of forty-one law and business school 
faculty and independent scholars.
 Additionally, a subsequent order took the unusual step of 
allocating argument time to counsel for two amici from the 
financial sector, Professor Duffy for RDC and Mr. William F. 
Lee for Financial Services Industry (“FSI”).

 Framework for Discussion of the Technical  
  and Legal Issues and the Policy Factors  
  Surrounding their Proper Resolution 

 The Bilski Claim
 The claim at issue contains no limitation directed to any 
specific type of commodity, nor to any specific type of con-
sumption risk, nor to any particular physical embodiment of 
the claimed method, nor to the transformation of any physical 
object – other than “consumption risk costs” – and reads in its 
entirety as follows:

1.  A method for managing the consumption risk costs 
of a commodity sold by a commodity provider at a fixed 
price comprising the steps of:
(a)  initiating a series of transactions between said 
commodity provider and consumers of said commodity 
wherein said consumers purchase said commodity at a 
fixed rate based upon historical averages, said fixed rate 
corresponding to a risk position of said consumer;
(b)  identifying market participants for said commodity 
having a counter-risk position to said consumers; and
(c)  initiating a series of transactions between said com-
modity provider and said market participants at a second 
fixed rate such that said series of market participant 
balances the risk position of said series of consumer 
transactions.

 Unlike the claims at issue in the Federal Circuitʼs landmark 
State Street decision, the Bilski process claim makes reference 
neither to software nor to the running of software on a gen-
eral purpose computer. Bilski thus presents a “pure” business 
method issue, although resolution of this issue potentially 
could affect the standards for patenting processes employing 
software, including processes which involve running software 
on general purpose computers.
 Even if it is assumed that minimization of consumption risk 
cost represents a “useful, concrete and tangible” or “UCT” 
result under State Street, the “initiating” and “identifying” 
process elements arguably represent, at least in significant part, 
abstract ideas which also involve mental steps. Moreover, no 
prima facie basis appears in this claim for concluding that the 
implementing steps of the claimed method are “technological” 
as proposed by Yahoo in the sense that the process as a whole 
can be characterized as “stable, predictable and reproducible” 
(sometimes “SPR”).21 
 The concept of “machine tying” was most recently dis-
cussed in Comiskey. The author believes that, absent either 
machine tying or some broader SPR “technological” process 
definition, claims to processes containing significant mental 

CLE Luncheon Program • December 5, 2008
Title: “Recent Developments at the ITC - A Summary of Events from 2006 to Present”
Speaker: Hon. Paul K. Luckern, Chief Administrative Law Judge, United States International Trade Commission
Location: Embassy Suites, 102 North End Avenue, NYC • Located across street from the World Financial Center

CLE Program • Wednesday, January 28, 2009 • Title: Getting the Most Out of Patent Mediation
Speakers: Hon. Mary Pat Thynge, Magistrate Judge, US District Court, District of Delaware
 and James Amend, Chief Circuit Mediator, US Court of Appeals for the Federal Circuit •  Location: The Harvard Club, NYC

CLE Day of Dinner • March 27, 2009 • Waldorf-Astoria, Starlight Roof • 301 Park Avenue, NYC

87th Annual Dinner in Honor of the Federal Judiciary • Friday, March 27, 2009 • Waldorf-Astoria 

25th Annual Joint Patent Practice Seminar • April 30, 2009 • Hilton New York 

CLE Program • Friday, May 15, 2009 • Title: Patent/Trade Secret Complementariness: An Unsuspected Synergy
 Speaker: Professor Karl F. Jorda, Franklin Pierce Law Center • Location: The Harvard Club, NYC

CLE Program • Friday, June 26, 2009 • Title: The Issue of Future Damages/Ongoing Royalties Post eBay
Speakers: Hon. Ron Clark, U. S. District Court, Eastern District of Texas, Brian Napper, FTI Consulting, 
 Richard Erwin, Quinn Emanuel Urquhart Oliver & Hedges, LLP • Location: The Harvard Club, NYC

SAVE THESE DATES - More Details to Follow
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steps or their equivalent should be deemed prima facie pat-
ent-ineligible under Section 101 – irrespective of whether the 
product or object of those processes satisfies the UCT test of 
State Street. 
 Conversely, to the extent method claims include mental 
elements as process steps, it could be said that they are prima 
facie “non-technological” – in the sense that they lack stability, 
predictability and reproducibility (sometimes “non-SPR”).
  
 Pertinent Constitutional Provisions and Statutes
 Article I, § 8, cl. 8 of the Constitution (the “Patent Clause”) 
authorizes Congress “[t]o promote the Progress of Science 
and useful Arts, by securing for limited Times to ... Inven-
tors the exclusive Right to their respective ... Discoveries.” 
(Emphasis supplied.)
 In LabCorp, Justice Breyerʼs dissent argued that judicial 
limitations on patent eligibility under Section 101 are required 
because sometimes “too much patent protection can impede 
rather than ʻpromote the Progress of Science and useful 
Artsʼ” (emphasis supplied) and characterized the objective as 
striking the correct balance under the Patent Clause:

 Patent law seeks to avoid the dangers of overpro-
tection just as surely as it seeks to avoid the diminished 
incentive to invent that underprotection can threaten. 
One way to sail between these opposing and risky shoals 
is through rules that bring certain types of invention and 
discovery within the scope of patentability while exclud-
ing others.22

  Section 101 of the Patent Code, 35 U.S.C. § 101, 
provides as follows:

Whoever invents or discovers any new and useful process, 
machine, manufacture or composition of matter, or any 
new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of 
this title. (Emphasis supplied.) 23

  Section 100(b) of the Patent Code, 35 U.S.C. § 100(b), 
provides that:
The term process means process, art or method, and includes a 
new use of a known process, machine, manufacture, composi-
tion of matter, or material. (Emphasis supplied.) 
  Section 273(b)(1) of the Patent Code, 35 U.S.C. § 
273(b)(1) provides that:

It shall be a defense to an action for infringement under 
Section 271 of this title with respect to any subject matter that 
would otherwise infringe one or more claims for a method 
[“of doing or conducting business”]24 in the patent being 
asserted against a person, if such person had, acting in good 
faith, actually reduced the subject matter to practice at 
least 1 year before the effective filing date of such patent, 
and commercially used the subject matter before the effective 
filing date of such patent. (Emphasis supplied.) 

Case Law Discussion
  With 37 briefs amicus curiae and five briefs of the 
parties readily available, there seems no need for any further 
detailed discussion of the Supreme Court and Federal Circuit 

precedents. The following short historical summary should be 
sufficient to highlight the salient points.25 
  The principles governing exclusion from the ambit of 
patent eligibility arose in the English courts in the late eigh-
teenth and early nineteenth centuries and were decided under 
the 1623 Statute of Monopolies26, particularly Boulton v. Bull27, 
and Hornblower v. Boulton28, both of which involved the Watt 
steam engine. These cases announced the dual principle that 
you canʼt patent a scientific principle per se, but rather must 
claim some physical embodiment of that principle which then 
can be tested under the applicable rules for patentability.
  The three Diehr categories are not necessarily mutu-
ally exclusive, since mathematical algorithms are sometimes 
analyzed as abstract ideas. Nor are the Supreme Court tests 
for demonstrating patent eligibility necessarily exclusive. In 
Benson29, the Court said:  
 

It is argued that a process patent must either be tied to a 
particular machine or apparatus or must operate to change 
articles or materials to a ʻdifferent state or thing.  ̓We do 
not hold that no process patent could ever qualify if it did 
not meet the requirements of our prior precedents.

Similarly, in Flook 30 the Court said:

As in Benson, we assume that a valid process patent may 
issue even if it does not meet one of these qualifications 
of our earlier precedents.

 Issues Discussed at Oral Argument
  With the exception of Yahooʼs submission, the briefs 
provided very little guidance to the Federal Circuit as to 
whether or how the “useful, tangible and concrete” standard 
of State Street should be modified. At the oral argument31, 
the questioning was largely directed to the search for an 
acceptable general exclusionary test and raised a number 
of fundamental questions regarding the Supreme Court and 
Federal Circuit precedents32 and the policies underlying 
Section 101.
  1.  The Federal Circuitʼs Jurisdiction
  Chief Judge Michel pressed an inquiry as to whether 
the Court possesses the power to create a “fourth no-no” or to 
create a new standard or rule in respect of the three “no-nos” 
that already exist. The author believes that the answers to these 
two questions should be different. 
  The theory of the three existing common law limita-
tions on patent eligibility were adopted by the United States 
courts from the English decisions during the early nineteenth 
century (if not earlier). Accordingly, they were presumptively 
endorsed by Congress in the 1952 codification of the Patent 
Act (if not earlier). Generation of a fourth no-no at this stage 
could be construed as interference with the Constitutional 
prerogative of Congress under the Patent Clause.
  Building upon the existing three limitations to create 
a more workable exclusionary rule, on the other hand, would 
seem to represent a justifiable exercise of the special expertise 
of the Federal Circuit which originally led to the enactment of 
28 U.S.C. § 1295(a) in 1982. 

cont. on page 6



N Y I P L A     Page 6     www.NY IPL A.org

  2.  The Search for a Bright Line Exclusionary Test 
  A large percentage of the argument time was devoted 
to the question of whether the UCT test of State Street can 
be extended to the Bilski claim where machine tying is not 
present. Despite prodding from several members of the Court, 
none of the four advocates presented any proposal for a general 
exclusionary rule or made any suggestion as to how such a 
rule should be structured. 
  Proper formulation of such a general exclusionary 
rule would provide needed guidance both for sustaining busi-
ness method claims when properly limited, and for avoiding 
rejection under Section 101 of properly limited claims in 
other subject matter areas. Unfortunately, the proposed Yahoo 
“technological” or SPR process standard was not mentioned 
at any point during the argument.
  3.  Policy Issues of Flexibility and Preemption
  The Federal Circuit judges seem in agreement on the 
central principles that any new test (a) should guarantee that 
developments in unanticipated technologies remain patent-
eligible; and (b) should ensure that only claims commensurate 
with the inventorʼs disclosed contribution should be granted 
to guard against unwarranted preemption.
  Unlike essentially abstract financial concepts such as 
hedging, process developments in cutting edge arts such as 
genetic medicine and biotech, wireless communication and 
computer systems, may require less significant process tether-
ing to pass muster under Section 101 – at least until the art 
becomes more developed and “crowded”. The expansion of 
human control over technologies involving practical imple-
mentations of principles of nature and abstract ideas includes 
many important fields, such as electronic signaling, quantum 
computer development, and gene therapy. A corresponding 
expansion can be expected in other areas in which algorithms 
have utility The differences among technologies will make 
it more difficult to establish any cross-industry bright line 
exclusionary test of the type for which Chief Judge Michel 
was hoping. 
  This potential problem was highlighted by some of 
Judge Newman s̓ questions which seemed to suggest that some 
truly pioneering invention may be entitled to broad process 
claims with minimal tethering. As Morse33 teaches, however, 
even pioneering developments cannot justify preemption. 
Patent-eligible claims cannot be directed to broad scientific 
principles but rather must focus upon specific disclosed ap-
plications of those principles.
  In this context, the author suggests that the degree of 
tethering required to make a process SPR and its result UCT 
may well be dependent upon the state of the pertinent art. In the 
case of a pioneering method such as, for example, xerography 
in the early 1950s, only minimal tethering appropriately would 
be required to facilitate the necessary validity assessments. As 
the art develops, more detailed tethering may be required to 
ensure that the claim can be properly evaluated.
  The nature of the patenteeʼs bargain with the public is 
focused upon disclosure. As Morse teaches, judicial exclusion 
of “abstract ideas” from patent-eligible subject matter is based 
upon the need to avoid unwarranted preemption.
  4.  Administrative Efficiency: Conflation,
  “Testability” and a Potential Role for Presumptions 

  Administrative efficiency in the PTO and the federal 
courts would seem to require avoidance of conflation. In this 
respect the Supreme Court minority seems misguided, since 
the gatekeeper function of Section 101 should remain, insofar 
as possible, divorced from the standards for validity under 
Sections 102, 103 and 112  
  Arguably, the positions taken by Justice Breyer in 
LabCorp and Justice Kennedy in eBay conflate two separate 
principles: (1) whether a claim which incorporates or employs 
a scientific law, algorithm or abstract idea avoids threshold pat-
ent-ineligibility under Section 101, and (2) whether that claim is 
valid when tested under Sections 102, 103 and 112. The objec-
tive should be to differentiate between those two elements and 
resist any unwarranted seepage of validity tests into the threshold 
gate-keeping determination of patent eligibility.
  Whatever adjustments in the policy balance point the 
Supreme Court believes it is free to make,34 those adjustments 
should not be attempted under Section 101. The gatekeeper func-
tion of Section 101 requires that a patentable “process” possess 
at least some minimal degree of tethering to reality at both the 
process and result levels – primarily so that the issued claims 
exist in a form that can be tested under Sections 102, 103 and 
112. Indeed, under the emerging law of “commensurateness” 
or “full scope enablement”, “testability” under Section 112 may 
be even more important than under Sections 102 and 103. 
  As Judge Rader pointed out during the argument, the 
temptation to conflate may be great where a claim is dubious 
on its face under each of Sections 102, 103 and 112 as in 
Bilski. The hedging techniques at issue in Bilski can be traced 
back at least to the New Orleans Cotton Exchange painted by 
Degas and probably all the way back to the Phoenician and 
Mesopotamian traders. One would expect that a broad process 
claim to hedging would require some significant SPR tether-
ing at the process level as well as more explicit UCT tethering 
regarding its result before it could be sustained under Section 
101. Arguably, reinventing hedging would be only slightly less 
egregious than reinventing the wheel. 35

  The author believes that “testability” probably rep-
resented the fundamental rationale for Judge Dykʼs decision 
in Comiskey to uphold rejection of the untethered claims but 
remand the few sufficiently tethered claims for separate valid-
ity determinations. Whatever the deficiencies of Judge Dykʼs 
substantive reasoning, the procedural correctness of that ruling 
should be unquestioned.
  The balanced views of Judge Dyk in Comiskey support 
the position that Section 101 should be limited to serving as a 
threshold hurdle to facilitate examination of the claim under 
Sections 102, 103 and 112.
   While Sections 102 and 103 remain important, the 
author believes that the most significant potential anchor 
on overclaiming will be the developing doctrine of “com-
mensurateness” under which the disclosure must be at least 
coextensive with the claims. Floating method claims which are 
not tethered to the physical world are simply not amenable to 
that crucial analysis.
  Benson and Flook establish that machine tying and 
transformation do not represent the only possible ways to 
avoid exclusion from patent eligibility. Depending upon the 

cont. from page 5
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technology, however, there may come a point at which failure 
to satisfy those categories should support at least a rebuttable 
presumption of non-eligibility. The primary rationale for im-
posing such a presumption is that untethered claims must be 
avoided to foreclose preemption.
  The rule should be that completely disembodied claims 
to business methods presumptively fall within the “abstract“ 
category articulated by the Supreme Court and are properly 
rejected unless they can be sustained under some alternative 
factual showing.
  There is no need here to reach the question of what type 
of showing could suffice to rebut the presumption, since no 
such showing has been attempted. At the very least, the claim 
should be tethered to the physical world by limitations which 
are adequate to (a) permit the claim to be tested under Sections 
102 and 103; and (b) permit the necessary determinations under 
the first two paragraphs of Section 112, most particularly the 
findings necessary to determine “commensurateness” .
  5.  Mental Steps and Computer Processes 
   Employing Software
  Judge Lourie asked a number of questions regarding 
the ostensible equivalence between mental steps and computer 
processing, using the contrasting examples of tax preparation 
by hand and tax preparation using a computer program. The 
short answer is that the two are not equivalent from the stand-
points of stability, predictability and reproducibility.
  Totally disembodied mental processes are never pat-
ent-eligible, irrespective of whether they produce a UCT result, 
since they are presumptively non-SPR. There are, of course, 
physical elements of tax preparation by hand. However, those 
physical elements do not amount to satisfaction of the SPR 
test. Most processes involving mixed mental and physical 
activities similarly should be classified as patent-ineligible 
under the SPR test. 
  This is probably where things like choosing therapeutic 
regimens and applying chiropractic massage should fall on the 
spectrum. Even things like throwing a curve ball could fall in 
this category on the assumption that some pitchers might be 
knowledgeable about Bernoulliʼs principle, fluid mechanics 
and the relative densities of moist and dry air.
  But even if throwing a curve ball were purely physi-
cal, it still would not qualify as patent-eligible under the SPR 
test – although a properly programmed pitching machine 
certainly might. 
Views on How the Issues Should be Determined
 The Author’s Proposed Synthesis
  The formulations in the Supreme Court cases represent 
non-exhaustive examples of factors which can qualify a process 
for patent eligibility. They are inclusive rather than exclusive, 
and any adequate formulation of a general standard for patent 
eligibility must focus upon both the object, product or result 
of the process on the one hand and its mechanism and process 
steps or elements on the other.
  Formulation of a test for exclusion from patent-eligibil-
ity (if it is to represent a functional improvement over merely 
characterizing the claim as one which is not directed to an 
“abstract idea” or “scientific principle” or “law of nature”) also 
must focus more broadly on the functions that the claim lan-

guage must accomplish for purposes of Section 101. The focus 
must be, as it was in Comiskey, on whether a claim facilitates 
proper examination under Sections 102, 103 and 112. 

 Object, Product or Result
  The UCT standard of State Street focuses upon the 
object, product or result and appears entirely adequate for 
any process which is carried out using a machine. It inher-
ently subsumes the prior Supreme Court “transformation” test 
because the product or result would not be useful unless the 
starting materials were transformed,
 The UCT standard seems to work well for processes ad-
dressed to objectives like reducing risk and optimizing port-
folios for anticipated economic developments.

 Process Mechanism or Elements
  Developing a broad generic standard for eligibility on 
the process side is substantially more difficult. How do you 
determine the equivalents of machines or chemical processes 
in arts which do not use such machines or processes? What 
is the function of “tying” a machine to the process under the 
Supreme Court cases? 
  By enacting Section 273(b)(1), was Congress suggest-
ing that business methods “untethered” to a computer or other 
machine could somehow be deemed patent eligible despite the 
“abstract idea” exclusion, and if so, how?  
  The BPAI suggested that only technological arts are 
“useful Arts” within the meaning of the Patent Clause.37 This 
goes too far, since technological developments manifestly can 
achieve utility in non-technological fields.38   
  If a process in any art is technologically sound, and 
produces a UCT result, then it should be patent-eligible. But 
how are we to define what is technologically sound? As Ya-
hoo correctly suggests, the essential test for determination of 
whether any particular process is “technological” is whether 
it is “stable, predictable and reproducible” (“SPR”).   
 Where a machine which is tied to a process effectively makes 
that process SPR, the process should be deemed presumptively 
patent-eligible. Where use of the machine is merely incidental, 
however, its use may be entirely irrelevant to SPR.
 Judge Lourieʼs questions about whether use of a computer 
can be distinguished from use of mental processes is best 
answered by using the same SPR analysis. Use of a properly 
programmed machine is inherently more reliable from the 
standpoint of SPR than fallible human mental operations.
 A process which does not employ a machine also can be 
technological if it can be shown to be SPR – which in turn 
requires that, as in Diehr, the claims set forth “in detail a step-
by-step method” which can then be tested under Sections 102, 
103 and 112.39

 Responses to the Federal Circuit’s 
  Five Specific Questions
 Response to Q1 (Whether claim 1 of the Bilski “application 
claims patent-eligible subject matter under” Section 101): 
 No. The 213-year history of the exclusion principle compels 
rejection of the Bilski claim as nothing more than an abstract 

cont. on page 8
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idea which totally lacks any detailed step-by-step methodology 
which could qualify it as a “technological” process which is 
stable, predictable and reproducible. The fact that it may pro-
duce a UCT product is irrelevant, since the process by which 
that result is obtained is neither machine-tied, nor SPR. 
 Response to Q2 (“What standard should govern in determin-
ing whether a process is patent-eligible subject matter under” 
Section 101): 
 A process should be deemed patent-eligible whenever the 
claims disclose that its process steps are “technological” or 
SPR and produce a UCT result. Significant machine tying will 
ensure that a process is SPR and transformation will ensure 
that the product is UCT.
 To phrase it another way, the requisite “tethering” for a pro-
cess is probably best generically described as involving both a 
UCT result and an SPR process. A “transformed” object would 
represent one such UCT result; and one result of “tethering” a 
process to a machine would be to ensure that the process was 
SPR and therefore patent-eligible. Additionally, such tethering 
would minimize the risk that the claim would be construed as 
unacceptably preemptive.
 Although certain specific applications such as functional 
genetic or computer code may be difficult to incorporate into a 
universal standard, the UCT and SPR concepts could be applied 
across a broad range of technologies, both (a) to specific identi-
fied physical or biological products of the method or process, 
and (b) to specific physical or biological embodiments of the 
method or process or a portion thereof. By way of example, 
these could include: (1) specific identified physical or biological 
apparatus or “machines” for practicing the method or process 
or a portion thereof; (2) specific physical or biological embodi-
ments of a genetic or computer code sequence, an algorithm, or 
a syllogism which can be employed functionally in the method 
or process or a portion thereof; and (3) modified physical, bio-
logical or electromagnetic carrier generation, transmission or 
reception embodiments which can be employed functionally 
in the method or process or a portion thereof. 
 Response to Q3 (“Whether the claimed subject matter is 
not patent-eligible because it constitutes an abstract idea or 
mental process; when does a claim that contains both mental 
and physical steps create patent-eligible subject matter”):
 Yes. Bilski claim 1 is not patent-eligible because it is directed 
to an abstract idea and its process steps are all mental. Where 
a process claim is directed to both mental and physical steps; 
it will be deemed patent-eligible only to the extent each of its 
mental steps is either incidental or “technological” in the SPR 
sense. 
 Response to Q4 (“Whether a method or process claim must 
result in a physical transformation of an article or be tied to a ma-
chine to be patent-eligible subject matter under” Section 101):
 No. The Diehr categories are not exclusive and any SPR 
process which results in a UCT product should be patent-eli-
gible, irrespective of whether it is tied to a machine or results 
in a transformed product. Indeed, it is difficult to conceive of 
a UCT product which has not been transformed in the broader 
sense applicable to non-chemical processes. 

 Response to Q5 (“Whether it is appropriate to reconsider” 
State Street and AT&T “in this case and, if so, whether those 
cases should be overruled in any respect”):
 No. The claims in State Street and AT&T were correctly 
upheld as patent-eligible because the UCT test is entirely ad-
equate where the process is significantly machine tied. Even if 
the Court should announce a more general test, there is no need 
to overrule State Street and AT&T so long as it is understood 
that their holdings are limited to the facts presented.

 Conclusions and Recommendations
  The likelihood is high that the rejection of Bilskiʼs 
claim 1 by the BPAI will be affirmed.
 Ordinarily, the Court should decide no more than is neces-
sary to determine whether the rejection of Bilski s̓ claim by the 
BPAI should be affirmed. The business method claim at issue 
involves a completely disembodied hedging method. Of the 
four recent cases involving Section 101 that have reached the 
Federal Circuit recently, Bilski may be the easiest to dispose 
of as a threshold matter under Section 101. 
 The author believes, however, that in view of the LabCorp 
criticism of the State Street rule, the Court should not so limit 
its holding, but should set forth a more general and broader rule 
along the lines suggested by Yahoo – primarily to forestall a 
disastrous alteration to Section 101 jurisprudence based upon 
the views of the vocal Supreme Court minority as articulated 
by Justice Kennedy in eBay and Justice Breyer in LabCorp. 
 The principal danger lies not in the fact that four members 
of the Supreme Court are looking for an excuse to invalidate 
business method claims, but rather that by declaring such 
claims patent ineligible under Section 101 rather than invali-
dating them under Sections 102, 103 or 112, claims in other 
technologies necessarily will be affected.  
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Introduction
The law is continuously evolving, but with the ongoing 

introduction of new technologies, it often struggles to 
keep pace. This dilemma is perhaps most prevalent with 
respect to the Internet, where abuses have prompted a 
series of laws affecting intellectual property rights such 
as the Digital Millennium Copyright Act, the Anticy-
bersquatting Consumer Protection Act, and the Com-
munications Decency Act, among others. Now Congress 
is turning its attention to one of the more pervasive and 
devastating problems facing consumers and businesses 
alike on the Internet – identity theft. 

Although perhaps running a bit behind, the latest ef-
fort by legislators to protect consumers and businesses 
arrived in February 2008, with Senator Olympia Snowe s̓ 
(R Maine) introduction of Senate Bill 2661 known as the 
“Anti-Phishing Consumer Protection Act of 2008” (AP-
CPA). The billʼs goals are to prohibit “phishing,” which 
it defines as “the collection of identifying information 
of individuals by false, fraudulent, or deceptive means 
through the Internet” and to provide the Federal Trade 
Commission with the necessary authority to enforce 
such prohibition. However, it appears that the proposed 
legislation consists of provisions that cover more than 
just phishing, and battle lines are already being drawn 
over privacy and consumer protection. 

While the Internet community as a whole appears 
to agree that the intent of the bill, which is to combat 
fraudulent and deceptive Internet practices that harm 
consumers and businesses alike, is laudable, they are 
split on certain of its provisions. Specifically, two orga-
nizations, the Coalition Against Domain Name Abuse 
(CADNA) and Internet Commerce Association (ICA), 
have issued their opinions on the bill. ICA, a non-profit 
trade organization representing domain name investors 
and developers and the direct search industry, has criti-
cized the bill as being redundant and violating free speech 
and privacy. See generally Snowe Bill Threatens Domain 
Name Registrants (2008), http://www.internetcommerce.
org/Snowe_Bill_Threatens_Domain_Name_Registrants. 
On the other hand, CADNA, a non-profit organization 
comprised of ten globally recognized brand name compa-
nies, supports the bill and states that the APCPA protects 
consumers from identity theft and companies from hav-
ing their goodwill and reputation tarnished. See generally 
CADNA Supports Anti-Phishing Consumer Protection 
Act (2008), http://www.cadna.org/en/newsroom/press-
releases/anti-phishing-consumer-protection-act.

Summary of Key Provisions of the APCPA
Section 3(a) – Phishing; Deceptive Solicitations 
of Identifying Information

Section 3(a)(1) makes it unlawful to solicit identify-
ing information over the Internet by means of false or 
fraudulent pretenses or misleading representations when 
the solicitor has actual or implied knowledge that its 
representations would likely mislead a reasonable com-
puter user. This provision, as acknowledged within the 
APCPA, is the same criteria used in the enforcement of 
Section 5 of the Federal Trademark Commission Act (15 
U.S.C. §45) and critics argue that the proposed legisla-
tion is duplicative, as phishing is already illegal under 
the Federal Trade Commission Act, anti-fraud statutes, 
and various state laws. 
Section 3(b) – Deceptive or Misleading 
Domain Names

Section 3(b)(1) makes it unlawful for any person to use 
a domain name if (a) “such domain name is or contains 
the identical name or brand name of, or is confusingly 
similar to the name or brand name of a government office, 
nonprofit organization, business, or other entity” and (b) 
such person has actual knowledge or implied knowledge 
that the domain name would be likely to mislead a com-
puter user about a material fact regarding the contents 
of such email message, instant message, webpage or 
advertisement. Interestingly, there is no distinction for 
business entities with brand names which are formed 
after a domain name registration.

Section 3(b)(2) sets forth circumstances factoring into 
the knowledge determination, including: the trademark 
or other intellectual property rights of a person, if any, in 
the domain name; the extent to which the domain name 
consists of the legal name of the person or a name that 
is otherwise commonly used to identify that person; the 
personʼs prior use, if any, of the domain name or the fair 
use of a mark in a website accessible under the domain 
name; the personʼs intent to divert customers from the 
brand name or trademark ownerʼs online website that 
could harm the goodwill of the trademark either for com-
mercial gain or with intent to disparage the trademark; 
the personʼs offer to transfer or sell the domain name to 
the trademark owner for commercial gain; whether the 
person provided material and misleading false contact 
information; and the personʼs registration of multiple 
domain names that are identical or confusingly similar 
to brand names or trademarks of others. 

Anti-Phishing Consumer Protection Act of 2008
Danielle R. Mendelsohn and Masahiro Noda

cont. on page 4
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Section 3(c) – WHOIS Database Information Accuracy
Section 3(c)(1) makes it unlawful for the registrant of a 

domain name used in any commercial activity to register 
such domain name in any WHOIS database with false or 
misleading identifying information. 

Further, Section 3(c)(2) makes it unlawful for a domain 
name authority to replace or materially alter the contents 
of, or restrict access to, any domain name registrantʼs 
name or other identifying information in any domain 
name registration authority database if the authority 
has received written notice that the use of such domain 
name is in violation of any provision of the APCPA. This 
would mean that privacy protection services, such as 
GoDaddyʼs Domains by Proxy, must provide access to 
any WHOIS information upon receipt of written notice, 
including a fax or email, from anyone in the world claim-
ing that the APCPA has been violated, i.e., the domain 
has been misused (emphasis added). It appears that the 
proposed legislation imposes no obligations that the writ-
ten notice be made in good faith and places no penalties 
for making false or bad faith claims. Opponents of the 
bill are concerned that individuals will be able to make 
allegations without any proof, and that the registrant is 
afforded no protection. There is also apprehension that 
the language in Section 3(c)(2) would enable people to 
gain private information and threaten privacy and free 
speech expectations.
Section 4 – Civil Actions by Certain Aggrieved Parties

Section 4 authorizes civil actions by state officials 
(except during the pendency of a federal action), interac-
tive computer services, and trademark owners. Section 
4(a)(1) allows a state to bring a civil action on behalf of 
its residents against the violator of the APCPA in a U.S. 
district court to seek an injunction, enforce compliance 
or obtain civil penalties or damages. In addition, under 
Section 4(c), trademark owners may bring a lawsuit 
against violators of the APCPA and obtain injunctions, 
actual damages, and where the violation is willful and 
knowing, punitive damages. 
Section 5 – Federal Trade Commission and Other 
Agency Enforcement

Section 5 provides for enforcement by the Federal 
Trade Commission (FTC) and certain other agencies. 
Specifically, Section 5(f) provides that a state attorney 
general or an official or agency of a state may bring a 
civil action on behalf of the residents of the state in a U.S. 
district court to enjoin violation of the APCPA and obtain 
damages on behalf of the residents of the state without 
a showing of knowledge. Statutory damages are to be 
determined by multiplying the number of violations by 
and up to $250 with a limitation of $2 million. However, 
a court may treble damages up to $6 million and award 
costs and attorneys  ̓fees to the state.

Supporters of the bill argue that ICANNʼs Uniform 
Domain Name Dispute Resolution Policy (“UDRP”) 
and the federal Anticybersquatting Consumer Protection 
Act (“ACPA”) do not deter criminals because the con-
sequences are small. The UDRP requires cybersquatters 
to relinquish the domain name(s) at issue, but imposes 
no damages. The ACPA, on the other hand, provides for 
damages ranging from $1,000 to $100,000 per violation. 
Perhaps, the true distinction lies in the statutory penal-
ties as the APCPA provides for more significant damage 
awards of up to $6 million.
Section 6 – Penalties for Fraud and Related Activity  
in Connection with Manipulation of E-Mail and 
Website Information

Section 6 provides for fines and/or imprisonment for 
violators. Whoever knowingly and with the intent to 
defraud displays a website to the general public that 
falsely represents itself as anotherʼs business and uses 
such website to solicit any identification or initiates or 
sends an e-mail or instant message to solicit identifica-
tion shall be fined and/or imprisoned for up to five years. 
Further, whoever attempts to commit such acts is subject 
to the same penalties.
Section 7 – Effect on Other Laws

Section 7(a) establishes that nothing in the APCPA is 
meant to impair the enforcement of the Federal Trade 
Commission Act, any section under Title 18 of the United 
States Code, or other federal criminal statutes. Section 
7(b) provides that the APCPA preempts inconsistent state 
laws, but allows state laws that provide greater protection 
than the proposed legislation.

A summary of the most significant provisions of the 
bill has been prepared by the Congressional Research 
Service. See GovTrack.us. S. 2661–110th Congress 
(2008): Anti-Phishing Consumer Protection Act of 2008, 
<http://www.govtrack.us/congress/bill.xpd?tab=summa
ry&bill=s110-2661> (accessed Nov. 17, 2008).

Differing Positions Taken by ICA and CADNA
While the Internet Commerce Association (ICA) 

strongly supports efforts to thwart trademark infringe-
ment, criminal phishing schemes and the furnishing of 
inaccurate WHOIS database information, its position 
is that the principal thrust of the APCPA is to provide 
trademark owners with a new federal cause of action 
against domain name registrants – and not combating 
phishing schemes per se. ICA believes that APCPA con-
tains provisions that are unrelated to fighting phishing 
which would expand the rights of trademark owners 
by providing them with virtual monopoly rights on 
registered trademarks, including generic names, to the 
detriment of individuals and small businesses engaged 
in lawful and legitimate business. 

cont. on page 12
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Specifically, ICA has taken the position that the 
proposed bill would provide trademark owners with a 
broader, less balanced and far more punitive remedy 
for infringement of trademarks by domain name regis-
trants than exists under the UDRP and the ACPA. For 
example, unlike the UDRP and ACPA, which require that 
the trademark owner show “bad faith” by the domain 
name registrant, the proposed bill does not require such 
a showing. Further, while the ACPA provides for statu-
tory damages of up to $100,000 per infringement, the 
proposed legislation would provide damages of up to $6 
million per infringement. Accordingly, ICA argues that 
despite the billʼs “Phishing” title, it would in fact allow 
trademark owners to bring lawsuits without any require-
ment to show that the domain name and website were in 
any way associated with criminal phishing activity.

The Coalition Against Domain Name Abuse (CAD-
NA), which is dedicated to ending what it regards as 
the systemic domain name abuses that plague the Inter-
net, “strongly” supports APCPA. As an initial matter, 
CADNA argues that APCPA would protect the consumer 
from being induced to divulge personal information to 
identity thieves, thus protecting businesses from having 
their goodwill and reputation tarnished by such thieves  ̓
use of their brand names to fraudulently solicit personal 
information from spoofed web sites through deceptive 
email messages and other means. Second, CADNA en-
dorses APCPA̓ s efforts to address the related practice of 
deceptive web site domain names which appear confus-
ingly similar to those of well-known businesses  ̓web site 
addresses, and which may be used to facilitate phishing 
attacks and deceptive spam attacks, or to divert consum-
ers from their intended online destinations to web sites 
peddling unrelated or objectionable goods and services, 
including those harmful to minors. Further, CADNA 
agrees with the billʼs attempt to restore trust in online 
commerce by requiring that owners of commercial web 
sites provide true and accurate contact information for 
each domain name they register so that consumers and 
other businesses can identify those with whom they may 
be dealing in online transactions. 

Contrary to ICA̓ s position, CADNA supports the bill s̓ 
prohibition of domain name proxy services which it be-
lieves provides a veil of anonymity for those businesses 
that are violating the law. CADNA is mainly concerned 
about consumers and businesses harmed by fraudulent 
and deceptive practices. Thus, its position is that law 
enforcement authorities, the Federal Trade Commission 
and businesses all need to have access to accurate domain 
name registrant information in order to enforce the law, 
protect consumers and permit businesses to protect their 
brands online.

What Lies Ahead
The introduction of the APCPA is the first step in 

the legislative process. It will go to the Committee on 
Commerce, Science, and Transportation for investiga-
tion, deliberation, and revision before moving to general 
debate. Like most new legislation, the APCPA has its 
supporters and opponents. The ICA, for example, is call-
ing for people to write their senators to oppose the bill. 
It remains to be seen whether the APCPA will survive 
relatively intact and, if it does, and becomes law, whether 
it will truly curb identity theft online.

Danielle R. Mendelsohn is a trademark associate at the 
New York office of BakerBotts LLP.  Ms. Mendelsohn 
can be contacted at (212) 408-2578 and danielle.
mendelsohn@bakerbotts.com.

Masahiro Noda is an intellectual property and technol-
ogy associate at the New York office of GreenbergTrau-
rig.  Mr. Noda can be contacted at (212) 801-9200 and 
nodam@gelaw.com.

cont. from page 11

ARTICLES

The Association welcomes articles of 

interest to the IP bar.

Please direct all submissions by e-mail to: 

Stephen J. Quigley, Bulletin Editor, at 

squigley@ostrolenk.com
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Dale Carlson, a part-
ner at Wiggin & Dana, 
serves as the NYIPLA 
Historian, and as Sec-
ond Vice President.

“As Time Goes By - 
A Wake-Up Call for Our Nation’s IP Policies”  

by Dale Carlson

Amidst his fascinating keynote presentation 
at our Associationʼs annual dinner meeting 

held this year at the University Club on May 21st, 
Professor Hugh Hansen issued a wake-up call to 
the gathered crowd. 

Professor Hansen, a teacher of Constitutional and 
IP law at Fordham Law School, offered his opinion 
that the mandate emanating from the recent decision 
in eBay Inc v. MercExchange, L.L.C., 547 U.S. 388 
(2006) is unconstitutional. In that case, the Supreme 
Court held that patentees suing to enforce their pat-
ents must pass a four-factor test, including a showing 
of irreparable harm, before being entitled to a perma-
nent injunction against an infringer. By implication, 
the Ebay holding is applicable to copyright holders 
in copyright violation actions as well. 

Professor Hansen suggested that the Supreme 
Court in Ebay failed to appreciate the unique 
consideration that our Founding Fathers gave to 
patent and copyright holders when it wrote into 
the Constitution Article 1, Section 8, Clause 8 to 
empower Congress to provide an “exclusive right” 
to authors and inventors, as a way to “promote the 
Progress of Science and the useful arts”.  

We are left to wonder whether the Supreme 
Court, in construing the verbiage “in accordance 
with the principles of equity” recited in Section 
283 of the 1952 Patent Act, failed to give proper 
credence to Section 154(a)(1) which expressly re-
cites the “right to exclude” afforded by a patent.

The current patent statute traces all the way back 
to the Patent Act of 1819 which gave courts the 
equitable jurisdiction to grant injunctions. Although 
it may be difficult to discern the intent of Congress 
in 1819, it is safe to say that it believed that legal 
remedies would not suffice to protect the patentees  ̓
exclusive rights.

In 1908, the Supreme Court succinctly spoke to 
the issue in Continen-
tal Paper Bag Co. v. 
Eastern Paper Bag 
Co., 210 U.S. 405 
(1908), when it noted 
that reducing the en-
titlement to injunc-
tive relief for patent 

infringement “runs contrary to the long-settled view 
that the essence of a patent grant is the right to exclude 
others from profiting by the patented invention.” 

Our Association s̓ Past President, Judge Giles Rich, 
brought the right perspective to the course he taught 
at Columbia Law School for a decade-and-a-half 
during the 1940s and 1950s. He would tell the class 
“everyone in business knows what it means to have an 
ʻexclusiveʼ, it means that you have a right to exclude 
others.” But for the fact that Judge Rich was a co-
author of the 1952 Patent Act, his words might carry 
less weight than they do for patent practitioners.

We may wonder how Judge Rich was selected to 
draft the patent statute during his tenure as an Officer 
of our Association. It was, of course, no coincidence.  
Through his involvement in our Association s̓ leg-
islative activities, he was selected by the National 
Council of Patent Law Associations (later called the 
“NCIPLA”) to assist Congress in the revision and 
codification of the patent statutes into what became 
the 1952 Patent Act.

NCIPLAʼs future role in legislative initiatives 
was effectively neutralized when it recently became 
a committee of the AIPLA called the “IP Law As-
sociations Committee”. That committee presum-
ably promotes the AIPLA̓ s legislative and policy 
agenda, as opposed to the legislative and policy 
goals of the local and regional IP law associations 
across the country.

Accordingly, our Association may need to find a 
new approach to insure that its voice is heard in IP 
legislative matters, as well as in regard to judicial 
and administrative appointments that will have an 
impact on the development of patent, trademark and 
copyright law.  

Although patent reform in Congress is deadlocked 
for the moment, we are in an election year that presages 
a new administration. Perhaps the new administration 
will offer a new perspective on patent reform that leg-
islatively addresses recent Supreme Court decisions, 
such as Ebay. It also may decide to appoint a new PTO 
Director. It also may have the opportunity to nominate 
candidates to join the Federal Circuit Court of Appeals. 
Indeed, four judges sitting on that court are currently 
eligible to take “senior status” and four more will be 
eligible shortly.

In all of these areas, the new administration will 
need the guidance of experienced IP practitioners.  
What organization is better equipped to provide 
that guidance than our Association? Clearly, our As-
sociation must respond to Prof. Hansen s̓ wake-up 
call for the benefit of our profession, and the clients 
we serve.



N Y I P L A     Page 14    www.NY IPL A.org

INTRODUCTION
 In General Conf. Corp. of Seventh-Day Adventists v. 
McGill, 2008 U.S. Dist. LEXIS 45526 (W.D. Tenn. June 
11, 2008), Defendant Walter McGillʼs incorporation 
of trademarks owned by the worldwide Seventh-day 
Adventist Church (the “Church”) into domain names 
for his small, splinter church was tantamount to trade-
mark infringement and unfair competition according 
to the U.S. District Court for the Western District of 
Tennessee. However, it was the Courtʼs over inclusive 
interpretation of “use in commerce” of trademarks on 
the Internet that makes this case a cautionary tale for 
trademark practitioners. 

BACKGROUND
 Plaintiffs, General Conference of Seventh-day Ad-
ventists and the General Conference Corporation of 
Seventh-day Adventists, are religious associations that 
represent the interests and maintain all the assets of the 
Church, including intellectual property rights associated 
with the Church. The Church is a well-known worldwide 
religious community whose mission is, according to its 
website at http://www.adventist.org:

“to proclaim to all people the everlasting gospel 
in the context of the Three Angels  ̓messages of 
Revelation 14:6-12. The commission of Jesus 
Christ compels us to lead others to accept Jesus 
as their personal savior and to unite with His 
church, and nurture them in preparation for His 
soon return.”

 The Church is also heavily involved in missionary 
work, and spreading the gospel throughout the world is 
one of its prime goals: “the mission goals of the Christian 
church, Adventists are promoters of human freedom and 
responsibility, especially emphasizing freedom of reli-
gion for all peoples.” The Seventh-day Adventists are 
diligent in protecting their intellectual property rights. 
Plaintiff General Conference Corporation of Seventh-day 
Adventists owns several federally registered trademarks, 
including SEVENTH-DAY ADVENTIST®, ADVEN-
TIST®, and GENERAL CONFERENCE OF SEVENTH-
DAY ADVENTISTS® for use in connection with a variety 
of religious goods and services, including church-related 
and missionary services. It also alleges trademark rights 
in the designation SDATM which it claims to have used 
for many years to denote the Church.
 Defendant McGill was originally a member of the 
Church and, after many years, decided to stray from the 

“DIVINING” COMMERCIAL USE OF 
TRADEMARKS ON THE INTERNET 

by James H. Gibson and Jason H. Kasner
flock to follow his own calling and formed a new splin-
ter church. McGill maintained that he was divinely man-
dated to form the new church and to christen it “Creation 
Seventh Day Adventist Church”. Citing divine decree, 
McGill maintained his new church s̓ name despite his 
knowledge of Plaintiffs  ̓prior trademark rights in the term 
SEVENTH DAY ADVENTIST®. McGill also created 
the following Internet domain names which incorporated 
parts of Plaintiffs  ̓trademarks: 7th-day-adventist.org; cre-
ation-7th-day adventist-church.org; creationseventhday-
adventistchurch.org; and csda.us. 

PROCEEDINGS
 Plaintiffs decided to address the defendantʼs alleged 
misappropriation of their trademarks and his acts of 
unfair competition through both federal and Tennessee 
state law, including charges of a) trademark infringe-
ment under Lanham Act §32; b) unfair trade practices 
in violation of Lanham Act §43(a); c) trademark dilution 
under Lanham Act §43(c); d) cyberpiracy based on ap-
propriation of Plaintiffs  ̓trademarks in domain names 
under Lanham Act §43(d)(1); e) common law trademark 
infringement; f) common law unfair competition; g) 
unfair and deceptive trade practices under Tennesseeʼs 
Consumer Protection Act – Tenn. Code Ann. §§18-101 
et seq.; and h) injury to Plaintiffs  ̓business reputation 
or dilution of Plaintiffs  ̓trademarks under Tenn. Code 
Ann. §47-25-213. 
 McGill raised several defenses in his Answer, includ-
ing a) First Amendment; b) laches; c) fair use; d) the 
mark was not in use in commerce; and, interestingly, e) 
Plaintiffs had deviated from their own religious doctrines. 
Plaintiffs subsequently moved for summary judgment on 
all counts. 
 The Court granted summary judgment on Plaintiffs  ̓
trademark infringement and unfair competition claims 
based on their SEVENTH-DAY ADVENTIST mark, but 
denied summary judgment on those same claims based 
on the ADVENTIST and SDA marks. The Court also 
denied summary judgment on the cyberpiracy claim for 
what the Court determined to be a failure by Plaintiffs 
to demonstrate McGillʼs “bad faith intent to profit under 
the mark,” a key factor under the statute. The Court also 
denied Plaintiffs  ̓dilution claims because they were not 
adequately addressed in their motion which was mainly 
an exploration of likelihood of confusion, which is not 
included in the test for dilution under either federal or 
Tennessee anti-dilution law.
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 Applying the Sixth Circuitʼs likelihood of confusion 
test in Interactive Products Corp. v. A2Z Mobile Office 
Solutions, Inc., 326 F.3d 687, 694 (6th Cir. 2003), the 
Court balanced the following factors: strength of the se-
nior marks; relatedness of the parties  ̓goods and services; 
similarities of the marks; evidence of actual confusion; 
marketing channels used; likely degree of purchaser 
care; and likelihood of expansion of the lines, finding 
that almost every factor weighed in favor of Plaintiffs. 
The Court primarily focused on the fact that McGill 
used his marks in a similar manner as the Church and for 
similar goods and services which was likely to confuse 
consumers about the source of McGillʼs goods/services 
and whether he was affiliated with the Church.

DEFENSES
 The Court summarily rejected each of McGillʼs de-
fenses out of hand.
 The First Amendment defense was struck down since 
the Courtʼs own precedent held that the Free Exercise 
Clause is not implicated in determining the trademark 
and intellectual property rights of religious organizations. 
McGillʼs laches defense met a similar fate because he 
failed to argue the key components, namely, that after 
learning of McGillʼs use of the marks, Plaintiffs  ̓delay in 
bringing suit was inexcusable or unreasonable and that 
McGill was unduly prejudiced as a result. McGillʼs fair 
use defense was denied because the Court determined 
his use of Plaintiffs  ̓marks to identify and advertise his 
church constituted a trademark use under Lanham Act 
§45. McGillʼs novel defense that the Churchʼs marks 
were invalid because the Church had deviated from its 
own doctrine was also denied because the Court held 
such a ruling would be an affront to the First Amendment 
and could find no authority to support such a defense in a 
trademark infringement and unfair competition case.
 The last of McGill s̓ defenses was that his uses of Plain-
tiffs  ̓marks were not “uses in commerce” and thus not 
subject to attack on the basis of trademark infringement or 
unfair competition. The Court dismissed this defense in a 
one line statement: “At least one circuit has held that ʻthe 
jurisdiction of the Lanham Act constitutionally extends to 
unauthorized uses of trademarks on the Internet  ̓because 
ʻthe Internet is generally an instrumentality of interstate 
commerce.ʼ” (quoting the Court of Appeals for the Tenth 
Circuit in the recent case Utah Lighthouse Ministry v. 
Found. for Apologetic Info. & Research, 527 F.3d 1045, 
86 U.S.P.Q.2d 1865 (10th Cir. 2008)). The Court s̓ language 
here appears to stand for the proposition that any use of 
another s̓ trademark on the Internet is automatically a use 
in interstate commerce and therefore subject to attack on 
the basis of infringement. However, as other courts, in-

cluding the 10th Circuit itself in the Utah Lighthouse case, 
have held, use on the Internet is only half the question. 

“USE IN COMMERCE” ON THE INTERNET 
 Trademark practitioners need carefully consider the 
potential repercussions of the Tennessee Courtʼs state-
ments in dismissing McGillʼs “no use in commerce” 
defense. Much of the case law in this area deals with the 
familiar circumstance of a parody (OBH, Inc., v. Spotlight 
Magazine, Inc., 86 F. Supp.2d 176 (W.D.N.Y. 2000) – a 
parody website of the Buffalo News under the domain 
name “thebuffalonews.com” was considered a use in 
commerce because use of the domain name was likely 
to frustrate consumers from accessing the plaintiffʼs 
services) and “critique” cases (Bally Total Fitness Hold-
ing Corp. v. Faber, 29 F. Supp.2d 1161 (C.D. Cal. 1998) 
– holding, famously, that use of Plaintiffʼs BALLY mark 
on its web site (“Bally sucks”) was a fair use, since the 
site, and thus the use of Plaintiffʼs trademark, was non-
commercial in nature). In these cases and their progeny, 
one of the most critical determinations in establishing 
trademark infringement has been whether a defendantʼs 
incorporation of trademarks in a domain name, in and of 
itself, constitutes actual and actionable use in commerce 
under the Lanham Act? 
 The Court in McGill may have oversimplified the use 
in commerce determination in a dangerous way by inti-
mating that mere use on the Internet alone was enough 
to be considered a “commercial use” under the Lanham 
Act. In order to invoke the protection of the Lanham Act, 
a plaintiff must show that the alleged infringer used the 
plaintiffʼs mark “in connection with goods and or ser-
vices” 15 U.S.C. §1125(a)(1). This requirement has often 
been referred to as the “commercial use requirement” 
(Utah Lighthouse at 1054) which may be the cause of 
much confusion in this area, since the standard is often 
confused with the phrase “use in commerce.” “Use in 
commerce,” however, is simply a jurisdictional necessity 
to justify any law passed by Congress under the Com-
merce Clause and is not a predicate to liability under the 
Lanham Act. Id. See also, Steele v. Bulova Watch Co., 
344 U.S. 280, 283, 97 L. Ed. 319, 73 S. Ct. 252, 1953 
Dec. Commʼr Pat. 424 (1952); OBH, Inc. at 185.  
 As astutely pointed out by the Ninth Circuit, focusing 
on a defendantʼs use of a plaintiffʼs trademark “in com-
merce” to determine liability under the Lanham Act is 
erroneous, since the correct liability determination hinges 
on whether the defendantʼs use was “in connection with 
a sale of goods or services” rather than a mere “use in 
commerce.” Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 
672, 677, 74 USPQ2d 1280 (9th Cir. 2005). Courts have 
conceded that since the Internet is “generally an instru-

cont. on page 16
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mentality of interstate commerce,” the jurisdiction of the 
Lanham Act extends to unauthorized uses of trademarks 
on the Internet. Utah Lighthouse at 1054 (citing United 
States v. Schaefer, 501 F.3d 1197, 1201, n. 8 (10th Cir. 
2007)). However, more is needed than just a showing 
of “use in commerce” to establish liability under the 
Lanham Act – the infringing mark must be used in con-
nection with the sale of goods and services. Absent use 
in this manner, all trademark uses on the Internet would 
be considered actionable uses in commerce simply by 
virtue of appearing on the Internet. Such a result would 
expand the reach of the Lanham Act at the expense of 
free speech and fair use considerations.

CONCLUSION
 The Court in McGill appeared to make a dangerous 
oversimplification in its refusal of McGillʼs defense that 
his use of Plaintiffs  ̓marks was not an actionable use in 
commerce. Trademark practitioners must take note that 
courts, like the McGill Court, have attributed mere use 
of anotherʼs mark on the Internet sufficient to sustain 
an infringement action under the Lanham Act, whether 

cont. from page 15

or not the mark was used in connection with the sale of 
goods or services. The McGill Court s̓ reasoning, taken to 
its logical end, would validate actions under the Lanham 
Act whenever the alleged infringing mark is used on the 
Internet, whether or not a defendant uses the mark in con-
nection with goods and services. Such reasoning lends 
itself to involvement of fair uses and other free speech 
uses of trademarks. Clients should be advised that the 
risk associated in using anotherʼs mark on the Internet, 
in and of itself, may be enough to trigger liability under 
the Lanham Act regardless of whether the marks are used 
in connection with the sale of goods or services. Clients 
should be advised and cautioned that when using another 
partyʼs mark on the Internet, and especially as part of a 
domain name, defenses premised on non-use of the mark 
in commerce may not be sufficient. 

James M. Gibson is a partner and Jason H. Kasner is an as-
sociate at Powley & Gibson, P.C. They can be contacted at 
212-226-5154 and, respectively, jmgibson@powleygibson.
com and jhkasner@powleygibson.com.  Both are members 
of the NYIPLA s̓ Internet Law Committee.

On September 12, 2008, to a packed house at the 
Harvard Club, Professor Susan Scafidi of Ford-

ham University School of Law presented a CLE pro-
gram entitled “Handbags at High Noon: The Debate 
over Intellectual Property and Fashion Design”.
 Professor Scafidi has testified before Congress in 
favor of the Design Piracy Prohibition Act (H.R. 2033 / 
S. 1957) which would 
create a limited right 
to protect designs 
under the Copyright 
Act.  Her presentation 
addressed the history 
of design protection 
in the United States, 
including the bases 
for current law and 
the absence of mean-
ingful protection for 
fashion designs under 
such law.  Professor 
Scafidi presented an 
analysis of the cur-
rent legislation and 

provided some insights into the possible future of 
fashion design protection in this country.
 Attendees received a summary of current U.S. 
laws applicable to fashion designs, the text of the 
pending legislation, Ms. Scafidi’s written statement 
to Congress, and two of her publications (Intellectu-
al Property and Fashion Design, 1 Intellectual Prop-

erty and Information 
Wealth (Peter K. Yu, 
ed. 2006) and the 
forthcoming F.I.T.: 
Fashion as Informa-
tion Technology, Syr-
acuse Law Review 
(2008)).  
    The event was or-
ganized by the As-
sociation’s Meetings 
and Forums Commit-
tee, Richard Erwine, 
Chair, and Design 
Protection Commit-
tee, Jonathan Moskin, 
Chair. 

CLE Program - Handbags at High Noon

Left to Right: Jonathan Moskin, Susan Scafidi, Suzanna Carlos
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Annual Meeting and Dinner May 21, 2008

KEYNOTE SPEAKER

Professor Hugh Hansen, Professor of Con-
stitutional Law and Intellectual Property Law 
at the Fordham University School of Law, 
compared the IP world of 1988 with the much 
more fragmented IP community today.

INVENTOR OF THE YEAR

The Inventor of the Year award recognizes an 
individual or group who, through inventive 
talents, has made worthwhile contributions 
to society by promoting “the progress of 
Science and useful Arts.”  Two awards were 
granted this year:

Dr. Bernard S. Meyerson of the IBM Sys-
tems & Technology Group for his ground-
breaking research in Si/SiGe technology 
and discoveries that led to the formation of 
device quality silicon-germanium (SiGe) 
films for use in ultrafast transistors.

Dr. Pedro M. Buarque De Macedo of Cath-
olic University of America for his research 
related to glass science that has resulted in 

a wide variety of beneficial applications, 
including fiber optics, defense fuels, disposal 
techniques for radioactive and hazardous 
waste materials, and improved high density 
foam glass materials that are stronger and 
lighter than concrete and may be more resis-
tant to terrorist attacks or natural disasters.

CONNER WRITING 
COMPETITION WINNERS

This award, named in honor of The Honor-
able William C. Conner, Senior District 
Judge, Southern District of New York, and 
past president of the NYIPLA, recognizes 
excellence in writing by law students in the 
field of intellectual property law. 
Judge Conner presented the awards to:

Kiran Nasir Gore from Brooklyn Law 
School (First Place) for her paper “Trademark 
Battles in a Barbie Cyber World.” 

Thomas Foley from Emory University Law 
School (Second Place) for his paper  “Show Me 
the Money!: Third-Party Copyright Infringe-
ment Liability Reaches Investors & Lenders.” 

More than 100 members and guests attended the NYIPLA̓ S Annual Dinner at the 
University Club where incoming Association President Anthony Giaccio provided 

an overview of the past year and events planned for the upcoming year.
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i n  H o n o r  o f  t h e

Friday, March 27, 2009
Waldorf=Astoria

301 Park Avenue
New York, NY

SAVE THE DATE!!!
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NYIPLA Annual Meeting
 The NYIPLA Annual Meeting was held on May 21st at the Union Club.  Re-
ports were presented by President Christopher Hughes and each of the Committee 
Chairs who discussed the events and accomplishments of the past year. In addition, 
new offi cers and board members were inducted for the 2008 – 2009 term: 

2008 – 2009 Offi cers
   

President  ................................ Anthony Giaccio
 
President-Elect ........................ Mark J. Abate

First Vice President .................. Dale L. Carlson
 
Second Vice President ............. Theresa M. Gillis

Treasurer ................................. Alice C. Brennan

Secretary ................................. Charles R. Hoffmann
 
Immediate Past President ........ Christopher A. Hughes

 
2008 – 2009 Board of Directors

Ronald A. Clayton

Thomas J. Meloro

Alexandra B. Urban

Anthony LoCicero

Jeffrey Myers

David Ryan
 
Doreen L Costa

John M. Delehanty

Allan A. Fanucci
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Committee on Alternative Dispute Resolution
Scope of the Committee.  To consider the use of alternative dispute 
resolution techniques, including arbitration, in resolving intellec-
tual property disputes and to make recommendations with respect 
thereto to the Board of Directors.
Mission: To disseminate information about alternative dispute 
resolution topics in a CLE format  program or an article for pub-
lication in the Bulletin.
 Chair: Walter E. Hanley, Jr.
 Board Liaison: Alice Brennan

Amicus Committee
Scope of the Committee.  To coordinate the activities of the 
Association relating to preparation and submission of amicus 
briefs, and to make recommendations with respect thereto to 
the Board of Directors.
Mission: To implement the Amicus Committee Guidelines 
adopted by the Board. 
 Chair: Charles Weiss
 Board Liaison: Dave Ryan
 

Committee on Antitrust, Inequitable Conduct 
and Misuse

Scope of the Committee.  To consider the antitrust laws, insofar 
as they relate to intellectual property, and other unfair conduct 
in connection with intellectual property including inequitable 
conduct and misuse, and to make recommendations with re-
spect thereto to the Board of Directors.
Mission: To explore the implications of patent pooling agree-
ments between competitors for research and development 
initiatives.
 Chair: Douglas Nemec
 Board Liaison: Dave Ryan

Biotechnology Committee
Scope of the Committee.  To consider intellectual property issues 
having an impact on the biotechnology sector and to make rec-
ommendations with respect thereto to the Board of Directors.
Mission: To disseminate information about intellectual prop-
erty practice having an impact on the biotechnology sector in 
a CLE format program or an article for publication in the Bul-
letin and to interact with biotechnology associations, such as 
NYBA and BIO.
 Chair: Thomas Gallagher
 Board Liaison: Allan Fanucci

Chemical/ Pharmaceutical Committee
Scope of the Committee.  To consider intellectual property issues 
having an impact on the chemical/pharmaceutical sectors and to 
make recommendations with respect thereto to the Board of Di-
rectors.
Mission: To disseminate information about intellectual property 
practice having an impact on the chemical/pharmaceutical sec-
tors in a CLE format  program or an article for publication in the 
Bulletin.
 Chair: Michael Levy
 Board Liaison: Allan Fanucci

Committee on Consonance and Harmonization 
in the Profession 

(Young Lawyers Committee)
Scope of the Committee.  To address the concerns and needs 
of minorities, women and newly-admitted lawyers.
Mission: To develop programs to increase participation of 
young lawyers in the activities of the Association.
 Chair: Sonja Keenan
 Board Liaison: Anthony Giaccio

Committee on Continuing Legal Education
Scope of the Committee.  To formulate and present continuing 
legal educational seminars of interest to the broad spectrum 
of the Associationʼs membership and to make recommenda-
tions with respect thereto to the Board of Directors.
Mission: To plan and host at least a Fall one-day patent CLE 
program and a Spring half-day trademark CLE program con-
sistent with the programs that have been held in prior years.
 Chair: Dorothy Auth
 Board Liaison: Thomas Meloro

Committee on Copyrights
Scope of the Committee.  To consider all aspects of United 
States, foreign and multi-national copyright law and prac-
tice and to make recommendations with respect thereto to 
the Board of Directors.  The Committee shall keep fully in-
formed as to all procedures, rules, regulations and decisions, 
statutes, treaties, agreements and conventions, existing or 
proposed, relating to copyrights and make recommendations 
to the Board of Directors regarding any changes therein.
Mission: To disseminate information about intellectual property 
practice relating to Copyrights in a CLE format  program or an 
article for publication in the Bulletin.
 Chair: David Einhorn
 Board Liaison: Ronald Clayton

Corporate Practice Committee
Scope of the Committee.  To consider intellectual property issues 
having an impact on in-house intellectual property counsel and 
to make recommendations with respect thereto to the Board of 
Directors.
Mission:  To disseminate information about intellectual property 
practice having an impact on in-house intellectual property coun-
sel in a CLE format  program or an article for publication in the 
Bulletin.
 Chairs: Susan McGahan and Alexandra Urban
 Board Liaison: Alexandra Urban

Committee on Design Protection
Scope of the Committee.  To study the protection of designs 
and related legislative proposals, and to make recommenda-
tions with respect thereto to the Board of Directors.
Mission: To review and comment on proposed legislation to limit 
the scope of protection of design patents and to make recommen-
dations to the Board of Directors with respect thereto.
 Chair: Thomas Spath
 Board Liaison: John Delahanty

NYIPLA 2008-2009 Committees

cont. on page 20
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 Discovery Committee
Scope of the Committee.  To consider discovery issues in intel-
lectual property cases and to make recommendations with respect 
thereto to the Board of Directors.
Mission: To disseminate information about discovery practices 
having an impact on intellectual property litigation, including 
electronic discovery demands and production, and minimizing 
the expense of patent litigation in a CLE format program or an 
article for publication in the Bulletin.
 Chair: Jeffrey Ginsberg
 Board Liaison: John Delahanty

Electronics/Computer Committee
Scope of the Committee.  To consider intellectual property issues 
having an impact on the electronics/computer sectors and to make 
recommendations with respect thereto to the Board of Directors.
Mission: To disseminate information about intellectual property 
practice having an impact on the electronics/computer sectors in a 
CLE format  program or an article for publication in the Bulletin.
 Chair: Neil Sirota
 Board Liaison: Ronald Clayton

Financial Industry Committee
Scope of the Committee.  To consider intellectual property issues 
having an impact on the financial sector and to make recommen-
dations with respect thereto to the Board of Directors.
Mission: To disseminate information about intellectual property 
practice having an impact on the financial sector in a CLE format  
program or an article for publication in the Bulletin.
 Chair: Robert Fischer
 Board Liaison: Ronald Clayton

Inventors of the Year Awards Committee
Scope of the Committee.  To publicize, gather nominations, 
and review nominations for Inventors of the Year awards, and 
to make recommendations to the Board of Directors with re-
spect thereto.
 Chair: John Moehringer
 Board Liaison: Terri Gillis

Committee on Internet Law
Scope of the Committee.  To consider the intellectual property 
aspects of computer, entertainment and media law and prac-
tice and to make recommendations with respect thereto to the 
Board of Directors.
Mission: To disseminate information about intellectual property 
practice relating to computer, entertainment and media law and 
practice in a CLE format program or an article for publication in 
the Bulletin.
 Chair: Paul Reilly
 Board Liaison: Alexandra Urban

Law School Writing Competition Awards Committee
Scope of the Committee.  To publicize and conduct a law 
school writing competition on an intellectual property law 
topic and to make recommendations to the Board of Direc-
tors with respect thereto.
 Chair: Maren Perry
 Board Liaison: Thomas Meloro

Committee on Legislative Oversight
Scope of the Committee.  To monitor and report to the Asso-
ciation developments relating to intellectual property legisla-
tion, and to make recommendations with respect thereto to 
the Board of Directors.
Mission: To consider patent reform legislation currently 
pending in Congress and to make recommendations to the 
Board regarding such reforms.
 Chair: John Ryan
 Board Liaison: Charles Hoffmann

Committee on License to Practice Requirements
Scope of the Committee.  To keep fully informed as to re-
quirements and proposed requirements affecting the practice 
of members of the Association before government agencies, 
including the Patent and Trademark Office and the Courts, re-
lating to admission to practice, qualifications for practice, con-
tinuing legal education and specialization, and to make recom-
mendations for changes thereto to the Board of Directors.
Mission: To report to the Board on the current developments 
in the Patent and Trademark Office with regard to requiring 
continuing legal education for registered patent attorneys and 
patent agents.
 Chair: Jay Anderson
 Board Liaison: Allan Fanucci

Committee on Licensing
Scope of the Committee.  To consider intellectual property licens-
ing issues and to make recommendations with respect thereto to 
the Board of Directors.
Mission: To disseminate information about intellectual property 
licensing in a CLE format  program or an article for publication 
in the Bulletin.
 Chair: Paul Ragusa
 Board Liaison: Charles Hoffmann

Committee on Litigation Practice and Procedure
Scope of the Committee.  To consider legislation and rules af-
fecting practice and procedural matters in intellectual property 
litigation outside the Patent and Trademark Office, and other 
matters relating to practice in such litigation, and to make rec-
ommendations with respect thereto to the Board of Directors.
Mission: To consider issues regarding the transfer of intellectual 
property cases on the basis of an inconvenient forum and to report 
such information to the Board.  
 Chair: Bartholomew Verdirame
 Board Liaison: Anthony LoCicero

Local Patent Rules Committee
Scope of the Committee.  To consider legislation and rules af-
fecting practice and procedural matters in intellectual proper-
ty litigation in the District Courts, and other matters relating 
to practice in such litigation, and to make recommendations 
with respect thereto to the Board of Directors.
Mission: To consider dissemination of this Association’s pro-
posed Local Patent Rules and to reconsider the Association’s 
proposed Local Patent Rules in light of new local patent rules 
adopted by District Courts around the country, and to make 
recommendations with respect thereto to the Board.  
 Chairs: Daniel DeVito and Robert Scheinfeld
 Board Liaison: Anthony LoCicero

cont. from page 19
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Committee on Meetings and Forums
Scope of the Committee.  To prepare and conduct a series of 
monthly educational meetings of the Association other than 
meetings of the Officers, Committees and Board of Directors, 
the Annual Meeting of the Association and the Annual Din-
ner in Honor of the Federal Judiciary.
Mission: To select speakers and topics of interest for such 
meetings.
 Chair: Richard Erwine
 Board Liaison: Alexandra Urban

Committee on Membership
Scope of the Committee: To promote membership in the As-
sociation, to process applications for membership in accor-
dance with Article III of the Bylaws and the Rules on Admis-
sions of the Association and to make recommendations with 
respect thereto to the Board of Directors.
Mission: To develop programs to increase membership from 
firms and companies that have traditionally supported the As-
sociation. 
 Chair: Marilyn Brogan
 Board Liaison: Ronald Clayton

Multinational IP Litigation Committee
Scope of the Committee.  To consider intellectual property issues 
relating to multinational litigations and to make recommendations 
with respect thereto to the Board of Directors.
Mission: To disseminate information about multinational intel-
lectual property litigation practice and strategies in a CLE format  
program or an article for publication in the Bulletin, e.g., the Com-
mittee will explore world-wide gathering evidence for litigation.
 Chair: Jeffrey Butler
 Board Liaison: Anthony LoCicero

Outreach Committee
Scope of the Committee.  To identify and create a strategy for 
the Association to reach out to organizations with which the 
Association has not traditionally interacted and to make rec-
ommendations with respect thereto to the Board of Directors
Mission: To develop a strategy to increase awareness of in-
tellectual property law and awareness of the Association to 
other organizations and to the public.
 Chair: Alicia Russo
 Board Liaison: Thomas Meloro

Committee on Patent Law and Practice
Scope of the Committee.  To consider all aspects of  patent 
laws and practice which affect the rights of United States en-
tities in technology and to make recommendations with re-
spect thereto to the Board of Directors.  
Mission: To consider issues of patent law and practice and to re-
port such information to the Board.  
 Chair: William Dippert
 Board Liaison: Jeffrey Myers

Committee on Patentable Subject Matter
Scope of the Committee.  To consider all aspects of  patent-
able subject matter in the United States and to make recom-
mendations with respect thereto to the Board of Directors.  
Mission: To consider all aspects of patentable subject matter and 
to report such information to the Board.  
 Chair: Peter Ludwig
 Board Liaison: Dave Ryan

Committee on Privacy Law
Scope of the Committee.  To consider all aspects of privacy 
law in the United States and to make recommendations with 
respect thereto to the Board of Directors.  
Mission: To review State and Federal legislation concerning 
privacy law and to report such information to the Board.  
 Chair: Jonathan Moskin
 Board Liaison: Doreen Costa

Committee on Protection of Privilege
Scope of the Committee.  To consider all aspects of the pro-
tection of privilege in the United States and to make recom-
mendations with respect thereto to the Board of Directors.  
Mission:  To monitor recent decisions concerning the protection 
of privilege in the United States and to disseminate such informa-
tion in a CLE format program or an article for publication in the 
Bulletin.
 Chair: Peter Schechter
 Board Liaison: Anthony LoCicero
 

Committee on Publications
Scope of the Committee.  To prepare, edit, publish and dis-
seminate such publications as may be requested by the Board 
of Directors and to make recommendations to the Board with 
respect thereto.
Mission: To provide publications that exemplify the ideals of 
the Association and that showcase the talent of the intellec-
tual property law community in the Association. 
 Chair: Stephen Quigley
 Board Liaison: Dale Carlson

Committee on Trade Secret Law and Practice
Scope of the Committee.  To consider all aspects of United 
States trade secret law and practice and to make recommen-
dations with respect thereto to the Board of Directors.
Mission: To disseminate information about intellectual property 
practice relating to trade secret law and practice in a CLE format 
program or an article for publication in the Bulletin.
 Chair: Paul Garity
 Board Liaison: Doreen Costa

Committee on Trademark Law and Practice
Scope of Committee: To consider all aspects of trademark 
law and practice and to make recommendations with respect 
thereto to the Board of Directors.
Mission: To disseminate information about intellectual property 
practice relating to trademark law and practice in a CLE format 
program or an article for publication in the Bulletin.
 Chair: Amy Benjamin
 Board Liaison: Doreen Costa

Committee on Trial Advocacy and Preparation
Scope of the Committee.  To consider trial advocacy and prepara-
tion issues and to make recommendations with respect thereto to 
the Board of Directors.
Mission: To disseminate information about trial advocacy and 
preparation issues in a CLE format  program or an article for 
publication in the Bulletin.
 Chair: Ann Marie Hassett
 Board Liaison: Ronald Clayton
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NEW YORK INTELLECTUAL PROPERTY LAW ASSOCIATION
Committee Preferences 2008-2009

Sign Up ON-LINE by December 15, 2008
           

Log on to the Association’s website at 
www.NYIPLA.org and access the “Committee” link

For inquiries, please contact the 
NYIPLA Executive Office by calling (201) 634-1870  

• Alternative Dispute Resolution    
• Amicus        
• Antitrust, Inequitable Conduct and Misuse   
• Biotechnology      
• Chemical/Pharmaceutical     
• Continuing Legal Education    
• Copyrights      
• Corporate Practice       
• Design Protection       
• Discovery       
• Electronics/Computer      
• Financial Industry       
• Internet Law       
• Inventors of the Year 
• Law School Writing Competitions
• Legislative Oversight     
• License to Practice Requirements     
• Licensing       
• Litigation Practice       
• Local Patent Rules     
• Meetings and Forums      
• Membership Committee     
• Multinational IP Litigation    
• Outreach       
• Patent Law and Practice      
• Patentable Subject Matter     
• Privacy Law       
• Protection of Privilege    
• Publications (Bulletin, Greenbook)     
• Trade Secret Law and Practice     
• Trademark Law and Practice     
• Trial Advocacy and Preparation     
• Young Lawyers      

Please do NOT mail or fax this form.  Instead, please use this link:  
www.NYIPLA.org and access the “Committee” LINK to join a committee.
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Last Name First Name Firm Telephone E-Mail

NEW MEMBERS

cont. on page 24

           
Abbruzzese Salvatore J. Hoffmann & Baron LLP (973) 331-1700 sabbruzzese@hoffmannbaron.com    
           
Ackerman Paul D. Dorsey & Whitney LLP (212) 415-9372 ackerman.paul@dorsey.com     
          
Altersohn Allison Hoch King & Spalding LLP (212) 556-2316 aaltersohn@kslaw.com     
          
Anderson Jay H. Wiggin & Dana LLP (212) 551-2625 janderson@wiggin.com     
          
Baker Christine M. Mintz, Levin, Cohn, Ferris, Glovsky and Popeo (212) 935-3000 cbaker@mintz.com     
          
Baron Ronald J. Hoffmann & Baron LLP (516) 822-3550 rbaron@hoffmannbaron.com    
           
Berks Andrew Kenyon & Kenyon LLP (212) 908-6257 aberks@kenyon.com     
          
Boag  David A. Amster, Rothstein & Ebenstein LLP (212) 336-8000 dboag@arelaw.com     
          
Buchel Justin  Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 jbuchel@cdfslaw.com     
          
Burgo Paul J. Kasowitz Benson Torres & Friedman LLP (212) 506-1865 pburgo@kasowitz.com     
          
Canada Jerry Crowell & Moring LLP (212) 803-4021 jcanada@crowell.com     
          
Capelli Christoher Meadwestvaco Corporation (203) 924-7465 cjc14@meadwestvaco.com     
          
Caviani Pease Ann M. Dechert LLP (650) 813-4800 ann.pease @dechert.com     
          
Chau  Anna C. Hoffmann & Baron LLP (516) 822-3550 achau@hoffmannbaron.com    
           
Chin  Linda D. Hoffmann & Baron LLP (516) 822-3550 lchin@hoffmannbaron.com     
          
Chu  Alex K. Kenyon & Kenyon LLP (212) 908-6094 achu@kenyon.com     
          
Davydov Denis Student - New York Law School (Byrne Poh LLP) (212) 931-8567 ddavydov82@gmail.com     
          
Delauney Ashton J. Kenyon & Kenyon LLP (212) 908-6288 adelauney@kenyon.com     
          
Demos Elaine Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 edemos@cdfslaw.com     
          
DiCioccio Joseph M. Mintz, Levin, Cohn, Ferris, Glovsky and Popeo (212) 692-6853 jmdicioccio@mintz.com     
          
DiLorenzo Stephen Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 sdilorenzo@cdfslaw.com     
          
Donahue Justine Frommer Lawrence & Haug LLP (212) 588-0800 jdonahue@flhlaw.com     
          
Feit  Irving Hoffmann & Baron LLP (526) 822-3550 ifeit@hoffmannbaron.com     
          
Ferri  Lisa M. McDermott Will & Emery LLP (212) 547-5523 lferri@aol.com      
         
Forde Francis A. Student - Hofstra Law School  fforde@gmail.com     
          
Frost  Merillat W. King & Spalding LLP (212) 556-2100 mfrost@kslaw.com     
          
Gabriel Michael G. Ward & Olivo (212) 697-6262 gabrielm@wardolivo.com     
          
Gisolfi Ann Jones Day (212) 326-3495 algisolfi@jonesday.com     
          
Greene Jeffrey H. Foley & Lardner (212) 338-3519 jgreene@foley.com     
          
Hagglund Ryan Skadden, Arps, Slate, Meagher & Flom LLP (212) 735-3709 ryan.hagglund@skadden.com    
           
Haigney William F. Hogan & Hartson LLP (212) 918-3514 wfhaigney@hhlaw.com     
          
Hollcroft Ellen Hoffmann & Baron LLP (516) 822-3550 ehollcroft@hoffmannbaron.com    
           
Hoofe William   Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 whoofe@cdfslaw.com     
          
Jason  Marc J. Amster, Rothstein & Ebenstein LLP (212) 336-8099 mjason@arelaw.com     
          
Jones  Kathryn   Kenyon & Kenyon LLP (212) 908-6091 kjones@kenyon.com     
          
Kaji  Reiko Amster, Rothstein & Ebenstein LLP (212) 336-8024 rkaji@arelaw.com     
          
Kaplus Leila Fitzpatrick, Cella, Harper & Scinto (212) 218-2229 lkaplus@fchs.com     
          
Karn  Kathryn L. CRA International (312) 377-2374 kkarn@crai.com      
         
Koustenis Kandis Morgan & Finnegan LLP (212) 415-8768 kkoustenis@morganfinnegan.com    
           
Lard II Samuel E. Mutual Marine Offices - MMO Pro (212) 551-0658 slard@mmo.com     
          
Lippa Irene Hoffmann & Baron LLP (973) 331-1700 ilippa@hoffmannbaron.com     
          
Locke Scott David Kalow & Springut LLP (212) 813-1600 slocke@creativity-law.com     
          
Lucas Reginald D. Cadwalader, Wickersham & Taft LLP (212) 504-6813 reginald.lucas@cwt.com     
          
Lunasin Heidi Frommer Lawrence & Haug LLP (212) 588-0800 hlunasin@flhlaw.com     
          
Mandaro  Richard Amster, Rothstein & Ebenstein LLP (212) 336-8106 rmandaro@arelaw.com     
          
Martiak Nichole E. Hoffmann & Baron LLP (973) 331-1700 nmartiak@hoffmannbaron.com    
           
Maskel Gregory S. Jones Day (212) 326-3669 gmaskel@jonesday.com     
          
McClure Andrew Skadden, Arps, Slate, Meagher & Flom LLP (212) 735-3526 andrew.mcclure@skadden.com    
           
Meier Frank Eisenfuhr, Speiser & Partner  fmeier@eisenfuhr.com     
          
Metelski Marion P. Amster, Rothstein & Ebenstein LLP (212) 336-8077 mmetelski@arelaw.com     
          
Metjahic Safet McGuireWoods LLP (703) 712-5080 smetjahic@mcguirewoods.com    
           
McGuire Brian M. Frommer Lawrence & Haug LLP (212) 588-0800 bmcguire@flhlaw.com     
          
Milcetic Paul B. Woodcock Washburn LLP (215) 568-3439 milcetic@woodcock.com     
          
Miller Alan D. Amster, Rothstein & Ebenstein LLP (212) 336-8000 amiller@arelaw.com     
          
Mitnick David Amster, Rothstein & Ebenstein LLP (212) 336-8135 dmitnick@arelaw.com     
          
Morris Michelle C. Kenyon & Kenyon LLP (212) 425-7200 mmorris@kenyon.com     
          

®
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Nosher Todd Fitzpatrick, Cella, Harper & Scinto (212) 218-2278 tnosher@fchs.com       
        
Naamat Judy Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 jnaamat@cdfslaw.com       
        
Nardiello Jason Morgan & Finnegan LLP (212) 415-8694 jnardiello@morganfinnegan.com      
         
Olson Steven Isaac Sidley Austin LLP (212) 839-6756 iolson@sidley.com       
        
Pak  James Skadden, Arps, Slate, Meagher & Flom LLP (212) 735-2546 james.pak@skadden.com       
        
Pekowsky Holly Amster, Rothstein & Ebenstein LLP (212) 336-8116 hpekowsky@arelaw.com       
        
Pierson Theodore J. Abelman, Frayne & Schwab (212) 885-9296 tjpierson@lawabel.com       
        
Popovski Lewis Kenyon & Kenyon LLP (212) 908-6078 lpopovski@kenyon.com       
        
Rogers Kurt Bingham McCutchen LLP (212) 705-7561 kurt.rogers@bingham.com       
        
Ross  C. Randolph Crowell & Moring LLP (212) 803-4020 rross@crowell.com       
        
Sack  Alan M. Morgan & Finnegan LLP (212) 415-8723 asack@morganfinnegan.com      
         
Salka Julie Frommer Lawrence & Haug LLP (212) 588-0800 jsalka@flhlaw.com       
        
Schaefer Ira J. Hogan & Hartson LLP (212) 918-8228 ijschaefer@hhlaw.com       
        
Scher Jason Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 jscher@cdfslaw.com       
        
Schoenthal Allison J. Hogan & Hartson LLP (212) 918-3647 ajschoenthal@hhlaw.com       
        
Schofield Baker Ann McKool Smith P.C. (212) 402-9400 asbaker@mckoolsmith.com       
        
Schurter Brandon T. Student-Rutgers School of Law (Morgan & Finnegan LLP) (212) 415-8557 schurter@pegasus.rutgers.edu      
         
Schwab Mairead Jane Skadden, Arps, Slate, Meagher & Flom LLP (212) 735-3586 marmitag@skadden.com       
        
Scola, Jr. Daniel A. Hoffmann & Baron LLP (973) 331-1700 dscola@hoffmannbaron.com      
         
Shapley Stuart David Amster, Rothstein & Ebenstein LLP (212) 336-8117 sshapley@arelaw.com       
        
Shieh Jeffrey Amster, Rothstein & Ebenstein LLP (212) 336-8000 jshieh@arelaw.com       
        
Shravah Aasheesh Dorsey & Whitney LLP (212) 735-0765 shravah.aasheesh@dorsey.com      
         
Shu  Cindy S. Cooper & Dunham LLP (212) 278-0409 cshu@cooperdunham.com       
        
Silver Jenny Student - Benjamin N. Cardozo School of Law           
      
Singhvi Mayush Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 msinghvi@cdfslaw.com       
        
Sipos  Susan A. Hoffmann & Baron LLP (516) 822-3550 ssipos@hoffmannbaron.com      
         
Sozzani Joseph R. Skadden, Arps, Slate, Meagher & Flom LLP (212) 735-3717 joseph.sozzani@skadden.com      
         
Sterner James Hunton & Williams LLP (212) 309-1266 jsterner@hunton.com       
        
Stickler Ira   Carter, DeLuca, Farrell & Schmidt LLP (631) 501-5700 istickler@cdfslaw.com       
        
Suh  James Sidley Austin LLP (212) 839-5879 james.suh@sidley.com       
        
Tempesta Edward Patterson, Belknap, Webb & Tyler LLP (212) 336-2000 ertempesta@pbwt.com       
        
Waisbrot Morris Hogan & Hartson LLP (212) 918-3527 mwaisbrot@hhlaw.com       
        
Wu  Wanli Wiggin & Dana LLP (203) 498-4317 wwu@wiggin.com       
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