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CHIEF JUDGE MICHEL'S ACCEPTANCE SPEECH AT
THE NEW YORK INTELLECTUAL PROPERTY LAW
ASSOCIATION'S 85™ ANNUAL JUDGES’ DINNER

March 23, 2007

ellow Judges, acclaimed attorneys,
distinguished guests:

I thank the Association for the honor of
this award. Its title, “Outstanding Public
Service,” means everything to me be-
cause ever since law school public service
has been my vocation. And, I thank you
also for the handsome statue.

Our gathering this evening symbolizes
our common calling as servants of the
law and of a nation under law. Attorneys
and judges share special responsibility
for our system of justice. As the late
Howard T. Markey, my court’s first
Chief, often said: “The administration of
justice is the heartbeat of democracy.”

As judges or advocates, however,
we can only serve the cause of justice if
we control our own emotions, sideline
our own opinions, and ignore our own
politics. We must rely instead on fact,
law, and logic. This requires not only
self-discipline, but complete candor in
our communications with one another.
Of course, advocates must advocate for
their clients; only judges are expected to
be impartial. But, we do owe one another
accurate analysis and honest explana-
tions. Judges, of course, are interpreters
of law, but they are also both teachers
and students of the law. When reading
your briefs, we are your students, when
writing opinions, teachers. And so, each
is dependent on the clarity and candor of
what the other writes.

In addition to duties of candor, at-
torneys too have an opportunity for
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public service, one that extends beyond
the courthouse to the halls of Congress.

The Patent Act, largely drafted by a
member of this Association, my late col-
league, Giles S. Rich, has not been funda-
mentally changed since 1952. No statute
is perfect or can continue to serve society
well when conditions have changed.
Presently, Congress is drafting changes.
The challenge for our profession then is
not to resist, but to guide the revisions
so they are not just changes, but actually
improvements. The danger is that if the
intellectual property law profession fails
to speak up, a few politically-powerful
industries may try to reshape patent law
in their own narrow self-interest. This
very room, however, holds ample talent
to shape sound patent policy in the public
interest, and for all industries.

After all,
who knows
better the
practice of
patent law?
Just as the
courts need
numerous
amicus briefs
in landmark
cases, SO too
does Con-
gress require
all of your candid, expert, and diverse
viewpoints. Rendering them would truly
be your “Outstanding Public Service.”

Thank you for listening.
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HISTORIAN'S CORNER

“As Time Goes By -

The Spirits of a Great Event”
by Dale Carlson

S amuel Taylor Coleridge sagely observed
that “often the spirits of great events
stride on before the events, and in today
already walks tomorrow.” Our Association’s
eighty-fifth gathering at the Waldorf in honor
of the Federal Judiciary was, by all measures,
a great event.

It is eminently fitting that Chief Judge Paul
R. Michel was honored at our event for his
lifetime of public service. When he took
the podium, Judge Michel spoke about the
future of our profession, and the changing
legislative and judicial landscape. He
alluded to the role that our Association can
play in helping to mould this landscape from
the vantage point of the practical perspective
brought to the table by experienced IP
practitioners. His presentation was both
inspiring and cautionary in tone.

As arecipient of the public service award,
Judge Michel followed in the footsteps of
one of our earlier award recipients, namely
the Federal Circuit’s first chief judge,
Howard T. Markey.

Those of us who were fortunate enough
to attend our Association’s CLE weekend
gathering at Mohonk Mountain House back
in the Fall of 1989 may recall that we enjoyed
the presence and the active participation of
Judge Markey at that event. Judge Markey
reflected good grace and a keen sense of
humor upon being presented with a “teddy
bear” by our
Association’s
Past  President
John Pegram as
a token of our
Association’s
appreciation.

Dale Carlson, a
partner at Wiggin &
Dana, serves as the
NYIPLA Historian,
and as a member
of the Board of
Directors.

Doubtless more than one attendee thereafter
referred to the judge as “judge teddy bear”.
Judge Markey passed away last year
at the ripe old age of 85. Interestingly,
it was Judge Michel who paid tribute to
Judge Markey at a memorial service at
Arlington National Cemetery on June 23,
2006. In his tribute, Judge Michel credited
Judge Markey as “my leader, my teacher,
my friend.” He went on to say that Judge
Markey’s teaching was irresistible because
he taught by example. In the highest form
of tribute, Judge Michel made it clear that
Judge Markey was his judicial mentor.

Judge Markey’s entitlement to being
buried in Arlington National Cemetery was
well-earned. It stemmed from his service
in the Army Air Force during World War 11,
as well as during the Korean conflict. He
was one of our country’s first jet test pilots.

Legend has it that in one mission during
World War II, Judge Markey’s plane was
shot at, and he was hit. Concerned that
he was about to lose consciousness, he
wrapped his belt around his leg to keep his
foot on the brake as the plane landed. After
landing, it became clear that the plane had
taken two thousand rounds of ammunition,
and he was the only one on the plane who
was still alive.

Judge Markey also was a hero in his
judicial service. That service included a
decade on the former Court of Customs
and Patent Appeals, followed by almost
a decade on the Federal Circuit. He was
chief judge of both courts.

Upon retirement from the bench, Judge
Markey went on to become dean of his alma
mater, John Marshall Law School in Chicago.

Were he alive today, Judge Markey would
certainly be proud of the considerable
accomplishments of his protégé, Judge
Michel, not the least of which was the
kindness, grace, and good humor that he
brought to our Waldorf event. [ |
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DSU MEDICAL:
DEFINING THE STANDARD
FOR INDUCED INFRINGEMENT
James M. Glass'

l. INTRODUCTION

In DSU Medical Corp.v. JMS Co.LTD.,
471 F.3d 1293 (Fed. Cir. 2006), the Federal Circuit
resolved a ten year split in precedent related to the
level of intent required to establish active induce-
ment in patent infringement cases. Prior to DSU,
the Federal Circuit applied both a general and spe-
cific intent standard. Under its general intent stan-
dard, the Court required that a defendant intend to
engage in acts (such as selling a potentially infring-
ing component of an infringing product) that ulti-
mately resulted in direct infringement, apparently
without regard to whether the defendant knew its
acts would result in direct infringement. Under its
specific intent standard, the Court required an ad-
ditional showing that the defendant actually knew
or should have known that its acts would result in
direct infringement. In DSU, the Court decided,
en banc, to apply the specific intent standard. The
decision will have a considerable effect on how
inducement allegations are litigated. In particular,
courts are now required to consider evidence of an
accused infringer’s subjective state of mind. This
will likely include consideration of an accused in-
fringer’s reliance on the advice of counsel, or, pos-
sibly, the failure to obtain such an opinion.

The split originated with Hewlett Packard Co. v.
Bausch and Lomb Incorporated, 909 F.2d 1464
(Fed. Cir. 1990), where the Court applied a gen-
eral intent standard to inducement, requiring proof
that the alleged infringer intended to cause the acts
that resulted in infringement. The Court seemingly
abandoned this approach only months later in Man-
ville Sales corp. v. Paramount Systems, Inc., requir-
ing proof that that the infringer had the specific in-
tent to induce infringement of the asserted patent.
Manville Sales Corp.v. Paramount Systems, Inc.,
917 F.2d 544 (Fed. Cir. 1990). In DSU, the Court
resolved this split in authority, adopting the ap-
proach set forth in Manville.
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Il. THE LAW OF INDUCEMENT

Prior to the Patent Act of 1952, infringement was
judicially divided into two categories: “direct” and
“indirect” infringement. The 1952 Patent Act codi-
fied this distinction, but separated indirect infringe-
ment into contributory infringement and active in-
ducement. Hewlett-Packard, 909 F.2d at 1468-609.
Section 271(c) of the Act codified contributory
infringement. Under the Act, a defendant can be
held liable for producing a component of a device
that does not directly infringe a claim, but would
result in direct infringement when incorporated
into a final product. Section 271(c) also expressly
requires proof that the defendant had knowledge
that the component was made or adapted for an in-
fringing use.

Section 271(b) codified ‘“active inducement.”
The section is broad on its face, requiring that
“whoever actively induces infringement of a patent
shall be liable as an infringer.” 35 U.S.C. § 271(b).
The express language of section 271(b) does not
require proof that the defendant intended to induce
infringement. Early Federal Circuit case law, how-
ever, read such a requirement into Section 271(b).
Water Technologies v. Calco, Ltd., 850 F.2d 660
(Fed. Cir. 1988). While the Court in Water Tech-
nologies required the defendant to “knowingly”
induce infringement, the question of the level of
intent required--whether it be general intent or spe-
cific intent--was not addressed.

ill.  HEWLETT PACKARD AND THE
GENERAL INTENT STANDARD
The Court appeared to have resolved the ques-
tion of the required level of intent in Hewlett-
Packard v. Baush & Laumb. In Hewlett-Pack-
ard, the Court applied a general intent standard,
determining that the intent to cause the acts that
resulted in infringement was sufficient scienter
for inducement.

cont. on page 4




cont. from page 3

The asserted patent in Hewlett-Packard related
to X-Y plotters. One of Baush & Laumb’s divi-
sions manufactured and sold infringing plotters.
Baush & Laumb sold this division to a third par-
ty, Ametek. As part of the sale, Baush & Laumb
agreed to license Ametek under one of its patents,
to indemnify Ametek for infringing the asserted HP
patent, and to assist Ametek in designing around
HP’s patent. Id. at 1467. HP alleged that Baush &
Laumb induced Ametek to infringe its patent, argu-
ing that Baush & Laumb’s license to Ametek and
its promise to indemnify and to assist in design-
ing around the asserted patent demonstrated that
Baush & Laumb knowingly induced Ametek to
infringe. Id.

The Federal Circuit disagreed. The Court found
that to “knowingly” induce infringement required
general intent “to cause the acts which constitute
the infringement.” Id. at 1469. Applying this
standard, the Federal Circuit reversed the district
court. Because none of the facts set forth by HP es-
tablished that Bausch & Laumb intended to cause
Ametek to engage in the acts that resulted in in-
fringement, the court found Bausch & Laumb not
liable for inducement.

IV.  MANVILLE AND THE SPECIFIC
INTENT STANDARD

Less than three months after Hewlett-Packard,
the Court applied a specific intent standard that
was seemingly at odds with the Hewlett-Packard
standard.  Manville Sales Corp.v. Paramount
Systems, Inc., 917 F.2d 544 (Fed. Cir. 1990). As
part of its ruling, the Manville court expressly con-
sidered the defendant’s reliance on the advice of
counsel as a factor that mitigated against a finding
of inducement.

In Manville, the plaintiff established that Para-
mount’s officers authorized the company to copy
its invention, arguing that this was sufficient to
establish active inducement. Id. at 553. This ap-
peared on its face to satisfy the Hewlett-Packard
standard, and the court accordingly found Para-
mount’s officers liable for inducing the corporation
to infringe. Id.

The Federal Circuit reversed the district court’s
ruling of inducement, and, in doing so, apparently
rejected the Hewlett-Packard standard. Although
there was no question that the Paramount officers
intended to cause the actions that resulted in in-
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fringement, the Court required more in this case.
Specifically, the Court required proof that the offi-
cers intended to induce the corporation to infringe,
not merely to engage in the acts that resulted in in-
fringement, stating:
The alleged infringer must be shown, how-
ever, to have knowingly induced infringe-
ment . .. It must be established that the
defendant possess specific intent to en-
courage another’s infringement, and not
merely that the defendant had knowledge
of the acts alleged to constitute infringe-
ment. The plaintiff has the burden of show-
ing that the alleged infringer’s actions in-
duced infringing acts and that he knew or
should have known his actions would in-
duce actual infringement. Id. at 543.

The key to the Court’s decision was the factu-
al finding that, soon after the defendants became
aware of Manville’s patent, they obtained an opin-
ion of counsel. The Court found that, based on the
opinion, the officers had a good-faith belief that
their actions would not cause the corporation to in-
fringe. Id. at 553.

V.  THE CONFLCT BETWEEN HEWLETT
PACKARD AND MANVILLE

These apparently inconsistent rulings led to the
application of two different standards by both the
district courts and the Federal Circuit. For exam-
ple, soon after the Manville decision, the District
of New Jersey considered which of the two stan-
dards to apply. Symbol Technologies v. Metrologic
Instruments, Inc., 771 F. Supp. 1390 (D. NJ 1991).
The Court in Symbol expressly rejected the Man-
ville specific intent standard, as well as an advice of
counsel defense offered by the defendant.

In that case, Symbol alleged that Metrologic’s
officers induced the corporation to infringe by al-
lowing Metrologic to go forward with infringing
products. The officer, Knowles, argue that because
inducement required specific intent and he relied on
the advice of counsel, he could not be found liable
for infringement. The Court, noting the apparent
conflict generated by Manville, applied the general
intent standard, and expressly rejected an advice of
counsel defense to inducement:

As stated earlier, specific intent to infringe
is not necessary for a finding of inducing
infringement. . . . Advice of counsel should




be sought “[w]hen a potential infringer has
actual notice of another’s patent rights [as]
he has the duty to ‘exercise due care to deter-
mine whether or not he is infringing.’”. . . .
Advice of counsel has no relevance here
in determining whether Knowles induced
infringement under § 271(b).

The Federal Circuit subsequently addressed the
advice of counsel issue in a case that was factually
similar to Symbol. Micro Chemical v. Great Plains
Chemical Co., Inc., 194 E3d 1250 (Fed. Cir. 1999).

In that case, Micro Chemical accused one of
Great Plains’s officers of inducing the corporation
to infringe. The corporation’s officer argued that
there could be no intent to induce, because he re-
lied on the advice of counsel. The Court agreed
with Great Plains, and applied the Manville specif-
ic intent standard. Id. at 1261. The Court further
agreed that it was proper to consider an opinion of
counsel when determining if a defendant acted with
sufficient intent:

Micro Chemical brought this suit two
days after the patent issued, at which time
Mr. Hummer took reasonable steps to
avoid infringement. Among other things,
Myr. Hummer sought and relied on the ad-
vice of counsel in redesigning the accused
machines. The undisputed facts do not es-
tablish the knowledge necessary to find in-
ducement to infringe. Id. at 1261.

The Federal Circuit continued to apply the Man-
ville standard in several subsequent decisions. In
Rockwood Pigmentsv. Axel, 53 Fed. App. 917
(Fed. Cir. 2002) (unpublished), the Court again de-
termined the liability of an officer for allegedly in-
ducing his corporation to infringe. Although citing
both standards, it otherwise ignored Hewlett-Pack-
ard and applied the Manville standard. Id. at 921.
The Court, however, went further than previous
decisions, expressly finding the defendant’s actions
inadequate to avoid a finding of inducement. The
accused product in Rockwood was a redesigned
product that had already been found to infringe the
Rockwood patent in a previous case. In his defense,
Axel (the corporate officer of the defendant) argued
that because he redesigned the accused products
in an attempt to avoid infringement, he could not
have possessed the intent to induce infringement.
Id. at 921. The Court disagreed, finding that “[t]he
cause of action for inducement of infringement is
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not avoided by the marketer’s preference or hope
that the induced actions may avoid infringement.”
Id. at 921.

Other cases have followed the approach of
Rockwood and simply ignored the Hewlett-Pack-
ard standard. See, e.g., Warner-Lambert v. Apotex,
316 F.3d 1348, 1364 (Fed. Cir. 2003) (“we have
already observed that precedent holds that mere
knowledge of possible infringement by others does
not amount to inducement; specific intent and ac-
tion to induce infringement must be proven.”)

Despite a line of several cases adopting the Man-
ville approach, the Court abandoned Manville’s
specific intent standard in Moba B.V.v. Diamond
Automation, Inc., 325 F.3d 1306 (Fed. Cir. 2003).
In that case, the Court expressly endorsed the
Hewlett-Packard standard, instructing the district
court to apply it on remand. The plaintiff in Moba
alleged that Diamond induced its customers to in-
fringe the method claims of the asserted patents.
The district court found no direct infringement and,
therefore, did not reach the issue of inducement.
The Federal Circuit reversed, finding that several
of the claims were directly infringed. The Court
remanded to the district on the issue of inducement.
In doing so, it instructed the district court to apply
the Hewlett-Packard intent standard, stating “[i]n
this case, the only intent required of [defendant] is
the intent fo cause the acts that constitute infringe-
ment.” Id. at 1318.

VI.  THE FEDERAL CIRCUIT STRUGGLES
WITH THE COMPETING
STANDARDS

In the decisions immediately preceding DSU

Medical, the Federal Circuit acknowledged the

confusion generated by the conflicting standards

set forth in Hewlett-Packard and Manville stan-
dards. Indeed, in Insituform Technologies v. Cat

Contracting, Inc., 385 F.3d 1360 (Fed. Cir. 2004),

the Court expressly acknowledged that “there is a

lack of clarity concerning whether the required in-

tent must be merely to induce the specific acts or

additionally to cause an infringement.” Id. at 1378.

Rather than resolve the ambiguity, however, it sim-

ply acknowledged and applied both standards.

See, e.g., Fuji Photo Film Co. v. Jazz Photo Corp.,

344 F.3d 1368, 1376 (Fed. Cir. 2005) (“this court

has historically required either a general or specific

level of intent to induce infringement”); MEMC v.
cont. on page 6
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Mitsubishi Materials Silicon Corp., 420 F.3d 1369,
1378 (Fed. Cir. 2005); Golden Blount, Inc. v. Pe-
terson Co., 438 F.3d 1354, 1364-65 (Fed. Cir.
2006); Merexchange v. eBay, Inc., 401 E.3d 1323
(Fed. Cir. 2005).

VIl. DSU MEDICAL RESOLVES THE
CONFUSION

The Federal Circuit finally dealt squarely with the
conflicting standards en banc in DSU Medical v. IMS
Co., 471 F.3d 1283 (Fed. Cir. 2006). The Court in
DSU found that the specific intent standard set forth
in Manville should be applied in any inducement
analysis. Specifically, the Court found that “[t]he
plaintiff has the burden of showing that the alleged
infringer’s actions induced infringing acts and that
he knew or should have known his actions would in-
duce actual infringements.” Id. at 1304. The Court
also abandoned the Hewlett-Packard standard, stat-
ing that “inducement requires evidence of culpable
conduct, directed to encouraging another’s infringe-
ment, not merely that the induce had knowledge of
direct infringers activities. Id. at 1306.

Further, the Federal Circuit appears to have ex-
pressly endorsed an opinion of counsel defense. In
determining that the defendant in DSU was not li-
able for inducing infringement, the Federal Circuit
noted that the “jury learned that [the defendant]
contacted an Australian attorney, who concluded
that [the accused device] did not infringe. [The de-
fendants] then also obtained letters from U.S. Pat-
ent counsel advising that [the accused device] did
not infringe.” Id. at 1307.

The effects of this ruling are potentially far-
reaching. By adopting the Manville standard,
the Federal Circuit requires courts
to consider evidence related to an
infringer’s state of mind. Suchev-
idence will likely include whether
an accused infringer relied on the
advice of counsel before engag-
ing in the activities that resulted
in the alleged infringement. As
in a willfulness determination, it
will also likely include an analy-
sis of the competence of the opin-
ion, as well as the competence of
the opinion drafter.

However, although an opinion

of counsel is a factor courts will likely consider
when determining whether a defendant induced
infringement, it is not the only factor. While it
is clear that the “preference or hope” that certain
actions will avoid infringement is insufficient, the
Court did not address what other factors may be
considered is an inducement analysis. Nor did the
Court address whether the reliance on an opinion
of counsel, on its own, could avoid a finding of in-
ducement. It seems likely that this was intention-
al, and that the court may adopt a case-by-case
“totality of the circumstances” type of analysis
used in willfulness determinations.

Other potential effects of DSU include whether
the fact finder can consider the failure to obtain ad-
vice of counsel. In Knorr-Bremse v. Dana Corp.,
383 F.3d 1337 (Fed. Cir. 2004), the Court abolished
the so-called “adverse inference” in willfulness de-
terminations. In a willfulness context, good-faith
reliance on a competent opinion of counsel can
avoid increased damages. Prior to Knorr-Bremse,
a jury was permitted to infer that an opinion of
counsel was negative if it was obtained but not pro-
duced in discovery. The Court in Knorr-Bremse,
however, expressly refused to consider whether
a jury could be informed that an opinion was ob-
tained but not produced. Id. at 1347.

This issue will likely be considered in an induce-
ment context. The Federal Circuit already criticized
a defendant in Rockwood for proceeding with a re-
designed product on a “marketer’s preference or
hope that the induced actions may avoid infringe-
ment.” Rockwood, 53 Fed. App. at 921. Whether
this will develop into an “adverse inference” rule
for inducement, or whether the Knorr-Bremse line
of cases are ultimately applied to inducement re-
mains to be seen. Although the
Federal Circuit made considerable
progress in resolving the “lack of
clarity” created by Hewlett-Pack-
ard and Manville, there are still
many issues left to resolve.

I James Glass is Of Counsel in the
New York offices of Quinn Emanuel
Urquhart Oliver and Hedges, and fo-
cuses his practice exclusively on intel-
lectual property and patent litigation.
Comments or questions about this ar-
ticle can be directed to Mr. Glass at
jimglass@quinnemanuel.com
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O n February 16,2007, the NYIPLA held a
CLE luncheon meeting at the Princeton
/ Columbia Club regarding “What you Need
to Know About E-Discovery” The speakers
were Norman Simon, a litigation partner at
Kramer Levin Naftalis & Frankel, Steven
Bennett, a litigation partner in the New York
office of Jones Day and Edward Vassallo, a
partner at Fitzpatrick Cella Harper & Scinto
and the immediate past president of the
NYIPLA. The meeting was moderated by
John E. Daniel of Kramer Levin Naftalis &
Frankel, NYIPLA Treasurer.

Mr. Simon, the first speaker, focused
on a series of e-discovery related decisions
authored by Judge Shira Scheindlin of the
Southern District
of New York in Zu-
bulake v. UBS War-
burg LLC. These
decisions collec-
tively set forth a
framework regard-
ing how to handle
electronic discov-
ery. In fact, Judge
Scheindlin was in-
timately involved
in developing the
newly amended Federal Rules of Civil
Procedure relating to e-discovery and is
the author of a recent commentary regard-
ing these new Rules, published by Moore’s
Federal Practice. Among the concepts ad-
dressed in the Zubulake decisions are the
distinction between reasonably accessible
data versus inaccessible data, sampling
back-up tapes and determining who should
pay for certain discovery based on a seven
factor analysis. Mr. Simon also described
various do’s and don’t’s in conducting and
maintaining a “litigation hold” for argu-
ably relevant documents as well as how to
handle back-up data.

CLE PROGRAMS

Left to Right: Norman Simon, Edward Vassallo,
John Daniel, Steven Bennett, Peter Thurlow

February 16, 2007 CLE Luncheon Program
, TOPIC: WHAT YOU NEED TO KNOW ABOUT E-DISCOVERY

Mr. Bennett, the second speaker, focused
on the new Federal Rules on e-discovery.
He noted that various of the Rules changes
had come out of the Zubulake case. One of
Mr. Bennett’s principal themes was that, ul-
timately, complying with the new Rules was
largely a case management project which,
while manageable, required the same sort of
exercise of care and diligence that hard copy
document production compliance had always
required. Among the new Rules develop-
ments discussed was the requirement that a
plan for e-discovery be discussed at the Rule
26(f) initial conference between counsel as
well as at any Rule 16 scheduling conference
and, as appropriate, reflected in any resulting
scheduling order.
Mr. Bennett dis-
cussed cost shifting
considerations and
assertion of privi-
lege and inadvertent
disclosure issues.

Mr. Vassallo, the
third speaker, de-
scribed how the
teachings of Zubu-
lake and require-
ments of the new
Rules might play out in intellectual property
litigation. He described how e-discovery ob-
ligations would make it more difficult to
provide a client with a pre-litigation estimate
of the ultimate cost of litigation. Mr. Vassallo
discussed aspects of the following four stages
of e-discovery: litigation hold, assessing
the likely universe of relevant documents,
reviewing documents and producing them.
He described factors to consider in establish-
ing a litigation hold in a patent case and in a
trademark case. For example, he described
how the Polaroid factors would act as a good
guide for assessing the scope of a litigation
hold in a trademark litigation.

)

NYIPLA Page7 www.NYIPLA.org

The views expressed in the Bulletin are the views of the authors except where
Board of Directors approval is expressly indicated.
© Copyright 2007 The New York Intellectual Property Law Association, Inc.




852 Awiwal Divier in Hmﬁé Federal Ty @

The New York Intellectual Property Law Association
held its 85th Annual Dinner in Honor of the Federal

Judiciary on March 23, 2007 at the Waldorf=Astoria.
This year’s Dinner set a record attendance.

President Marylee Jenkins welcomed the honored
guests, members of the NYIPLA and their guests before
introducing a trio of Juilliard students who opened
the evening’s events with an inspiring rendition of the
National Anthem.

The Association’s Fifth Annual Outstanding Public Service
Award was presented to The Honorable Paul R. Michel, Chief
Circuit Judge for the United States Court of Appeals for the
Federal Circuit. The award was presented to Chief Judge Michel
in recognition of his dedication to the pursuit and administration
of justice. Judge Michel’s informative speech addressed the shared
responsibility of our nation’s system of justice that is placed on
our judges and attorneys.

Keynote Speaker Tim Russert, moderator for NBC’s Meet the
Press, provided an informative and insightful review of
the changing role of the media in presenting the political
issues of the day.

This yeat’s recipient of the
Diversity Scholarship,aspart
of the Sidney B. Williams, Jr.
Minority Scholarship Pro-
gram of the American Intel-
lectual Property Law Educa-
tion Foundation (AIPLEF),
was Deepak Parashar, a law
student at the University of Alabama, Tuscaloosa. The presenta-
tion of the $10,000 NYIPLA check was made by NYIPLA President Marylee Jenkins to John Delehanty, President
of the AIPLEEF and to Philip Johnson, Chairman of the AIPLEF’s Board of Trustees.
Please Save the Date: The 86th Annual Dinner in Honor of the Federal Judiciary
Friday, March 28, 2008
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NYIFLA NYIPLA CALENDAR

—— MAY 23, 2007 ——

ANNUAL MEETING AND AWARDS DINNER
Princeton-Columbia Club ¢ 15 West 43rd Street, New York, NY
Keynote Speaker: The Honorable Timothy B. Dyk
Circuit Judge, United States Court of Appeals, Federal Circuit
Honoring The 2007 Inventor of the Year and
The 2007 Conner Writing Competition Winners
http://www.nyipla.org/public/5_23_07meetingnotice.pdf

S
SAVE THESE DATE —— JUNE 18,2007 ——

CLE SPRING HALF-DAY PROGRAM
HOT TOPICS IN TRADEMARK LAW 3.5 NYS CLE Credits
Princeton-Columbia Club ¢ 15 West 43rd Street, NY, NY
Details to follow

—— MARCH 28, 2008 ——
86TH ANNUAL DINNER IN HONOR OF THE FEDERAL JUDICIARY

AND CLE DAY OF DINNER PROGRAM
Waldorf=Astoria ® 301 Park Avenue, NY, NY

ARTICLES

The Association welcomes articles of interest to the IP bar.

Please direct any submissions by e-mail to:
Ashe P. Puri, Bulletin Editor, at apuri@sidley.com

. . When you need
VlSlt us local counsel in Delaware

on our

David L. Finger

WEB S ITE One Commerce Center

1201 Orange Street, Suite 725
Wilmington, DE 19801-1155

WWW. NYI PLA ()rg (302) 884-6766 ¢ dfinger@delawgroup.com

www.delawgroup.com
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The New York Intellectual Property Law Association
and Kramer Levin Mourn the Passing of John E. Daniel

e are deeply saddened by the sudden death of our dear

friend and colleague, John E. Daniel. Only 59 years old

when taken from us, John was an accomplished senior
partner in Kramer Levin’s Intellectual Property Department, where he
specialized in patent litigation. Those of you who share the privilege of
having known John are aware that he was a dedicated supporter of the
NYIPLA, most recently having served as the Association’s Treasurer, and
was active in numerous professional organizations, including the New
York State Bar Association and the Association of the Bar of the City of
New York. John attended Princeton University as an undergraduate and
earned his law degree from Stanford University. We will remember John
as a gifted lawyer, a spirited advisor, and a talented golfer whose humor

and friendship will be sorely missed.
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NEW MEMBERS

Last Name First Name Firm Telephone E-Mail

Alegre Melissa Kenyon & Kenyon LLP (212) 425-7200 malegre @kenyon.com

Amos Brian Cooper & Dunham LLP (212) 278-0400 brianamos@hotmail.com

Ayaz Noera Baker Botts LLP (212) 408-2568 noera.ayaz@bakerbotts.com
Badini Aldo A. Dewey Ballantine LLP (212) 259-6120 abadini@dbllp.com

Bassler Hon. William G. JAMS (212) 751-2700 wbassler@jamsadr.com
Bernstein Peter 1. Scully, Scott, Murphy & Presser PC (516) 742-4343 pibernstein@ssmp.com

Billah Zaed Kenyon & Kenyon LLP (212) 908-6125 zbillah@kenyon.com
Bissonnette Dennis M. Baker Botts LLP (212) 408-2532 dennis.bissonnette @bakerbotts.com
Carbo Gregory J. Cooper & Dunham LLP (212) 278-0526 gcarbo@cooperdunham.com
Bryner G. Michael Kenyon & Kenyon LLP (212) 908-6451 mbryner@kenyon.com

Carniaux Michelle Kenyon & Kenyon LLP (212) 908-6036 mcarniaux @kenyon.com

Chao Sean Kenyon & Kenyon LLP (212) 908-6340 schao@kenyon.com

Chen Jack L. Kenyon & Kenyon LLP (212) 908-6207 jchen@kenyon.com

Cortesi Shane Kenyon & Kenyon LLP (212) 908-6222 scortesi@kenyon.com

Cozeolino Jennifer Baker Botts LLP (212) 408-2571 jennifer.cozeolino@bakerbotts.com
Deutsch Lisa B. Dewey Ballantine LLP (212) 259-6763 ldeutsch@dbllp.com

Fallon Peter J. Dilworth & Barrese, LLP (516) 228-8484 pfallon@dilworthbarrese.com
Faragi Eric J. Baker Botts LLP (212) 408-2591 eric.faragi@bakerbotts.com
Fugina Kathryn Willkie Farr & Gallagher LLP (212) 728-8609 kfugina@willkie.com
Gerspacher Aude Cooper & Dunham LLP (212) 278-0400 agerspacher@cooperdunham.com
Gilman Philip A. Willkie Farr & Gallagher LLP (212) 728-8779 pgilman@willkie.com
Gopalkrishnan ~ Rahul V. Baker Botts LLP (212) 408-2533 rgopalkr@bakerbotts.com
Greenspan Myron Lackenbach Siegel LLP (914) 723-4668 mgreenspan@Isllp.com

Griffith Robert Ryan, Mason & Lewis, LLP (516) 759-2722 rwg@rml-law.com

Hengl Suzanne Baker Botts LLP (212) 408-2522 suzanne.hengl @bakerbotts.com
Kaplan David J. Kenyon & Kenyon LLP (212) 908-6846 djkaplan@kenyon.com

Kasner Jason Powley & Gibson, P.C. (212) 226-5054 jhkasner@powleygibson.com
Kauffman Patrick Student-Hofstra University (917) 518-4538 spikekauffman@gmail.com
Kenny Stephen Baker Botts LLP (212) 408-2629 stephen.kenny @bakerbotts.com
Kenyon Douglas Wayne Hunton & Williams LLP (919) 899-3076 dkenyon@hunton.com

Kim Chang Sik Baker Botts LLP (212) 408-2678 changsik.kim@bakerbotts.com
Kozlenko Yakov Baker Botts LLP (212) 408-2630 yakov.kozlenko@bakerbotts.com
Kurzweil Harvey Dewey Ballantine LLP (212) 259-8300 hkurzweil@dpllp.com

Laky Teresa A. Kenyon & Kenyon LLP (212) 908-6094 tlaky @kenyon.com

Lee Wan Chieh King & Spalding LLP (212) 556-2125 jlee@kslaw.com

Lenna Leo G. Dilworth & Barrese, LLP (516) 228-8484 llenna@dilworthbarrese.com
Lorenz David J. Powley & Gibson, P.C. (312) 226-5054 djlorenz@powleygibson.com
Lynn Jamie R. Baker Botts LLP (212) 408-2523 jamie.lynn@bakerbotts.com

cont. on page 12
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Last Name

Maier
Mandina
Margolis
Marucci
Mason
McCloskey
Meeker
Morales
Mueller
Murray
Nguyen
Nowak
Palmese
Pong
Reibman
Reitboeck
Ricardo
Rizkalla
Roe
Ronai
Ronning, Jr.
Sayour
Schneider
Schreiber
Shieh
Skabardonis
Smith
Spencer
Stiber
Stock
Sunderji
Thomas
Vetter
Wiltzius
Wise

Zhu

First Name

Robert L.
Jennifer
Daniel
Maria Viola
Teresa
Brian P.
Mark

Carl A.
Jason P.
John

Van
Nicholas John
Maria Luisa
Connie
Andrew
Georg C.
Henry J.
Hany Waheeb
R. Scott
Abraham P.
Royal N.
Tonia A.
Heather
Eric

Jeffrey C.
George
Todd T.
Leslie M.
Cecilia Zhang
William J.
Fara

Jude A.
John C.
James
Michael L.
Xiaochun
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Firm

Baker Botts LLP

Independent

Kenyon & Kenyon LLP

Cooper & Dunham LLP
Independent

Simpson Thacher & Bartlett LLP
Student - Pace Law School
Student - Ropes & Gray LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP

Baker Botts LLP

Kenyon & Kenyon LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP

Dewey Ballantine LLP

Kenyon & Kenyon LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP

Cooper & Dunham LLP

Willkie Farr & Gallagher LLP
Kenyon & Kenyon LLP

Cooper & Dunham LLP
Student-Quinnipiac Law School
Baker Botts LLP

Willkie Farr & Gallagher LLP
Kenyon & Kenyon LLP

Student - New York Law School
Willkie Farr & Gallagher LLP
Kenyon & Kenyon LLP
Kenyon & Kenyon LLP

Carter, DelLuca, Farrell & Schmidt LLP
Ryan, Mason & Lewis, LLP
Scully, Scott, Murphy & Presser PC

Telephone
(212) 408-2538

(212) 908-6442
(212) 278-0427
(281) 679-1481
(212) 455-2327
(914) 419-2744
(212) 596-9377
(212) 908-6147
(212) 908-6132
(212) 408-2638
(202) 220-4296
(212) 908-6444
(212) 908-6844
(212) 425-7200
(212) 908-6187
(212) 259-7114
(212) 908-6105
(212) 908-6095
(212) 908-6408
(212) 908-6033
(212) 278-0400
(212) 728-8685
(212) 908-6120
(212) 278-0400

(212) 408-2525
(212) 728-8782
(212) 908-6025

(212) 728-8553
(212) 908-6181
(212) 908-6443
(631) 501-5700
(914) 879-4642
(516) 742-4343

E-Mail
robert.maier@bakerbotts.com

dmargolis@kenyon.com
mmarucci@cooperdunham.com
trrangel @yahoo.com
bmccloskey @stblaw.com
mjmeeker@optonline.net
carl.morales @ropesgray.com
jmueller@kenyon.com
jmurray @kenyon.com
van.nguyen@bakerbotts.com
nnowak@kenyon.com
mpalmese @kenyon.com
cpong@kenyon.com
areibman@kenyon.com
greitboeck@kenyon.com
hricardo@dbllp.com
hrizkalla@kenyon.com
sroe@kenyon.com
aronai@kenyon.com
rronning@kenyon.com
tsayour@cooperdunham.com
hschneider@willkie.com
eschreiber@kenyon.com
jshieh@cooperdunham.com

todd.smith@gmail.com

ceezhang@yahoo.com

wstock05 @nyls.edu
fsunderji@willkie.com
jthomas@kenyon.com
jvetter@kenyon.com
jwiltzius@cdfslaw.com
mlw@rml-law.com

xzhu@ssmp.com |
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The Bulletin is published periodically for the members of The New York Intellectual Property Law Association.
Annual Non-Member Subscription is $25.00. Single copies are $10.00 each.

Officers of the Association 2006-2007
President: Marylee Jenkins
President-Elect: Christopher Hughes

1st Vice President: Anthony Giaccio

2nd Vice President: Mark J. Abate
Secretary: Theresa M. Gillis

Immediate Past President: Edward E. Vassallo

Correspondence may be directed to the Bulletin Editor, Ashe P. Puri, Sidley Austin LLP,

787 Seventh Ave., New York, NY 10019 e (212) 839-5852 ¢ e-mail: apuri@sidley.com

Committee on Publications
Committee Leadership
Chair and Bulletin Editor: Ashe P. Puri
Greenbook Editor: Stephen J. Quigley

Board of Directors Liaison: Marylee Jenkins

Graphic Designer: Johanna I. Sturm
Committee Members: Kate Cassidy, Rochelle
Chodock, Arun Chandra, Sujata Chaudhri,
Arthur Cutillo, William Dippert, Catherine

Gratton, Benjamin Hsing, Joseph Loy,

Mary Richardson, Raymond Van Dyke

NYIPLA Pagel2 www.NYIPLA.org




