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At this writing, there is a plethora of 
intellectual property legislation before Con
gress. What items mayor may not have 
been considered or passed before Congress 
adjourns for the election, obviously, can't 
be determined. Among the pending Bills 
are those to establish the USPTO as a Gov
ernment corporation; set an 18 month time 
for publication ofU. S. patent applications; 
extension of the 20 year term for patents; 
granting of prior user rights; protection of 
the public from invention promoters; ex
panded patent reexamination; limitation of 

/~,. granting ofpatents on medical procedures; 
{,)imposition of criminal penalties for theft of 

trade secrets; and market power presump
tion from the ownership ofintellectual prop
erty. 

It is far beyond the scope of this col
umn to consider each of these items, but I 
would like to focus on only one, which is 
not mentioned in the prior list, the funding 
of the Patent and Trademark Office. 

It has been stated that if the United 
States did not have a patent system, one 
would have to be developed. Many eco
nomic studies and reports point out that the 
existence ofthe patent system is, truly, one 
of the engines which drives our economy. 
The incentive which the existence of a 
patent provides to industrial entities, and 
industrial entities-to-be, has created many 
jobs and, indeed, even industries. 

Some years ago, Congress determined 
that the Patent Office should be made self
sufficient by setting the user fees at such a 
rate that independent funding by the Fed
eral Government would not be necessary. 
Over the course ofyears, the fees have been 

()creased several times to reflect changes 
- in the cost of living. Of course, this meant 

that inventors, or their corporate employers 
or sponsors, were paying for various ser

vices made available to the public at large, 
such as the research capabilities provided 
by the public search room. 

Notwithstanding the decision to make 
the Patent and Trademark Office self-sup
porting, the user fees do not go directly to 
the USPTO. Rather, they are collected by 
the Treasury Department and then returned 
to the United States Patent and Trademark 
Office in whatever amounts Congress has 
authorized. 

With the various spending reduction 
acts, Congress has seen fit to take some of 
the user fees and use them to fund programs 
which have nothing to do with intellectual 
property, much less the more narrow scope 
ofthe operations ofthe United States Patent 
and Trademark Office. For example, a re
cently passed House Bill has diverted over 
54 million dollars of the money which the 
United States Patent and Trademark Office 
will collect to be used for the Legal Ser
vices Corporation, public broadcasting, and 
various unspecified government programs. 

In my view, this is unconscionable, in 
effect placing a tax on inventors for ser
vices which Congress deems to be for the 
public good. This diversion of funds also 
acts to prevent certain necessary and desir

able expansions of the Patent Office, or 
improvements in services. 

While some of the national associa
tions have taken a position against this 
"skimming," there is the belief that Sena
tors and Representatives might be more 
responsive to complaints from their own 
constituents. I will be recommending to our 
Board that we take a position on this issue, 
and I urge each of you, as individuals, to 
contactyour own Representatives and Sena
tors on this point. 

Manin E. Goldstein 
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1996-97 
COMMITTEE 

ASSIGNMENTS 

The following are the committee assign
ments for the 1996-97 Association year. 

COMMITTEE ON ADMISSIONS 

Chair: Edward M. Blocker 

Board Liaison: Michael J. Kelly 


Members: 
David H.T. Kane John W. Olivo 

Rory 1. Radding Alek P. Szecsy 


COMMITTEE ON ALTERNATIVE 

DISPUTE RESOLUTION 


Chair: Jeffrey Schwab 

Board Liaison: Theresa Gillis 


Members: 
Richard G. Berkley Paul Barton 

Edward Halle James M. Heilman 

Aaron B. Karas John E. Kidd 

Elaine M. Lafiamne Bruce E. Lilling 

Charles E. McKenney Bernard A. Meany 

Russell Pelton Philip E. Roux 


John C. Vassil 

COMMITTEE ON THE ANNUAL 

DINNER IN HONOR OF THE 


FEDERAL JUDICIARY 


Chair: Howard B. Barnaby 
Board Liaison: Edward V. Filardi 

COMMITTEE ON THE ANNUAL 
MEETING OF THE ASSOCIATION 

Chair: Herbert F. Schwartz 
Board Liaison: Howard B. Barnaby 

COMMITTEE ON ANTITRUST, 

INEQUITABLE CONDUCT 


AND MISUSE 

Chair: John E. Daniel 
Board Liaison: Robert Neuner 

Members: 
Richard A. DeSevo Mark Kesslen 
Joel E. Lutzker John W. Ryan 

Bruce M. Wexler 

COMMITTEE ON CONSONANCE 

AND HARMONIZATION 


IN mE PROFESSION 


Chair: Marylee Jenkins 

Board Liaison: Howard B. Barnaby 


Members: 
Milton Honig Nate Levin 


Alek P. Szecsy 


COMMITTEE ON CONTINUING 
LEGAL EDUCATION 

Chair: Ira 1. Levy 

Board Liaison: Edward E. Vassallo 


Members: 
Leonard P. Diana John D. Murnane 
Basam Nabulsi Peter H. Priest 
Scott K. Reed Susan C. Shin 

Irving N. Stein 

COMMITTEE ON COPYRIGHTS 

Chair: Marc D. Schechter 

Board Liaison: Marilyn Brogan 


Members: 
Richard B. Klar Richard T. Laughlin 

Eric A. Prager Roger S. Thompson 


Kenneth Tremain 


COMMITTEE ON DESIGN 

PROTECTION 


Chair: J. David Dainow 
Board Liaison: Thomas E. Spath 

Members: 
Allen 1. Baden Ursula B. Day 
Albert Johnston Howard C. Miskin 

Angelo Notaro 

COMMITTEE ON ECONOMIC 

MATTERS AFFECTING 


THE PROFESSION 


Chair: Meyer A. Gross 
Board Liaison: Brian M. Poissant 

Members: 
Bruce C. Hamburg Milton Honig 
Edward A. Meilman David Rubin 

COMMITTEE ON EMPLOYMENT 

Chair: Edward A. Steen ) 
Board Liaison: Alice C. Brennan 

Members: 
Al Collard Stephen W. Feingold 


Gabriel P. Katona 


COMMITTEE ON FOREIGN 
PATENT LAW AND PRACTICE 

Chair: George Likourezos 

Board Liaison: Howard B. Barnaby 


Members: 
Donald M. Cameron Murray 1. Ellman 
Edward J. Fitzpatrick Samson Helfgott 
Isaac Jackovsky James W. Jakobsen 
Bernard Lieberman Maria C.H. Lin 
Mitchell Nittman Boris Serebro 
John P. Sinnott Brian L. Wamsley 

COMMITTEE ON FOREIGN 

TRADEMARK LAW AND 


PRACTICE 


Chair: James N. Palik 
Board Liaison: Richard L. DeLucia 

Members: 
James L. Bikoff Kenneth K. Cho 
George W. Cooper Garo A. Partoyan 

COMMITTEE ON 

HARMONIZATION OF PATENT 


LAWS 


Chair: Anthony M. Zupck 
Board Liaison: Edward E. VassaIlo 

Members: 
William J. Brunet John L. Dauer 
Robert H. Fischer Francis C. Hand 

Michael N. Meller 
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COMMITTEE ON LEGISLATIVE 

OVERSIGHT 


AND AMICUS BRIEFS 


Chair: Charles P. Baker 
Board Liaison: Robert Neuner 

Members: 
James W. Badie Sandra Bresnick 
Gary M. Butter Janet Cord 
Daniel A. DeVito Robert W. Hollweg 
George Kaplan Emily Lau 

RS. Smith 

COMMITTEE ON LICENSE TO 
PRACTICE REQUIREMENTS 

Chair: Stuart D. Sender 
Board Liaison: John F. Sweeney 

Members: 
Jay L. Chaskin Harold Einhorn 

Kenneth E. Madsen 

COMMITTEE ON LITIGATION 
PRACTICE AND PROCEDURE 

o Chair: 
Board 

Thomas H. Beck 
Liaison: Herbert F. Schwartz 

Members: 
Steven J. Bosses Sidney R Bresnick 
Arthur D. Gray Ethan Horwitz 
Albert L. Jacobs Randy Lipsitz 
Todd A. Noah John J. Nonnile 
Gerard P. Norton Robert I. Pearlman 
David H. Pfeffer Peter J. Phillips 
Virginia R. Richard Brian M. Rothery 
Lawrence F. Scinto Evelyn M. Sommer 
Robert C. Sullivan Berj A. Terzian 

Barry S. White 

COMMITTEE ON MEETINGS AND 
FORUMS 

Chair: Susan E. McHale 

Board Liaison: Marilyn Brogan 


Members: 
Janet E. Berry Philip Furgang 
George P. Hoare Marylee Jenkins 
Jeffrey I.D. Lewis StanleyH. Lieberstein 
Joseph M. Manak Leslie K. Mitchell 

NOMINATING COMMITTEE 

Chair and Board Liaison: 

Thomas L. Creel 


Members: 
Melvin C. Garner Pasquale A. Razzano 
Stanley Silverberg Arthur Tenser 

COMMITTEE OF PAST 

PRESIDENTS 


Chair: Pasquale A. Razzano 

Board Liaison: Thomas L. Creel 


Members: 
Lorimer P. Brooks Hugh A. Chapin 
Bert A. Collison William C. Conner 
John C. Cooper William F. Eberle 
Paul M. Enlow Frank W. Ford, Jr. 
William 1. Gilbreth Alfred L. Haffner, Jr. 
Edward Halle Cyrus S. Hapgood 
Paul H. Heller Albert C. Johnston 
Karl F. Jorda David H.T. Kane 
John T. Kelton W.HoustonKenyon,Jr." 
Stanton T. Lawrence, Jr. Jerome G. Lee 
John B. Pegram Joseph J. Previto 
Harry R. Pugh, Jr. M. Andrea Ryan 
John A. Reilly Morris Relson 
Giles S. Rich Albert Robin 
Peter Saxon Frank F. Scheck 
John O. Tramontine Douglas W. Wyatt 

COMMITTEE ON PUBLIC AND 

JUDICIAL PERSONNEL 


Chair: William H. Dippert 
Board Liaison: Robert Neuner 

Members: 
Julie Blackburn Herbert Blecker 
F.T. Carr William S. Feiler 
Dara L. Onofrio Peter Saxon 

Robert B. Smith 

COMMITTEE ON PUBLIC 

INFORMATION AND EDUCATION 


Chair: Mark J. Abate 
Board Liaison: Edward V. Filardi 

Members: 
John J. Cotter David F. Dobrin 
Julius Fisher Thomas F. Meagher 

COMMITTEE ON PUBLICATIONS 

Chair: Gregory 1. Battersby 
Board Liaison: Howard B. Barnaby 

Members: 
Shahan Islam Marylee Jenkins 
Serle Mosoff ThomasA. O'Rourke 

Thomas 1. Parker 

COMMITTEE ON TRADE SECRET 
LAW AND PRACTICE 

Chair: Melvin C. Garner 
Board Liaison: Michael J. Kelly 

Members: 
Charles 1. Brumlik Stewart Fried 
Howard Gitten Alan L. Koller 
Kim J. Landsman BemhardP.Molldrem 
Robert Scheinfeld Michael V. Solomita 

Michael Wolfson 


COMMITTEE ON U.S. PATENT 

LAW AND PRACTICE 


Chair: Frederick J. Dorchak 
Board Liaison: Theresa Gillis 

Members: 
John Andres Alphonso A. Collins 
Richard J. Danyko William S. Frommer 
Herbert Goodman Wendy Haller 
Robert Hess George W. Johnston 
Thomas Langer Joseph 1. Mallon 
Lloyd McAulay Roland Plottel 
Jennifer Reda Gene C. Rzucidlo 
Pamela G. Salkeld Rochelle Seide 
Louis S. Sorrell Joseph B. Taphorn 
Kenneth S. Weitzman John P. White 

Morey B. Wildes . 

COMMITTEE ON U.S. 

TRADEMARK LAW AND 


PRACTICE 


Chair: Eric A. Prager 
Board Liaison: Thomas E. Spath 

Members: 
Marsha G. Ajhar Frank J. Colucci 
David A. Einhorn Paul Fields 
William Guild Laurence R. Hefter 
Alan H. Levine Eric D. Offner 
Stanley Silverberg Kelly D. Talcott 
Ilene B. Tannen Karen Wuertz 
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REPRESENTATIVES: 


NA TIONAL COUNCIL OF 

INTELLECTUAL PROPERTY LAW 


ASSOCIATIONS 

Thomas L. Creel 


U.S. INTER-BAR EPO LIAISON 
REPRESENTATIVE 

Samson Helfgott Richard L. Mayer 

U.S. BAR/JAPAN PATENT OFFICE 
LIAISON 


John B. Pegram William J. Brunet 


• 

NEWS FROM THE 
BOARD OF 

DIRECTORS 

by John F. Sweeney 

TheBoardofDirectors met at The Yale 
Club on Thursday, September 12, 1996. 
Martin Goldstein presided. Greg Battersby 
presented the Treasurer's Report. He re
ported that the Association's balance is 
greater than this time last year. Upon mo
tion by Howard Barnaby, the Treasurer's 
Report was approved. 

Alice Brennan raised the possibility of 
the Association accepting voluntary contri
butions. She reported that approximately 
thirty percent of the members of the City 
Bar Association make voluntary contribu
tions and also that approximately three per
cent of the members of the Association of 
Corporate Secretaries make voluntary con
tributions. Ms. Brennan noted that before 
the Association could accept voluntary con
tributions, it would have to be determined 
what the funds would be used for, e.g., 
charitable purposes, educational purposes, 
etc. The Board agreed to consider the pos
sibility of such contributions at a future 
meeting. 

John Olivo reported on simplifying the 
membership application procedure. The 
new application procedure will not require 

a proposer. The application forms will be 
made available at meetings and functions 
of the Association. Susan McHale raised 
the possibility of using the ABA list as a 
way ofattracting members. Edward Vassallo 
suggested that faculty members could be 
contacted at law schools to facilitate appli
cations for membership by students. 

Both William Gilbreth and Frank Ford 
have recently retired from the practice of 
law. Mr. Goldstein informed the Board that 
Mr. Gilbreth and Mr. Ford, both fonner 
Presidents of the Association, have re
quested consideration for election as life 
members ofthe New York Intellectual Prop
erty Law Association under Article III, Sec
tion 3. Upon motion of Mr. Battersby, 
Messrs. Gilbreth and Ford were elected to 
life membership in the Association. 

The possible removal of the Commit
tee on Education from the standing com
mittees of the Association was raised by 
Mr. Goldstein. Herbert Schwartz suggested 
that this could be deferred until a full evalu
ation of the committee structure could be 
made. A committee, including Tom Creel, 
Marilyn Brogan and Jerry Dainow, and 
chaired by Mr. Schwartz, was established 
to investigate the committee structure. 

Mr. Goldstein noted that it has been 
reported that some $54 million in 
United States Patent and Trademark Office 
fees have been siphoned off to fund items 
having nothing to do with intellectual prop
erty. He raised the issue of whether the 
Association should write to Congress as a 
group to protest the siphoning off of fees. 
Thomas Spath expressed the view that the 
Association should make such a submis
sion to Congress. Upon motion ofMr. Spath, 
Mr. Goldstein was authorized to send a 
letter ofprotest to Congress on behalf ofthe 
Association, and Bill Brunet was appointed 
to work out a joint plan of action with the 
AIPLA and ABA. 

Howard Barnaby reported thatProfes
sor Hugh Hanson of Fordham University 
was planning to attend the WIPO meeting 
in Geneva in December 1996. The Board 
agreed to appoint Professor Hanson as the 
representative for the Association at the 
December meeting. Mr. Goldstein will write 
to theWIPO to advise ofProfessorHanson's 
appointment. 

Mr. Goldstein and Brian Poissant ob
served that a major malpractice insurance 
provider, AIG, will be going out of the 

intellectual property law business by the 
end of the year. Meyer Gross, chairman of 
the committee for economic affairs, was 
appointed to investigate recent develop- lJ 
ments in the malpractice insurance area and 
to report. 

Committee reports were then made by 
the Chairs of the following committees: 
Admissions; Alternative Dispute Resolu
tion; Continuing Legal Education; Conso
nance and Harmonization; Copyrights; 
Design Protection; Economic Matters; For
eign Trademark Law and Practice; Harmo
nization; License to Practice; Litigation 
Practice and Procedure; Meetings and Fo
rums; Public Information and Education; 
U.S. Trademark Law and Practice and Trade 
Secret Law and Practice. Upon motion by 
Mr. Battersby, the meeting was adjourned. 

• 

NAPP SCHEDULES 

FIRST ANNUAL 


MEETING 


The National Association of Patent 
Practitioners (NAPP) is having its first an
nual meeting, amidst the scenic fall foliage 
in Williamsburg, Virginia, at the George 
Washington Inn and Conference Center. 
The meeting will run from Sunday, Octo
ber 20 - Tuesday, October 22, 1996. Prac
tical topics to make patent prosecution 
easier, and more cost-effective, will be 
handled in a seminar atmosphere which 
encourages lively, but voluntary, audience 
participation. These topics will benefit 
patent agents, patent attorneys and those 
involved in developing or licensing tech
nology. For example, Karen Bovard, Di
rector of USPTO Office of Enrollment and 
Discipline will speak on Patent Practice 
Ethics, and Janice Howell, Director ofPatent 
Examining Group 2500 will speak on Patent 
Office Reengineering. Also, speakers wiIl . 
teach successful PCT practice for begin
ners and intermediates, how to build a patent 
practice, how to use the Internet, and other 0 
practical topics. A trade show for vendors\ i! 
to the patent industry will also run during . 
this meeting. CLE credit has been requested 

0 
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and the meeting fee is extremely reason
able. For the meeting agenda, visit NAPP's 
home page at http://www.napp.org, forreg

),',' 	 istration information or information on the 
Trade Show contract: Joy Bryant by phone 
at (800) 216-9588, by fax at (757) 874
6278 or on the Internet at NAPP @ 

nQrfolk.infi.net. • 

THE LIGHTER 

SIDE OF THE BAR 

The following "transquips" were in
cluded in the Canonical List of Lawyer 
Jokes on the Internet: 

Q: 	 Mrs. Jones, is your appearance 
this morning pursuant to a deposi
tion notice which I sent to your 
attorney? 

A: 	 No. This is how I dress when I go 
to work. 

*** 
Q: 	 When he said, had you gone and 

had she, ifshe wanted to and were 
able, for the time being excluding 
all the restraints on her not to go, 
gone also, would he have brought 
you, meaning you and she, with 
him to the station? 

Mr. Brooks: Objection. That question 
should be taken out and shot. 

*** 
Q: 	 And lastly, Gary, all your re

sponses must be oral. Okay? What 
school do you go to? 

A: Oral. 

Q; How old are you? 

A; Oral. 


* * * 
Q: 	 Were you acquainted with the de

ceased? 
A: 	 Yes, sir. 
Q: 	 Before or after he died? 

*** 
Q: 	 Now, Mrs. Johnson, how was your 

first marriage terminated? 
A: 	 By death. 
Q: 	 And by whose death was it termi

nated? 

* * * 	 *** 

Q: Doctor, how many autopsies have 

you performed on dead people? 
A: All of my autopsies have been 

performed on dead people. 

* * * 
Q: Did he pick the dog up by the 

dog's ears? 
A: No. 
Q: What was he doing with the dog's 

ears? 
A: Picking them up in the air. 
Q: Where was the dog at this time? 
A: Attached to the ears. 

* * * . 
Q: Could you see him from where 

you were standing? 
A: I could see his head. 
Q: Just where was his head? 
A: Just above his shoulders. 

Q: ... any suggestions as to what 
prevented this from being a mur
der trial instead of an attempted 
murder trial? 

A: The victim Iived. 

* * * 
Q: Are you qualified to give a urine 

sample? 
A: Yes, I have been since early child

hood. 

* * * 
Q: (Showing man picture). That's 

you? 
A: Yes, sir. 
Q: And you were present when the 

picture was taken, right? 

• 

LOWEST COST 

DISABILITY INSURANCE 


AVAILABLE! 

As previously promised, members of the New York 
Intellectual Property Law Association can now 
purchase disability insurance at 30% off normal 

retail rates that's double the previous discount and 
considerably lower than any other product 

on the market. 

Key features of the program are: 

• 	 The policy cannot be cancelled, modified or reduced /' 
by the insurance company . 

• 	 The discounted premiums are guaranteed not to 
increase. 

• 	 State of the art contract. "Own occupation" and 

residual (partial) benefits included. 


Please be on the lookout for a personalized packet in 

early November. If you have any questions before then, 


please call Randy Rasmussen at 203 637-1006. 


http:nQrfolk.infi.net
http:http://www.napp.org
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FEDERAL 

CIRCUIT BAR 
ASSOCIATION 


NEW YORK 

MEETING 


The Federal Circuit Bar Association 
will hold a New York regional meeting in 
conjunction with the Customs and Interna
tional Trade Bar Association on November 
20 atthe Harvard Club, 27 West 44th Street 
(between 5th and 6th A venues), New York, 
New York. Judges of the United States 
Court of Appeals for the Federal Circuit, 
United States Court of International Trade 
and United States District Court for the 

Southern District of New York along with 
prominent members of the New York bar 
will participate in the meeting. 

The meeting will kick-off at noon with 
a luncheon and address by Judge Randall 
R. Rader of the Federal Circuit. Two panel 
discussions will follow. One panel will 
address the Federal Circuit's application of 
various standards of review to the many 
types ofcases falling within itsjurisdiction. 
The panel will be moderated by David H. T. 
Kane ofKane, Dalsimer, Sullivan, Kurucz, 
Levy, Eisele & Richard and currently in
cludes Judge Rader of the Federal Circuit, 
Judges Gregory W. Carman and ThomasJ. 
Aquiline, Jr. of the Court of International 
Trade; Richard W. Clary ofCravath Swaine 
& Moore and Patrick D. Gill of Rode & 
Qualey. 

The other panel will address the prac-

FEDERAL CIRCUIT BAR ASSOCIATION 

NEW YORK· REGIONAL MEETING 


REGISTRATION FORM 

Name ________________________________________________ 

FirmlAffiliation___________________________ 

Address _________________________ 

City ___________ State ___________ 

Zip 

Phone ___________ Fax _________________________ 

Check One: FCBA or CITBA Member ($100.00) 

Non-Member ($150.00) includes 
FCBA Membership through June 30, 1997 

Please make your check payable to the Federal Circuit Bar Association 
and mail to: 

Federal Circuit Bar Association 

1300 I Street, N.W., Suite 800 

Washington, D.C. 20005-3315 


Attention: Susan Clements 

Tel.: 202-408-4205 Fax: 202-408-4400 


tical effects ofMarkman v. Westview Instr. 
Inc., 52F.3d 967 (Fed. Cir. 1995) (in banc), 
aff'd, 116 S. Ct, 1384 (1996) on discovery, . "\ 
trial and appeal in patent cases. The panel \J 
will be moderated by Douglas W. Wyatt of 
Wyatt, Gerber, Burke & Badie and cur
rently includes Judge Rader, Judge Miriam 
G. Cedarbaum of the Southern District, 

John F. Sweeney of Morgan & Finnegan 

and Leora Ben-Ami of Rogers & Wells. 


For more information about the pro
gram call Mark Abate at Morgan & 

Finnegan (212) 758-4800. 
 • 

MEETIN_GS 

COMMITTEE 

ANNOlTNCES 

LUNCHEON 

SCHEDULE 
 o 

The NYIPLA Committee on Meetings 
and Forums recently announced the topics 
for the 1996-] 997 luncheon schedule. The 
dates, topics and speakers are as follows: 

October 25, 1996 "Markman Hear
ing" Speaker: Tom Creel 

- November 22, 1996 "View from the 
Bench" Speaker: Judge Ward 
(S.D.N.Y.) 

- December 13, 1996 "Appellate Ar
guments" Speaker: Nancy J. Linck, 
PTO Solicitor 
January 17, 1997 "Internet Licens
ing" Speaker: Liz Blumenfeld 
(America Online) 

- February 21, 1996 "Trademarks" 
March 28, ]997 "Trademarks" 
Speaker: Judge Rice, TTAB 
April 25, 1997 "Design Patents" 
Speaker: Perry J. Saidman 

- May 23, 1997 "CAFC Practice" 
Speaker: Judge Newman, CAFC 

All NYIPLA luncheon meetings are 
held at the Yale Club in New York City. FOr(~,\ 
more information on attending, contact Su-. 
san McHale, Chair, Committee on Meet
ings and Forums. • 

1 
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RECENT 
I 
! DECISIONS OF 

INTEREST 

by Thomas A. O'Rourke 

PATENTS 

Claim Interpretation 

In Vitronics Corporation v. 
Conceptronics, Inc., 1996 U.S. App. Lexis 
18587 (Fed. Cir. 1996), the Court of Ap
peal for the Federal Circuit reversed the 
trial court's decision of noninfringement 
which was based on an improper claim 
interpretation. The Federal Circuit found 
that ambiguities in a claim term could be 
resolved by an analysis of intrinsic evi
dence. Therefore, the trial court's reliance 
on extrinsic evidence was improper. 

The parties disputed the meaning of 
the claim term "solder reflow tempera
ture." In support of their respective claim 

~ constructions, the parties discussed the 
( ) patent specification, expert testimony, prior 
"'- testimony and writings of the defendant 

and its employees, and technical references. 
The Federal Circuit held that the mean

ing of the disputed claim term was clear 
from a review of the specification. The 
Federal Circuit's interpretation ofthe term 
was inconsistent with the trial court's inter
pretation. According to the Federal Circuit: 

Since the claim, read in light of the 
patent specification, clearly uses the 
term ."solder reflow temperature" to 
mean the peak reflow temperature, 
rather than the liquidus temperature, 
that should have been the end of the 
trial court's analysis. Only if there 
were still some genuine ambiguity in 
the claims, after consideration of all 
available intrinsic evidence, should the 
trial court have resorted to extrinsic 
evidence, such as expert testimony, in 
order to construe claim I. Moreover, 
even if the judge permissibly decided 
to hear all the possible evidence before 
construing the claim, the expert testi
mony, which was inconsistent with the 
specification and file history, should 
have been accorded no weight. " /d. at 
20-21 (footnote omitted) (emphasis 
added). 

The Court later stated that the trial 
court would not be in error if it relied on the 
expert testimony and other extrinsic evi
dence solely to help it understand the un
derlying technology. But the Court cau
tioned that other expert testimony: 

may only be relied upon if the patent 
documents, taken as a whole, are insuf
ficient to enable the court to construe 
disputed claim terms. Such instances 
will rarely, if ever, occur . ... Even in 
those rare instances, prior art docu
ments and dictionaries, although to a 
lesser extent, are more objective and 
reliable guides. Unlike expert testi
mony, these sources are accessible to 
the publicinadvanceoflitigation. They 
are to be preferred over opinion testi
mony, whether by an attorney or arti
san in the field of technology to which 
the patent is directed. Indeed, opinion 
testimony on claim construction should 
be treated with utmost caution, for it is 
no better than opinion testimony in the 
meaning of statutory terms." [d. at 25
26 (emphasis added). 

Accordingly, the court reversed the 
judgment ofnoninfringement and rewarded 
the case for further proceedings consistent 
with the Federal Circuit opinion. 

Means-Plus-Function Interpretation 

In l. Melbourne Greenberg, M.D. v. 
Ethicon Endo-Surgery, Inc., 1996 U.S. 
App. LEXIS 20109 (Fed. Cir. 1996), the 
CAFC discussed whether using the phrase 
"detent mechanism" required the use of 
"means-plus-function" interpretation. The 
Court held that while the use of the term 
"means" generally invokes section 112(6), 
in this case the use of a different formula
tion did not. 

Often a surgeon needs to operate under 
conditions which make it undesirable or 
impossible to make large openings in the 
patient's body. A common problem with 
the surgical instruments utilized in the nec
essarily small openings is manipulating the 
cutting end of the instrument. U.S. Patent 
4,674,501 (,501) addresses this problem 
through the use of a "detent mechanism" 
which holds the instrument shaft in a set 
position relative to a swiveling blade at the 
cutting end. Dr. Greenberg, inventor of the 
'501 patent, filed suit against Ethicon, claim
ing that Ethicon had made and sold a num

ber ofdevices that infringed the'501 patent. 
Following discovery, Ethicon moved for, 
and was granted, summary judgment based 
primarily on the "detent mechanism" ele
ment of claim 10f the'501 patent. 

The district court concluded that the 
claim element containing the term "detent 
mechanism" set forth a means for perform
ing a specified function and thus was sub
ject to the provisions of 35 U.S.c. § 112, 
paragraph six (hereafter, 112(6)). Accord
ingly, the claim element was construed to 
cover only the corresponding structures 
described in the specification and equiva
lents thereof. Because the court concluded 
that the Ethicon devices utilized a detent 
means not described in the '501 specifica
tion, Ethicon's motion for summary judg
ment was granted. 

The district court gave two principal 
reasons to support its ruling. First, the dis
trict court concluded that "detent mecha
nism" in itself invoked 112(6) because the 
term did not describe a particular structure 
but described any structure that performed 
a detent function. On appeal the Court 
disagreed with this reason, holding that a 
particular mechanism may be defined in 
functional terms (i.e., clamp, screwdriver, 
lock, or brake) without converting the ele
ment into a 112(6) "means for performing 
a specified function." The second basis of 
the district court's conclusion was that the 
summary of the '501 patent twice used 
"detent means" when referring to the de
tent. The Court also rejected this argument 
on appeal. A review of the patent language 
showed that the drafter of the patent used 
the word "means" throughoutthe '501 sum
mary to refer in shorthand to each of the key 
structural elements of the invention. 

The Federal Circuit was careful to 
point out that the triggering ofsection 112(6) 
does not necessarily require the word 
"means;" however, the use of the word 
"means" has come to be so closely associ
ated with "means-plus-function" claiming 
that the use of the term "means" generally 
invokes section 112(6). Generally, the use 
of a different formulation of "means" does 
not invoke section 112(6). The Court then 
held that "detent mechanism" could not 
result in a section 112(6) interpretation. 
Accordingly, the Court vacated the district 
court's summary judgment to Ethicon and 
remanded the case for further proceedings. 

• 
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CLASSIF'IED ADVERTISEMENTS 

Connecticut Intellectual Property 
and Entertainment boutique with fun 
practice seeks associate with 1-3 years 
experience. Must be self-starter with 
demonstrable record of independent 
achievement. Trademark and litiga
tion experience preferred. Send 
resume and writing sample to Grimes 
& Battersby, P.O. Box 1311, Stam
ford, CT 06904-1311. 

FormerNYCAssistantCorporation 
Counsel, 6 years litigation and trial 
experience, Berklee College of Music 
graduate seeks associate position prac
ticing intellectual property law. Refer
ences available. Tel. (718) 768-6272. 

White Plains, NY law firm seeks at
torneys with chemical and mechanical 
expertise and 5 years minimum experi
ence. Law fInn background with clien
tele following preferable for fast track 
to partnership. Respond in confIdence 

to: Charles Rodman, Rodman & Rod
man, 7 South Broadway, White 
Plains, NY 10601 or fax information 
to (914) 993-0668. 

Darby & Darby, a progressive intel
lectual property law fIrm with major 
U.S. and foreign corporate clientele, 
invites exceptional patent attorneys to 
join its growing practice. Successful 
candidates wilI have a degree in"elec
trical engineering, physics or a related 
technical fIeld and substantial experi
ence in patent prosecution. Patent liti
gation experience would be a plus. 
Compensation and benefits will be 
commensurate with demonstrated 
ability. Interested candidates should 
send their resumes and writing 
samples to Leslie Brittman, 805 Third 
Avenue, 27th Floor, New York, NY 
10022. All submissions will be kept in 
the strictest confIdence. 
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commercial litigation - intellectual property litiga tion. Written specifically for the intellectual prop
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practicing attorneys and industry profesSionals and offers practicalsolutions to current problems 

facing these litigators every day. 

Timely feature articles in each issue will address the pressing issues that intellectual property pro

fessionals must conSider, from policing the market for infringers and the subsequent actions that 

must be taken, to selecting expert witnesses and juries and conducting trials. 
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Name _________________________________~________~____________________ 

Firm _____~____________~__________"______.____ 
Address _____________~_________________~~______________________~ 

City _________~ 

Signature 


