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This column is being written just after 
the Annual Judges Dinner; our 
Association's 74th and the penultimate 75th 
anniversary celebration. We again set a 
record as the largest event ever at the 
Waldorf. We had over 2700 members and 
guests attending and honored over 100 
judges who were in attendance. We addi­
tionally had as honored guests a large num­
ber of court executives and clerks, officials 
of the Patent and Trademark Office and 
many, many bar association presidents from 

~ound the country. Mayor Giuliani gave a 
( -,onderful speech. M~ .congr~tulations to 
'each of you who particIpated 10 our won­

derful annual festivities; who gathered to 
honor the judges and who make the Judges 
Dinner festivities in New York a memo­
rable experience every year. 

Several judges have thanked me per­
sonally for our hospitality and the amount 
ofeffort we expend every year in honoring 
them. The following is representative of 
many of the letters I received from the 
judges attending: 

'The New York Intellectual Property 
Law Association presented its 74th 
Annual Dinner with its usual compe­
tence and style. 
ram enriched indeed by the hospitality, 
fellowship and professional insight of 
our host, the other guests and the rous­
ing remarks of Mayor Giuliani. 
Thanks to the Association for the gener­
ous hospitality. 
I am grateful for all of the courtesies 
extended." 

~ Our board of directors, together with 
\,br committee of past presidents, is now 

considering the appropriateness of all of 
our activities and the general direction of 

the Association as we approach our 75th 
anniversary. Since the beginning, our orga­
nization has been both a substantive and a 
social organization. all the while operating 
through volunteers with no paid staff and a 
very low dues structure. 

Our discussions have and will address 
whether what we currently do should con­
tinue to be our mandate. There's no doubt 
that we excel at some things: the judges 
dinner, our luncheon series, the Annual, 
which in one book provides an overview of 
the entire year's activities in intellectual 
property, and our one-day CLE seminar 
providing an overview of the yearly devel­
opments. We also have historically had 
many substanti ve committees addressing 
patents, trademarks, copyrights, antitrust 
and trade secrets. Should we continue with 
this Committee structure? Many of these 
committees overlap with those ofthe Ameri­
can Bar Association, the American Intel­
lectual Property Law Association and the 
Association of the Bar of the City of New 
York. My own anecdotal view is that our 
substantive committees are not as active 
over the last few years as they have been in 
the past. Perhaps this is because there is 
now a large overlap between the work in 

these areas done by the national org;aniza­
tions and ours. The national committees 
seem to cover all of the areas we cover 
oursel ves. On the other hand, our members 
would seem to be able to have more input 
on the smaller committees here than they 
would on the national committees. Is there 
a need for a regional or New York input to 
our substantive laws in addition to that by 
the national organizations? Should we re­
organize some of our committees along 
other lines to more appropriately meet our 
members' wishes and desires? Why have' 
our substantive committee efforts seem­
ingly fallen off? 
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On a different topic, should we attempt 
to increase our membership? Our board of 
directors and officers now spend a substan­
tial amount of time each week on Associa­
tion business. If we increase our member­
ship, can orshould they continue to do that? 
Would we need an executive director or 
need to retain one of the several bureaus 
who provide executive director services for 
small associations? All of this would likely 
entail some raising of the dues. How would 
that affect our Association? What services 
should we provide that we are not doing 
now? 

Our officers, directors and past presi­
dents will be considering these matters in 
the weeks and months ahead. If you have 
any ideas on any of these matters or would 
like to provide any input, please contact me 
or any of our Board members. 

- Thomas L. Creel 

REPORT ON THE 
U.S. BARIEPO 

LIAISON COUNCIL 
MEETING 

. by Samson Helfgott 

On Monday, October 30, 1995, the 
U.S. BarlEPO Liaison Council held its 11th 
annual meeting with officials ofthe EPa in 
Arlington, Virginia. Attending the meeting 
on behalf of the European Patent Office 
was President Paul Braendli and Vice Presi­
dent Renata Remandas. Other officials of 
the EPa were also present. On behalf ofthe 
Council, the New York Intellectual Prop­
erty Law Association was represented, as 
were the national and other major regional 
bar associations. 

The EPO reported that year-to-date 
they received 57,000 new applications. Ap­
proximately 50% were PCf filings. Cur­
rently, this represents a 7% increase versus 
year-to-date 1994. Despite the increase, 
they are trying to continue reducing the 
backlogs. Their goal is that 90% of all 

applications will be published with search 
reports. A first official action should issue 
between 5 and 7 months and examination 
should be completed within 20 months. 
Their goal for oppositions is completion 
within 27 months; appeals should be com­
pleted within 12 months and interparty ap­
peals within 16 months. 

A major topic of discussion was the 
high cost offiling within Europe. A presen­
tation was made by the Council regarding 
comparison of costs for filing in Europe 
and elsewhere in the world. The results of 
various studies clearly show that the costs 
for covering the European Market is sub­
stantially more than the cost for equivalent 
market size .elsewhere in the world. 

The EPO officials indicated their sen­
sitivity to the cost situation, but indicated 
limited ability to address the situation un­
der the present administrative arrangement 
for governing the EPa. The EPO is gov­
erned by the Administrative Council con­
sisting of representatives of each of the 
national member states oftheEPa. In many 
cases, the representatives are national Patent 
Office officials. As a result, the national 
Patent Offices are reluctant to give the EPO 
a larger share of the maintenance fees col­
lected on EPC granted patents, but would 
rather keep the bulk of the maintenance 
fees for national use. While generally a 
Patent Office can reduce its filing and pros­
ecution fees compensating for such low 
costs through the maintenance fees, the 
EPO does not have such capability. Thus, 
their filing and searching fees remain high. 

Nevertheless, the EPa has pointed to 
the fact that they have not increased their 
fees for the last three years and have no 
plans for increases for the next year. The 
EPa has furthermore put together a number 
of proposals which they plan to submit to 
the Administrative Council, including try­
ing to get a larger share of the maintenance 
fees, reducing filing fees and designation 
fees and proposals to eliminate the need for 
national translations. The EPa has pro­
posed that only claims be translated into the 
individual national languages and the full 
specification only be required for transla­
tion prior to any enforcement. However, 
the EPa is not too optimistic about getting 
the Administrative Council to pass such 
proposals. 

TheEPacontinues to extend its cover­
age over the rest of Europe. Through the 

Extension System, Slovonia, Lithuanian 
and Latvia have begun accepting EPG 
granted patents, and it is anticipated th( '\ 
Albania will likewise make use of thiY 
system beginning in 1996. As full mem­
bers, it is hoped that Finland will join in 
1996. Cyprus and Turkey are considering 
membership. Hungary, Poland andCzecho­
slovakia may also be applying for partici­
pation in EPC. 

Other subjects discussed included vari­
0us rule changes implemented during the 
last year relating to introduction of evi­
dence during oppositions, and delays prior 
to grant. Statistics with respect to opposi­
tion and appeals were also discussed. Note­
worthy was the fact that the opposition rate 
appears to be going down. From an initial 
11% opposition rate, the opposition rate is 
now between 6 and 7%. 

Mr. Braendli will be leaving the posi­
tion of President of the European Patent 
Office at the end of the year. The new 
President will be Ingo Kober. 

The NYIPLA representatives to the 
U.S. BarlEPO Liaison Council are Samson 
Helfgott and Richard Mayer. 

o 

UPDATE ON 
THENYIPLA 

DISABILITY 

INSURANCE 

PROGRAM 


The response to the individual disabil­
ity insurance program being offered to the 
NYIPLA membership has been greater than 
anticipated. Many members are taking this 
opportunity to update their coverages. This 
is crucial as there continue to be changes, 
with more likely, in the non-cancelable, 
guaranteed renewable disability insurance 
marketplace. Recently, Chubb Life an;-" 
nounced that it will no longer be offeriIl\. . 
the non-cancelable disability product. 

We are very fortuna~e that The Union 
Central Life Insurance C-ompany of Cin­
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cinnati, Ohio continues to offer this high 
/-c:"quality coverage to the NYIPLA at a con­
tJiderable discount. Every effort is being 

made to keep this program in place; how­
ever, it is not certain that we will have this 
offerindefinitely. A key point to remember 
is that once you have the NYIPLA disabil­
ity plan in place, it remains effective for as 
long as you continue to pay the premium 
regardl~ss of what happens to the 
Association's offering in the future. 

Ifyou have not reviewed your disabil­
ity coverage recently, it is very likely you 
need more protection. Now is a good time 
to review your coverage. The plan adminis­
trator, Randy Rasmussen of Rand Insur­
ance, will provide you with a summary of 
your current coverages and determine 
whether you qualify for additional disabil­
ity protection and the cost ofthat coverage. 
Simply complete the enclosed question­
naire and return it to Randy at P.O. Box 
443, Riverside CT 06878 or fax it to his 
attention at (203) 637-9671. 

• 

o 
NEWS FROM THE 

BOARD OF 
DIRECTORS 

by William H. Dippert 

The Board ofDirectors meton Decem­
ber 12,1995. Thomas Creel presided. Gre­
gory Battersby provided the Treasurer's 
Report. He commented that the 
Association's bank balance is down about 
$18,000 compared to last year's bank bal­
ance at this time, the difference being pri­
marily due to problems with group dues 
billing of firms. He commented that the 
remainder of the difference was due to 
increased expenses during the past year, 
such as subsidization of luncheon meet­
ings. 

() There was discussion regarding the 
prices of luncheon meetings, including the 
discount given to recent graduates, ~s well 
as the costs involved. It was recommended 

that the discount for recent graduates be 
eliminated and that consideration be given 
to raising prices and/or selecting a less 
expensive location. Ms. Brogan agreed to 
report back to the Board about alternative 
locations. 

There was also discussion of the rea­
sons that the monthly luncheons tend to be 
more successful than the CLE programs. 
The consensus was that the luncheons are 
more successful because ofthe location and 
the fact that less time is involved. Also, it 
was mentioned that CLE programs require 
more extensive promotion, 'which has not 
always been done. Upon motion, the 
Treasurer's Report was accepted. 

Mr. Filardi reported, and It~d discus­
sion, concerning the Judges Dinner. There 
was extensive discussion of a proposed 
budget and pricing for the 1996 Judges 
Dinner, including review of information 
concerning recent dinners. The discussion 
included review of reimbursement of hon­
ored guests and the accommodations as­
signed. 

There was discussion concerning the 
recent Fordham CLEProgram. Ms. Brogan 
commented that it was a good program with 
at least 70 attendees. She thought that the 
inclement weather and the potential train 
strike had diminished attendance. 

The Craco Report, a report of a two­
year study of attorney-client relationships 
that had been requested by Justice Kaye, 
was discussed. Mr. Creel commented that 
the report contains several recommenda­
tions, including a recommendation of en­
gagement letters for matters in excess of 
$1000. There were also comments con­
cerning mandatory CLE. 

Mr. Creel suggested that the Board 
should have an ad hoc committee to inter­
face with the State Bar Association and/or 
Justice Kaye with regard to CLE, to make 
sure that the unique requirements of IP 
practice are considered. Mr. Filardi, Ms. 
Brogan and Mr. Dippert volunteered to 
work with Mr. Creel on this committee . • 

----1(---­
KNOBBE, MARTENS, OLSON & BEAR, LLP 

NEWPORT BEACH, CAUFORNIA 

One ofthe largest intellectual property law firms in 

California seeks associates with: 


• technical backgrounds, preferably in electrical 
engineering, computer science, or telecommunications; 

• technical backgrounds for its Riverside office 

• experience or interest in intellectual property litigation. 

Candidates should be highly motivated and have 
superior academic credentials. Please submit resumes and 
transcripts to: 

Recruiting Coordinator 

KNOBBE, MARTENS, OLSON & BEAR 


620 Newport Center Dr., 16th Floor 

Newport Beach, CA !)2660 


EOE/AA 
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RECENT 

DECISIONS OF 


INTEREST 


by Thomas A. O'Rourke 

SUPREME COURT UPDATE 

This tenn the Supreme Court will re­
view the recent doctrine ofequivalents case, 
Warner-Jenkinson Co. v. Hilton Davis 
Chemical Co., 35 USPQ2d 1641 (CAFC 

. 1995). The question to be reviewed by the 
Court is: 

Does patent infringement exist whenever an 
accused product or process is "equivalent" to 
the invention claimed in the patent, in that the 
differences are not "substantial" as deter­
mined by a jury, even though the accused 
product or process is outside the literal scope 
of the patent claim? 

This is the third patent case the Su­
preme Court has agreed to hear this tenn. 
The Supreme Court has also granted certio­
rari in Markman v. Westview Instruments 
and In re Lockwood. Overall, this has been 
the most patent dominated Supreme Court 
docket in recent memory, and is sure to 
have quite an effect on the field when all of 
the decisions are rendered. 

PATENTS 

In Modine Manufacturing v. United 
States International Trade Commission, No. 
93-1513, 1996 U.S. App. LEXIS 1690 
(CAFC February 5, 1996), the Court of 
Appeals for the Federal Circuit reversed a 
decision of the International Trade Com­
mission that the claim language "relatively 
small hydraulic diameter" is limited to the 
range of "about 0.15 to0.40" inches as 
recited in the specification. 

Modine Manufacturing Co. sought to 
exclude the importation of air conditioner 
condensers by a company named Showa, 
alleging that the condensers infringed U.S. 
Patent No. 4,998,580 (the '580 Patent). The 
'580 patent claimed an air conditioner con­
denser having a flow path with a "relatively 
small hydraulic diameter." The '580 speci­
fication describes the diameter of "about 
0.015-0.40 inch" as the "preferred embodi­
ment." However, this was the only embodi­

ment in the patent since the broader range 
of "0.015-0.070" inch was removed from 
the specification. 

The '580 patent evolved from two con­
tinuation-in-part applications which had a 
diameter with an upper limit of "about 
0.070" inch. During the prosecution of the 
parent application, a prior art condenser 
was cited having a diameter about 0.0496 
inch. According to the Court, "the replace­
ment of 0.070 with 0.040 in the text re­
quires the conclusion that the applicant 
limited the invention described in the re­
flected applications to hydraulic diameters 
of up to about 0.40 inch." Id. at *15. 

The CAFC held that the Commission 
incorrectly limited the hydraulic diameter 
to precisely 0.40 inch and did not give 
consideration to the scope of"about" in the 
claim. Furthennore, the CAFC held that the 
Commission incorrectly held that the doc­
trine of equivalents did not apply because 
Showa did not "unscrupulously" copy the 
Modine Condenser. 

According to the Court, 

Thus we conclude that the available range of 
equivalency is limited, by estoppel, to the 
hydraulic diameter of the [prior art] con­
denser. Within the boundary, however, the 
prosecution history and the prior art do not 
eliminate equivalents if substantial identity 
is shown. The controlling criterion, as reaf­
firmed in Hilton Davis, 62 F.3d at 1518, 33 
USPQ2d (BNA) at 1645, is whether the 
accused device is substantially the same as 
the claimed invention. 

Thus, the CAFC overturned the Inter­
national Trade Commission ruling that 
Modine was estopped to assert equivalency 
against any condenser with a hydraulic 
diameter larger than exactly 0.40 inch. 

COPYRIGHT 

In Princeton University Press, Inc. v. 
Michigan Document Services, Inc., 1996 
U.S. App. LEXIS 1919 (6th Cir. 1996), 
defendant Michigan Document Services, 
Inc. (MDS) was appealing a grant of sum­
mary judgment for Princeton University 
Press, Inc. (PUP). PUP claimed that MDS 
infringed copyrights held by PUP when 
MDS made multiple copies of excerpts 
from various materials provided by Uni­
versity of Michigan professors, compiled 
these copies into "coursepacks," and sold 
the coursepacks to students for a profit. 

MDS defended on the grounds that the 
"coursepacks" were a "fair use" of the 
copyrighted works and therefore not ~r-'\ 
infringement. U 

University of Michigan professors of­
ten utilized MDS and their "coursepack" 
service to offer students a convenient 
method of copying all of the excerpted 
materials for their classes. Whenever an 
excerpt was substantial enough to warrant 
purchasing the entire book, the faculty 
member would have the students purchase 
the book instead ofattempting to place it in 
the "coursepack." The students were free to 
purchase either the "coursepack" or to copy 
the materials themselves at the library for a 
greater cost or to purchase each of the 
books which contained the excerpted por­
tions used in class at an even greater cost. 
The professors received no commission or 
other return for using the "coursepack" 
service. In addition, the "coursepacks" were 
priced on a per-page basis, regardless ofthe 
contents of the page; that is, the fee for a 
page reproducing copyrighted materials was 
the same as the fee for a blank page or a 
page ofuncopyrighted materials. The books 
were sold by MDS at the same profit rateoas 
any other copy job. While PUP often gra ~ 

pennission to use materials, MDS never . 
obtained, nor sought to obtain, permission 
to use the copyrighted portions reproduced 
in the "coursepacks." 

PUP relied on the part ofthe legislative 
history of the Copyright Act which con­
cerned Classroom Guidelines. The court 
dismissed this usage of the legislative his­
tory stating that where the statute is unam­
biguous, the language of the statute passed 
by both Houses of Congress should be 
neither expanded nor contracted by the 
statements of the individual legislators or 
committees during the course ofthe enact­
ment process. Thus, during their analysis of 
fair use, the court utilized the four factors 
listed in 17 U.S.C. §107: 

(I) the purpose and character of the use, 
including whether such use is of a commer­
cial nature or is for nonprofit educational 
purposes; 
(2) the nature of the copyrighted work; 
(3) ihe amount and substantiality of the por­
tion used in relation to the copyrighted work 
as a whole; and 
(4) the effect of the use upon the potential 
market for or value of the copyrighted work. 

The first factor was broken into two 

http:0.015-0.40


The New York Intellectual Property Law Association 

Disability Insurance Program 


Request for a Review of Individual Disability Insurance 


Randy Rasmussen, administrator of the NYIPLA Disability Insurance program, 
will be happy to provide you with a summary of your current disability coverages 
and determine whether you qualify for additional protection and the cost of that 

.. coverage. If you are interested in a review of your existing coverage, please 
complete the following information: 

Name _______________________ Date of Birth _____________ 

Smoker/Non-smoker ___________ State of Residence _____ 

Base Salary _______________ 
Other Earned Income (bonus, distributions, etc.) _______________ 

Monthly Benefit of Employer Sponsored Disability Coverage: 
50% to max. of ______ 
60% to max. of ______ 
66 2/3% to max. of ________ 
70% to max. of ______ 
Other _________________ 

Paid by: Self Employer (circle one) 

Monthly Benefit of in force Individual Coverage: -:,....__________---'-__ 

Fax number or mailing address to return results to: ________________ 

Please return this questionnaire to Randy Rasmussen at P. O. Box 443, 
Riverside, CT 06878 or fax it to his attention at 203/637-9671 
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segments. First, .the court analyzed "the 
degree to which the challenged use has 

.' 'tansformed the original." Id. at 16. Here 
'---1be court determined that, in dictum, the 

Supreme Court has noted that "the obvious 
statutory exception to this focus on trans­
formative uses is the straight reproduction 
of multiple copies for classroom distribu­
tion." Id. at 17. They thus' found the fair use 
defense preserved through the multiple cop­
ies for classroom use exception; The court 
next analyzed the purpose of the use and 
whether it was "commercial or nonprofit 
and educational." Id. at 18. Here the court 
was concerned with whether the user stood 
to profit from the exploitation of the copy­
righted material without paying the cus­
tomary price. Although the MDS did make 
a profit on the sales, the court found the 
mechanical production of the copies and 
the classroom use of the excerpts to be 
inextricably intertwined in an overall result 
ofnoncommercial and educational use. The 
court held that the Copyright Act does not 
prohibit professors and students who may 
make copies themselves from using the 
photo reproduction services ofa third party ·n order to obtain those same copies at less Oos1. The first factor favored a finding of 
fair use. 

The second fair use factor is "the na­
ture of the copyrighted work." Id. at 22. 
Here, the court determined that the materi­
als were closer to the core ofwork protected 
by copyright than compilation of data such 
as in phone books. The court stated that this 
second factor does little more than confirm 
that the works at issue should be protected 
by the Copyright Act and may be used 
fairly. 

The third factor considers "the amount 
and substantiality of th~ portion used in 
relation to the copyrighted work as a whole." 
Id. at 23. Here the court looked to see if the 
new work reproduced the original to such 
an extent as to supersede it. The court found 
no evidence that the six excerpts in the 
"coursepacks" were complete enough to 
supersede the original. The court consid­
ered the portions excerpted to be particu­
larly pertinent to the professor's limited 
classroom purposes. Hence, the court found 
that the copyrighted works at issue were not 

(lxcerpted so substantially as to be super­
, .' seded by the new creation. The court deter­

mined that the third factor favored fair use. 
The fourth factor in fair use is "the 

effect of the use upon the potential market 
for or value of the copyrighted act." Id. at 
25. The record here could not support mar­
ket harm; PUP attempted to use lost per­
mission fees on the materials to show mar­
ketdamage, but the court considered that to 
be insufficient evidence. Since, without the 
photocopying, the professors would not be 
using the materials, the court was reluctant 
to find market damage. In addition, the 
court pointed to the limited use as being 
good advertising for the copyrighted publi­
cations. The court found that there was no 
evidenceofmarket effect and that the fourth, 
and most important factor, weighed deci­
sively in favor of "fair use." 

Finally, the court considered a fifth 
factor. The court looked to the author mo­
tivation in this case. The court stated that 
the "fact that incentives for producing higher 
education materials may not revolve around 
monetary compensation" was highly rel­
evant. Id. at 31. MDS's use of the copy­
righted works appears to provide the au­
thors with incentive to create new works, 
thereby advancing the progress of science 
and the arts, rather than discourage them 
from doing so. Thus, the court found that 
the additional factor, incentives to create in 
this specialized field, weighed in favor of a 
finding of fair use. 

Since balancing the factors dictated a 
finding offair use, the court concluded that 
MDS did not infringe PUP's copyrights. 
The court reversed the district court and 
granted summary judgments to MDS. 

The dissent in part by David A. Nelson 
argued that the use was commercial and 
that MDS should have the burden ofshow­
ing no market damage. In addition, the 
dissent arguCd that showing that the chal­
lenged use would adversely affect the po­
tential market should be enough to negate 
fair use. Also, he pointed out that one ofthe 
potential uses of the copyright works at 
issue was the selling of licenses to copy 
portions of the works for coursepacks. The 
dissent considered the four factors and de­
termined that the court should at least allow 
a full trial if it could not find for the plain­
tiff. 

TRADEMARKS 

In Kareem Abdul-labbar v. General 
Motors Corporation, 1996 U.S. App. 
LEXIS 1778 (9th Cir. 1996), the Court of 

Appeals for the Ninth Circuit overturned 
the district court's summary judgment in 
favor of General Motors Corporation 
("GMC"). The Ninth Circuit held that a 
proper name could not be deemed aban­
doned throughout its possessor's life, de­
spite a failure to use it. 

This dispute arose from a commercial 
aired approximately six times in March 
1993, during the NCAA men's basketball 
tournament. The commercial compared 
Lew Alcindor' s record-setting feat ofbeing 
voted the tournament's most outstanding 
player three years in a row ('67, '68, '69) to 
the Oldsmobile Eighty-Eight's similar 
record regarding "Consumer Digest's Best 
Buy" list. Kareem Abdul-Jabbar played 
basketball under the name Lew Alcindor 
throughout his college and early NBAyears. 
After his conversion to Islam, during col­
lege, he was known among friends as 
"Kareem Abdul-Jabbar" and in 1971 he 
recorded that name under an Dlinois name 
recordation statute. He thereafter played 
basketball and endorsed products under 
that name and has not used the name "Lew 
Alcindor" for commercial purposes in over 
ten years. GMC did not obtain Mr. Abdul­
Jabbar's consent for the use of the name 
Lew Alcindor. When Mr. Abdul-Jabbar 
complained to GMC about the commercial 
it was promptly withdrawn. 

The district court, for the most part, 
based its summary judgment in favor of 
GMC on its finding that the plaintiff had 
abandoned the name Lew Alcindor and had 
abandoned the right to protect that name. 

The unauthorized use of a celebrity'S 
identity for endorsement purposes, which 
is likely to confuse consumers as to the 
plaintiffs sponsorship or approval of the 
product, is an actionable claim under Sec­
tion 43(a) of the Lanham Act. Mr. Abdul­
Jabbarcontended that GMC' s unauthorized 
use of his birth name was likely to confuse 
consumers as to his endorsement of the 
Olds 88, thus violating the Lanham Act. 

GMC offered two defenses in response 
to this claim: 1) Mr. Abdul-Jabbar "aban­
doned" rights to the name Lew Alcindor; 
and 2) GMC's use was a nominative fair 
use not subject to the protection of the 
Lanham Act. 

Abandonment of a trademark under 
the Lanham Act occurs when use has been 
discontinued with intent not to resume use. 
Nonuse for two consecutive years shall be 
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prima facie evidence of abandonment. A 
prima facie showing of abandonment may 
be rebutted by showing valid reasons for 
non-use or lack of intent to abandon the 
mark. 

The Ninth Circuit acknowledged that 
the Lanham Act had been applied to cases 
alleging appropriation ofacelebrity' s iden­
tity. They refused, however, to expand the 
law even further to allow a defense such as 

abandonment. The Court concluded that 
one's birth name is an integral part ofone's 
identity and is not bestowed for commer­
cial purposes or "kept alive" by commer­
cial usage. Also, a birth name cannot be 
deemed "abandoned" while its possessor is 
still alive. Whether or not the name is used 
commercially does not matter. No intent to 
set aside a birth name may be inferred from 
a decision not to use the name, whether for 

religious, marital or other personal consid­
erations. 

The Court also found that there wL·') 
relevant questions of fact as to the Lanh 
Act claims of Mr. Abdul-Jabbar as well as 
to the defenses raised by GMC which pre­
cluded any summary judgment. The case 
was reversed and remanded. • 

THE NEW YORK INTELLECTUAL PROPERTY 

LAW ASSOCIATION ANNUAL DINNER 


INVENTOR OF THE YEAR 


HON. WILLIAM C. CONNER 

WRITING COMPETmON 


AWARD 

LENNUARA 


ADJUNCT PROFESSOR AT SETON HALL LAW SCHOOL 


WILL DELIVER A MULTIMEDIA LECTURE 


ON MULTIMEDIA TECHNOLOGY 


YALE CLUB 


50 VANDERBILT AVENUE 


(44TH STREEl) 


Thursday, May 23, 1996 


COCKTAILS START AT 6:00 P.M. 


DINNER BEGINS AT 7 :00 P.M. 


Mark the date on your calendar now. Reservation forms wi.ll be mailed in May. 
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Announcing 

THE TWELFTH ANNUAL JOINT SEMINAR PROGRAM 

PATENT PRACTICE UPDATE 

The Connecticut Patent Law AssOCiation, the New Jersey Intellectual Property Law Association, 

the New York Intellectual Property Law Association and the Philadelphia Intellectual Property Law 

Association are pleased to present a one-day program featuring panels of experts discussing recent 


developments in the law which all patent practitioners will need to know. 

Our panels of experts will discuss recent developments iIi (i) U.s. Patent Office practice and litigation, 


(ii) pharmaceutical and biotechnology developments, (iii) foreign and international practice and 
(iv) computer software and multimedia practice. 

A valuable- reference text is included in the registration fee. 

Sponsored by 

Connecticut Patent Law Association 
(Host Association) 

New Jersey Intellectual Property Law Association 

New York Intellectual Property Law Association 

Philadelphia Intellectual Property Law Association 

April 17, 1996 

GRAND HYATT HOTEL 

Grand Central Station 


42nd Street and Park Avenue 


9:15 a.m. to 5:00 p.rn. 
$125 Registration Fee 

(This fee includes a luncheon, bus transportation to and from Penu Station and all Seminar materials.) 

(A $15 late registration fee will be added to the price of admission ifyou register at the door.) 

RESERVATION FORM 

Wesley W. Whitmyer, Jr., Esq. 

St. Onge, Steward, Johnston & Reens 

986 Bedford Street 

Stamford, Connecticut 06905 


Enclosed is a check for $ ____payable to the CPLA for __attendees at $125.00 each. 

, 
\ 

Name (please print) Firm or Company· 

I 
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CLASSIFIED ADVERTISEMENTS 

FormerNYC Assistant Corporation 
Counsel, 6 years litigation and trial 
experience, Berklee College of Music 
graduate seeks associate position prac­
ticing intellectual property law. Refer­
ences available. Tel. (718) 768-6272. 

White Plains, NY law firm seeks at­
torneys with chemical and mechanical 
expertise and 5 years minimum experi­
ence. Law firm background with clien­
tele following preferable for fast track 
to partnership. Respond in confidence 
to: Charles Rodman, Rodman & Rod­
man, 7 South Broadway, White Plains, 
NY 10601 or fax information to (914) 
993-0668. 

Nilsson, Wurst & Green, a progres­
sive intellectual property law firm with 
major U.S. and foreign corporate cli­
entele, invites exceptional patent attor­
neys to join its growing practice. Suc­
cessful candidates will have a degree in 

electrical engineering, physics or a 
related technical field and substantial 
experience in patent prosecution and! 
or litigation. Compensation and ben­
efits will be at the higher competitive 
levels. Interested candidates should 
send their resumes and writing 
samples to Robert A. Green, 707 
Wilshire Blvd., 32nd Floor, Los An­
geles, CA 90017. All submissions. 
will be kept in the strictest confidence. 

Translation into idiomatic US En­
glish on disk or by modem. Applica~ 
tions, registrations, references, and in­
structions from German and other lan­
guages. Electrical, mechanical, and 
chemical engineering, biotechnology, 
pharmaceuticals, and foodstuffs. 
ThomasJ. Snow, 1140 Avenue of the 
Americas, New York, NY 11036­
5803. Tel. (212) 391-0520. Fax (212) 
382-0949. 

THE IP Litigator~ 
The IP Litigator is the first and only publication to focus exclusively on the fastest growing area of 

commerciallitigation - intellectual property litiga tion. Written specifically for the intellectual prop­

erty litigation and enforcement professional, The IP Litigator covers every area of importance to 

practicing attorneys and industry professionals and offers practical solutions to current problems 

facing these litigators every day. 

Timely feature articles in each issue will address the pressing issues that intellectual property pro­

fessionals must conSider, from policing the market for infringers and the subsequent actions that 

must be taken, to selecting expert witnesses and juries and conducting trials. 

SUBSCRIBE NOW AND RECEIVE A 20% DISCOUNT OFF THE REGULAR SUBSCRIPTION PRICE!!! 

o Send me a one year (six issues) subscription to The IP Litigator for $ 180 

Name _________________________________________________________________ 

Firm _________________________________________________________________ 

Address _______________________________--1 

City _____________ State _____ Zip __________ 

Te/ephone _______________________________ 

o Payment Enclosed o Bill my (circle one) Me VISA AM EX 
Account No. ___________________________ Exp. Date ___ 
Signature 


