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I am pleased to report in this newsletter 
the completion of another successful An
nual Dinner in Honor of the Federal Judi
ciary. Our dinner continues to expand in 
size each year, setting again a new record 
with over 2600 members and guests in 
attendance. 

Our guest speaker, Marlin Fitzwater, 
was both entertaining and informative 
about recent public events and activities in 
the White House. During the course of the 
evening he requested our official photogra

(-.Jer to give him a photogr~ph of the filled 
\,_ and Ballroom. He explamed to me that 

. he had been in the Grand Ballroom numer
ous times with both Presidents Reagan and 
Bush and had never seen it fully occupied. 
He plans to send the picture to President 
Bush with a note explaining that he was 
able to fill the Grand Ballroom while the 
President was not. 

As part of our Association's commit
ment to representing our members' views 
on matters affecting the profession, we are 
continuing to make our AssociaHon' s 
views known to the Patent and Trademark 
Office. We recently submitted a very de
tailed response to the PTO's request for 
comments on 18-month publication. The 
response, prepared through the efforts of 
our Committee on Legislative Oversight 
and our Foreign Patent Law and Practice 
Committee, is too extensive to include in 
the Bulletin. However, if anyone would like 
a copy, please let me know. 

We look forward to the publication of 
the second edition of the NYIPLA Annual. 
As a result of the continuing efforts ofGreg 

r-~ttersby and the noteworthy contribu
\. 	 L16ns of a prestigious group of authors, you 

will shortly be receiving the next edition of 
this yearly publication of our Association. 

I ask that you all place two important 
dates on your calendars. First, the Annual 
Meeting has been scheduled for May 17, 
1995 at The University Club.More detailed 
announcements will be forthcoming. Also, 
again through the efforts of Greg Battersby, 
we plan to reinstitute our golf outing. This 
is presently scheduled for Tuesday, May 
23, 1995, at a golf course in Stamford, 
Connecticut. An announcement is included 
in this Bulletin. 

- Pasquale A. Razzano 
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THE SELF

EVALUATIVE 

PRIVILEGE 


PROTECTS FDA 

DOClTMENTS 

FROM DISCOVERY 

,by Thomas H. Beck 

The "self-evaluative" privilege is a 
little-known but important privilege which 
may protect certain highly sensitive inter
nal documents from discovery. This privi
lege has now been applied in a patent case, 
whereFDA regulations and procedures were 
raised in the context of the exemption from 
patent infringement for potentially infring
ing activities reasonably related to an FDA 
application, under 35 U.S.C. § 271(e)(1). 

THE THREE-PRONG TEST 

The self-evaluative privilege in gen
eral has a three-prong test: (i) there is an 
internal evaluation or critique, (ii) theevalu
ation should be encouraged as a matter of 
public policy, and (iii) disclosure of the 
evaluation would result in the termination 
or curtailment of future self-evaluations. 

BACKGROUND OF THE CASE 

InNeoRx Corp. v. Immunomedics Inc., 
28 USPQ 2d 1797 (D.N.J. 1993), the self
evaluative privilege was held to protect 
from discovery the accused infringer's in
ternal evaluations of its own pending FDA 
applications, referred to as Good Clinical 
Practice (GCP) audits. Thesecond and third 
prongs were demonstrated by the FDA's 
own Compliance Policy Guide which ex
pressly sought to "encourage firms to con
duct quality assurance program audits and 
inspections that are candid and meaning
ful," and which provided that the FDA 
would not ordinarily "review or copy re
ports andrecords that result from audits and 
inspections of a written quality assurance 
program."1 

The patent owner NeoRx sought the 
GCP audits to show that the § 271(e)(I) 

exemption from infringement did not apply 
because of alleged material violations of 
FDA regulations including fraud on the 
FDA. The Court held that the patentowner's 
assertions of a strong public interest in 
ensuri ng that data submitted to the FDA are 
not fraudulent was overridden by the FDA's 
stated goal of encouraging the GCP audits. 
The Court also rejected the patent owner's 
demand for the non-privileged "facts" con
tained in the GCP audits, in part because the 
underlying FDA records had previously 
been provided. 

ornER CASES UPHOLDING THE 
, SELF-EVALUATIVE PRIVILEGE 

Application of this self-evaluation 
privilege on behalf of accused infringers 
may become more common in patent suits 
as more Courts are called upon to apply the 
§ 271(e)(1) exemption .. In addition, when
ever there is an issue of a patent owner's 
unclean hands in the FDA, the patent 
owner's self-evaluativeGCP audits (ifthey 
exist) are potentially relevant. 

Other situations where the self-evalu
ative privilege has sometimes been upheld 
include: medical staff reviews ofa hospital' s 
own clinical practices, Bredice v. Doctors 
Hospital, Inc., 50 F.R.D. 249 (D.C.D.C. 
1970), aff'd without op., 749 F.2d 920 
(D.C.Cir. 1973); employer evaluations of 
whether equal employment goals are being 
attained, Roberts v. National Detroit Corp., 
87 F.R.D. 30 (D. Mich. 1980); portions of 
an Amtrak Investigation Committee Re
port regarding accident analysis, Granger 
v. National R.R. Passenger Corp., 116 
F.R.D. 507 (E.D.Pa.1987). But see Etienne 
v. Mitre, 146 F.R.D. 145 (E.D.Va. 1993) 
(no privilege for internal investigations and 
reports concerning compliance with the 
Age Discrimination in Employment Act.) 

The Federal Circuit has not addressed 
the application of the self-evaluative privi- , 
lege. Pursuant to Rule 501, Fed. R. Evid., in 
a patent suit in Federal District Court, the 
law governing privilege would be federal 
common law. Further, under Panduit Corp. 
v. All States Plastic Mfg. Co., 744 F.2d 
1564, 1574-75 (Fed. Cir. 1984), the Federal 
Circuit will apply the law of the regional 
circuit to procedural matters that are not 
unique to patent law. In at least one case, 
American Standard Inc. v. Pfizer Inc., 828 
F.2d 734,745 (Fed. Cir. 1987), the Federal 

Circuit looked to regional circuit law in 
applying the attorney-client privilege to a 
patent-validity opinion letter. Whether therr 
will be a separate Federal Circuit law re 
garding the self-evaluative privilege, or 
any practical differences between regional 
circuit law and such Federal Circuit law, 
remains to be seen. 

'FDACompliancePolicyGuideNo.7151.02; 
FDA Compliance Program Guidance 
Manual, Program 7348.810. • 

IN MEMORIAM 

JOHN T. KELTON 


John T. Kelton, President of the 
NYIPLA from 1967-1968, died on March 
4. 1995 in Essex, Connecticut at the age of 
85. A memorial service was held at the First 
Congregational Church in Essex on Marcr-" 
11, 1995. ~j 

John Kelton was born in Bay City, 
Michigan on March 12, 1909. Hegraduated 
from CulverMilitary Academy in 1928 and 
earned a B.S. in chemical engineering in 
1932 from the Massachusetts Institute of 
Technology andalawdegree from Harvard 
Law School in 1935. 

John Kelton worked with Watson 
Leavenworth Kelton & Taggart and its pre
decessorfirms from 1935 until 198L From 
1981 to 1985 he was counsel to Darby & 
Darby. In addition to serving as NYIPLA 
president, he was presidentofthe AIPLA in 
1973. 

John Kelton is survived by two daugh
ters, Carol Kelton Ryland of Essex, Con
necticut and Joy Kelton McIntyre ofBonita 
Springs, Maryland, and four grandsons. 
Contributions may be made in his memory 
to the Parkinson's Disease Foundation, 650 
West 168th Street, New York, New York 
10032-9982. • 

http:FDACompliancePolicyGuideNo.7151.02
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ANNUAL NYIPLA 
( ) GOLF OUTING 
'-..._/ 

The annual NYIPLA golf outing will 
be held Tuesday, Mary 23, 1995 at E. 
Gaynor Brennan Golf Course in Stamford, 
Connecticut. The event is scheduled to be
gin with a 12:00 tee time for eighteen holes 

of golf, followed by cocktails, a buffet
dinner and an awards ceremony atThe 19th 
Hole restaurant on the golf.course grounds 

. in Stamford. The fee for this event is $80 
per person for NYIPLA members and their 
guests. The fee includes greens fees, golf 
carts, cocktails, appetizers, dinner and des
sert. 

Space is limited for this event, so 
NYIPLA members and their guests are 
strongly urged to reserve their space before 
May 12, 1995. Members may contact Greg 
Battersby, Grimes & Battersby, (203) 324
2828 for more information. There is also an 
reservation form included in this Bulletin.

• 

FORDHAM UNIVERSITY 

SCHOOL OF LAW 


Presents the Third Annual Conference on: 

INTERNATIONAL INTELLECTUAL PROPERTY LAW 
,- AND POLICY 

Thursday & Friday, April 20-21, 1995 

The conference will analyze international developments in copyright, patent,and trademark law. 

The faculty is comprised of speakers from the WIPO, the Commission of the European Communities, 


the U.S. Government, academia and the U.S. and International Bars. 


McNally Ampitheater 

Fordham University School of Law 


140 West 62nd Street 

New York, NY 10023 


For further information, please contact Helen Herman, Director of Office of Academic Programs, 
at (212) 636-6885 
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THe ANNUAL NVlPlA 

aOLf OllrlNa 


Tuesday, May 23, 1995 

E. Gaynor Brennan GolfCourse 

Stamford, CT 


12:00 noon Tee Time 


to be followed by cocktails, 

buffet-dinner and awards ceremony 


at The 19th Hole 

5:30 - 7:30 p.m. 


$80 per person for NYIPLA Members and Guests 
(includes greens fees, golf cart, cocktails, .appetizers, dinner and dessert) 

Space is Limited - Reserve Your Space by May 12, 1995 

Name (s): _____________________ 


Firm: 

Address: _____________________ 


City: ------- State: _____ Zip: ______ 


Telephone: ------------------- 

No. attending ____ Enclosed is my payment of ___ 


Return Order Form to: Gregory Battersby, Grimes & Battersby, 
P.O. Box 1311, Stamford, CT 06904-1311 Telephone: (203) 324-2828; Fax: (203) 348-2720 
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NEWS FROM THE 
C) BOARD OF 

DIRECTORS 

by William H. Dippert 

The Board ofDirectors met on January 
10, 1995. Pasquale Razzano presided. Read
ing of the minutes of the December 13, 
1994, meeting was waived. An amendment 
to the proposed minutes concerning the 
Judges Dinner prices was discussed, and 
upon motion the minutes as amended were 
unanimously approved. 

Howard Barnaby gave the Treasurer's 
Report. He commented that the 
Association's bank account was declining 
slowly but that he expected an influx in 
connection with the Judges Dinner. Upon 
motion, the Treasurer's Report was ap
proved. 

Neither Edward Blocker nor Edward 
Filardi was able to attend the meeting. 
Therefore, a report from them concerning 
ways to increase membership was post

O oned until the next meeting. 
Mr. Razzano reported that the USPTO 

had requested comments regarding 18
month publication, with oral presentations 
set for February 15 and written responses to 
be filed by February 18. Jack Sinnott and 
Sam Helfgott will be preparing a draft 
NYIPLA response, copies ofwhich will be 
circulated to Board Members. Board Mem
bers will be asked to forward comments 
about the draft response to Mr. Razzano. 
There was discussion whether the Associa
tion should make an oral presentation. Mr. 
Creel commented that if the Association 
had something substantially different to 
say, an appearance was warranted. It was 
agreed that Mr. Razzano would have the 
authority to request an oral hearing by Feb
ruary 13, the final decision to be made atthe 
next Board Meeting. 

Mr. Razzano read the names of four 
candidates for membership: John M. 
Delehanty, Kim J. Landsman, Carroll E. 
Neesemann, and Karen G. Horowitz. A 
motion for approval ofthe candidates passed 

O nanimously. 
There was brief a discussion ofways to 

increase membership. In the course ofthis 
discussion it was suggested that the admis

sion procedure, including the admission 
form, be simplified. 

Mr. Razzano and Martin Goldstein re
ported on the selection of a speaker for the 
Judges Dinner. Mr. Razzano reported that a 
non-judicial speaker is being considered. 

• 

RECENT 

DECISIONS OF 


INTEREST 


by Thomas A. O'Rourke 

PATENT INFRINGEMENT 

In High Tech Medical Instrumenta
tion, Inc. v. New Image Industries, 1995 
U.S. App. Lexis 4290 (Fed. Cir. 1995), the 
Court of Appeals for the Federal Circuit 
reviewed an order ofthedistrictcourt grant
ing a patent holder's motion for a prelimi
nary injunction in a patent infringement 
suit. The Court found that the district court 
committed legal errors requiring reversal 
of the preliminary injunctive relief. 

The appellee, High Tech Medical In
strumentation, Inc. (HTMI), was the as
signee of all rights to Patent No. 4,858,00 1 
(the '001 patent) relating to a miniature 
imaging device used in dental work. The 
principal claim In issue, claim 24, recited 
an endoscopic optical device comprising a 
body member and a camera where "said 
camera being rotatably coupled to said body 
member." 

In November, 1993, HTMI moved for 
a preliminary injunction to prevent the ap
pellant, New Image Industries, Inc. (New 
Image), from selling its "AcuCam," an 
intra oral endoscope which HTMI alleged 
infringed the '001 patent. The "AcuCam" 
camera was similar to the camera claimed 
in the '001 patent, but, as manufactured, 
did not rotate within its housing. In grant
ing HTMI's motion for a preliminary in
junction, the district court applied the fa
miliar four-part test: (1) whether the mov

ing party is likely to succeed on the merits; 
(2) whether the moving party will suffer 
irreparable harm ifa preliminary injunction 
is not granted; (3) whether the balance of 
hardships tips in favor of the moving party 
or the opponent; and (4) whether the grant 
of preliminary injunctive relief will ad
versely affect the publicinterest. The Court 
found that the district court committed le
gal errors in the course of disposing of two 
of the issues before it: HTMI's likelihood 
of success on the merits and HTMl's claim 
that it would suffer irreparable harm if it 
was denied injunctive relief. 

The district court found that when two 
sets ofscrews on the AcuCam camera were 
loosened, the camera could rotate within 
the housing. The district court acknowl
edged that the AcuCam camera was not 
intended to rotate within the housing and 
that the set screws prevent such rotation 
when they were tightened. Nonetheless, 
because the camera could rotate when the 
screws were loosened, the court concluded 
that the AcuCam infringed the '001 patent 
and that "the addition oftwo easily remov
able set screws ... does not preclude a find
ing of infringement." 

The Federal Circuit reversed the dis
trict court and stated that: 

The fact that it is possible to alter the AcuCarn 
so that the camera becomes "rotatably 
coupled" to its housingis not enough by itself 
to justify a finding that the manufacture and 
sale of the AcuCarn infringe HTMI's patent 
rights. Ofcourse, ifa device is designed to be 
altered or assembled before operation, then 
the manufacturer may be held liable for in
fringement if the device, as altered or as
sembled, infringes a valid patent. [d. at 10. 

Since HTMI did not establish that the 
AcuCam was "rotatably coupled" in spite 
of the set screws, the Court disagreed with 
the district court that HTMI was likely to 
succeed in proving that the AcuCam in
fringed the '00 I patent. 

According to the Federal Circuit, the 
district court based its finding of irrepa
rable harm not on any affinnative showing· 
of prosp-ective harm to HTMI, but on a 
presumption ofirreparable harm stemming 
from the strength of HTMI's showing on 
the merits. However, the Federal Circuit 
found that the presumption of irreparable 
harm was unavailable because HTMI was 
not likely to succeed in proving infringe
ment. 
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In addition, the Federal Circuit found 
that there was no indication in the record 
that HTMI needed an injunction to protect 
its rights. HTMI did not contend that New 
Image would be unable to respond in dam
ages for any infringement that may be found 
at trial. Also, HTMl's 17 month delay in 
bringing the action militated against the 
issuance of a preliminary injunction by 
demonstrating that there was no apparent 
urgency to the request for injunctive relief. 

THE ON SALE BAR 

In Ferag AG v. Quipp Inc., 33 USPQ 
2d 1512 (Fed. Cir. 1995), the Court of 
Appeals for the Federal Circuit reversed 
the district court, finding that the district 
court misapplied the on sale bar provision 
of section 1 02(b). The Court of Appeals 
found two independent reasons for con
cluding that Ferag AG had placed the in
vention on sale before the critical date. 

Plaintiff Ferag AG, a Swiss Corpora
tion, charged the defendant with infringing 
its patent on a conveyor apparatus. Ferag 
AG filed the application on January 15, 
1981. Prior to March 31, 1979, Ferag AG 
owned all the outstanding 100,000 shares 
of stock in Ferag, Inc., a Pennsylvania 
Corporation. Then Ferag AG sold 100,000 
additional shares of stock to Smallacombe, 
and Smallacombe became chief executive 
officer and president of Ferag, Inc. and a 
member of the board of directors. 

Early in 1979, Ferag AG entered into 
discussions with the Bergen Evening 
Record (Bergen) about installing Ferag 
equipment. In March, Ferag AG, Bergen 
and Ferag, Inc. entered into a three-way 
agreement which provided for installation 
of two Ferag inserting systems. The agree
ment did not provide specific details about 
the system, but it did spell out general 
performance criteria. On November 23, 
1979, Ferag AG sent Ferag, Inc. a docu
ment confirming a Fenig, Inc. order of an 
inserting system destined for Bergen. 

The district court declined to invali
date the patent based on the transaction 
between Ferag AG and Ferag, Inc. reflected 
in the November, 1979 order confirmation. 
The district court found there was no on 
sale bar because Ferag, Inc. was not a 
separate entity from Ferag AG. See id. at 
1515. The Court of Appeals disagreed and 
stated that whether there is a statutory bar 

depends on whether the seller so controls 
the purchaser that the invention remains 
out of the public's hands. The Court held 
that the two companies were separate. Ac
cording to the Court, the terms of the agree
ment between Smallacombe and Ferag AG 
reflected shared control. Furthermore, Ferag 
AG gave Smallacombe complete manage
ment authority over the operations ofFe rag, 
Inc. The Court held that: "because Ferag 
could not control Ferag, Inc.'s marketing 
of the invention, the two companies were 
separate entities for section 102(b) pur
poses and the transaction between them 
gives rise to a statutory bar." /d. 

The Court found that the sale of a 
Ferag system to Bergen independently sup
ported the conclusion that Ferag AG had 
placed the invention on sale before the 
critical date. The Court held thatthe district 
court mistakenly relied on the seller's in
tent and the purchaser's understanding and 
stated that: 

the key question in the case before us today, 
is whether, under the totality of the circum
stances, the inventor placed his invention on 
sale, objectively manifested by asale oroffer 
for sale ofa product that embodies the inven
tion claimed in the patent. We emphasize 
that this is an objective test, and that at its 
heart lies the inventor's attempt to commer
cialize the invention. /d. at 1516. 

The Court found that by November of 
1979 Ferag AG had decided to supply the 
patented conveyor to Bergen. The Court 
held that the terms ofthe March agreement: 

clearly include a contract for sale of a con
veyor system, but it is not clear just what 
conveyor Ferag would supply. Indeed, the 
record suggests Ferag had not even begun 
development of the patented conveyor by 
that time. But the agreement did set forth 
functional specifications that the conveyor 
would meet. An existing prior art conveyor 
could have met these specifications, but the 
claimed conveyor, when it was developed, 
met them as well. /d. at 1517. 

Therefore, under the totality of the 
circumstances, the Court concluded that 
Ferag AG placed the invention on sale 
before the critical date. See id. 

REDUCTION TO PRACTICE 

In In re AsahiiAmerica, Inc., CAFC 
No. 94-1249, decided February 24, 1995, 
the U.S. Court of Appeals for the Federal 
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Circuit held that for a simple invention, 
proof of actual reduction to practice does 
not require a showing that the invention(\ 
existed and worked for its intended pur-\,J 
pose. The Court found that a photograph in 
a trade journal, coupled with the entirety of 
a Rule 131 declaration, established that the 
invention was constructed and therefore 
reduced to practice. 

During a reexamination proceeding 
Asahi filed a Rule 131 declaration to show 
reduction to practice for its U.S. Patent No. 
4,3930,544 (the "Ziu" patent) prior to the 
filing date of U.S. Patent No. 4,779,652 to 
Sweeney, a patent which had.been cited 

. against the Ziu patent. Asahi presented 
evidence that the claimed coupling was 
manufactured by an outside vendor and 
shown and described in two trade publica
tions as part of commercial offerings prior 
to the April 9, 1987, filing date of the 
Sweeney patent. The patents of both Asahi 
and Sweeney contemplated double pipe 
systems where an inner "carrier" pipe car
ries the fluid while an outer "contami
nated" pipe surrounds the pipe and con
tains the leaks. The Board of Patent Ap
peals and Interferences affirmed the exam- , 
iner' rejection, holding that proof ofactuaO 
reduction to practice requires a showin,g 
that the invention existed and worked for 
its intended purpose. 

The Court of Appeals for the Federal 
Circuit noted that where a reference cited in 
support of a rejection "substantially shows 
or describes but does not claim" the subject 
matter of the invention in question, §131 
allows the patent owner to overcome the 
reference by showing that the invention in 
question was reduced to practice prior to 
the filing date of the reference. 

The Court noted that in prior cases the 
Court has held that "some devices are so 
simple that a mere construction of them is 
all that is necessary to constitute reduction 
to practice." The Court held that upon close 
examination of a photograph of the pipe 
fittings published in trade journals, the cru
cial length relationships required by the 
Ziu patent could be determined. 

The Court reversed the Board and re
manded the case, concluding as follows: 

[TJhe restraint coupling is so simple a device 

that mere construction of it is alI that is 

necessary to constitute reduction to practice. 

The photograph, coupled with the entirety of 

the 131 declaration, establishes that the cou
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piing was constructed and therefore reduced 
to practice prior to the fIling date of the 
Sweeney '652 patent. Accordingly, we re
verse the Board's finding that the 131 decla
ration did not establish reduction to practice 
of the invention claimed in the Ziu '544 
patent and remand for further proceedings 
consistent with this opinion. 

COPYRIGHT INFRINGEMENT 

InNLFCInc. v. DevcomMid-America 
Inc., 33 USPQ2d 1629 (7thCir. 1995), the 
Court of Appeals affinned the district 
court's grant of summary judgment for the 
defendant who was charged with copyright 
infringement, misappropriation oftrade se
crets, tortious interference with contract 
and unfair competition. 

The plaintiff, NLFC, owned the copy
right to a computer program for use in 
pathology laboratories. The software con
tained many bugs, and the labs which used 
it experienced great difficulty with NLFC 
in getting the program to run. An outside 
consulting finn, Devcom, contracted with 
the labs to remove the bugs from the NLFC 
software. In order to assist them in making 
the necessary changes, a viewable copy of 

(~e source code of the NLFC software was 
tc...JrintedatDevcom's offices. Devcommar

keted its expertise to other labs which used 
the NLFC software. 

On appeal, NLFC contended that the 
district court erred in holding, as a matter of 
law, that its exclusive rights to the NLFC 
software under section 106 of the Copy
right Act were not violated. Under §106, 
the owner ofa copyright is given the exclu
sive right to (among other things) repro
duce the work in copies, prepare derivative 
works based on the copyrighted work and 
distribute copies of the work to the public. 
See id. at 1630-31. NLFC claimed that 
Devcom violated its rights by (1) copying 
the software in the process of its activities 
and (2) marketing the NLFC software as 
modified. See id. at 1631. 

With regard to NFLC's first claim, the 
Court of Appeals held that NLFC did not 
come forward with persuasive evidence 

. that Devcom copied the NLFC software. 
According to the Court, the testimony of
fered at trial: 

{' indicates that Devcom did not, during its 
\ course ofbusiness with either lab, download 

the software onto its computers in order to 
work on it. Instead, Devcom directly ac
cessed the laboratory computers via leased 

or dedicated phone lines and the use ofdumb 
terminals .... [T)herefore the district court 
was correct in granting sununary judgment 
in favor of Devcom on this allegation.ld. at 
1632. 

In addition, the Court ofAppeals found 
that the district court did not err in conclud
ingthat the evidence did not supportNLFC' s 
claim that Devcom marketed an enhanced 
version of the NLFC software to other 
current NLFC software users. To support 
that claim, NLFC introduced into evidence 
a Devcom letter which contained high
lights of consulting work with NLFC pro
grams. The Court found that there was 
nothing in Devcom' s letter which could be 
"reasonably interpreted as marketing any
thing but Devcom's expertise in working 
with this software." Id. 

Finally, the Court held the district court 
did not err in dismissing NLFC' s three state 
law claims for lack of supplemental juris
diction. The Court noted that if all federal 
law claims dropout before trial, the district 
court may dismiss any pendant state law 
claims. See id. at 1632-33. The Court held 
that it was not an abuse of the district 
court's discretion to dismiss the three state 
claims after properly granting summary 
judgment on NLFC's federal copyright 
claim. See id. at 1633. 

LANHAM ACT 

In Versa Products Co. v. Bifold Co., 
1995 U.S. App. LEXIS 2838 (3rd Cif. 
1995), the Court of Appeals for the Third 
Circuit held that the likelihood of confu
sion standard in product configuration trade 
dress infringement cases requires less em
phasis on similarity ofappearance, strength 
of the mark and the defendant's intent, and 
more emphasis on product labeling and the 
exercise of ordinary care by consumers. 

Section 43( a) of the Lanham Act re
quires a showing of non-functionality, ac
quired or inherent distinctiveness and likely 
confusion. The Court noted that while most 
courts apply the "likelihood ofconfusion" 
standard, some courts apply the less de
manding test of "possibility of confusion" 
where the plaintiff was well established in 
an area and the alleged infringer was new. 
The Court stated that the rationale for ap
plying the less demanding standard for 
confusion is diminished in product packag
ing infringement cases. 

First, the mere copying of product configu
rations does not suggest that the copier was 
necessarily trying to capitalize on the good
will of the source of the original product. 

*** 
Second, although a product's trade dress in 
the form of its configuration could function 
as an indicator ofthe product's source, prod
uct configurations in general are not reliable 
as source indicators, for functional configu
rations are not protected and thus may be 
freely copied, and inherently distinctive 
configurations will be rare.ld. at *31 (cita
tions omitted) 

The Third Circuit examined the fac
tors which establish likelihood of confu
sion. The Court examined the similarity of 
appearance of goods. However, the Court 
stated that similarity of appearance by it
self does not strongly suggest likely confu
sion in product configuration cases. The 
Court also stated that the strength of a 
trademark or product packaging does not 
translate literally into the product configu
ration context. The Court held that strength 
ofproduct configuration as relevant to de
termining likelihood of confusion on the 
part of ordinary careful consumers should 
be found only if consumers rely on the 
configuration to identify the producer. 

The Court noted that the care exer
cised by consumers takes on enhanced im
portance in product configuration cases. 
The Court held that clarity of labeling and 
marketing must be taken into account in 
considering whether there is likelihood that 
consumers exercising ordinary care will be 
confused as to the source of substantially 
identical products. 

The Court of Appeals concluded that 
the district court erred in finding that strong 
similarity ofappearance established likely 
confusion. According to the Court, the great
est weight must be given to packaging, 
trademarks and advertising. The district 
court also erred by relying on the strength 
of the plaintiff's trade dress to find likely 
confusion because here, customers did not 
rely on the appearance of the goods for 
identification and ordering, but instead used 
model numbers. The Third Circuit also 
found that the district court gave too much 
weight to the price of the goods and other 
factors relating to the care exercised by 
purchasers. Thus, the district court's judg
ment was reversed and the injunction was 
vacated. • 

http:allegation.ld
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CLASSIFIED 

ADVERTISEMENTS 


White Plains, NY law Finn seeks a 
chemical patent attorney and a mechani
cal patent attorney, each with 5 years 
minimum experience. Law finn back
ground with clientele following prefer
able for fast track to partnership. Respond 
in confidence to: Charles Rodman, Rod
man & Rodman, 7-11 South Broadway, 
White Plains, NY 10601 or fax infonna
tion to (914) 993-0668. 

Nilsson, Wurst & Green, a progressive 
intellectual property law finn with major 
U.S. and foreign corporate clientele, in
vites exceptional patent attorneys to join 
its growing practice. Successful candi
dates will have a degree in electrical engi
neering, physics or a related technical 
field and substantial experience in patent 
prosecution andlor litigation. Compensa
tion and benefits will be at the higher 
competitive levels. Interested candidates 
should send their resumes and writing 
samples to Robert A. Green, 707 Wilshire 
Blvd., 32nd Floor, Los Angeles, CA 
90017. All submissions will be kept in the 
strictest confidence. 

he first publication of its kind, A Primer on Licensing is a complete, step-by-step guide that covers the 
undamentals of establishing and managing a successful trademark licensing program. It is must-reading for 
icensing professionals who want to maximize profits and avoid common pitfalls. 

'The perfect manual for anyone new to the licensing business yet comprehensive enough to provide valuable tips to the experienced 
licensing professional. The first of its kind." Marilyn Moore, Publisher, The C.R. Gibson Company 

To order your Copy of A Primer on Licensing for $34.95 plus $3.95 shipping/handling, complete the order form and 
return with your payment. 

Name:---------------------------------------Firm:------------------------------------------- 
Address: _____________________________________________________________________________________ 

City: ____________ State: Zip: ___ 


Charge to my: MCIVISA AMEX Account No. --------------------- 

Expiration Date ___...... 

Mail to: Kent Communications, Ltd., P.O. Box 1169, Stamford, CT 06904-1169 
phone (203) 358-0848; fax (203) 348-2720 

Translation into idiomatic US English 
on disk or by modem. Applications, reg
istrations, references, and instructions 
from Gennan and other languages. Elec
trical, mechanical, and chemical engi
neering, biotechnology, phannaceuti
cals, and foodstuffs. Thomas J. Snow, 
1140Avenue ofthe Americas, New York, 
NY 11036-5803. Tel. (212) 391-0520. 
Fax (212) 382-0949. 

No More Blind Dates.Let DocketMinder 
teach your computer to calculate Due 
Dates, warning you about weekends, Fed
eral holidays, and your own reserved 
dates. Docketing software by a patent & 
trademark lawyer for patent & trademark 
lawyers: Due Dates automatically gener
ated for recurring situations like Office 
Actions. Flexible, multi-level reporter. 
Automatic audit. Easy to use, easy to 
learn, easy to pay for. Individual copies 
$100; multi-copy license available. 
FREE DEMO DISK. Grass Roots Soft
ware, P.O. Box 17900, Suite 180, Glen
dale, Wisconsin 53217 (414) 274-9178 

by Jack Revoyr 


