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The 1993 new Administration in Wash
ington has brought a flurry of new activity 
to the Association. By the time this column 
appears, we should know who the new 
Commissioner ofPatents and Trademarks 
is. As of this time, there are at least five 
people being considered for the position. 
This Association has recommended Robert 
A. Armitage, Vice President, Corporate 
Intellectual Property Law, The Upjohn Cor
poration. Time will tell. 

Several hats are also in the ring for the 
vacancy on the Court of Appeals for the 
Federal Circuit. John Pegram of Davis, 
Hoxie, Faithfull and Hapgood, a past Presi
dent of the Association, is actively seeking 
the position, as is Professor Donald S. 
Chisum of Morrison and Foerster, Seattle, 
Washington. These names have been re
ferred to the Committee on Public and 
Judicial Personnel and we intend to take a 
position on the qualifications of these can
didates as soon as we have a report from the 

/''''~~mittee and the Clinton Administration 
~)les a person to deal with recommenda

tions for these vacancies. 

The Patent Harmonization Debates, 
to be held in conjunction with Fordham 
University, are scheduled for :March 25
26, 1993. The program will feature a 
day and a half ofexcellent debates on the 
important issues relating to patent har
monization. Senator Dennis DeConcini 
has agreed to be a luncheon speaker on 
Thursday, :March 25. Brochures, in
cluding registration information, will be 
included in upcoming mailings from 
this Association, as well as mailings 
from the American Intellectual Property 

Law Association. This promises to be an 
excellent preparation for the WIPO Diplo
matic Conference, which is scheduled for 
July 12-30, 1993 in Geneva and to which 
we will send a delegate. 

The Annual Dinner in Honor of the 
Federal Judiciary is to be held back-to-back 
with this event, and with Edward I. Koch as 
our speaker, this too should be an interest
ing event. 

M. Andrea Ryan 
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PATENT 

HARMONIZATION 


ISSUES TO BE 

DEBATED 


by William J. Brunet 

On March 25 and 26, 1993. a series of 
debates onpatenthannonization will beheld 
at Fordham Law School. These debates are 
being sponsored by theNYPTC andFordham 
Law School in cooperation with the AIPLA 
and the NClPLA. 

The Patent Harmonization Treaty may 
be a reality in 1993; and. ifapproved, it will 
change our patent laws more significantly 
than at any time in the last 150 years. In 
addition to changing from a first-to-invent 
system to a frrst-to-fIle system. the treaty 
will require changes in the definition ofprior 
art, the grace period, the tenn of patents, 
secrecy of patent applications and rights of 
prior users. In addition, the treaty will re
quire foreign countries to recognize a grace 
period, to eliminate pre-grant oppositions, 
to conduct examination with greater dis
patch and to recognize a doctrine ofequiva
lents. Whether these and other provisions of 
the treaty provide a balanced package in the 
interests of the United States is a question of 
importance to all practitioners and their cli
ents. 

The Association has arranged for well 
recognized experts to speak for and against 
each of several important issues raised by 
the treaty. For maximum effect in bringing 
out the benefits and consequences of the 
treaty, a rigid debate format has been se
lected, with a period for questions and com
ments after each speaker's presentation, fol
lowed by a period for summations by the 
speakers. About one and one halfhours will 
be assigned to each issue. Reference materi
rus, including copies ofthe treaty and summa
ries of the main points to be argued on each 
issue will be provided to those who attend. 

Introductory comments will beprovided 
by Michael K. Kirk, Assistant Commis
sioner for External Affairs of the USPTO 
and Ludwig Baeumer, Director, Industrial 
Property Division of WIPO. 

The issues to be debated and the main 
speakers for and against each issue are as 
follows: 

ISSUE NO. 1 

Patent Harmonization will provide 
changes in the laws of other countries that 
will be of significant benefit to U.S. inven
tors and their assignees. 

Speaker For: William L. Keefauver 
(President IIPA - New Vernon, NJ) 

Speaker Against: Thomas E. Fisher 
(Watts. Hoffman. Fisher & Heinke 

Cleveland. OR) 

ISSUE NO. 2 

If the United States adopts a frrst-to--fIle 1 

system, it should provide for the publication 
of pending patent applications· eighteen or 
twenty-four months after their flling or pri
ority date. 

Speaker For: Jerome G. Lee 

(Morgan & Finnegan - New York, NY) 


Speaker Against: Paul H. Heller 

(Kenyon & Kenyon - New York, NY) 


ISSUE NO. 3 


Ifthe United States adopts a frrst-to--file 
system, it should accept a limitation on the 
scope ofits grace period to acts of the inven
tor and assignees and derivers from the in
ventor. 

Speaker For: Nancy 1. Linck 

(Cushman. Darby & Cushman 

Washington, D.C.) 

Speaker Against: Joseph A. DeGrandi 

(Beveridge, DeGrandi & Weilacher 

Washington, D.C.) 


ISSUE NO. 4 


Ifthe United States adopts a frrst-to--file 
system, it should grant prior user rights to 
those who, before the filing or priority date, 
commercially used or made serious and ef
fective preparations for use of the invention 
in the United States. 

Speaker For: Roger S. Smith 

(IBM Corporation - Purchase, NY) 


Speaker Against: Douglas W. Wyatt 

(Wyatt, Gerber, Burke & Badie 

New York, NY) 


ISSUE NO. 5 

A U.S. patentor application which was 
published subsequent to the filing orpriorit{ 
date of another's application shall be effec2 
tive aspriorart, for novelty purposes only, as 
of its own filing or priority date. 

Speaker For: Michael J. Pantuliano 
(Pfizer Corporation - New York, NY) 
Speaker Against: Howard W. Bremer 

(Wisconsin Alumni Research Foundation 
- Madison, WI) 

ISSUE NO. 6 

Ifthe United States adopts a frrst-to--file 
system, it should consider aspartofpriorart, 
publicly available information anywhere in 
the world even ifnot published or patented. 

Speaker For: William S. Thompson 
(Caterpillar Incorporated Peoria, IL) 

Speaker Against: John B. Pegram 
(Davis Hoxie Faithfull & Hapgood 

New York, NY) 

ISSUE NO. 7 

The United States should adopt a ftri 
to--file system as part ofa balanced package 
in the interest ofachieving worldwide patent 
harmonization. 

Speaker For: Robert A. Armitage 

(The Upjohn Corporation -


Kalamazoo, MI) 

Speaker Against: Donald W. Banner 


(Banner, Birch, McKie & Beckett 

Washington, D.C.) 


At the forthcoming debates 

on Patent Harmonization 


on March 25 and 26, 1993 

at Fordham Law School under 


the auspices of the NYPTC, 

the WIPO Treaty on 


Hannonization 

will be discussed. 


A copy of the Treaty is included 

as an insert in this issue 


of the Bulletin. 
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This event is timed to coincide with the 
annual dinner in honor of the Federal Judi

. r.~ which will be held at the Waldorf 
( 'loria Hotel on Friday, March 26,1993. 
'this will enable Association members and 

their guests to combine an educational pro
gram with a social function. We are ad
vised that the program should qualify for 
CLEcredit. 

Flyersfortheprogram are being mailed 
out separately to Association members and 
to AIPLA members. For further informa
tion, please contact William J. Brunet 
(Fitzpatrick, Cella. Harper & Scmto) at 
212/758-2400 orMichaelN. Meller(Meller 
& Associates) at 212/953-3350. • 

STEPHEN KING 
v. a INNOVATION 

BOOKS: 
GIVING CREDIT 

WHERE CREDIT'S 
NOT DUE 

by Richard S. Mandel 

The following is a summary ofa speech 
which Richard Mandel gave at a recent 

lUncheon meeting ofthe Association~ 

In an industry where the typical dis
pute involves a battle for bigger and bolder 
credits, the recent case of King v. Innova
tion Books, 976 F.2d 824 (2d Cir. 1992) 
presented the reverse situation. The law
suit involved an attempt by the world re
nownedauthor Stephen King to have all his 
credits removed from the motion picture 
"The Lawnmower Man" on the grounds 

,.tllat they were false and misleading under 
ation 43(a) of the Lanham Act and appli

cable state law. King's objections were 

directed in particular against two types of 
credits: 1) a possessory credit, in which the 
movie was entitled "Stephen King's The 
Lawnmower Man"; and 2) a "based upon" 
credit which represented the movie as hav
ing been "based upon a short story by 
Stephen King." 

King had written his ten page short 
story "TheLawnmower Man" back in 1970 
before he had achieved his famed status, 
and he had assigned the adaptation rights to 
the story to a predecessor of defendant 
Allied Vision, Ltd. in 1978. Theagreement 
gave broad rights to the producer to do what 
itsaw fit with the story, butwas silent on the 
question of credits except for a provision 
that required that King receive credit for 
any movie based "wholly or substantially" 
on his story. King himself played no role at 
all in the making of the film. 

The movie in its fmal format included 
the climactic scene of King's short story in 
which a lawnmower directed solely by the 
power of the human mind chases a man 
through his house before chopping him to 
death. However, according to King's testi
mony, that scene had been "cynically" 
dropped in1:9 a movie which otherwise had 
nothing to do with his short story solely to 
justify the use of his name in selling the 
movie. 

At the district court level, Judge Mot
ley of the Southern District of New York 
accepted King's arguments across-the
board and entered a preliminary injunction 
prohibiting any use of his name in connec
tion with the movie. As to the possessory 
credit, she found it to be false on its face 
because King had not participated in any 
way in the making of the film, and had not 
even given his approval to the film at any 
pointin the creative process (as he had done 
with other movies in which a possessory 
credit had been used). With respect to the 
"based upon" credit, Judge Motley found 
that while it afforded the defendants more 
leeway in describing King's relationship to 
the movie, such a credit "grossly exagger
ated" the relationship between the movie 
and his short story in a way that would 
likely mislead the public. 

On appeal, a unanimous panel of the 
Second Circuit affIrmed as to the posses
sory credit, finding ample evidence to sup
port Judge Motley's conclusion, but re
versed as to the "based upon" credit. Al
though it was the possessory credit that 

constituted the major emphasis of the law
suit, it is the "based upon" credit that pre
sents the more challenging legal question. 

The Second Circuit ruled that Judge 
Motley had erred in finding the "based 
upon" credit misleading because she had 
focused onthe small amount ofthe film that 
was derived from the short story (about two 
minutes out of a nearly two hour film), 
rather than the relatively larger amount of 
the short story that was used in the film 
(approximately three pages out of a ten 
page story representing the climactic scene 
of the story). The Court held that the 
starting point in the analysis was a copy
right test: if under principles of copyright 
law, the movie would without a license 
from King - be considered an infringing 
derivative work, then the movie could accu
mtely be said to be "based upon" the short 
story, in the absence of "persuasive 
countervailing facts and circumstances." 
Applying this copyright standard, the Court 
concluded that the movie was "based upon" 
the short story since regardless ofhow much 
other material was contained in the movie, 
the inclusion of the climactic scene of the 
short story would have to be considered both 
qualitatively and quantitatively significant. 

The question arises whether in the con
text ofKing'sLanham Actclaim, the copy
right standard is an appropriate test. There 
are arguably differing policies underlying 
the copyright and trademark principles at 
work, and itmay well be that the transfer of 
copyright principles is not the best way to 
analyze the question. For example, there 
arecertainly important reasons from a copy
right perspective why onewould look to the 
amount ofmaterial taken from the underly
ing work itself in determining infringe
ment. Certainly; the law would not want to 
insulate infringers from liability by encour
aging them to take substantial portions of a 
relatively short work and have them bury it 
within a much larger work. To use a crude 
example, the fact that one had plagiarized 
all ofa five pageshort story and reproduced 
it within a five hundred page novel involv
ing completely different characters and 
themes should not protect one from a find
ing of infringement. 

Applying that same example in the 
context of the Lanham Act, however, it 
would still appear to be false advertising to 
claim in such a situation that the novel had 
been "based upon" the short story, even 
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assuming that the necessary rights to use 
the short story had been obtained. The 
critical point is that the Lanham Act is 
concerned with the public's perception, 
and it is doubtful that the words "based 
upon" will be understood by the public in a 
way having anything to do with the nuances 
of the copyright law. To return to the 
languageofJudge Motley's opinion below, 
itwould appear likely that the public will be 
misled by the use of"based upon" language 
into believing some connection between 
King and the short story going beyond the 
inclusion ofone scene from the story occu
pying only two minutes of screen time and 
"used in a manner fundamentally inconsis
tent with the essential plot, characters and 
theme of the short story." 24 USPQ 2d at 
1280. 

Now in fairness to the Second Cin::uit, 
it did qualify the copyright standard it im
posed with a caveat: that the use of ''based 
upon" would not be misleading where it 
was accurate in a copyright law sense, 
"absentpersuasivecountervailing!actsand 
circumstances." 976 F.2d at 830 (emphasis 
added). And since the preliminary injunc
tion hearing took place on a highly expe
dited schedule with the major focus on the 
possessory credit, there was little in the 
record from which to extrapolate the public's 
perception of the ''based upon" language. 
In fact, there was even some expert testi
mony in the record arguably supporting the 
Second Circuit's approach at least insofar 
as industry standards are concerned. Nev
ertheless, the question remains for future 
cases (and perhaps the fmal trial on the 
merits in this case) whether the copyright 
law is the appropriate starting point for 
claims of this nature, with evidence of 
consumer understanding reduced to mere 
"countervailing" facts to be weighed in the 
balance. I would suggest that for purposes 
of the Lanham Act, the proper focus should 
be the public's understanding since it is, 
after all, the public that the Lanham Act is 
ultimately designed to protect. • 

NEWS FROM THE 
BOARD OF 


DIRECTORS 

by William H. Dippert 

At the October 13 Board meeting, 
Howard Barnaby, who distributed the 
Treasurer's Report, commented that the 
Association's bank balance is higher than 
usual because the Nassau Inn had not yet 
been paid for the recent CLE Weekend. In 
addition, Mr. Barnaby distributed a list of 
members who had not responded to a third 
notice for dues. He was authorized to send 
a follow-up letter. 

Andrea Ryan advised that at the next 
Board meeting Edward Vassallo would 
present a report concerning the CLE Fall 
Weekend Program. This was followed by 
discussion among the Board concerning (1) 
reasons for disappointing attendance and 
(2) possible changes to the present CLE 
program to encourage additional attendance, 
such as holding the program in New York 
City. John Murnane reported that Fordham 
Law School may be receptive to hosting a 
CLE Weekend, and Ms. Ryan asked him to 
convey this to Mr. Vassallo. 

Michael Meller discussed efforts to 
conduct a harmonization program next 
spring prior to the Judges' Dinner. He 
reported that he and William Brunet had 
met with representatives from Fordham 
Law School and had reviewed the facilities 
thatFLS is willing to make available. Also, 
hereported that ifabout $300 ischargedper 
attendee, the program should at least break 
even. There was extensive discussion con
cerning the structure of the program, par
ticularly the extent ofparticipation bypatent 
agents or attorneys from outside the U.S. It 
was finally determined that Mr. Meller and 
Mr. Brunet would meet, in conjunction 
with their respective committees, to reach 
an agreement as to the format of the pro
gram. 

Theresa Gillis reported on behalf of 
the U.S. Patent Practice Committee. She 
indicated that her committee has been asked 
to consider whether the U.S. Patent and 
Tmdemark Office should be an indepen
dent agency, which consideration will in
volve reviewing a formal report prepared 

by the AIPLA. In addition, Ms. Gillis 
reported about the NIH Gene Sequence 
patent application. Ms. Ryan asked thaD 
Ms. Gillis' committee continue to monito. » 
the NllI application, perhaps in coordina
tion with Thomas Creel. 

Andrea Ryan reported on her efforts to 
secure a speaker for the 1993 Judges Din
ner. She indicated that there is an outstand
ing invitation to a Supreme Court Justice 
and that a Second Circuit Judge is her next 
choice. 

Pasquale Razzano reported that he will 
be meeting shortly with Horizon and the 
Waldorf-Astoria concerning the Judges 
Dinner. It was agreed that bankruptcy 
judges and the chairman ofthe Patent Sec
tion of the NYSBA would be invited again 
this year. 

Mr. Barnaby reported that he had met 
with Wayne Kennard and his Public Forum 
Committee. Among the items discussed 
was the possibility of a permanent tele
phone number in Manhattan for the Asso
ciation. Mr. Razzano offered to ask Hori
zon about having them answer any such 
telephone line. 

Ms. Ryan commented that with regard 
to the Federal Circuit, nothing concerninV""'\. 
proposed candidates was expected until th" 
end of the year. Mr. Smith commented that 
the Association should bepro-active in this 
regard. 

By unanimous vote, twenty-six appli
cants were elected to membership. 

Greg Battersby commented that 
Prentice-Hall may be interested in forming 
a relationship with an intellectual property 
association. The extent of the possible 
relationship isnot clear, but it could include 
having Prentice-Hall sponsor the 
Greenbook. Also, perhaps there may be a 
publication that could be published on a 
royal ty basis. 

At the November 20 Board meeting, 
Howard Barnaby reported that notices were 
sent to Association members who had not 
responded to a third notice for dues. Any 
member who does not respond within thirty 
days to this letter will be deleted from the 
mailing list. Mr. Barnaby expressed some 
concern about any deposit that may be 
required in connection with the August, 
1993 function for the ABA. He recom
mended that any deposit requirement beA 
minimized and/or deferred. \...) 

Edward Filardi reported on the Host 
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PREAMBLE 

The Contracting PartieS 

Alternative A 
DESIRING to strengthen interna

tional cooperation in respect of the pro
tection of iilventions, 

CONSIDERING that such protec
tion is facilitated by a harmonization of 
patent law, 

RECOGNIZING the need to take 
into consideration the public policy ob
jectives underlying national patent law, 

TAKING INTO ACCOUNT devel
opment, technological and public interest 
objectives of the Contracting Parties. 

HAVB CONCLUDED the present 
Treaty, which constitutes a special agree
ment within the meaning ofArticle 19 of 
the Paris Convention for the Protection of 
Industrial Property. 

Alternative B 
Note: Same text as Alternative A, 

without the third and fourth paragraphs. 

Article 1 

Establishment of a Union 


The States and intergovernmental or
ganizations party to' this Treaty (hereinaf
tercalled "the Contracting Parties") consti
tute a union for the purposes of this Treaty. 

Article 2 

Definitions 


For the purposes of this Treaty, un
less expressly stated otherwise: 

(i) references to an "application" 
or "application for a patent" shall be con
strued as references to an application for 
a patent for invention; 

(ii) "priority date" means the fil

ing date of the application for a patent, 
utility model or other title protecting an 
invention which has been filed with an
other or, where the Contracting Party so 
provides, the same Office and the priority 
of which is claimed; where the priorities of 
two or more such applications are claimed, 
the priority date, 

(a) for the purpose ofcomput
ing time limits, shall be the filing date of 
the earliest-filed of those applications, 

(b) for any otherpurpose, shall 
be, for each element of the invention, the 
filing date of the earliest-filed of those 
applications which contain that element; 

(iii) "prescribed" means pre
scribed in the Regulations under this 
Treaty that are referred to in Article 29; 

(iv) references to a "patent" shall 
be construed as references to a patent for 
invention; 

(v) "Office" means the govern
mental or intergovernmental agency en
trusted with the granting of patents by a 
Contracting Party; 

(vi) references toa "person" shall 
be construed as references to both a natu
ral person and a legal entity; 

(vii) "Director General" means 
the Director General of the World Intel
lectual Property Organization; 

(viii) "published" means made 
accessible to the public; 

(ix) "substantive examination" 
means the examination of an application 
by an OffiCe to determine whether the 
invention claimed in the application sat
isfies the conditions of patentability re
ferred to in Article 11(2) and (3); 

(x) references to an "instrument 
of ratification" shall be construed as in
cluding references to instruments of ac
ceptance and approval; 

(xi) "Assembly" means the As
sembly of the Union; 

(xii) "Union" means the Union 
referred to in Article 1; 

(xiii) "Organization" means the 
World Intellectual Property Organization; 
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(xiv) "Regulations" means the graph (a). different from those provided for in the 
Regulations under this Treaty that are (6) [Prohibition of Other Require preceding paragraphs may be imposed. 
referred to in Article 29. 

Article 3 

Disclosure and Description 


(1) [Disclosure] (a) The application 
shall disclose the invention in a manner 
sufficiently clear and complete for the 
invention to be carried out by a person 
skilled in the art. 

(b) Where the application refers to 
biologically reproducible material which 
cannot be disclosed in the application in 
such a way as to enable the invention to be 
carried out by a person skilled in the art 
and such material is not available to the 
public, the application shall be supple
mented by a deposit ofsuch material with 
a depositary institution. Any Contracting 
Party may require that the deposit be 
made on or before the filing date or, 
where priority is claimed, the priority 
date of the application. 

(2) [Description] (a) The application 
shall contain a description. 

(b) The description shall have the 
prescribed contents, and such contents 
shall be presented in the prescribed order. 

(3) [Prohibition of Other Require
ments] In respect of the disclosure or the 
description, no requirement additional to 
or different from those provided for in 
this Article and in the relevant provisions 
of the Regulations may be imposed. 

Article 4 

Claims 


(1) [Requirement of Claims in the 
Application] The application shall con
tain one or more claims. 

(2) [Contents of the Claims] The 
claims shall define the matter for which 
protection is sought. 

(3) [S tyIe of the Claims] Each claim 
shall be clear and concise. 

(4) [Relation of the Claims with the 
Description] The claims shall be sup
ported by the description. 

(5) [Manner of Presentation of the 
Claims] (a) The claims shall be presented 
in the prescribed manner. 

(b) A Contracting Party shall be free 
not to require complianoe with all of the 
requirements prescribed under subpara

ments] In respect of the claims, no re
quirement additional to or different from 
those provided for in paragraph (1) to (4) 
and (5)(a) may be imposed. 

Article 5 

Unity of Invention 


(1) [Requirement of Unity of Inven
tion] The application shall relate to one 
invention only or to a group of inventions 
so linked so as to form a single general 
inventive concept ("requirement of unity 
of invention''). 

(2) [Validity of Patent Not Affected 

Article 7 
Belated Claiming of Priority o 
(1) [Delayed Submission of Priority 

Claim] Where the application ("the sub
sequent application") could haveclaimed 
the priority of an earlier application but, 
when filed, did not contain such priority 
claim, the applicant shall have the right to 
claim such priority in a separate declara
tion submitted to the Office within a pe
riod to be fixed by the Contracting Party 

. which shall be at least two months from 
the filing date of the subsequent applica

by LaCk of Unity of Invention] The fact. tion and not more than four months from 
that apatenthas been granted on an appli
cation that did not comply with the re
quiremeut of unity of invention shall not 
be a ground for the invalidation or revo
cation of the patent 

Article 6 

Identification and Mention of 


Inventor: Declaration Concerning 

the Entitlement of the Applicant 


(1) [Identification of the Inventor in 
the Application] (a) The application shall, 
asprescribed,identlfytheinventoror,where 
there are several inventors, all of them. 

(b) No patent maybe granted on an 
application that does not identify an in
ventor. 

(2) [Mention of the Inventor in Pub
lications of the Office] Any publication 
of the Office, containing the application 
or the patent granted thereon, shall men
tion the inventor or inventors as such, 
provided that any inventor may request, 
in a declaration signed by him and filed 
with the Office, that such pUblications 
should not mention him as inventor, in 
which case the Office shall proceed ac
cordingly. 

(3) [Indication ofthe Applicant's En
titlement] Any Contracting Party may 
require that the application indicate the 
legal grounds ofhis entitlement to file the 
application. 

(4) [Prohibition of Other Require
ments] In respect of the identification or 
mention of the inventor or in respect of 
the indication of the applicant's entitle
ment, no requirement additional to or 

the date on which a period of 12 months 
from the filing date of the earlier applica
tion expired. 

(2) [Delayed Filing of the Subse
quent Application] Where the applica
tion ("the subsequent application") which 
claims or could have claimed the priority 
of an earlier application is filed after the 
date on which a period of 12 months from 
the filing date of the earlier application 
expired but before the expiration of a 
period of two months from the date on 
which that 12-month period expired, the 
Office shall restore the right of priority •
upon an express request submitted to the 
Office before the expiration of the said 
two-month period, if the request states 
and the Office fmds that, in spite of all due 
care required by the circumstances, the 
subsequent application could not have 
been filed within the said 12-month pe
riod. The request for restoration shall 
state the grounds on which it is based, and 
the Office may require the production of 
corresponding evidence.] 

Article 8 
Filing Date 

(1) [Absolute Requirements] Thefll
ing date of the application shall be the 
date ofreceipt by the Office of at least the 
following elements: 

(i) an express or implicit indica
tion that the granting ofa patent is sought; 

(ii) indications allowing the iden-. 
tity of the applicant to be established; 

(iii) a partwhich, on the faceofit, o 
appears to be a description ofan invention. 
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(2) [pennitted Additional Require
ment] (a) A COt:1tracting Party may pro
vide that the filing date may be refused if 
ither of the following requirements is 
ot satisfied within the prescnood time 

limit: 
(i) the application contains a part 

which. on the face of it, appears to be a 
claim or claims; 

(ii) the required fee is paid. 
Where a Contracting Party provides 

for any ofthe foregoing requirements and 
the requirements are complied with later 
than the date of receipt by the Office of 
the elements referred to in paragraph (1), 
but within the prescribed time limit, the 
filing date of the application shall be the 
date of receipt by the Office of the said 
elements. 

(b) A Contracting Party may apply 
a requirement referred to in subparagraph 
(a) only if 

(i) it applied such requirementat 
the time ofbecoming party to this Treaty, 
or 

(ii) it has, after having become 
party to thisTreaty, to apply such require
ment in order to comply with an obliga
tion under a treaty concluded before the 

i ~date of entry into force of this Treaty. 
V 	 (3) [Drawings] Iftheapplicationre

fers to drawings but such drawings arenot 
received by the Office a~ the date ofreceipt 
oftheelements referred to in paragraph (1), 
at the option of the applicant either any 
reference to the drawings shall be deemed 
to be deleted or the filing date of the appli
cation shall be the date on which the draw
ings are received by the Office. 

(4) [Replacing Description Claims 
and Drawings by Reference to Another 
Application] Notwithstanding paragraphs 
(1), (2) and (3). 

Alternative A: each Contracting Party 
shall 

AlternativeB: any ContractingParty may 

provide that a reference in the appli
cation to another previously filed appli
cation for the same invention by the same 
applicant or his predecessor in title may, 
for the purposes of the filing date of the 

."application, replace any of the following
r:. 	'elements:
0: (i) the part which, on 'the face of 

it, appears to be a description ofan inven
tion, 

(ii) the part which, on the face of 
it, appears to be a claim or claims, or 

(iii) any drawings, 
provided that the said partsahd draw

ings and, where the other application was 
not filed with the same Office, a certified 
copy ofthe other application are received 
by the Office within the prescribed time 
limit. Ifthe said parts and drawings, and, 
where required, the certified· copy, are 
received by the Office within the said 
time limit. the flling date of the applica
tion shall, provided that the other require
ments concerning the filing date are ful
filled, be the date on which the applica
tion containing the reference to the previ
ously filed application was received by 
the Office. 

(5) LLanguage] (a) Any Contracting 
Party may require that the indications 
referred to in paragraph (l)(i) and (ii) be 
in the official language. 

(b) Any Contracting Party may, if 
any of the parts referred to in paragraph 
(1)(iii)and paragraph (2)(a)(i) or any text 
matter contained in any drawings is in a 
language other than the official language, 
require that a translation thereof in the 
official language be received by its Office 
within the prescribed time limit If the 
translation is so received, the filing date 
of the application shall be the date of 
receipt by the Office of the elements 
referred to in paragraph (1) in the lan
guage in which they were first received. 

(c) Any Contracting Party may 
require that the parts referred to in para
graph (4)(i) and (ii) and any text matter 
contained in drawings referred to in para
graph (4)(iii) be furnished in the official 
language within the time limit referred to 
in paragraph (4). 

(d) For the purposes of this para
graph, "official language" means the of
ficiallanguage of the Office or, if there 
are several such languages, any of them. 

(6) [Prohtbition of Other Require
ments] (a) In respect of the filing date. no 
requirement additional toor different from 
those provided for in the preceding para
graphs may be imposed. 

(b)NotwithStailding subparagraph 
(a), a Contracting Party may, for the pur
poses ofany treaty providing for the grant 
of regional patents, require that an appli

cation for a regional patent contain the 
designation of at least one State party to 
that treaty. 

Article 9 

Right to a Patent 


(1) [Right ofInventor] The right to a 
patent shall belong to the inventor. Any 
Contracting Party shall be free to deter
mine the circumstances under which the 
right to the patent shall belong to the 
employer of the inventor or to the person 
who commissioned the work of the in..: 
ventor which resulted in the invention. 

(2) [Right Where Several Inventors 
Independently Made the Same Invention] 
Where two or more inventors indepen
dently have made the same invention, the 
right to a patent for that invention shall 
belong, 

(i) where only one application is 
flled in respect of that invention, to the 
applicant, as long as the application is not 
withdrawn or abandoned, is not consid
ered withdrawn or abandoned, or is not 
rejected, or 

(ii) where two or more applica
tions are filed in respect of that invention, 
to the applicant whose application has the 
earliest filing date or. where priority is 
claimed, the earliest priority date, as long 
as the said application is not withdrawn or 
abandoned, is not considered with(lrawn 
or abandoned, or is not rejected. 

Article 10 
Fields of Technology 

Alternative A 
(1) Patent protection shall be avail

able for inventions in all fields oftechnol
ogy which are new, which involve an 
inventive step and which are industrially 
applicable, except for: 

(i) inventions whose use would 
be contrary to public order, law or moral
ity or injurious to public health; 

(ii) plant or animal varieties or 
essentially biological processes for the 
production of plants or animals; 

(iii) discoveries and materials or 
substances already existing in nature; 

(iv) methods of medical treat
ment for humans or animals; 

(v) nuclear and fissionable ma
terial. 
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(2) Contracting States may, on 
grounds of public interest, national secu
rity, public health, nutrition, national de
velopment and social security, exclude 
from patent protection, either in respect 
of products or processes for the manufac
ture of those products, certain fields of 
technology, by national law . 

(3) Contracting States shall notify 
the Director General of such exclusions 
by a written declaration. Any such decla
ration may be withdrawn at any time 
totally or partially by notification ad
dressed to the Director General. 

Alternative B 
Patent protection shall be available 

for inventions, whether they concern prod
ucts or processes, in all fields of technol
ogy. 

Article 11 

Conditions or Patentability 


(1) [patentability] In order to be pat
entable, an invention shall be novel, shall 
involve an inventive step (shall be non-
obvious) and shall be, at the option of the 
Contracting Party, either useful or indus
triallyapplicable. 

(2) [Novelty] (a) An invention shall 
be considered novel if it does not form 
partofthepriorart. For the determination 
ofnovelty, items ofprior art may onl y be 
taken into account individually. 

(b) The prior art shall consist of 
everything which, before the fIling date 
or, where priority is claimed, the priority 
date of the application claiming the in
vention, has been made available to the 
public anywhere in the world. 

[(c)Notwithstanding subparagraph 
(b),anyContracting Party shall be free to 
exclude from the prior art matter made 
available to the public, by oral communi
cation, by display or through use, in a 
place or space which is not under its 
sovereignty or, in the case of an inter
governmental organization, under the 
sovereignty of one of its membe~ States.] 

(3) [Inventive Step (Non-Obvious
ness)] An invention shall be considered to 
involve an inventive step (be non-obvi
ous) if, having regard to the prior art as 
defined in paragraph (2), it would not 
have been obvious to a person skilled in 
the art at the filing date or, where priority 

is claimed, the priority date of the appli
cation claiming the invention. 

Article 12 

Disclosures Not Affecting 


Patentability 

(Grace Period) 


(1) [CircumstancesofDisclosure Not 
Affecting Patentability] Disclosures of 
information which otherwise would af
fect the patentability of an invention 
claimed in the application shall not affect 
the patentability of that invention where 
the information was disclosed, during the 
12 months preceding the fIling date or, 
where priority is claimed, the priority 
date of the application, 

(i) by the inventor, 
(ii) by an Office and the infor

mation was contained (a) in another ap
plication fIled by the inventor and should 
not have been disclosed by the Office, or 
(b) in an application fIled without the 
knowledge or consent of the inventor by 
a third party which obtained the informa
tion director indirectly from the inventor, 

(iii) by a third party which ob
tained the information direct or indirectly 
from the inventor. 

(2) ["Inventor,,] For the purposes of 
paragraph (l), "inventor" also means any 
person who, at the filing date ofthe appli
cation, had the right to the patent. 

(3) [No Time Limit for Invoking 
Grace Period] The effects of paragraph 
(1) may be invoked at any time. 

(4) [Evidence] Where the applicabil
ity ofparagraph (1) is contested, the party 
invoking the effects of that paragraph 
shall have the burden of proVing, or of 
making the conclusion likely, that the 
conditions of that paragraph are fulfIlled. 

. Article 13 
Prior Art Effect or Certain 

Applications 

(l) [Principle of "Whole Contents'1 
(a) Subjecuo subparagraph (b), the whole 
contents of an application (the former 
application) as filed in, or with effect for, 
a Contracting Party shall, for the purpose 
of determining the novelty of an inven
tion claimed in another application fIled 
in, or with effect for, that Contracting 
Party, be considered as prior art from the 

fIling date of the former application on 
condition that the former application or 
the patent granted thereon is published 
subsequently by the authority competent 0for the publication of that application or 
patent. Any Contracting Party may con
sider the whole contents of the former 
application to be prior art also for the 
purpose of determining whether the in
vention satisfies the requirement of in
ventive step (non-obviousness). 

(b) Where the former application 
referred to in subparagraph (a) claims the 
priority of an earlier application for a 
patent, utility model or other title protect
ing an invention, matter that is contained 
in both the former application and such 
earlier application shall be considered as 
prior art in accordance with subparagraph 
(a) from the priority date of the former 
application. 

(c) For the purposes of subpara
graph (a), the "whole contents" of an 
application consists of the description 
and any drawings, as well as the claims, 
but not the abstract. 

(2) [Applications No Longer Pend
ing] Where the former applicationre
ferred to in paragraph (1)(a) has been 
published in spite of the fact that, before "-'i I 

the date of its publication, it was with
drawn or abandoned, was considered with •
drawn or abandoned, or was rejected, it 
shall not be considered as prior art for the 
purposes of paragraph (1)(a). 

(3) [International Applications Un
der the pcn As regards international 
applications fIled under the Patent Coop
eration Treaty, any Contracting Party may 
provide that paragraph (1) shall apply 
only ifthe acts referred to in Article 22 or, 
where applicable, Article 39(1) ofthat 
Treaty have been performed. 

(4) [Self-Collision] [(a)] Paragraph 
(1) shall not apply when the applicant of, 
or the inventor identified in, the former 
application, and the applicant of, or the 
inventor identified in, the application 
under examination, is one and the same 
person. 

[(b) Any Contracting Party that 
considers the whole contents ofthe former 
application to be prior art only for the 
purpose of determining the novelty ofthe 
invention shall be free not to apply sub
paragraph (a).] 0 
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Article 14 

Amendment or Correction of 


Application 


o (1) [AmendmentsorCorrectionsFol
lowing Office Findings] Wherever the 
Office finds that the application does not 
comply with any requirements applicable 
to it, it shall give the applicant at least one 
opportunity to amend orcorrect the appli
cation or to comply with the said require
ments. Such an opportunity need not be 
given before the application has a f:tling 
date. 

(2) [Amendments or Corrections on 
Applicant' s Initiative] Theapplicant shall 
have the right, on his own initiative, to 
amend or correct the application or to 
comply with a requirement applicable to 
the application up to the time when the 
application is in order for grant; however, 
any Contracting Party which provides for 
substantive examination mayprovide that 
the applicant shall have the right to amend 
or correct, on his own initiative, the de
scription, the claims and any drawings, 
only up to the time allowed for the reply 
to the first substantive communication 
from the Office. 

.~ (3) [Limitation of Amendments or 

.,Corrections] No amendment or correc
tion of the application may go beyond 
what has been disclosed in the application 
as f:tled. 

Article 15 
Publication of Application 

(1) [Requirement to Publish the Ap
plication] (a) Subject to paragraphs (2) to 
(4), the Office shall publish the applica
tion as soon as possible after the expira
tion of18 months from the f:tling date or, 
where priority is. claimed, the priority 
date. 

(b)Notwithstanding subparagraph 
(a), any Contracting Party that, at the time 
ofdepositing its instrument ofratification 
of, or accession to, this Treaty, does not 
provide for the publication of applica
tions as provided in subparagraph (a) may 
notify the Director General at the said 
time that it reserves the right to publish 
applications as soon as possible after the 
expiration of 24 months, rather than 18 

~months, from the filing date, or, where 
'-'priority is claimed, the priority date. 

(2) [Earlier Publication atApplicant' s 
Request] If, before the expiration of the 
time limit referred to in paragraph (1), the 
applicant requests that the application be 
published, the Office shall, without delay 
after the receipt ofthe request, publish the 
application. 

(3) [National Security] Any Con
tracting Party shall be free not to publish 
an application for reasons of national 
security. 

(4) [Circumstances in Which Publi
cation May NotTake Place] (a) No appli
cation may bepublishedifit is withdrawn 
orabandoned or is considered withdrawn 
or abandoned 

(i) earlier than two months be
fore the expiration of the time limit appli
cable under paragraph (1) or, 

(u) where the Office completes 
the technical preparations for publication 
later than two months before the expira
tion of the time limit applicable under 
paragraph (1), prior to the completion of 
such preparations. . 

(b) No application may be pub
lished if it has been rejected. 

Article 16 

Time Limits for Search and 


Substantive Examination 


(1) [Time Limits for Search] (a) If a 
Contracting Party provides for substan
tive examination, its Office shall publish, 
at the same time as the application is 
published under Article 15, a report, es
tablished by or on behalf of that Office, 
citing any documents that reflect the prior 
art relevant to the invention claimed in 
the application (hereinafter referred to as 
"the searcb report"). 

(b) Notwithstanding subparagraph 
(a), where Article 15(2)applies, the search 
report need not be published at the same 
time as the application, provided that it 
shallbepublished as soon as possible, but 
not later than the expiration of the time 
limit applicable under Article 15(1). 

(c) If, notwithstanding subpara
graphs (a) and (b), for any exceptional 
reason, the search report cannot be pub
lished as provided for in those subpara
graphs, it shall be published as soon as 
possible and in no case later than six 
months after the expiration of the time 
limit applicable under Article 15(1). 

(2) [Time Limits for Substantive Ex
amination] (a) Ifa Contracting Party pro
vides for substantive examination, its 
Office shall start the substantive exami
nation of the application not later than 
three years from the fIling date of the 
application. 

(b) Notwithstanding subparagraph 
(a), a Contracting Party shall be free to 
provide that no substantive examination 
shall be carried out and the application 
shall be considered withdrawn or aban
doned, or shall be rejected, if a request is 
not made, within three years from the 
f:tling dateof the application, to its Office 
by the applicant or any third party that 
substantive examination should start. 
Where such a request is made, the Office 
shall start the substantive examination 
promptly after rec~ipt of the request. 

(c)The Office shall, whereverpos
sible, reach a fmal decision on the appli
cation not later than two years after the 
start of substantive examination. 

Article 17 

Changes in Patents 


(1) [Limitation of Extent of Protec
tion] The owner ofa patent shall have the 
right to request the competent Office to 
make changes in the patent in order to 
limit the extent of the protection con
ferred by it. 

(2) [Obvious Mistakes and Clerical 
Errors] The owner of a patent shall have 
the right to request the competent Office 
to make changes in the patent in order to 
correct obvious mistakes or to correct 
clerical errors. 

(3) [Additional Changes That May 
BeAlIowed] Each Contracting Party may 
provide that the owner of a patent shall 
have the right to request the competent 
Office to make changes in the patent in 
order to correct mistakes or errors, other 
than those referred to in paragraph (2), 
made in good faith, provided that, where 
the change would result in a broadening 
of the extent of protection conferred by 
the patent, no request may be made after 
the expiration of two years from the grant 
of the patent and the change shall not 
affect the rights of any third party which 
has relied on the patent as published. 

(4) [Changes Affecting the Disclo
sure] No change in the patent shall be 
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permittedunderparagraphs(l)or(3)where 
the change would result in the disclosure 
contained in the patent going beyond the 
disclosme contained in the application as 
filed. 

(5) [Decision in Respect of the Re
quest and Publication of the Changes] If, 
and to the extent to which, the competent 
Office changes the patent according to 
paragraphs (l), (2) or (3), it shall publish 
the changes. 

Article 18 

Administrative Revocation 


(1) [Administrative Revocation] (a) 
Whereapatentwasgrantedaftersubstan
tive examination, any person shall have 
the right to request the competent Office 
torevoke the patent, in whole or in part, at 
least on the ground that, because ofoneor 
several documents available to the pub
lic, the conditions of novelty or inventive 
step are not satisfied. 

(b) The request for revocation may 
be presented during a period to be fixed 
by the Contracting Party which shall com
mence from the announcement in the 
official gazette of the grant of the patent 
and shall not be less than six months. 

(c) No request for revocation may 
be based on grounds of non-compliance 
with formal or procedural requirements. 

(d) No decision may be made by the 
Office departing from the request unless 
theperson having made therequesthas had 
at leastone opportunity to present his argu
ments on the grounds on which the Office 
intends to depart from the request. 

(e) The Office may not revoke the 
patent, in whole or in part, at the request 
of a third party, unless the owner of the 
patent has had at least one opportunity to 
present his arguments on the grounds on 
which the Office intends to revoke the 
patent. 

(2) [Prohibition ofPre-grant Opposi
tion] (a) No Contracting Party may allow 
any party to oppose, before its Office, the 
grant ofpatents ("pre-grant opposition"). 

(b) Notwithstanding subparagraph 
(a), any Contracting Party which, at the 
time of becoming party to this Treaty, 
provides for the possibility of pre-grant 
opposition may, for a period not exceed
ing the expiration of the tenth calendar 
year after the year in which this Treaty 

was adopted, continue to do so and, for 
the same period, it shall not be obliged to 
apply paragraph (1). 

(c) Any Contracting Party that 
wishes to avail itself of the faculty pro
vided for in subparagraph (b) shall ad
dress a corresponding notification to the 
Director General. As longas the notifica
tion has effect, any reference in this Treaty 
or in the Regulations to the time when the 
application is in order for grant shall be 
replaced, with respect to that Contracting 
Party, by a reference to the time when the 
application is in order for publication for 
the purposes of pre-grant opposition. 

Article 19 

Rigbts Conferred by tbe Patent 


Alternative A 
Note: No article on the rights con

ferred by the patent. 

Alternative B 
(1) [Products] Where the subject 

matter of the patent concerns a product, 
the owner of the patent shall have the 
right to prevent third parties from per
forming, without his authorization, at least 
the following acts: 

(i) the making of the product, 
(ii) the offering or the putting on 

the market ofthe product, the using ofthe 
product, or the importing or stocking of 
the product for such offering or putting on 
the market or for such use. 

(2) [Processes] Where the subject 
matter of the patent concerns a process, 
the owner of the patent shall have the 
right to prevent third parties from per
forming, without his authorization, atleast 
the following acts: 

(i) the using of the process, 
(ii) in respect of any product 

directly resulting from the use of the 
process, any of the acts referred to in 
paragraph (l)(ii), even where a patent 
cannot be obtained for the said product 

(3) [Exceptions to Paragraphs (1) 
and (2)] (a) Notwithstanding paragraphs 
(1) and (2), any Contracting Party may 
provide that the owner of a patent has no 
right to prevent third parties from per
forming, without his authorization, the 
acts referred to in paragraphs (1) and (2) 
in the following circumstances: 

(i) where theactconcerns a Prod

uctwhich has been puton the market by the 
owner of the patent, or with his express 
consent, insofar as such act is performed 
after that product has been so put on the 0)
market in the territory of that Contracting 
Party or, where the Contracting Party is a 
member ofa group ofStates constituting a 
regional market, in the territory of one of 
the member States of such group; 

(ii) where the act is done pri
vately and on a non-commercial scale or 
for a non-commercial purpose, provided 
that it does not significantly prejudice the 
economic interests of the owner of the 
patent; 

. (iii) where the act consists of 
making or using exclusively for the pur
pose of experiments that relate to the 
subject matter of the patented invention 
[or for the purpose ofseeking regulatory 
approval for marketing]; 

(iv) where the act consists ofthe 
preparation for individual cases, in a phar
macy or by a medical doctor, of a medi
cine in accordance with a medical pre
scription or acts concerning the medicine 
so prepared. 

(b) The provisions of paragraphs 
(1) and (2) shall not be interpreted as 
affecting the freedom that Contracting 
Parties have under the Paris Convention 
for the Protection of Industrial Property •
to allow, under certain circumstances, the 
performance of acts without the authori
zation of the owner of the patent. 

(4) [Contributory Infringement] (a) 
Subject to subparagraph (b), a patent shall 
also confer on its owner [at least] the right 
to prevent a third party from supplying or 
offering to supply a person, other than a 
party entitled to exploit the patented in
vention, with means, relating to an essen
tial element of that invention, for carrying 
out the invention, when the third party 
knows. or it is obvious in the circum
stances, that those means are suitable and 
intended for carrying out that invention. 
This provision shall not apply when the 
means are staple commercial products 
and the circumstances of the supply of 
such products do not constitute induce
ment to infringe the patent. 

(b) Persons performing the acts 
referred to in paragraph (3)(a)(ii), (iii) 
and (iv) shall not be considered to be 
parties entitled to exploit the invention 0'within the meaning of subparagraph (a). 
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Alternative C 
(1) [Products] Where the subject 

matter of the patent concerns a product, 
the owner of the patent shall have the 
right to prevent third parties from per
forming, without his authorization, atleast 
the following acts: 

(i) the making of the product, 
(ii) the offering for sale of the 

product, and the using of the product 
(2) [Processes] Where the subject 

matter of the patent concerns a process, 
the owner of the patent shall have the 
right to prevent third parties from per
forming, without his authorization, the 
using of the process. 

(3) [Exceptions to Paragraphs (1) 
and (2)l(a) Notwithstanding paragraphs 
(1) and (2),any Contracting State shall be 
free to provide that the owner of a patent 
has no right to prevent third parties from 
performing, without his authorization, the 
acts referred to in paragraphs (1) and (2) 
in the following circumstances: 

(i) where the act concerns the 
offer for sale or the use ofa product which 
has been offered for sale by the owner of 
the patent, or with his express consent, 
insofar as such an act is performed after 

~ the product has been so offered for sale in 
.. the territory of that Contracting State; 

(ii) where the act is done pri
vately and on a non-commercial scale; 

(iii) where the act consists of 
making or using for exclusively experi
mental, academic or scientific research 
purposes; 

(iv) where the act consists of the 
preparation for individual cases, in a phar
macy or by a medical doctor, of a medi
cine in accordance with a medical pre
scription or acts concerning the medicine 
so prepared. 

(b) The provisions of paragraphs 
(1) and (2) shall not be interpreted as 
affecting the freedom that Contracting 
States have under the Paris Convention 
for the Protection of Industrial Property, 
to allow, under certain circumstances, the 
performance of acts without the authori
zation of the owner of the patent. 

(c) Persons performing the acts 
referred to in paragraph (3)(a)(ii), (iii) 
and (iv) shall not be considered to be 
parties entitled to exploit the invention o within the meaning of-subparagraph (a). 

Article 20 

Prior User 


(1) [Rights of Prior User] 

Alternative A 
Any Contracting Party may provide 

that, notwithstanding Article 19, 

Alternative B 
Notwithstanding Article 19, 

a patent shall have no effect against 
any person (hereinafter referred to as "the 
prior user") who, in good faith, for the 
purposes of his enterprise or business, 
before the filing date or, where priority is 
claimed, the priority date of the applica
tion on which the patent is granted, and 
within the territory where the patent pro
duces its effect, was using the invention 
or was making effective and seriousprepa
rations for such use; any such person shall 
have the right, for the purposes of his 
enterprise or business, to continue such 
use or to use the invention as envisaged in 
such preparations. 

(2) [Successor-in-Title of the Prior 
User] The right ofthe prior user may only 
be transferred to devolve together with 
his enterprise or business, or with that 
part ofhis enterprise or business in which 
the use or preparations for use have been 
made. 

Article 21 

Extent of Protection and 

Interpretation of Claims 


(1) [Determination of the Extent of 
Protection] (a) The extent of protection 
conferred by the patent shall be deter
mined by the claims, which are to be 
interpreted in the light of the description 
and drawings. 

(b) For the purposes of subpara
graph (a), the claims shall be so inter
preted as to combine fair protection for 
the owner of the patent with a reasonable 
degree of certainty for third parties. In 
particular, the claims shall not be inter
preted as being conimed to their strict 
literal wording. Neither shall the claims 
be considered as mere guidelines allow
ing that the protection conferred by the 
patent extends to what, from a consider
ation of the description and drawings by 

a person skilled in the art, the owner has 
contemplated, but has not claimed. 

(2) [Equivalents] (a) Notwithstand
ing paragraph (1)(b), a claim shall be 
considered to cover not only all the ele
ments as expressed in the claim but also 
equivalents. 

(b) An element ("the equivalent 
element") shall generally be considered 
as being equivalent to an element as ex
pressed in a claim if, at the time of any 
alleged infringement, either of the fol
lowing conditions is fulfilled in regard to 
the invention as claimed: 

(i) the equivalent element per
forms substantially the same function in 
substantially the same way and produces 
substantially the same result as the ele
ment as expressed in the claim, or 

(ii) it is obvious to a person 
skilled in the art that the same result as 
that achieved by means of the element as 
expressed in the claim can be achieved by 
means of the equivalent element. 

(c) Any Contracting Party shall be 
free to determine whether an element is 
equivalent to an element as expressed in 
a claim by reference to only the condition 
referred to in subparagraph (b )(i) or to 
only the condition referred to in subpara
graph (b)(ii), provided that, at the time of 
depositing its instrument ofratification of 
or accession to this Treaty, it so notifies 
the Director General. 

(3) [prior Statements] In determin
ing the extent of protection, due account 
shall be taken of any statement limiting 
the scope ofthe claims made by the appli
cant or the owner of the patent during 
procedures concerning the grant or the 
validity of the patent, 

(4) [Examples] Ifthe patent contains 
examples of the embodiment of the in
.vention or examples of the functions or 
results of the invention, the claims shall 
not be interpreted as limited to those 
examples; in particular, the mere fact that 
a product or process includes additional 
features not found in the examples dis
closed in the patent, lacks features found 
in such examples or does not achieve 
every objective or possess every advan
tage cited or inherent in such examples 
shall not remove the product or process 
from the extent ofprotection conferred by 
the claims. 

(5) [Abstract] The abstract ofa patent 
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shall not be taken into account for the 
purpose of determining the protection 
conferred by the patent. 

Article 22 

Term of Patents 


Alternative A 
Note: No article on the term of pat

ents. 

Alternative B 
(1) [Minimwn Duration of Protec

tion] The term ofa patent shall be at least 
20 years. 

(2) [Starting Date of Term] (a) The 
starting date of the term of a patent shall 
be the fIling date of the application on 
which the patent is granted, whether or 
not the application claims the priority of 
another application. 

(b)Notwithstanding subparagraph 
(a), where an application (the subsequent 
application) invokes one or more earlier 
applications without claiming the prior
ity ofany ofthose earlier applications, the 
starting date of the term of the patent 
granted on the subsequent application 
shall be the filing date ofthe earliest-fIled 
application invoked in the subsequent 
application. 

Article 23 

Enforcement of Rights 


(1) [Enforcement Based on Patents] 
The owner ofthe patent shall have at least 
the right 

(i) to obtain an injunction to 
restrain the performance or the likely 
performance, by any person without his 
authorization, of any of the acts referred 
to in Article 19(1), (2) and (4); 

(ii) to obtain damages, adequate 
under the circumstances, from any person 
who, without his authorization, performed 
any of the acts referred to in Article 19(1), 
(2) and (4), where the said person was or 
should have been aware of the patent. 

(2) [EnforcementBasedonPublished 
Applications] (a) The applicant shall at 
least have the right to obtain reasonable 
compensation from any person who, with
out his authorization, performed any of 
the acts referred to in Article 19(1), (2) 
and (4) in relation to any invention, 
claimed in the published application, as if 

a patent had been granted for that inven
tion, provided that the said person, at the 
time of the performance of the act, had 

(i) actual knowledge that the in
vention that he was using was the subject 
matter of a published application, or 

(ii) received written notice that 
the invention that he was using was the 
subject matter ofa published application, 
such application being identified in the 
said notice by its serial nwnber. 

(b) Any Contracting Party may 
provide that, with respect to the compen
sation referred to in subparagraph (a), an 
action may not be initiated or a decision 
may not be made until after the grant of a 
patent on the published application, pro
vided that, if an action may be initiated 
only after the grant of the patent, the 
owner ofthe patent shall have reasonable 
time to initiate such action. 

(c) For the purposes of subpara
graphs (a) and (b), the extent of the pro
tection shall be determined by the claims 
as appearing in the published application. 
However, if the claims are amended after 
the initial publication of the application, 
the extent ofthe protection shall be deter
mined by the amended claims in respect 
of the period following their publication. 
Furthermore, ifthe claim s ofthe patent as 
granted or as changed after its grant have 
a narrower scope than the claims in the 
application, the extent of the protection 
shall be determined by the claims with the 
narrower scope. 

Article 24 

Reversal of Burden of Proof 


Alternative A 
Note: No article on the reversal ofthe 

burden of proof. 

Alternative B 
(1) [Conditions for the Reversal of 

the Burden ofProof] (a) For the purposes 
of proceedings, other than criminal pro
ceedings, in respect ofthe violation ofthe 
rights of the owner of the patent referred 
to in Article 19(2), where the subject 
matter of the patent is a process for ob
taining a product, the burden ofestablish
ing that a product was not made by the 
process shall be on the alleged infringer if 
either of the following conditions is ful
fIlled; 

(i) the product is new, or 
(ii) a substantial likelihood ex

ists that the product was made by the 
process and the owner of the patent has 
been unable through reasonable efforts to 
determine the process actually used. 

(b) Any Contracting Party shall be 
free to provide that the burden of proof 
indicated in subparagraph (a) shall be on 
the alleged infringer only if the condition 
referred to in subparagraph (a) (i) is ful
fIlled or only if the condition referred to in 
subparagraph (a)(ii) is fulfIlled, provided 
that, at the time of depositing its instru
mentofratification ofor accession to this 
Treaty, it so notifies the Director General. 

(2) [ManUfacturing and Business Se
crets] In requiring the production of evi~ 
dence, the authority before which the 
proceedings referred to in paragraph (1) 
take place shall take into account the 
legitimate interests of the alleged infringer 
in not disclosing his manufacturing and .. 
business secrets. 

Article 25 

Obligations of the Right Holder 


Alternative A 
Note: No article on obligations ofthe 

right holder. •
Alternative B 

(1) The owner ofa patent shall have 
at least the following obligations in addi
tion to any other provided for in this 
Treaty: 

(i) to disclose the invention in a 
manner sufficiently clear and complete 
for the invention to be carried out by a 
person skilled in the art; the description 
shall set forth at least one mode for carry
ing out the invention claimed; this shall 
be done in terms of examples, where 
appropriate, and with reference to the 
drawings, ifany; however, any Contract
ing Party may provide that the description 
set forth the best mode for carrying out 
the invention known to the inventor at the 
fIling date or, where priority is claimed, 
priority date of the application: 

(ii) to provide such information 
and supporting documents in his posses
sion as is requested by the competent 
Office concemingcorresponding foreign 
application and grants: 

(iii) to work the patented inven



New York Patent, Trademark & Copyright Law Association 

(Host Association) 


Connecticut Patent Law Association 


PhiloJl •....hill Patent Law Association 


New Jersey Patent Law Association 

April 20, 1993 

Grand Hyatt Hotel 

Grand Central SIDtio" 

42nd Street and Park Avenue 


9:15 a.m to 5:00 p.m. 

$125 Registration Fee 

(This Fee includes a Luncheon, Bus Transportation tol/rom Penn Station and all 


Seminar Materials) 


(A $15 late ,.,giatradollf" will b, Qdd,d 10 lIN pric, ofadnilssloll "yo" ,.,giaw at lIN door) 

RESERVATION FORM 

. PATENT PRACTICE UPDATE 
Robert E. Rigby, Jr., Esq. 
Fitzpatrick, Cella, Harper & Scinto 
277 Park Avenue 
New York, New York 10172 

Enclosed is a reservation check for $ payable to 
the "NYPTCLA" for attendees at $125.00 each•. 

Name (please print) Firm or Company 



Patent Harmonization Treaty Page 9 

tion in the territory of the Contracting 
State for which it is granted within the 
time limits as provided by national law; 

o (iv) to pay, or cause to be paid, 
such fees as prescribed by national law in 
relation to the application and the mainte
nance of the patent granted on it; 

(v)" in respect of license con
tracts and contracts assigning patents, to 
refrain from engaging in abusive, restric
tiveoranticompetitive practices adversely 
affecting the transfer of technology. 

(2)The applicant orholderofa patent 
shall comply with any other obligations 
established in the national law ofthe State 
in which the patent was granted in con
nection with the acquisition and the exer
cise of the rights conferred by the patent 
and with the exploitation of the patented 
invention. 

Article 26 

Remedial Measures Under National 


Legislation 


Alternative A 
Note: No article on remedial mea

sures under national legislation. 

• Alternative B 
(I) Any Contracting State is free to 

provide appropriate measures to ensure 
compliance with the obligations referred 
to in the Article entitled "Obligations of 
the Right Holder," and for measures to 
remedy non-compliance with such obli
gations, including the grant of non-vol
untary licenses and the revocation or for
feiture of the patent, 

(2) A non-voluntary license under 
paragraph (I) shallberefused ifthe owner 
ofthe patent proves, to the satisfaction of . 
the national authorities competentto grant . 
non-voluntary licenses, that there are cir- . 
cumstances which justify the non-worlc
ing or insufficient working of the pat
ented invention. 

(3) Any Contracting State is free to 
provide, at any time, on grounds ofpublic 
interest, national security. nutrition, 
health, or the development of other vital 
sectors ofnational economy, for the grant 
of non-voluntary licenses or for the ex
ploitationofthe patented invention by the 
government of that country or by third 
persons authorized by it 

Article 27 
. Assembly 

(I) [Composition] (a) The Union shall 
have an Assembly consisting of the Con
tracting Parties. 

(b) Each Contracting Party shall 
be represented by one delegate, who may 
be assisted by alternate delegates, advi
sors and experts. 

(c) The Union shall not bear the 
expenses of the participation of any del
egation in any session of the Assembly. 

(2) [Tasks] (a) The Assembly shall: 
(i) deal with all matters concern

ing the maintenance and development of 
the Union and the implementation of this 
Treaty; 

(ii) modify, where itconsiders it 
desirable, any time limit provided for in 
Articles 3 to 26 of this Treaty and make 
any consequential amendments necessi
tatedby any such modification; the adop
tion of any such modification shall re
quire unanimous consent; , 

(iii) adopt, where it considers it 
desirable, guidelines for the implementa
tion of provisions of this Treaty or the 
Regulations under this Treaty; 

(iv) exercise such rights and per
form such tasks as are specifically con
ferred upon it or assigned to it under this 
Treaty; 

(v) give directions to the Direc
tor General concerning the preparations 
for any conference referred to in Article 
31 or Article 32 and decide the convoca
tion ofany such conference; 

(vi) review and approve the re
ports and activities of the Director Gen
eral concerning the Union, and give him 
all necessary instructions concerning mat
ters within the competence of the Union; 

(vii) establish such committees 
and working groups as it deems appropri 
ate to achieve the objectives ofthe Union; 

(viii)determinewhichStatesand 
intergovernmental organizations, other 
than Contracting Parties, and which non
governmental organizations shall be ad
mitted to its meetings as observers; 

(ix) take any other appropriate 
action designed to further the objectives 
of the Union and perform such other 
functions as are appropriate under this 
Treaty. 

(b) With respect to matters which 

are of interest also to other Unions admin
istered by the Organization, the Assem
bly shall make its decisions after having 
heard the advice ofthe Coordination Com
mittee of the Organization. 

(3) [Representation] A delegate may 
represent one Contracting Party only. 

(4) [Voting] (a) Subject to subpara
graph (e), each Contracting Party that is a 
State shall have one vote and shall vote 
only in its own name. 

(b) Any intergovernmental orga_· 
nization referred to in Article 33(1)(ii) 
that is a Contracting Party may exercise 
the right to vote of its member States that 
are Contracting Parties [whether] present 
[or absent] at the time of voting. The 
intergovernmental organization may not, 
in a given vote, exercise the right to vote 
ifany ofits member States participates in 
the vote ore expressly abstains. 

(c) Provided that all its member 
States that are Contracting Parties have 
notified the Director General that their 
right to vote may be exercised by it, any 
intergovernmental organization referred 
to in Article 33 (1) (iii) that is a Contract
ing Party may so exercise the right to vote 
ofits member States that are Contracting 
Parties, [whether] present [or absent] at 
thetimeofvoting. Theintergovernmental 
organization may not, in a given vote, 
exercise the right to vote of any of its 
member States ifan y ofthem participates 
in the vote or expressly abstains. 

(d) The right to vote ofa State that 
is a Contracting Party may not, in a given 
vote, be exercised by more than one 
intergovernmental organization. 

(~)NoContractingPartyshallhave 
the right to vote on questions concerning 
matters in respect ofwhich it has made a 
declaration under Article 35. 

(5) [Quorum] (a) One-half of the 
Contracting Parties that have the right to 
vote shall constitute a quorum, provided 
that, for the purposes of determining 
whether there is a quorum in respect of 
any question concerning any matter on 
which a declaration under Article 35 has 
been made, any Contracting Party not 
having the right to vote.on that question 
shall not be counted. 

(b) In the absence of the quorum, 
the Assembly may make decisions but, 
with the exception ofdecisions concern~ 
ing its own procedure, all such decisions 
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shall take effect only if the quorum and 
the required majority are attained through 
voting by correspondence. 

(6) [Majorities] (a) Subject to para
graphs (2)(a)(ii) and (9)(b) of this Article 
and to Articles 29(2) and (3) and 30(4), 
the decisions of the Assembly shall re
quire a majority of the votes cast. 

(b) Abstentions shall not be con-
side red as votes. 

(7) [Sessions](a) The Assembly shall 
meet once in every second calendar year 
in ordinary session upon convocation by 
the Director General and, in the absence 
of exceptional circumstances, during the 
same period and at the same place as the 
Genernl Assembly of the Organization. 

(b) The Assembly shall meet in 
extraordinary session upon convocation 
by the Director General, either at the 
request of one-fourth of the Contracting 
Parties or on the Director General's own 
initiative. 

(8) [Rules ofProcedure] TheAssem
bly shall adopt its ownrules ofprocedure. 

(9) [Guidelines] (a) In the case of 
conflict between the guidelines referred 
to in paragraph (2) (a)(iii) and the provi
sions of this Treaty or the Regulations, 
the latter shall prevail. 

(b) The adoption by the Assembly 
of the said guidelines shall require three-
fourths of the votes cast. 

Article 28 

International Bureau 


(1) [Tasks] The International Burean 
of the Organization shall: 

(i) perform the administrative 
tasks concerning the Union, as well as 
any tasks specifically assigned to itby the 
Assembly; 

(ii) provide the secretariat ofthe 
conferences referred to in Articles 31 and 
32, of the Assembly, of the committees 
and working groups established by the 
Assembly, and ofany other meeting con
vened by the Director General under the 
aegis of the Union. 

(2) [Director General] The Director 
Genernl shall be thechiefexecutiveofthe 
Union and shall represent the Union. 

(3) [Meetings Other than Sessionsof 
the Assembly] TheDirector Genernl shall 
convene any committee and working 
group established by the Assembly and 

all other meetings dealing wi th mattersof 
concern to the Union. 

(4) [Role of the International Bureau 
in the Assembly and Other Meetings] (a) 
The Director Genernl and any staff mem
ber designated by him shall participate, 
without the right to vote, in all meetings 
of the Assembly, the committees and 
working groups established by the As
sembly,andany other meetings convened 
by the Director General under the aegis of 
the Union. 

(b) The Director General or a staff 
member designated by him shall be ex 
officio secretary of the Assembly, and of 
thecommittees, working groups andother 
meetings referred to in subparagraph (a). 

(5) [Conferences] (a) The Director 
General shall, in accordance with the di
rectionsofthe Assembly ,maketheprepa
rations for any conference referred to in 
Article 31 or Article 32. 

(b) TheDirector Genernlmay con
suIt with intergovernmental and intema
tional and national non-governmental or
ganizations concerning the said prepara
tions. 

(c) The Director General and staff 
members designated by him shall take 
part, without the right to vote, in the 
discussions at any conference referred to 
in subparagraph (a). 

(d) The Director General or a staff 
member designated by him shall be ex 
officio secretary of any conference re
ferred to in subparagraph (a). 

Article 29 

Regulations 


(1) [Content] The Regulations an
nexed to this Treaty provide rules con
cerning 

(i) matters which this Treaty ex
pressly provides are ro be ''prescribed''; 

(ii)anydetailsusefulintheimple
mentation of the provisions ofthis Treaty; 

(iii) any administrative require
ments, matters or procedures. 

(2) [Amending the Regulations] (a) 
The Assembly may amend the Regula
tions and shall determine the conditions 
for the entry into force of each amend
ment. 

(b) SUbject to paragraph (3), any 
amendment of the Regulations shall re
quire three-fourths of the votes cast. 

(3) [Requirement of Unanimity] (a) 
TheRegulations may specify rules which 
maybeamendedonlyby unanimous con
sent 8)

(b) Exclusion, for the future, of 
any rule designated as requiring unani
mous consent for amendment from such 
requirement shall require unanimous con
sent 

(c) Inclusion, for the future, of the 
requirement of unanimous consent for 
the amendment of any rule shall require 
unanimous consent. 

(4) [Conflict Between the Treaty and 
the Regulations] In the case of conflict 
between the provisions of this Treaty and 
those of the Regulations, the former shall 
prevail. 

Article 30 

Settlement of Disputes 


(1) [Consultations] (a) Where any 
dispute arises concerning the interpreta
tion or implementation of this Treaty, a 
Contracting Party may bring the matter to 
the attention ofanother Contracting Party 
andrequest the latter to enter into consul
tations with it. 

(b) The Contracting Party so re
quested shall provide, within the pre
scribed time limit, an adequate opportu •
nity for the requested consultations. 

(c) The Contracting Parties en
gaged in consultations shall attempt to 
reach, within areasonable period oftime, 
a mutually satisfactory solution of the 
dispute. 

(2) [Other Means of Settlement] Ifa 
mutually satisfactory solution is not 
reached within a reasonable period of 
time through the consultations referred to 
in paragraph (1), the parties to the dispute 
may agree to resort to other means de
signed to lead to an amicable settlement 
of their dispute, such as good offices, 
conciliation, mediation and arbitration. 

(3) [panel] (a) The Assembly shall 
adopt rules for the establishment of a 
body of experts, any candidate having to 
be presented by a Contracting Party. It 
shall adopt rules concerning the manner 
of selecting the members of each panel, 
each panel having three members, none 
of which shall, unless the parties to the 
dispute agree otherwise, be from either 
party to the dispute. The Assembly shall 0 
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also adopt rules for the conduct of the 
panel procC(Xlings, including provisions 
to safeguard the confidentiality of the 
proceedings and of any material desig
nated as confidential by any participant in 
the proceedings. Each panel shall give 
full opportunity to the parties to the dis
pute and any other interested Contracting 
Parties to present to it their views. 

(b) If the dispute is not satisfacto
rily settled through the consultations re
ferred to in paragraph (l), or ifthe means 
referred to in paragraph (2) are not re
sorted to, or do not lead to an amicable 
settlement within a reasonable period of 
time, the Director General, at the written 
request of either of the parties to the 
dispute, shall appoint members of a panel 
to examine the matter. 

(c) The terms of reference of the 
panel shall be agreed upon by the parties 
to the dispute. However, if such agree
mentis not achieved within the prescribed 
time limit, the Director General shall set 
the tenns of reference of the panel after 
having consulted the parties to the dispute 
and the members of the panel. 

• 
(d) Ifboth parties to the dispute so 

request, the panel shall stop its proceed
ings. 

(e) Unless the parties to the dispute 
reach an agreement between themselves 
prior to the panel's concluding its pro
ceedings, the panel shall promptly pre
pare the draft ofa written report contain
ing a statement of the containing recom
mendations for the resolution of the dis
pute and provide it to the parties to the 
dispute for their review . Theparties to the 
dispute shall have a reasonable period of 
time, the length of which shall be fIxed by 
the panel, to submit any comments on the 
report to the panel, unless they agree to a 
longer time in their attempts to reach a 
mutually satisfactory resolution to their 
dispute. 

(0 The panel shall take into ac
count the comments and shall promptly 
transmit its final report to the Assembly, 
which report shall be accompanied by the 
written comments, ifany, ofthe parties to 
the dispute. 

o 
(4) [Recommendationby theAssem

bly] The Assembly shall give the report 
of the panel prompt consideration. The 
Assembly shall make recommendations 
to theparties to the dispute, based upon its 

interpretation ofthis Treaty and the report 
of the panel. Any recommendation by the 
Assembly shall require consensus among 
the members of the Assembly other than 
the parties to the dispute. 

Article 31 

Revision of the Treaty 


This Treaty may be revised by a 
conference of the Contracting Parties. 

Article 32 

Protocols 


For the purposes of further develop
ing the harmonization ofpatent law, pro
tocols may be adopted by a conference of 
the Contracting Parties, provided that the 
provisions ofany such protocol shall not 
contravene the provisions of this Treaty. 
Only Contracting Parties may become 
party to any such protocol. 

Article 33 
Becoming Party to the Treaty 

(1) [Eligibility] The following may 
become party to this Treaty: 

(i) any State which is a party to 
the Paris Convention for the Protection of 
Industrial Property and in respect ofwhich 
patents may be obtained either through 
the State's own Office or through the 
Office of another Contracting Party; 

(ii)any intergovernmental orga
nization which is competent in matters 
governed by this Treaty and which has 
established, on such matters, norms that 
are binding on all its member States, 
provided that all those States are party to 
the Paris Convention for the Protection of 
Industrial Property; 

(iii) any intergovernmental or
ganization which maintains an Office 
granting patents with effect in more than 
one State, provided that all ofits member 
States are party to the Paris Convention 
for the Protection of Industrial Property. 

(2) [Signature: Deposit ofInstrument] 
To become party to this Treaty, the State or 
the intergovernmental organization shall: 

(i) sign this Treaty and deposit 
an instrument of ratification, or 

(ii) deposit an instrument ofac
cession. 

(3) Condition as to Effect of Instru

ment) (a) Any instrument of ratification 
or accession (hereinafter referred to as 
"instrument'') may be accompanied by a 
declaration making it a condition to its 
being considered as deposited that the 
instrument of one State or one intergov
ernmental organization, or theinstruments 
of two States, or the instruments of one 
State and one intergovernmental organi
zation, specified by name and eligible to 
become party to this Treaty according to 
paragraph (l)(i) or (iii), is or are also 
deposited. The instrument containing 
such a declaration shall be considered to 
have been deposited on the day on which 
the condition indicated in the declaration 
isfulfilled. However, when the depositof 
an instrument specified in the declaration 
is, itself, accompanied by a declaration of 
the said kind, that instrument shall be 
considered as deposited on the day on 
which the condition specified in the latter 
declaration is fulfilled. 

(b) Any declaration made under 
paragraph (a) may be withdrawn, in its 
entirety or in part, at any time. Any such 
withdrawal shall become effective onthe 
date on which the notification of with
drawal is received by the Director Gen
eral. 

Article 34 

Effective Date of Ratifications and 


Accessions 


(1) [Entry Into Force of the Treaty] 
This Treaty shall enter into force three 
months after eight States or intergov
ernmental organizations have deposited 
their instruments ofratification or acces
sion. 

(2) [Ratifications and Accessions 
Subsequent to the Entry Into Force ofthe 
Treaty] Any State or intergovernmental 
organization not covered by paragraph 
(1) shall become bound by this Treaty 
three months after the date on which it bas 
deposited its instrument ofratifIcation or 
accession, unless a later date has been 
indicated in the instrument In the latter 
case, the said State or intergovernmental 
organization shall become bound by this 
Treaty on the date thus indicated. . 
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Article3S (4) [Term ofPatent] (a) Any State or ernmental organization referred to in sub-
Reservations 

Alternative A 

Note: No article on reservations, 


Alternative B 
(1) [possibility of Making Reserva

tions] (a) Any instrument of ratification 
of, or accession to, this Treaty that is 
deposited not later than the end of the 
eighth calendar year after the year in 
which this Treaty has been adopted may 
be accompanied by a declaration making 
reservations to this Treaty as provided for 
in paragraphs (2) to (5), 

(b) No reservations to this Treaty 
other than the reservations allowed under 
paragraphs (2) to (5) are permitted. 

(2) [Fields of Technology] (a) Any 
State or intergovernmental organization 
may declare that, notwithstanding the pro
visions of Article 10, patents Will not be 
granted by the competent Office in the 
fields of technology specified in its decla
ration, provided that such a declaration 
may only specify those fields of technol
ogy which, at the time of making the dec
laration, are fields for which that State or 
intergovernmental organization provides 
for the exclusion of the grant ofpatents. 

(b) Any declaration made under 
subparagraph (a) by a developing country 
or by an intergovernmental organization 
all the members of which are developing 
countries shall lose its effect at the end of 
the fifteenth calendar year after the year 
in which this Treaty has been adopted. 
Any declaration made under subparagraph 
(a) by any other State orintergovemmental 
organization shall lose its effect at the end 
of the tenth calendar year after the year in 
which this Treaty has been adopted. 

(3) [Certain Rights Conferred by Pro
cess Patents] (a) Any State which is a 
developing country or any intergov
emmental organization all the members 
of which are developing countries' and 
which, at the time of making the declara
tion, does not provide for the right re
ferred to in Article 19(2)(ii) may not 
declare that it will not apply that provi
sion. 

(b) Any declaration made under 
subparagraph (a) shall lose its effect at the 
end ofthe fifteenth calendar year after the 
yearin which the Treaty hasbeen adopted. 

intergovernmental organization which,at 
the time of making the declaration, pro
vides for a term of the patent other than 
that referred to in Article 22 may declare 
that it will not apply that provision. 

(b) Any declaration made under 
subparagraph (a) by a developing country 
or by an intergovernmental organization 
all the members of which are developing 
countries shall lose its effect at the end of 
the fifteenth calendar year after the year 
in which the Treaty has been adopted. 
Anydeclaration made under subparagraph 
(a) byany other State or intergovemmental 
organization shall lose its effectat the end 
ofthe tenth calendar year after the year in 
which the Treaty has been adopted .. 

(5) [Reversal ofBurden ofProof] (a) 
Any State which is a developing country 
or any intergovernmental organization 
all the members of which are developing 
countries and which, at the time of male
ing the declaration, does not provide for 
the reversal of the burden of proof re
ferred to in Article 24 may declare that it 
will not apply that provision. 

(b) Any declaration made under 
subparagraph (a) shall lose its effect at the 
endofthe fifteenth calendar year after the 
year in which the Treaty has been adopted. 

Article 36 

Special Notifications 


(1) [States] (a) Any State in respect 
of which patents may be obtained only 

paragraph (a) later deal with any matter 
covered by Articles 3 to 26 concerning 
which the intergovernmental organiza
tion has not made a notification under 
subparagraph (a), the intergovernmental •
organization shall be bound by the corre
sponding provisions of this Treaty and 
shall promptly notify the relevant changes 
in its norms. 

(3) [Intergovernmental Organiza
tionsReferred to in Article 33 (l)(iii)] (a) 
Any intergovernmental organization re
ferred to in Article 33(1)(iii) shall notify 
the list of its member States and, if its 
norms do not deal with any ofthe matters 
covered by Articles 19 to 26, shall notify 
this fact and shall, among the provisions 
of the said Articles, identify those provi
sions with which its norms do not deal. 
The latter provisions shall not bind the 
intergovernmental organization. 

(b) If the norms of any intergov
ernmental organization referred to in sub
paragraph (a) later deal with any matter 
concerning which the intergovernmental 
organization has made a notification un
der subparagraph (a), the intergov
ernmental organization shall be bound by 
the corresponding provisions of this Treaty 
and shall promptly notify the relevant 
changes in its norms. •

(4) [Time of Notification] (a) Any 
notificationunderparagraphs(1)(a),(2)(a) 
or (3)(a) shall accompany the instrument 
of ratification or accession. 

(b) Any change under paragraphs 
through the Office ofanother Contracting . (l)(b), (2)(b) or (3)(b) shall be notified 
Party shall notify this fact and shall iden
tify such Contracting Party. 

(b) Any change in the fact notified 
by a State under subparagraph (a) shall be 
promptly notified by such State. 

(2) [Intergovernmental Organiza
tions Referred to.in Article 33(1)(ii) (a) 
Any intergovernmental organization re
ferred to in Article 33(1)(ii) shall notify 
the list of its member States and, if its 
norms deal with only some of the matters 

. ·covered by Articles 3 to 26, shall notify 
this fact and shall, among the provisions 
of the said Articles, identify those provi
sions with which its norms deal. The 
other provisions of the said Articles shall 
not bind the intergovernmental organiza
lion. 

(b) If the norms of any intergov. 

promptly in a declaration addressed to the 
. Director General. 

Article 37 

Denunciation of the Treaty 


(1) [Notification] Any Contracting 

Party may denounce this Treaty by noti
fication addressed to the Director Gen
eral. 


(2) [Effective Date] Denunciation 
shall take effect one year from the date on 
which the Director General has received 
the notification. It shall not affect the 
application of this Treaty to any applica
tion pending or any patent in force in 
respect of the denouncing Contracting 
Party at the time of the expiration of the 
said one-year period. 

0 
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Article 38 Rule 11: Absence of Quorum in the As (ii) indicate the background art 
Languages. of the Treaty: Signature

• (1) [Original Texts: Official Texts] 
(a) This Treaty shall be signed in a single 
original in the English, Arabic, Chinese, 

sembly (ad Article 27) 
Rule 12: Requirement of Unanimity for 
Amending Certain Rules (ad Article 
29(3» 
Rule 13: Settlement of Disputes (ad Ar

which, as far as known to the applicant, 
can be regarded as useful for the uuder
standing, searching and examination of 
the invention, and, preferably, cite the 
documents reflecting such background 

French, Russian and Spanish languages, ticle 30) art; 
all texts being equally authentic. (iii) describe the invention, as 

(b) Official texts shall be estab . Rule 1 claimed, in such terms that the technical 
lishedby the Director General, after con- Definitions problem (even if not expressly stated as 
sultation with the interested Governments, (ad Article 2) such) and its solution can be understood, 
in such other languages as the Assembly and state the advantageous effects, ifany, 
may designate. (1) ["Treaty"; "Article"] (a) In these of the invention with reference to the 

(2) [Time Limit for Signature] This Regulations, the word "Treaty" means background art; 
Treaty shall remain open for signature at the Treaty Supplementing the Paris Con (iv) where a deposit ofbiologi
the headquarters of the Organization for vention for the Protection of Industrial cally reproducible material is required 
one year after its adoption. Property as far as Patents Are Concerned under Article 3(1)(b), indicate the fact 

(Patent Law Treaty). that the deposit has been made and iden-
Article 39 (b) In these Regulations, the word tify at least the name and address of the 

Depositary "Article" refers to the specified Article of depositary institution, the date of the de-
the Treaty. posit and the accession number given to 

The Director General shall be the (2) [Expressions Defined in the the deposit by that institution, as well as 
depositary of this Treaty. Treaty] The expressions deimed in Ar describe to the extent possible, the nature 

ticle 2 forthepurposes of the Treaty shall and the characteristics of such material, 
have the same meaning for the purposes relevant to the requirement of disclosure 

DRAFT REGULATIONS UNDER of these Regulations. of the invention; 
THE TREATY SUPPLEMENTING (3) [Means of Publication] For the (v) briefly describe the figures 

• 
THE PARIS CONVENTION FOR 

THE PROTECTION OF 
INDUSTRIAL PROPERTY AS FAR 
AS PATENTS ARE CONCERNED 

(PATENT LAW TREATY) 

purposes of Article 2(viii), an applica
tion, a search report, a patent or any 
change in a patent shall be deemedJo be 
"accessible to the public" ifany person so 
wishing, against payment orfree ofcharge 

in the drawings, if any; 
(vi) set forth at least one mode 

for carrying out the invention claimed; 
this shall be done in terms of examples, 
where appropriate, and with reference to 

can the drawings, if any; however, any Con-
Contents (i) obtain from the Office paper tracting Party may provide that the de-

copies of the application, the search re scription set forth the bestmode for carry-
Rule 1: Definitions (ad Article 2) port, the patent or the document reflect ing out the invention known to the inven-
Rule 2: Contents and Order of Descrip ing the change, tor at the filing date or, where priority is 
tion (ad Article 3(2» (ii) inspect, at the Office, the claimed, priority date of the application; 
Rule 3: Manner of Claiming (ad Article application, the search report, the patent (vii) indicateexplicidy, when it 
4(5» or the document reflecting the change is not otherwise obvious from the de-
Rule 4: Details Concerning the Require- and, on request, obtain from the Office scription or nature of the invention, the 
ment of Unity of Invention (ad Article paper copies thereof, or way or ways in which the invention satis
5(1» (iii) take cognizance, by means fies the requirement of being useful or 
Rule 5: Divisional Application (ad Ar of electronic communication, of the ap industrially applicable. 
ticle 5(1» plication, the search report, the patent or 
Rule 6: Manner of Identification and the change and make, if he so wishes, Alternative A 
Mention of Inventor (ad Article 6) paper copies thereof. (2) [Manner and Order of Presenta-
Rule 7: Details Concerning the Filing tion of Contents] (a) The contents of the 
Date Requirements (ad Article 8) Rule 2 description shall be presentedin the order 
Rule 8: Announcement in the Gazette of Contents and Order ofDescription specified in paragraph (1), unless, be-
the Publication of an Application (ad (ad Article 3(2» cause of the nature of the invention, a 
Article 15(1» different order would afford a better un-
Rule 9: Announcement in the Gazette of (1) [Contents of Description] The derstanding or a more economical pre-
the Publication of a Change of a Patent description shall, after stating the tide of sentation. 

0 
(ad Article 17(5» 
Rule 10: Announcement in the Gazetteof 
the Grant ofa Patent (adArticle 18(l)(b» 

the invention, 
(i) specify the technical field or 

fields to which the invention relates; 

(b) Any Contracting Party may 
accept a description which does not con
tain the matters specified· in paragraph 
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(1)(i), (ii) and (v), or which contains, in several· elements or steps, or a single Rule 4 
lieu of the matter specified in paragraph 
(l)(iii), a description of the invention in 
any terms that satisfy the requirement of 
a disclosure of the invention in a manner 
sufficiently clear and complete for the 
invention to be carried out by a person 
skilled in the art. 

Alternative B 
(2) [Manner and Order of Presenta

tions of Contents] The contents of the 
description shall be presented in the man
ner and order specifted in paragraph (1), 
unless, becauseofthenatureoftheinven
tion, a different manner or a different 
orderwouldafforda better understanding 
or a more ecoijomical presentation. 

(3) [Nucleotides and Amino Acid 
Sequences] Any Contracting Party may, 
where the application contains disclosure 
ofa nucleotide sequence, provide forspe. 
cial requirements concerning the place, 
mode and format of such disclosure. 

Rule 3 

Manner of Claiming 


(ad Article 4(5» 


(1) [Consecutive Numbering] Where 
the application contains several claims, 
they shall be numbered consecutively in 
Arabic numerals. 

(2) Method of Deftnition of Inven
tion] The definition ofthe matter for which 
protection is sought shall be in terms of the 
technical features of the invention. 

(3) [Form of Claim] Claims shall be 
written either 

(i) in two parts, the fIrst part 
consisting ofa statement indicating those 
technical features of the invention which 
are necessary in connection with the defi
nition of the claimed subject matter and 
which, in combination, appear to be part 
of the prior art, the second part ("the 
.characterizing portion"), introduced by 
the words "characterized in that," "char
acterj.zed by," "wherein the improvement 
comprises," or other words to the same 
effect, consisting of a statement indicat
ing those technical features which, in 
combination with the features stated in 
the first part, define the matter for which 
protection is sought; or 

(ii) in a single statement con
taining a recitation of a combination of 

element or step, which defines the matter 
for which protection is sought. 

(4) [References in the Claims to the 
Description and Drawings] (a) No claim 
may contain, in respect of the technical 
features of the invention, a reference to 
the description or any drawings, for ex
ample, such references as: "as described 
in part . . . of the description," or "as 
illustrated in figure ... of the drawings," 
unless such a reference is necessary for 
the understanding of the claim or en
hances the clarity or the conciseness of 
the claim. 

,<b)No claim may contain any draw
ing or graph. Any claim may contain 
tables and chemical or mathematical for
mulas. 

(c) Where the application contains 
a drawing, the mention of any technical 
feature in a claim may, if the intelligibil
ity of that claim can thereby beenhanced, 
include areference sign to that drawing or 
to the applicable part of that drawing; 
such a reference sign shall be placed 
between square brackets or parentheses; 
it shall not be construed as limiting the 
claim. 

(5) [Dependent and Multiple Depen
dent Claims] (a) Any claim which in
cludes all the features ofanother claim of 
the same category or several other claims 
ofthe same category (hereinafterreferred 
to as "dependent claim" and "multiple 
dependent claim," respectively) shall, 
prefembly in the beginning, refer to the 
other claim or the other claims, as the case 
may be, by indicating the number of the 
other claim or the numbers of the other 
claims and shall then state those features 
claimed that are additional to the features 
claimed in the other claim or the other 
claims. 

(b) A dependent claim may de
pend on another dependent claim or on a 
multiple dependent claim. A multiple 
dependent claim may depend on a depen
dent claim or another multiple dependent 
claim. Multiple dependent claims may 
refer in the alternative or in the cumula
tive to the claims on which they depend. 

(c) All dependent claims refer
ring back to the same claim, and all mul
tiple dependent claims referring back to 
the same claims, shall be grouped to
gether in the most practical way possible. 

Details Concerning the Requirement 

of Unity ofInvention 


(ad Article 5(1» 


(1) [Circumstances in Which theRe •
quirement ofUnity oflnvention Is to Be 
Considered Fulfilled] Where a group of 
inventions is claimed, the requirement of 
unity of invention shall be fulfilled only 
when there is a technical relationship 
among those inventions involving one or 
more of the same or corresponding spe
cial technical features. The expression 
"special technicalfeatures" shall meanthose 
technical features that define a cOl;ltribu
tion which each of those inventions, con
sideredas a whole, makes over the prior art. 

(2) [Determination of Unity of In
ventionNotAffected by MannerofClaim
ing] The determination whether a group 
of inventions is so linked as to form a 
single general inventive concept shall be 
made without regard to whether the in
ventions are claimed in separate claims or 
as alternatives within a single claim. 

RuleS 

Divisional Applications 


(ad Article 5(1» 
 •(1) [Time Limit] (a) The applicant 
may file one ore more divisional applica
tionsatany time up to atleast the timewhen 
the initial application is in order for grant. 

(b) Notwithstanding subparagraph 
(a), any Contracting Party which estab
lishes a time limit for compliance by the 
applicant with all requirements for the 
grant of a patent may provide that no 
divisional application may be filed dur
ing the six months preceding the expira
tion of that time limit. 

(2) [PriorityDocuments] Prioritydocu
ments and any translations thereof that are 
submitted to the Office in respect of the 
initial application shall be considered as 
having been submitted also in respect of 
the divisional application or applications. 

Rule 6 

Manner of Identification and 


Mention ofInventor 

(ad Article 6) 


(1) [Manner of Identification and o 
Mention] (a) The identification of the 
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inventor referred to in Article 6(1)(a) under paragraph (1), the Office shall (iv) where priori~ is claimed, 

•
shall consist of the indication of the promptly invire the applicant to comply the filing date and the serial number ofthe 
inventor's name and address . with such requirement within a time limit application the priority ofwhich is claimed 

(b) The mention of the inventor fixed in the invitation, which time limit and the name of the Office with which 
referred to in Article 6(2) shall consist of shall be at least one month from the date that application was fIled, 
at least the indication of the inventor's of the invention or, where the non-com- (v) if available, the symbols of 
name. 	 pliance relates to a matter for which a the International Patent Classification. 

(2) [Procedure in Case ofNon-Com- time limit for compliance is established 
pliance with Requirements] (a) Iftheap- by paragraph (1). the time limit referred Rule 9 
plication and the documents accompany- to in paragraph (1), whichever expires Announcement in the Gazette of the 
ing it do not comply with the require- later. Compliance with the invitation Publication of a Change in a Patent 
ments provided for under Article 6(1)(a) maybe subject to the payment ofa special (ad Article 17(5» 
and, where applicable, Article 6(3), the fee. Failure to send an invitation shall not 
Office shall invite the applicant to com- alter the said requirements. The publication of a change in a· 
ply with the said requirements within a (3) [Filing Date in Case of Correc- patent shall be announced in the official 
reasonable time limit. tion] If, within the time limit fixed in the gazette with an indication of at least the 

(b) the application may not be re- invitation referred to in paragraph (2), the following data: 
jecred for failure to comply with the said applicant complies with the invitation (i) the name of the owner of the ~~. 
requirements where such an invitation and pays the required special fee, if any, patent,~-
has not been extended to the applicant the fIling date shall be the date on which (ii) the serial number of the 

(3) [Corrections] The applicant may the elements referred to in Article 8(1) patent, 
correct, at any time, the identification of have been received by the Office. Other- (iii) the date of the change, 
the inventor given in accordance with wise, the application shall be treated as if (iv) the nature of the change. 
Article 6(1)(a). Any Contracting Party it had not been f:t1ed. 
mayrequire the consent ofany previously (4) [Date ofReceipt] Each Contract- Rule 10 
identified inventor before accepting such ing Party shall be free to determine the Announcement in the Gazette of the 
a correction. circumstances in which the receipt of a Grant of a Patent 

• 
documentby a branch or sub-office of an (ad Article 13(1)(b» 

Rule 7 Office, by a national Office on behalf of 
Details Concerning the Filing Date an intergovernmental organization hav- The grant of a patent shall be an-

Requirements ing the power to grant regional patents, or nounced in the official gazette with an 
(ad Article 8) 	 by an official postal service, shall be indication of at least the following data: 

deemed to constitute receipt of the docu- (i) the nature of the owner ofthe 
(1) [Time Limits] (a) The time limit ment by the Office concerned. patent, 

referred to in Article 8(2){a) shall be at (5) [Correction ofTranslations] Any (ii) the title of the invention. 
least two months from the date on which translation ofthe parts of the application, (iii) the f:t1ing date and the serial 
the elements referred to in Article 8(1) or of the text matter, referred to in Article number of the application, 
have been received by the Office. 8(5)(b) and (c) may be corrected at any (iv) where priority is claimed, 

(b) The time limit referred to in time up to the time when the application the filing date and the serial number of the 
Article 8(4) shall be at least two months is in order for grant in order to conform to application the priority ofwhich is claimed 
from the date on which the application the wording of those parts or that text and the name of the Office with which 
containing the reference to the previously matter furnished in a language other than that application was fIled, 
fIled application has been received by the the official language. (v) the serial number of the 
Office. patent, 

(c) The time limit referred to in Rule 8 (vi) if available, the symbols of 
Article 8(5) shall be at least two months Announcement in the Gazette of the the International Patent Classification. 
from the date on which the item requiring Publication of an Application 
translationhas been received by the office. (ad Article 15(1» Rule 11 

(2) [Procedure in Case ofNon-Com-	 Absence of Quorum in the Assembly 
pliance with Requirements] If the appli- The publication of an application (ad Article 27) 
cation does not, at the time of its receipt shall be announced in the official gazette 
by the Office, comply with any of the with an indication of at least the follow- In the case provided for in Article 
requirements of Article 8(1) or the appli- ing data: 27(5)(b), the International Bureau shall 
cable requirements, if any, of Article (i) the name of the applicant, communicate the decisions ofthe Ass em-
8(2Xa), Article 8(4) or Article 8(5)(b) (ii) the title of the invention, bly (other than those concerning the 
that the application must sari,sfy either on (iii) the filing date and the serial Assembly's own procedure) to the Con-
receipt or within the time limit applicable number of the application tracting Parties having the right to vote 0 



Patent Harmonization Treaty Page 16 

which were not represented and shall 
invite them to express in writing their 
voteotabstention within a period ofthree 
months from the date of the communica
tion. If, at the expiration of that period, 
the number ofContracting Parties having 
thus expressed their vote or abstentions 
attains the number ofContracting Parties 
which was lacking for attaining the quo
rum in the session itself, such decisions 
shall take effect provided that at the same 
time the required majority still obtains. 

Rule 12 

Requirement of Unanimity for 


Amending Certain Rules 

(ad Article 29(3» 


AmendmentofRule 2(1 )(vi) orRule 
3(3) of these Regulations shall require 
that no Contracting Party having the right 
to vote in the Assembly vote against the 
proposed amendment. 

Rule 13 

Settlement of Disputes 


(ad Article 30) 


(1) [Time Limit for Consultations] 
The time limit referred to in Article 
30(1)(b) shall be two months from the 
date of the request to enter into consulta
tions. 

(2) [Time Limit for Reaching Agree
ment on the Terms of Reference of the 
Panel] The time limit referred to in article 
30(3)(c) shall be three months from the 
date on which the Director General ap
pointed the members of the panel. 

• 


• 


o 
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Committee's efforts concerning the recep
tion for the August, 1993 ABA Meeting. 

'. He said that preparations are well under 
Oway and predicted an attendance of 400

450. Arrangements are being coordinated 
with Hazel Mathews of the ABA. 

Peter Saxon reported on efforts con
cerning theHarmotiizationProgram sched
uled for March, 1993. He circulated a 
proposed schedule showing the various 
questions to be discussed and tentative 
speakers. According to Mr. Saxon, the 
AlPLA and the NAPC have expressed in
terest in limited participation. The AlPLA 
will probably permit use of its mailing list. 
The NAPC will also permit use of its mail
ing list and may provide some materials. 
Mr. Saxon indicated that the maximum 
exposure for the Association should not 
exceed $5500. 

Randy Rasmussen made a presenta
tion concerning a disability insurance pro
gram that may be ofinterest to the member
ship. As an adjunct to his presentation there 
was discussion whether the Association 
should continue to be an indirect sponsor of 
such a disability program. A motion to 
refer the question ofdisability to the Com
mittee on Economics for study and report 
was made by Mr. Terzian. The motion 
passed unanimously. 

Pasquale Razzano made a report con
cerning negotiations with the Waldorf
Astoria for the 1993 Judges Dinner. Mr. 
Barnaby indicated that he would contact 
Horizon to get a profit and loss statement 
concerning last year's dinner. Ms. Ryan 
reported on her efforts to secure a speaker. 

Mr. Gilbreth commented that table as
signments have been a problem due to the 
preferences within firms in combination 
with therequests for specifichonored guests. 
Ms. Ryan suggested that Horizon should 
contact the fmns involved if the requests 
for honored guests affect the table priori
ties. 

Virginia Richard reported on her at
tendance with John Olson at the Madrid 
Protocol. Itwas suggested thatinformation 
concerning the Madrid Protocol should be 
furnished to the membership to get the 
membership's "sense" concerning the out
standing issues. Mr. Mugford recom
mended an article in theBulletin with suchi,',' information, perhaps with a sheet to be 

Ii J returned for polling purposes. Ms. Richard 
, agreed to generate such an article. 

In addition, it was suggested that Bill 
Lawrence, the Chairman of the Committee 
on Meetings and Forums, should be con
tacted to see if a luncheon date could be 
madeavailable to present a "debate" on the 
Madrid Protocol. Mr. Dippert agreed to do 
this. • 

PENDING 

LEGISLATION 


by Edward P. Kelly 

Numerousbillsintroduced in the 102nd 
Congress became law in 1992. The Presi
dent signed bills that eliminated state im
munity from patent infringement, estab
lished a royalty scheme for digital audio 
taping, increased criminal penalties for 
copyright infringement and clarified the 
fair use defense as applied to unpublished 
works. The 103rd Congress will continue 
to consider additional bills affecting intel
lectual property law. The frrst bill to be 
introduced this year relates to the amortiza
tion of trademarks. 

TAX CONSEQUENCES OF 

BUSINESS ACQUISITIONS 


The acquisition of an entire business 
usually involves the purchase of both tan
gible (buildings, inventory) and intangible 
(patents, copyrights, trademarks, goodwill) 
assets. For the buyer, the IRS currently 
provides an amortization deduction for aCM 

quired intangible assets if they have an 
identifIable value separate from goodwill 
and a determinable useful life. Under cur
rent law, goodwill, and in most instances 
trademarks and tradenames, are not depre
ciable because they are deemed to have an 
indeterminable useful life. Trademarks 
which have no known useful life may be 
amortized over 10 years for costs up to 
$100,000 and over 25 years for costs over 
$100,000. Acquired patents andcopyrights, 
however, are depreciable if they are as
signedan identifiable value in the courseof 

the transaction. Generally, the value of 
copyrights and patents cannotbe amortized 
when they are acquired in a bulk transfer of 
business assets. 

The buyer's primary incentive is to 
maximize the amount ofthepurchase price 
allocated to allowable depreciable intan
gible assets, thereby resulting in more de
preciation deductions to reduce taxable in
come over the life of the assets. The nature 
ofthis tax treatment has led to disputes with 
the IRS over the type of intangible assets 
acquiredas well as disputes over theamount 
ofthepurchasepriceattributabletoparticu
lar intangible assets. 

Several bills that would alleviate these 
controversies by simplifying the amortiza
tion rules when a business is acquired were 
introduced during the l02ndCongress. The 
bills would have allowed amortization of 
acquired intangible assets such as good
will, trademarks, patents and copyrights 
acquired in a bulk transfer over a single 14
year period. The provisions ofR.R. 11 had 
previously been contained in an overall tax 
package that President Bush vetoed. 

One of the first bills (H.R. 13) intro
duced during the 103rd Congress is essen
tially are-introductionofH.R. 11. Thebill 
introduced by Dan Rostenkowski (D.-ill.) 
contains essentially the same provisions as 
H.R. 11. Representative Rostenkowski 
stated that the bill may become part of a 
larger tax bill to be introduced later this 
year. 

Several bills introduced last year but 
not enacted may be reconsidered this year. 
Congress will likely conduct hearings on 
the following bills. 

TRADEMARKS 

The United States is currently not a 
signatory to the century old Madrid Agree
ment concerning the international registra
tions of marks. United States trademark 
law has notbeen compatible with this agree
ment because U.S. law provides for exten
sive examination and opposition proceed
ings. Two years ago, however, a new 
protocol to the Madrid Agreement was 
adopted to attract the U.S. and other coun
tries as members. It now appears that the 
U.S. will adhere to the Madrid Protocol. 

Rep. William Hughes introduced a bill 
(H.R. 6211) last fall that would amend the 
Lanham Act to conform to the Madrid 
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Protocol in anticipation ofthe U.S. becom
ing a member. The bill would add a new 
Title XII to the Lanham Act. Under the bill, 
the owner of a U.S. registration or applica
tion could file an international application 
by submitting the application to the U.S. 
Trademark Office which would forward it 
to the international bureau of WIPO. The 
bill also provides thatintemational applica
tions received by the U.S. Trademark Of
fice will be accepted, provided that the 
application is accompanied by a declara
tion of a bonafide intent to use the mark in 
commerce. Under the bill, requests for 
extension of protection in the U.S. would 
be subject to opposition proceedings. 

J>ATENT 

HARMONIZATION 


The harmonization ofcertain nation' s 
patent laws have been discussed and nego
tiated in two venues in recent years. Har
monization has been proposed under the 
World Intellectual Property Organization 
(WIPO) and the trade negotiations involved 
in the General Agreement on Tariffs and 
Trade (GATT). GATT is a multilateral 
treaty that defines fair trade among its 108
member nations and settles disputes. 

ThePTO recently charted an Advisory 
Commission on Patent Law Reform to ad
vise the Secretary ofCommerce on neces
sarychanges to the U.S. patent laws, should 
the U.S. decide to harmonize its laws with 
other nations. The Commission has recom
mended that the U.S. convert to afITst to file 
rather than a fITst to invent system, but only 
as part ofa harmonization agreement with 
other countries. 

Two bills were introduced in the Sen
ate (S.2605, DeConcini, D-Ariz.) and House 
(H.R. 4978 Hughes D-NJ.) last year that 
would harmonize U.S. patent laws with that 
of other countries. The bills provide for a 
firstto ftle system with a twenty-year patent 
term and publication of a patent eighteen 
months after ftling. The bill also provides 
forprior user rights. A prior user right is the 
rightofa person to continue using an inven
tion he or she independently developed 
prior to the issuance of a patent on that 
invention to another. These rights would 
allow a U.S. manufacturer using a secret 
process to continue to use that process 
without infringement liability to a subse
quent patentee. 

DESIGN PROTECTION 

The House has held numerous hear
ings in recent years on the adoption of a 
statutory scheme that would ftll the void 
between patent and copyright law and grant 
protection for useful industrial designs. Bills 
introduced in the House in past years, if 
adopted, would have added a new Chapter 
10 to the Copyright Statute to grant protec
tion to industrial designs of useful articles. 
The protection would be afforded to those 
designs that fall outside the scope of the 
traditional protections afforded by design 
patents, copyrights and trade dress law. 

The bills all were similar to the extent 
that they provided for ten years of protec
tion and excluded protection for common
place designs or designs that are dictated 
solely by utilitarian functions. In past years, 
this legislation has faced opposition from 
certain industry groups. For instance, the 
aftermarket automobile replacement parts 
industry has feared that ifdesign protection 
were afforded to the various parts of a car, 
i.e., fenders, the original equipment manu
facturers would control the industry for 
replacement parts. The insurance industry 
also was not satisfied with that result be
cause replacement parts are generally 
cheaper when purchased from an 
aftermarket supplier than from an original 
equipment manufacturer. The publishing 
industry also feared that ifprotection were 
afforded to certain typeface designs, pub
lishers could beliable for reproduction and 
distribution of materials using protected 
typefaces. The last bill introduced on this 
subject was HR. 1790. • 

MARK YOUR 

CALENDARS: 

March 25 and 26, 1993 

PATENT 

HARMONIZATION 


DEBATES 

at 


Fordham University 

School of Law 


RECENT 

DECISIONS OF 


INTEREST 
 • 
by Thomas A. O'Rourke 

PATENTS - PRIOR ART 

The Federal Circuit Court of Appeals 
has recently held inIn re Carlson, 45 PTCJ 
137 (Fed. Cir. 1992), that a German design 
patent qualifies as prior art under 35 USC 
102(a). 

During a reexamination proceeding. 
the examiner cited, inter alia, a German 
design patent (Geschmacksmuster) against 
the patentee's design patent for a dual com
partment bottle. The examiner noted that 
the German design patent constitutes prior 
art under Section 102(a). The board of 
Patent Appeals and Interferences, citing 
caselaw dealing with Section I02(d) af
firmed. 

Although it has long been settled that a 
German design patent, which gives apaten
tee rights more akin to copyright protection. 
is prior art for section 102(d) pmposes, 
whether it constitutes prior art for section 
lO2(a) purposes was an issue of fITst im
pression. 

Section 102(d) bars the issuance of a 
patent if the invention was patented by the 
applicant in a foreign country more than 
twelve months prior to the U.S. ftling date. 
Under section 172 the twelve-month period 
is reduced to six months in the case of 
design patents. Section 102(b) bars the 
issuance of a patent if the invention was 
patented by another in a foreign country 
prior to the invention thereof by the appli
cant. 

In affmning the Board of Patent Ap
peals and Interferences, the Federal Circuit 
stated: 

We recognize that Geschmacksmuster on 

display for public view in remote cities in a 

far-away land may create a burden of discov
ery for one without the time, desire, or re
sources tojourney therein person orby agent 

to observe that which was registered and 

protected under German law .... 

Moreover, actual knowledge of the 

Geschmacksmuster is not required for the 
 0." 
disclosure to be considered prior art. To 

detennine patentability. a h~thetical per
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son is presumed CO tmw all the peninent 
prior art, Wholhlf Of DOl tho Ipplicant is 
actually aWl .. of Ita OIh1AIncc•••• 
In conclusion. we hold that because the 
GeschmacksmullOl' tuUy discloses the de
sign upon whieh Ocrman law conferred the 
exclusive righulnendant to the registration, 
theGeschmacksmusterqualifies as a foreign 
patent for purposes of section 102(a), and 
therefore constitutes prior art for use in the 
obviousness analysis under section 103. 

COPYRIGHTS 

In Ltsh v, Harper', Masaint Fo",.
dation, 45 PICJ 71, (S.DoN.Y. 1992)..... 
U,S, District Court tor Ibo 80uIhIm DIJ. 
met of New York IleJ4 _ UIIIUIborfud 
pubUcadonof52.....toflnuopubllsbed 
letter did not conat.i&ulllait., 

Plaintiff Gordon LJah condUCLI writ
ing seminars. In December 1990, Harper's 
Magazine pubUshed an article entit1ed "A 
Kind of Magnificence-" The article com· 
prised excerpts from a leuer that Mr, Uah 
had sent to prospective students for hts 
seminars detailing and phrastq Ihc suuc
ture of the seminars. 

The original letter was edited trom 
2,308 words to 1,206 words. The article 

ntained the prefatmy statement: "Prom 
introductory letter sent last summer by 

ordon Ush to students enrolled in his fall 
fiction writing workshop." Deletions from 
the original were not marked. Mr. Lish 
sued Harper's for, inter alia, copyright 
infringement. Harper's contended its un
authorized publication was a fair use. 

Harper's argued that itsuse ofsubstan
tial amounts of the content was necessary 
to demonstrate Mr. Ush's character or 
teachingstyleand to disseminate facts about 
the way the seminars were run. However, 
thecourt rebutted Harper' sargument. Judge 
Lasker stated: 

Harper's knew that because Ush was a fa
mous writer and teacher of writing, its read
ers - who, it should be noted, buy an aver
age of23 bonks a year-would beinterested 
in reading the Letter as an example of his 
manner of expression, ... 

citingNewEraPublicationslnt's. v.Henry 
Holt & Co., 873 F.2d 576 (2d Cir. 1989) 
and Salinger v. Random House, Inc., 811 
F.2d 90 (2d Cir. 1989). 
'\ The Court stated: 
j 

Itis true that sinceNewEra and Salinger, the 
Second Circuit has refined its mle on use of 

an author's unpublished expression and now 
seems to pennit an exception when a direct 
quotation of the author is necessary to report 
a fact accurately and fairly.·.. This view 
appears to have gained favor in recent deci
sions.••• Wright v. Warner Boob Inc. ... 
However, ... Harper's pubUshedaaubstan
tially greater portion of tho Leuer than was 
required to achieve thlll PUrpollO. The deci
sions which allow IImlltld copyIn,of unpub
liahed clpreaalon ompha.l. that only mini· 
mal oopylna I. ponnllliblo. ••• 
11111*'. malnutina lhal no more WII liken 
thlll wI./lOQI"II)'I000nVoythofaou. How
CIY@f, lI.r'IIYOdIn~*,amount 
ofunpub&hcdmalOrial-ovof I.200Wordl 
wlUcb .nountad 10 52. of tho orialnalllld 
which.I.publlahod. took upmors thinatull 
plIO of tho mljlalno. Such uaklna wadaf 
motlI than mil nocona!,), to rePort faewal 
mlannllion fairly and accurately. 

PATENTS -OBVIOUSNESS 

The Federal Circuit Court of Appeals 
in General Foods Corp. v. Studien
geselischaftKohlembH,44PfCJ387(Fed.
elf. 1992), held that when determining 
obviousness-type double patenting, claims 
must be read as a whole. 

Studiengesellschaft Kohle mbH 
(SKM) owns U.S. Patent no. 3,806,619 
('619 patent) entitled "Process for tb,e 
DecaffeinationofCoffee." The '619 patent 
referenced the •639 patentas supplying the 
source of caffeine. General Foods, a lic
ensee under the patent, brought a declara
tory judgment suit for a declaration ofnon
infringement. invalidity and unenforceabil
ity. 

The District Court held the '639 patent 
invalid for "obviousness-type double pat
enting" in view of the earlier issued '619 
patent. The Federai Circuit reversed. Writ
ing for the Court, Judge Rich stated: 

It should be amply clear by now that the 
decaffeination illvention and the caffeine 
recovery invention are separate and distiiJct 
invention., directed to different objectives, 
and paltlltably distinguishable one from the 
other. Neither is statutory "prior art" to the 
other because the patent applications were 
copending and, further because there can be 
no "prior invention by another" ... because 
both are inventions of Zosel. 

The Court determined that although 
the patents concern related subject matter, 
the '639 patent concerns a process aimed at 
producing decaffeinated coffee from raw 
coffee, while the '619 patent concerns a 
process for producing caffeine from raw 
coffee. The Court stated: 

Claims must be read as a whole in analyzing 
a claim of double patenting. *** These two 
inventions, decaffeination of coffee and re
covery of caffeine, are separate, patentably 
distinct inventions between which there can
not be double patenting. Clearly the two 
patents do not claim the same invention, and 
this is not argued. Under an obviousness
type double patenting analysis, neither 
claimed process is a mere obvious variation 
of the other. No other kind of "double 
patenting" is recognized, sothereisno double 
pltenting. 

The Court further instructed: 

Where there is a second patentable inven
tion, as there is here, because the difference 
is not an obvious one, it is important to bear 
in mind that comparison can be made only 
with what invention is claimed in the earlier 
patent, paying careful attention to the rules 
of claim interpretation to determine what 
invention a claim defines and not looking to 
the claim for anything that happens to be 
mentioned in it as though it were a prior art 
reference. This was not done by the trial 
court. Rather, it was carefully misguided by 
GF's arguments into doing exactly the oppo
site, as we shall now show. 
It should suffice, we feel, to point out the 
principal errorinto which the trial court was 
led which resides in a complete misinterpre
tation ofclaim 1 •• ,.. ofthe '619patent on the 
caffeine recovery process, now expired. **'" 
The gist ofit is that claim 1 of patent '639 in 
snit is "obvious from claim 1 (a)" of patent 
'619. Of course, there is no such thing as 
"claim I(a)," a tenn used no less than 11 
times throughout the Findings of Fact and 
Conclusions of Law. There is a claim I and 
the first step of its recited steps is designated 
"(a)." And that step recites the essence ofthe 
very same process claim in the '639 patent in 
suit, but, in accordance with the principles of 
claim construction "''''., step (a) is not 
"claimed" in the '619 patent, noris it "pat
ented" or "covered" as the trial court seems 
tohavethonghtit was as shown in its Finding 
ofFact58 which says: "Itwas ubvions to one 
of ordinary skill in the art: that snpercritical 
carbon dioxide would substantially 
decaffeinate coffee, as otherwise it would 
IIot be claimed in claim 1 t>fthe '619 patent . 
.. ."."'''' This concept violates thefundamen
tal rule of claim construction, that what is 
claimed is what is defmed by the claim taken 
as a whole, every claim limitation (here each 
step) being material. What is patented by 
claim 1 of '619 is a 9-step caffeine recovery 
process, nothing more and nothing less. 

• 
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CLASSIFIED 
ADVERTISEMENTS 

Nilsson, Wurst & Green, a progressive 
intellectual property law fmn with major 
U.S. and foreign corporate clientele, in
vites exceptional patent attorneys to join 
its growing practice. Successful candi
dates will· have a degree in electrical 
engineering, physics or a related techni
cal field and substantial experience in 
patent prosecution and/or litigation. 
Compensation and benefits will be at the 
higher competitive levels. Interested 
candidates should send their resumes and 
writing samples to Robert A. Green, 707 
Wilshire Blvd., 32ndFloor, Los Angeles, 
CA 90017. All submissions will be kept 
in the strictest confidence. 

Translation into idiomatic US English 
on disk or by modem. Applications, 
registrations, references, and instruc
tions from German and other languages. 
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Electrical, mechanical, and chemical engi
neering, biotechnology, pharmaceuticals, 
and foodstuffs. Thomas J. Snow, 1140 
Avenue of the Americas, New York, NY 
11036-5803. Tel. (212) 391-0520. Fax 
(212) 382-0949. 

No More BlindDates.LetDocketMinder 
teach your computer to calculate Dne 
Dates, wamingyouabout weekends, Fed
eral holidays, and your own reserved 
dates. Docketing software by a patent & 
trademark lawyer for patent & trademark 
lawyers: Due Dates automatically gener
ated for recurring situations like Office 
Actions. Flexible, multi-level reporter. 
Automatic audit. Easy to use, easy to 
learn, easy to pay for. Individual copies 
$100; multi-copy license available. 
FREE DEMO DISK. Grass Roots Soft
ware, P.O. Box 17900, Suite 180, Glen
dale, Wisconsin 53217 (414) 274-9178 

JOIN THE EXPERTS. 

Subscribe to: The Licensing Journal® 


The Licensing Journal is the exclusive publication for 
people who need top notch advice in the rapidly growing 
fieldoflicensing. Everyissuebringsyouexpertinfonnation 
from a panel ofprofessionals who are leaders in the licensing 
industry and in the intellectual property and entertainment . 
law bars. And,eachkey ropicis addressed inan authoritative 
and thorough manner, offering information on pertinent . 
subjects such as: License Agreements; Trademarks; Trade 

Please enter my subscription as checked below: 

[ ] One year Subscription - U.S. $150 

[] Two year Subscription - U.S. $260 

[ ] One year - Foreign $165 

[ ] Two year - Foreign $280 


[ ] Payment Enclosed. Send free gift 
[ ] Please charge my Amex, VISA or MasterCard 

CreditCardNo. ____________________ 

Secrets; International Trade Commission Actions; Dilution; 
Copyrights; Patents and Technology Licensing. In addition, 
there are monthly features covering highlights of recent licens
ing law, events in the merchandising business world and perti
nent book reviews. 

Ifyou act now and order a year's prepaid subscription, you 
will receive a handsome three-ring binder to organize and 
maintain your Licensing Journal library, as a free gift. 

Name ___________________ 
Firm ____________________ 

Address ______________________________ 

City _______ State _____-'Zip ________ 

Country ____Telephone __________ 

Mail to: The Licensing Journal 
P.O. Box 1169 

Stamford, CT 06904-1169Exp. _______ Signature _______ 
(203) 358-0848 


