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Since the committee year is just about 
to begin, I do not have a lot to discuss in this 
President's Comer. I did, however, receive 
the following letter which I thought high­
lighted the need for organizations like ours 
to reach out and educate the public on what 
intellectual property law is and what we can 
and cannot do to protect it. I am referring 
this letter to the Committee on Legal Aid 
but ifanyone has a specific interest in this 
typeofpro-bono legal work, please contact 
me or Jeffrey Lewis, the chair of that com­
mittee for further action: 

o Dear Ms. Ryan: 

I spoke with your organization regard­
ing starting an educational/self-help non­
profit organization targeting persons with 
panic disorder and depression whoarehome­
bound. I want to reach these people via 
multi-line electronic bulletin board (BBS). 
You returned my call during your trip to 
Europe and requested more details, asking 
that I reference your call as a reminder. 

My ultimate goal is to help people who 
are home-bound due to a panic disorder or 
depression and provide them with the means 
to help themselves by communicating in­
teractively with each other, forming self­
help groups, obtaining lists ofmental health 
professionals in their area specializing in 
their particular disorder and having access 
to educational material. I don't wish to 
compete with or act as a substitute for the 
professional treatment that these people may 
need; however, many of these people have 
limited fmancial means or are uninsured, so 
access to such an organization could be very 
beneficial to this targeted group. 

'. Since speaking with you, I have con-
Qctedmany law ftrms requesting pro-bono 

,. assistance in setting up my organization. I· 
have also contacted many local and na­

tional self-help groups, attorneys, associa­
tions and mental health professionals to 
determine if such a program already exists. 
My continuing research has indicated that 
no other such program exists-at least not 
in this country. 

According to Alcoholics Anonymous, 
there are literally hundreds of daily on­
going self-help groups in the Washington, 
DC area alone which areavailable for alco­
holics in the course of their recovery. By 
comparison, there are just three self-help 
groups for people with panic disorders. 
Most ofthese groups dissolve in less than a 
year because they change locations, lose 
vital group leaders due to bum-out, or are 
inaccessible to the home-bound, so getting 
to these meetings is difficult for people 
with these disorders. 

My reason for contacting your organi­
zation was because data mes which are 
uploaded and downloaded via a BBS need 
to be in the public domain. Established 
self-help groups have protected material, 
under copyright law, which would be most 
valuable to the users I plan to target. What 
steps do I take to get permission to use such 
material? 

Such information may include: 
12 Step and other programs 

- Published articles by medical profes­
sionals, associations, journals, pharmaceu­
tical companies, mental health profession­
als, etc. 

My hope is to be able toprovideeduca­
tional material freely, so that I can help this 
large but much hidden group. 

or providing you with enough information. 
I was attracted to your organization simply 
because your name suggests that you deal 
in such manners of intellectual property, 
public domain, and liability issues con­
cerning them. 

I would be most appreciative of any 
guidance your organization could offer. 
Are there issues I've overlooked? Should I 
contact a particular person or organization? 
Would you be willing to send me a letter of 
endorsement-anything, that might help 
lend credibility and support for my pro­
posed self-help organization as I continue 
to seek pro-bono legal support. and com­
munity acceptance? 

I spent many years as an agoraphobic. 
It was by chance that I was lead to a treat­
ment center, but only after many years of 
living in fear of leaving my home. Since 
being correctly diagnosed and treated, I 
plan to spend the rest of my life continuing 
with my own recovery. and pursuing my 
self-help organization, so others won't have 
to spend the best years oftheir lives living 
in ignorance, fear or needless shame. 

Thank you for inviting me to write to 
you with more details. I appreciate your 
phoning me all the way from Europe! That 
was very thoughtful ofyou. Whatever you 
decide you can do, I want you to know that 
I have appreciated your time. 

I 

Sincerely, 
(Name Witheld) 

- Andrea Ryan 
I not be the 
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ASSIGNMENTS 

Committee on Admissions 

Committee on the Annual Dinner in 
Honor of the Federal Judiciary 

Scope ofthe Committee. It shall be the 
duty of this Committee to assist the Presi­
dent in connection with the preparation for 
and the conduct of the Annual Dinner Meet­
ing in honor of the Federal Judges. 

Comlllttte on Contlnu 
Bcluu.lon 

SCOPlIJ/''''(;._.~
duty of this COS__ 

present continuina 
nars of interest to litebroad 
Association' s memt~rshtDlancUO: 

Scope ofthe Committee. It shall be the 
duty of this Committee to promote mem­
bership in the Association, to process appli­
cations for membership in accordance with 
Article TIl of the Bylaws and the Rules on 
Admissions ofthe Association and to make 
recommendations with respect thereto to· 
the Board of Directors. 

Chair Michael J. Kelly 
Board Liaison William H. Dippert 

Edward M. Blocker 

Alice C. Brennan 

Eric B. J anofsky 


Edward H. Loveman 

Rory J. Radding 

Gidon Don Stem 


and the Officers and Directors 

Committee on Alternative Dispute 

Resolution 


Scope ofthe Committee. Itshallbethe 
duty of this Committee to consider the use 
ofalternative dispute resolution techniques, 
including at:bitration, in resolving intellec­
tual property disputes and to make recom­
mendations with respect thereto to the Board 
of Directors. 

Chair Charles P. Baker 
Board Liaison Thomas L. Creel 

Steven P. Berman 

Andrea L. Colby 

Bernard F. Crowe 


Edward Halle 

James M. Heilman 


J. RusselJuten 

Claire Ann Koegler 

Ernest F. Marmorek 


Russell G. Pelton 

Earl L. Scott 


Jeffrey A. Schwab 

Edward Weigram 


Chair Pasquale A. Razzano 
Board Liaison William J. Gilbreth 

John Cotter 

Mary Ann Dickey 


Committee on the Annual Meeting 
of the Association 

Scope ofthe Committee. It shaU be the 
duty of this Committee to assist the Presi­
dent and Secretary in connection with the 
preparation for and conduct of the Annual 
Meeting of the Association and related 
events. 

Chair & Board Liaison 
Thomas L. Creel 


Jeffrey Lewis 

Ronald Bleeker 


Committee on Antitrust, Inequitable 

Conduct and Misuse 


Scope ofthe Committee. It shall be the 
duty of this Committee to consider the 
antitrust laws, insofar as they relate to intel­
lectual property, and other unfair conduct 
in connection with intellectual property 
including inequitable conduct and misuse, 
and to make recommendations withrespect 
thereto to the Board of Directors. 

Chair John E. Daniel 
Board Liaison John Francis Sweeney 

Mitchell Bittman 

Martin E. Goldstein 


Arthur D. Gray 

Robert Hess 


C. Bruce Hamburg 

Richard T. Laughlin 


Frank E. Morris 

Stuart P. Sender 


ommendations with respect thereto to the 
Board of Directors. 

Chair Edward E. Vassallo 
Board Liaison Edward V. Filardi 

Mark Abate 

Charles W. Almer 


Alfred Ewert 

Martin Goldstein 

George Kaplan 


John Kidd 

Stanley Liebenstein 


John A. O'Brien 

David W. Plant 

Scott K. Reed 


Evelyn M. Sommer 


Committee on Copyrights 

Scope ofthe Committee. ItshallbetbA 
duty of this Committee to consider all alf!IIP 
peets of United States, foreign and multi­
national copyright law and practice and to 
make recommendations with respect thereto 
to the Board ofDirectors. The Committee 
shall keep fully informed as to all proce­
dures, rules, regulations and decisions, stat­
utes, treaties, agreements and conventions, 
existing or proposed, relating to copyrights 
and make recommendations to the Board of 
Directors regarding any changes therein. 

Chair Marilyn Smith 
Board Liaison John Francis Sweeney 

Allen J. Baden 

Ronald A. Dayton 


Terese Cohen 

Eliot Gerber 


Thomas A. Smart 

Marilyn D. Smith 

Roger Thompson 


Raymond Van Dyke 


Committee on Design Protection 

Scope ofthe Committee. It shall bethe, 
duty of this Committee to study the protec­
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tion of designs ~d related legislative pro­
posals, and to make recommendations with 

gespect thereto to the Board of Directors. 

Chair Lloyd McAulay 
Board Liaison Virginia Richard 

Anthony J. Casella 

Albert C. Johnston 


Charles E. McKenney 

W. Brown Morton, Jr. 

Committee on Economic Matters 
Affecting the Profession 

Scope ofthe Committee. It shall be the 
duty ofthis Committee to keep informed as 
to all matters affecting the economic inter­
ests of the members of the Association 
including tax problems. retirement plans, 
pension programs, insurance programs, 
office management, office equipment, 
patent costs, trademark and copyright reg­
istration costs and employee salaries and to 
make recommendations to the Board of 
Directors with respect to such matters. 

Chair Brian M. Poissant 
.oardLiaison Howard B. Barnaby 

Victor N. Balancia 

Stevan J. Bosses 


David A. Einhorn 

Meyer A. Gross 

Randy Lipsitz 


Richard A. Meilman 

Norman H. Zivin 


Committee on Employment 

Scope ofthe Committee. Itshall be the 
duty of this Committee to process requests 
for employment and requests for employ­
ees in the patent, trademark and copyright 
fieldsand to make recommendations to the 
Board of Directors with respect to such 
matters. 

Chair Richard L. De Lucia 
Board Liaison David J. Mugford 

AL. Collard 

Charles W. Grimes 


Shahan Islam 
o John James McGlew 
William R. Robinson 

Edward A. Steen 

Committee on Foreign Patent Law 
and Practice 

Scope ofthe Committee. Itshall be the 
duty of this Committee to consider all as­
pects of foreign and multinational patent 
laws and practice which affect the rights of 
United States entities in technology in for­
eign countries and to make recommenda­
tions with respect thereto to the Board of 
Directors. 

Chair Michael N. Meller 
Board Liaison Robert L. Baechtold 

Christopher E. Chalsen 

Jay L. Chaskin 


Murray J. Ellman 

Francis C. Hand 

Richard B. KIar 


Bernard Lieberman 

John S. Piscitello 


G. Woltrust 


Committee on Foreign Trademark 

Law and Practice 


Scope ofthe Committee. Itshall be the 
duty of this Committee to consider all as­
peets of foreign and multinational trade­
mark law and practice and to make recom­
mendations with respect thereto to the Board 
of Directors. 

Chair John R. Olsen 
Board Liaison Virginia R. Richard 

George E. Badenoch 

James L. Bikoff 

Richard Brown 


George W. Cooper 

Michael I. Davis 


Eileen E. Kennedy 

Joseph Nicholson 


James N. Palik 

Irving N. Stein 


Committee on Harmonization of 
Patent Laws 

Scope ofthe Committee. Itshall be the 
duty of this Committee to coordinate the 
activities of the Committee on Foreign 
Patent and Practice and the Committee on 
U.S. Patent Law and Practice in cooperation 
with others regarding proposals to harmo­
nize the substance, practice and interpreta­

tion of national laws and the international 
convention for the protection ofintellectual 
property. 

Chair William J. Brunet 
Board Liaison Peter Saxon 

Ronald A. Bleeker 

Leonard Diane 


Thomas M. Gibson 

Samson Helfgott 


George W. Johnston 

Peter Ludwig 


Charles A. Muserlian 

Robert I. Pearlman 


David Weild 


Host Committee 


Scope ofthe Committee. Itshall be the 
duty of this Committee to prepare for and 
conduct any activities for the benefit of 
other professional associations and their 
members which may be authorized or re­
quested by the Board of Directors. 

Chair Edward V. Filardi 
Board Liaison Peter Saxon 

David Goldberg 

Gerald W. Griffin 


Paul H. Heller 

David H.T. Kane 

Jerome G. Lee 


Joseph J. Previto 

Albert Robin 

Peter Saxon 


Frank F. Scheck 

Arthur Tenser 


John O. Tramontine 

Douglas W. Wyatt 


Committee on Incentives for 

Innovation 


Scope ofthe Committee. It shall be the 
duty of this Committee to undertake studies 
andmakerecommendations to the B oard of 
Directors regarding possible changes in 
law, regulations and governmental policy 
which are likely to provide incentives for 
innovation. 

Chair Thomas E. Spath 
Board Liaison Gregory J. Battersby 
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Peter DeLuca 

Alfred P. Ewert 


Howard R. Jaeger 

Wayne M. Kennard 


Mark P. Kesslen 


Committee on Legal Aid 


Scope ofthe Committee. Itshall be the 
duty of this Committee to assist the Legal 
Aid Society of New York in rendering 
services in the patent, trademark or copy­
right fields to persons designated by the 
Society as qualifying for the aid of the 
Society and to report such activities to the 
Board of Directors. 

Chair Jeffrey I.D. Lewis 
Board Liaison Virginia R. Richard 

Milton L. Honig 

Richard Komson 


Walter T. Zielinski 


Committee on Legislative Oversight 


Scope ofthe Committee. Itshall be the 
duty of this Committee to coordinate the 
activities. of this Association relating to 
intellectualpropertylegislation,and to make 
recommendations with respect thereto to 
the Board of Directors. 

Chair & BoardLiaison 
Thomas J. Creel 


James W. Badie 

Stephan J. Harbulak 

Leonard B. Mackey 


Arthur M. Peslak 

William J. Sapone 


Rochelle Seide 


Committee on License to Practice 
Requirements 

Scope ofthe Committee. Itshall be the 
duty of this Committee to keep fully in­
fonned as to requirements and proposed 
requirements affecting the practice ofmem­
bers of the Association before government 
agencies, including the Patent and Trade­
miu:k Office, and the Courts, relating to ad­
mission to practice, qualifications for prac­
tice, continuing legal education and special­
ization, and to make recommendations for 
changes thereto to the Board of Directors. 

Chair Dale L. Carlson 
Board Liaison Roger S. Smith 

Martin E. Goldstein 

John V. Swinson 


Committee on Litigation Practice 
and Procedure 

Scope ofthe Committee. Itshall be the 
duty of this Committee to consider legisla­
tion and rules affecting practice and proce­
dural matters in intellectual property litiga­
tion outside the Patent and Trademark Of­
fice, and other matters relating to practice 
in such litigation, and to make recommen­
dations with respect thereto to the Board of 
Directors. 

Chair Robert Neuner 
Board Liaison Berj A. Terzian 

Stevan J. Bosses 

Robert L. Goldman 

Robert W. Fiddler 


John Flock 

Constance S. Huttner 

Albert L. Jacobs, Jr. 


John Kurucz 

David H. Pfeffer 


Peter Phillips 

Lawrence F. Scinto 

Mark H. Sparrow 


Robert C. Sullivan 

Todd A. Wagner 


Committee on Meetings and Forums 


Scope ofthe Committee. It shall be the 
duty of this Committee to prepare and con­
duct educational meetings ofthe Association 
other than meetingsofthe Officers, Commit­
tees and Board of Directors, the Annual 
Meeting of the Association and the Annual 
Dinner in Honor of the Federal Judiciary. 

Chair William F. Lawrence 
Board Liaison William H. Dippert 

Charles E. Baxley 

Marilyn Matthes Brogan 


John Donofrio 

Myron Greenspan 


William F. Lawrence 

Amanda Laura Nye 

Philip T. Shannon 

David H. Vickrey 


Nominating Committee 

Scope ofthe Committee. Itsl1al1 be thO 
duty of this Committee to consider candl ... 
dates to the elective offices of the Associa­
tion and to submit to the members at the 
Annual Meeting of the Association, the 
names ofcandidates which the Committee 
nominates for such elective offices accord· 
ing to Article VI, Section 4. 

Chair & BoardLiaison 
Peter Saxon 

Ronald A. Bleeker 

Martin E. Goldstein 


William F. Lawrence 

Frank F. Scheck 


Committee or Past Presidents 

Scope ofthe Committee. It shall be the 
duty of this Committee to propose to the 
BoardofDirectors ways in which theAsso­
ciation and its objectives and public image 
may be improved and to study and report to 
the Board on any matter which may be 
referred to the Committee by the Board. 

oChair Frank F. Scheck 
Board Liaison Peter Saxon 

Lorimer P. Brooks 

Hugh A. Chapin 

Bert A. Collison 


William C. Conner 

John C. Cooper 


William F. Eberle 

Paul M. Enlow 


Frank W. Ford, Jr. 

Alfred L. Haffner, Jr. 


Edward Halle 

Cyrus S. Hapgood 


Paul H. Heller 

Albert C. Johnston 


Karl F. Jorda 

David H.T. Kane 

John T. Kelton 


W. Houston Kenyon, Jr. 

Stanton T. Lawrence, Jr. 


Jerome G. Lee 

John B. Pegram 

Joseph J. Previto 

Harry R. Pugh, Jr. 


John A. Reilly oMorris Relson 
Giles S. Rich 
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Albert Robin 

John O. Tramontine 

Douglas W. Wyatt
o 


Committee on Professional Ethics 
and Grievances 

Scope ofthe Committee. It shall be the 
duty of this Committee to perfonn the ac­

+, tivities set forth in Section 5ofArticle VI of 
the Bylaws of the Association and to keep 
fully infonned as to all Codes of Ethics or 
Professional Responsibility applicable to 

I 
! 

members ofthe Association and interpreta­
tions thereof and as to all proposed changes 
in such Codes. 

Chair Albert Robin 
Board Liaison Pasquale M. Razzano 

Herbert Blecker 

Dale L. Carlson 


Peter Saxon 

Arthur Tenser 


Committee on Public and Judicial 
Personnel 

,,_ Scope ofthe Committee. It shall be the 
Vauty of this Committee to consider and 

propose candidates for public and judicial 
offices which involve patent, trademark 
and copyright matters, and to make recom­
mendations to the Board of Directors with 
respect to such candidates. 

Chair Herbert F. Schwartz 
Board Liaison William Gilbreth 

Mark J. Abate 

Herbert Blecker 


F.T. Carr 

Kenneth E. Madsen 

Thomas F. Meagher 


John W.Ryan 

John C. Vassil 

John P. White 


George W. Whitney 

Committee on Public Information 
and Education 

Scope ofthe Committee. It shall be the 
duty of this Committee to publicize the 

~ctivities of the Association, to publicize 
\...,)he patent, trademark and copyright sys­

tems, to educate the public with respect to 

such systems and to make recommenda­
tions to the Board ofDirectors with respect 
thereto. 

Chair Wayne M. Kennard 
Board Liaison Howard B. Barnaby 

Mark Abate 

Thomas H. Beck 

Philip Furgang 


!raJ. Levy 

Peter C. Schechter 

Rochelle K. Seide 


Committee on Publications 

Scope ofthe Committee. It shall be the 
duty of this Committee to prepare, edit, 
publish and disseminate such publications 
as may be requested by the Board ofDirec­
tors and to make recommendations to the 
Board with respect thereto. 

Chair & Board Liaison 
Gregory J. Battersby 


Arlana S. Cohen 

Kenneth J. Dow 

Karen J. Kramer 

Serle Ian Mosoff 


Thomas A. O'Rourke 

Charles J. Zeller 


Committee on Trade Secret Law 
and Practice 

Scope ofthe Committee. It shall be the 
duty of this Committee to consider all as­
pects of United States trade secret law and 
practice and to make recommendations with 
respect thereto to the Board of Directors. 

Chair Melvin C. Garner 
Board Liaison David Mugford 

Donald J. Curry 

William R. Evans 

Stewart J. Fried 


Joseph B. Taphom 

Scott A. Wisser 


Committee on United States Patent 

Law and Practice 


Scope ofthe Committee. It shall be the 
duty of this Committee to consider all as­
pects of United States patent and technol­

ogy law and practice and to make recom­
mendations with respect thereto to the Board 
of Directors. 

Chair Theresa M. Gillis 
Board Liaison John D. Murnane 

E. Jane Berry 

Paul H. Blaustein 


Michael I. Chakansky 

Frederick J. Dorchak 


James A. Finder 

Stephen H. Frishauf 

William S. Frommer 


Thomas Langer 

Hope Liebke 


George W. MacDonald, Jr. 

Jay H. Maioli 


John M. McGillycuddy 

Gabriel P. Katona 


Roland Plottel 

Donna M. Praiss 


Stanley J. Silverberg 

Tiberiu Weisz 


Committee on U.S. Trademark Law 
and Practice 

Scope ofthe Committee. It shall be the 
duty of this Committee to consider all as­
pects of United States trademark law and 
practice and to make recommendations with 
respect thereto to the Board of Directors. 

Chair EdwardJ. Handier, III 
Board Liaison Edward Filardi 

Marsha G. Ajhar 

Martin J. Beran 


Peggy Day 

Paul Fields 


Julius Fisher 

Laurence Hefter 


Martin A. Levitin 

George F. Long 

Eric D. Offwer 

Alan Rudennan 


Fritz Schweitzer, Jr. 

Howard J. Shire 


Stanley Silverberg 


Representatives: 


National Council of Intellectual 

Property Law Associations 


Peter Saxon 
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U.S. Inter-Bar EPO Liaison 

Representative 

Samson Helfgott 


U.S. Bar/Japan Patent Otlice Liaison 
John B. Pegram 

• 

CLEWEEKEND 
HIGHLIGHTS 

Ed Vassallo, CLE Chairperson, and 
theCLECommitteehostedtheCLE Week­
end at the Nassau Inn in Princeton, New 
Jersey, on September 11-13. AI Robin and 
Claire Koegler won the golf tournament 
held Friday atPrinceton Meadows Country 
Club, and were presented their awards at 
Friday's Dinner Reception by Past Presi­
dent Peter Saxon. Everyone in attendance 
agreed the sessions were both entertaining 
and informative. 

EX PARTE AKAMATSU 

Former Commissioner of the Patent 
and Trademark Office, Harry F. Manbeck, 
Jr. and John F. Witherspoon, aformermem­
ber of the Board of Appeals and Interfer­
ences (1971-1978), debated the question: 
Should the Commissioner of the PTO use 
the Board of Patent Appeals and Interfer­
ences as an instrument to establish legal 

The debate was moderated the 
r--~m: 

The Nassau Inn, Princeton. NI 

Honorable Alfred M. Wolin, United States 
DistrictJudge for the District of New Jersey. 

In Ex parte Akamatsu, 22 USPQ 2d 
1915 (Bd. App. and Int. 1992), a panel of 
the Board composed of three examiners­
in-chief heard an appeal from a rejection of 
certain claims under 35 U.S.C. §101 as 
drawn to nonstatutory subject matter, a 
mathematical algorithm. The claims were 
to a method and apparatus used for graph­
ics interpolation. The apparatus claims 
were in means plus function form and es­
sentially recited means forperforming each 
step of the method. The panel decided the 
appeal, wrote and signed an opinion revers­
ing the examiner's decision, but had not 
mailed it when Commissioner Manbeck, 
convinced that the panel had erred, desig­
nateda new panel consisting ofhimself, the 
Deputy Commissioner, the Assistant Com­
missioner for Trademarks and the Chair­
man and Vice Chairman of the Board to 
replace the original panel. The new panel 
affmned the Examiner's decision. 

Commissioner Manbeck explained that 
his action was motivated by the need to 
maintain certainty in the law. In addition, 
Mr. Manbeck argued that the Board must 
follow the Commissioner's "legal policy" 
directives to ensure that the PTO will al­
ways "speak with one voice," that the PTO 
should not issue invalid patents and that the 
real issue here is one of "pay and status" of 
members of the Board. 

Mr. Witherspoon believed the under­
lying fundamental issue in the debate to be: 
Is it in the best interest of the United States 
patent system (i.e. the public interest) to 
afford inventors an opportunity to obtain a 
review of an examiner's refusal to allow 
their applications for patents within the 
PTO itself, in lieu of hav:mg to seek relief 
directly in the federal courts? 

Mr. Witherspoon said he also favored 
certainty in the law and the PTO not know­
ingly issuing invalid patents. However, he 
argued that use of the Board to implement 
a Commissioner's policy, as was allegedly 
done in Akamatsu, is "illogical, impracti­
cal, and probably illegal," as well as de­
moralizing to members of the Board. He 
reads sections 7, 131, 132, and 134 ofTitle 
35 as collectively setting forth a statutory 
arrangement whereby examiners (on be­
half of the Commissioner) review applica­
tions at one level and whereby applicants 
are then accorded a right of appeal to an­

other level within the PTO. According to 
Mr. Witherspoon, the "required by law" 
provision ofsection 6, which sets forth ~~ 
Commissioner'sduties,mustbeinterpre~ 
in a way so as not to undercut the other 
statutes, and that for the Commissioner to 
mandate the outcome of an appeal, either 
directly or by indirection through use of his 
authority to designate panels of the Board, 
clearly undermines the statutory scheme. 
Further, he argued that the motion that the 
PTO must "speak with one voice" simply 
cannot be reconciled with the very nature 
of an appellate review. Mr. Witherspoon 
argued that there is only one legal policy 
which should be followed in the PTO - to 
apply on a case-by-case basis the appli­
cable law as set forth in the statute and in 
the Supreme Court and Federal Circuit 
precedent - and that this has been the 
approach historically followed by theBoard, 
even in cases involving conflicts between 
case law precedent and a Commissioner's 
Notice. Exparte Osmond, 191 USPQ334 
(1976) was cited as an example. 

In Mr. Witherspoon's view, the Board 
is a single entity and a panel functions as an 
arm of the Board. He contended that no 
panel, therefore, shoulddecideacaseknow-r\ 
ing or strongly suspecting that its decisiorv 
may be contrary to the majority view ofthe 
whole Board. 

Mr. Witherspoon also believes that 
less, not greater, certainty results when an 
individual Commissioner's personal views 
effectively count for more than one vote on 
the Board. He pointed out that history 
shows that Commissioners are hardly of 
one mind regarding interpretations of the 
law, and that since 1961, their average term 
of office is less than three years. In sharp 
contrast, he said, examiners-in-chief work 
with important legal issues on a daily basis 
in groups wherein consensus judgments 
are reached and often remain on the Board 
for many years. Mr. Witherspoon contends 
that these decisions are morelikely toresult 
in a stable uniform body ofprecedent if not 
disturbed by outside "policy" dictates from 
time to time. He pointed out that there is 
nothing to prevent a Commissioner, as well 
as the Solicitor ofthe PTO, from presenting 
their arguments on the record for full con­
sideration by the Board during the appeal 
process, for example, by assisting an exam-A, 
iner in writing the Examiner's Answer, by\J,! 
participating in oral argument, and by re­
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questing reconsideration of a Board deci­
sion once made~Mr. Witherspoon explained 

t in 1927, Congress delibemtely abol­
the then statutory right of an appeal 

from the Board to the Commissioner in 
person, who could overrule the Board, and 
that the 1927 statute eliminating that proce­
dure is basically still the law today. 

Finally, Mr. Witherspoon rejects any 
~ 	 suggestion that a Board member would al­

low administrative matters, suchas "pay and 
status" issues, to influence his decision on 

J" the merits of a case. 
In a spirited discussion fueled by tough 

questions from Judge Wolin, neither Mr. 
ManbecknorMr. Witherspoon wavered from 
their positions. They continued to disagree 
over whether 35 U.S.C. §7 (b) provides for 
an independent second-tier review within 
the PTO, and whether the proper role of the 
Board is to implement the personal policy 
views of the Commissioner. Fmally, how­
ever, Mr. Manbeck did state that upon re­
flection, he would include the original board 
members on a reconvened board, if faced 
with the same problem today. Nevertheless, 
heremained fum in his conviction that where 
the Commissioner is personally convinced 

~t an invalid patent would result because 
V>fan "erroneous" decision of the Board, it is 

his duty to take steps to correct that decision. 

TWO PESOS v. TACO CABANA 

Peter Cobrin, Esq., of Cobrin, Gittes & 
Samuel, and Marie Driscoll, Esq., ofRobin, 
Blecker, Daley & Driscoll, discussed the 
impact of Two Pesos v. Taco Cabana 
_U.S._23 USPQ 2d 1081 (1992) on trade 
dress law. In Two Pesos the Supreme Court 
affirmed a jury finding that the overall ap,­
pearance of Taco Cabana's restaumnts was 
a protectable trade dress which had been 
infringed by Two Pesos. In doing so, the 
Supreme Court resolved a contlict among 
the circuits by determining that a trade dress 
canbe protected if it is inherently distinctive 
even without a showing of secondary mean­
ing. Peter Cobrin noted that trade dress 
defendants now must try to establish de­
fenses based on functionality and lack of 
distinctiveness of the trade dress, and the 
absence of a likelihood of confusion. He 
recommended that potential infringers 

~rominently feature their own names on 
'-.)heir trade dress, a practice which served as 

an effective defense in the recent Bristol-

Myers Squibb Co. v. McNeil- P .P.C., Inc., 
Nos. 92-7212, 92-7'1hO, 1992 U.S. App. 
LEXIS 1%22 (2d Cir. 1992) case. The 
potential infringer should also be sure that it 
does not copy the trade dress exactly. 

Marie Driscoll agreed that functionality 
is a more important defense after Two Pesos, 
andcitedAbbottLaboratoriesv. Meadlohn­
son & Co.• F.2d_, 23 USPQ 2d 1663 (7th 
Cir. 1992) as a recent case discussing an 
essentially economic analysis for function­
ality. In Abbott Labs, the Seventh Circuit 
held that the accused infringer asserting the 
functionality defense must show that the 
costofmarketing the infrifiging product in a 
different packaging will raise the cost of 
producing and marketing the product, and 
thereby drive its price above that ofthe trade 
dress owner. She also pointed to Storck 
U.S.A. v. Farle Candy Co., 785F. Supp. 730, 
22 USPQ 2d 1204 {N.D. TIl. 1992) as a good 
discussion ofwhat is distinctive versus non­
distinctive trade dress, and Ohio Art Co. v. 
Lewis Galloob Toys. Inc., No. 92 C 947, 
1992 U.S. Dist LEXIS 11879 (N.D. TIl. 
1992), w here the court, in denying a prelimi­
nary injunction, focused on functionality 
and the plaintiff's failure to show that it had 
claimed the product configuration as a trade­
mark until its patent rights had nearly ex­
pired. Finally, Driscoll commented that the 
Second Circuit in Bristol-Myers Squibb v. 
McNeil seemed to give trade dress less sig­
nificance than trademarks. 

COPYRIGHT MISUSE-THE 
LASERCOMB CASE 

Professor Hugh C. Hansen ofFordham 
University spoke on the emerging doctrine 
ofcopyright misuse. He examined the facts 
in Lasercomb America. Inc. v. Reynolds, 
911 F.2d 970 (4th Cir.1990). Hecriticized 
the court's conclusions that the licensor's 
non-competition clause in its software li­
cense was copyright misuse when there had 
been no antitrust violation or finding of 
unclean hands. Professor Hansen criticized 
the court' sconclusion that the doctrine could 
be successfully invoked by a defendant who 
had not been subject to the alleged misuse 
and who had committed fraud and had bla­
tantly infringed the plaintiff's copyright 

Professor Hansen found no basis for the 
court's approach to copyright misuse in the 
copyright and patent clause of the Constitu­
tion, the Federalist Papers, the Copyright 

Act or the common law. Moreover, he 
viewed the court's reasoning as analytically 
unsound. For instance, the court never gave 
a reason why a licensor's use of market 
power to obtain non-price licensing restric­
tions which are "reasonable" under the anti­
trust laws should be a per se violation of 
public policy. The reason given in some 
patent misuse cases, that such licensees "ex­
tend" the patent monopoly, is economically 
unsound. Marketpower, however obtained, 
cannot be extended It can be exploited 
through the price charged for a product or a 
price combined with marketing restrictions 
in licenses. When a licensor chooses to add 
such restrictions which have costs to licens­
ees, it must reduce its price. Whatever merit 
there is to a broad patent misuse doctrine, it 
should not be imported wholesale into copy­
right law where there is only a right to prevent 
copying, not a right to make, use and sell. 

Professor Hansen also concluded that 
on the facts before the court there was no 
economic basis for prohibiting Lasercomb 's 
requirement that licensees not produce com­
peting progmms. In fact, this restriction in a 
market which had seven software competi­
tors would normally benefit consumers. 
Lasercomb's licensees were not producing 
software. Its restriction would thus not re­
move any existing competitors from the 
market. It would, however, enable 
Lasercomb to more cheaply police and pre­
vent its non-software producing licensees 
from copying and selling Lasercom b's soft­
ware. This reduction in cost could be passed 
on to the licensees especially since they 
would ordinarily demand some reduction in 
price to forego the possibility offuture entry 
into the software market The licensee's 
savings could then ~ passed on to the con­
sumers, and in a competitive market, would 
be. Even ifthe provision would always have 
a noncompetitive effect, the court ignored 
the fact that only one of Lasercomb's 40 
licensees was subject to the restriction. 

Professor Hansenfmally objected to the 
Lasercomb doctrine because it would pro­
vide copyright defendants with a vehicle to 
greatly expand discovery into plaintiffs li­
censing practices. Without limitations on 
who can assert it or specific guidelines on 
what constitutes misuse, the doctrine could 
increase the costs and delay preliminary 
relief in all copyright infringement actions. 

• 
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I. INTRODUCTION 

A. Section 101 

35 U.S.C. § 101 defines "patentable 
inventions" in the following tenns: 

Whoever invents or discovers any new and 
useful process,machine, manufacture,orcom­
position of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and require­
ments of this title. I 

If a claimed invention does not fall 
within one of the four enumerated categories 
under § 101, the invention-nomatter what 
it is for, and no matter how useful, novel or 
non-obvious it might be - is "nOll-statu­
tory" and non patentable.2 

Interpretation of Section 101 in the con­
text of mathematical algorithms has proven 
difficult and controversial. As Judge Rich 
stated in 1980, for example:3 

The determination of statutoIy subject matter 
under § 101 in the field here involved [ie., 
mathematical algorithms] has proved to be 
one of the most difficult and controversial 
issues in patent law. [ •.•J The problems 
revolve about the role of mathematics in the 
claimed invention. 

But the issue is not novel, in the sense that 
closely related issues lead to earlier "judicial 
exceptions" coucerning patentability . 

In0'Reillyv.Morse,4 the Supreme Court 
held that Morse had properly been granted a 
patent for a process of using electromagne­
tism to produce distinguishable signs for 
telegraphy.sButtheCourtdisallowedaclaim 
directed to the use of "electromagnetism, 
however developed for making or printing 
intelligible characters, signs, or letters, at 

any distances.''6 
In substance, this early rule is that the 

general use of such natural phenomena as 
electromagnetism can not be patented, per 
se - even though particular uses of such 
phenomena, or apparatus which make use of 
such phenomena, are potentially patentable. 

B. Computer Programs 

In the mid-1960's, President Johnson 
appointed a task force to consider changes to 
the patent laws to take into account emerg­
ing technologies.7 An issue to which the 
committee gave considerable consideration 
was the patentability of inventions that were 
part of, or implemented by, computer pro­
gramming. The committee wasconcemed 
aboutthe farreaching, and perhaps unknown, 
effects of patenting computer program-re­
lated inventions. Its recommendation was 
decidedly in the negative: 

A series ofinstructions which control or con­
dition the operation of a data processing ma­
chine, generally referred to as a 'program,' 
shall not be considered patentable regardless 
of whether the program is claimed as: (a) an 
article, (b) a process described in tenns of 
operations pursuant to a program; or(c)oneor 
more machine configurations established by a 
program.' 

Several bills were introduced in the 
Senate to incorporate a provision into the 
patent statute like that recommended by 
President Johnson's committee. None were 
successful. 

ll.THREESUPREMECOURT 
DECISIONS 

A. Gottschalk ,. Benson' 

In 1972, the Supreme Court held that a 
method of converting numerical informa­
tion from binary-coded decimal numbers 
into "pure" binary numbers, for use in pro­
gramming general purpose computers did 
notcoustitute patentable subject matter. The 
Benson Rule is that a "mathematical algo­
rithm" cannot be the subject of a patent It is 
important to note, however, that Benson did 
notdeal broadly with "algorithms." A "math­
ematical algorithm" was defined as a ''proce­
dure to solve a given mathematical prob­
lem."lo 
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B. Parker v. Flookll 

In 1978, the Supreme Court held that o·.' 
method for updating alarm limits durin; 
catalytic conversion processes, in which the 
"only novel feamre"12 is a mathematical 
formula, did not constitute patentable sub­
ject matter. 

C. Diamond v. Diehrt3 

In 1981, the Supreme Court held that a 
process for molding raw rubber into cured 
products was patentable - notwithstanding 
that the process employed a mathematical 
equation. In reaching this result the Court 
emphasized that: 

[A]n application of a law of nature or math­
ematical formula to a known structure orpro­
cess may well be deserving of patent protec­
tion!4 ..... 

In determining the eligibility of respondents 
claimed process for patent protection under § 
101, their claims must be considered as a 
whole.1S 

D. The CCPA's "Two-Step" Test 

In the yearsfollowingBenson, theCCP~ 
fonnulateda ''two-step test" which has someV 
times been used to implement the judicial 
exception articulated in Benson:16 

STEP 1: Does the claim directly or 
indirectly recite a mathematical algorithm? 

STEP 2: Ifa mathematical algorithm is 
found, the claim as a whole is further ana­
lyzed to determine whether the algorithm is 
"applied in any manner to physical elements 
or process steps," and, if it is, it passes 
muster under § 101. 

ID. THREE FEDERAL CIRCUIT 

DECISIONS 


A. In re Grams" 

The Federal Circuit (Archer, J.) held 
non-patentable a claim to a computerized 
method for diagnosing an abnormal condi­
tion in an individual, involving obtaining 
data from tests, and analyzing the data ac­
cording to a mathematical procedure to iden­
tify an abnonnality and its causes. 

. The Court first dissected the claim to 
identify a sole "physical" stepafterthe"mathA, 
ematical algorithm" was removed, and theIJl./ 
held that "[t]he presence of a physical step in 
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the claim to derive data for the algorithm 
will not render the claim statutory. "18 The 

f Court appeared unable to "reconcile"19 its 
iOinterpretation of Benson with Diehr and 

another Supreme Court decision concern­
ing § 1m, Diamond v. Chakrabarty. 20 

B. In re Iwahashrl 

Four days later another panel of the 
Federal Circuit (Rich, J.) held patentable a 
claim directed to a circuit for calculating so­
called "auto-correlation" coefficients for a 
speech recognition device. 

The Courtdidnot first extract the"math­
ematical algorithm" that was "recited" in the 
claim. Instead the Court analyzed the claim 
"as a whole": 

The claim as a whole certainly defines appara­
tus in the fonn of a oombination of interre­
latedmeans and wecannot discemanylogical 
reason why it should not be deemed statutory 
subject matter as either a machine or a manu­
facture as specified in § 101.22 

The Court did not "convert" theappara­
tus claim into a "corresponding" method 
claim. [All but one element was written in 
"means-pIus-function" format.] In rejecting 
one of the Solicitor's arguments, however, 
the Court used § 112 ~ 6 to limit the scope of 
means-plus-function claims. 

C. Arrhythmia Research Technology 
Inc. v. Corazonix Corp.'l3 

Last March the Federal Circuit (New­
man, J.; Rader, J., concurring separately) 
held patentable both method and apparatus 
claims for analyzing electrocardiograph sig­
nals in order to determine certain character­
istics of the heart function especially after a 
heart attack .. 

The Court analyzed the method claims 
separate from the apparatus claims, and did 
not convert the apparatus claims into "corre­
sponding" method claims. The Court did 
not dissect the claims into a "mathematical 
algorithm" component and "non-mathemati­
cal algorithm" component, but analyzed the 
claim asa whole. The apparatus claims were 
set forth in "means-plus-function" format 
and were analyzed with particular reference 
to the specification in light of § 112 § 6. 

,0. (Iwahashi was endorsed on this point.) 
In a concurring opinion, J. Rader em­

phasized: 

Relying on the language of the patent statute. 
the Supreme Court in [Diehr]. turned away 
from the Benson algorithm rule. Thus, I too 
concludethatthe '459patent claims patentable 
subjectmatter-not on the basis ofa two-step 
post-Bensontest.but on the basis ofthe patent­
able subject matter standards in title 35.24 

First, even if mathematical algorithms are 
barred from patentability , [cite omitted] the 
'459 patent as a whole does not present a 
mathematical algorithm. The'459 patent is a 
method for detecting the risk ofa heart attack, 
not the presentation and proposed solution of 
a mathematical problem. In Diehr, the Su­
preme Court viewed the claims as 'an indus­
trial process for molding of rubber products,' 
not a mathematical algorithm. [cite omitted] 
The '459patent's claims asa whole disclose a 
patentable process. 
Second, the '459 patent does not claim a 
natural law,abstract idea, ornatural phenom­
enon. Diehr limited the Benson rule to these 
three categories, noneofwhich enCO/llpass the 
'459patenL 
Finally. and most important, Diehr refocused 
the patentability inquiry on the tenns of the 
Patent Act rather than on non-statutory. vague 
classifications. Under the tenns of the Act, a 
'process' deserves patent protection ifit satis­
fies the Act's requirements. The '459 patent 
claims a 'process' within the broad meaning 
of section 101. Therefore, this conrt must 
reverse and remand.25 

IV. EX PARTE AKAMATSlP' 

A. Claims 

1. Claim 5. A method for graphics inter­
polation ... , said method comprising the 
steps of: calculating a frrst 4-bit -shifted dif­
ference ofsaid frrst point data from said third 
pointdata; calculating a second4-bit-shifted 
difference ...; calculating a one-bit-shifted 
summation ...; generating said interstitial 
point data ... by... adding . ..;anddisp/aying 
tl;1e interstitial graphic point on the display 
device according to the interstitial point data 
generated during said generation step. 

2. Claim 6. An apparatus for graphics 
interpolation ...•said apparatus comprising: 
[Similar to claim 5 except that the phrase "a 
means for" has been added before each cal­
culating and generating step and it also omits 
the displaying step]. 

3. Claim 7. A method for graphics inter­
polation ... , said method comprising the 
steps of: calculating a frrst4-bit-shifted dif­
ference of said frrst point data from said 
third point data using a first 4-bit-shifted 
wired-logic; ... [Similar to claim 5 except 
the shifted difference steps are calculated 
using "bit-shifted wired-logic," as shown in 

the fIrst element above.] 
4. Claim 8. An apparatus for graphics 

interpolation ..• , said apparatus comprising: 
a first-means for calculating a frrst 4-bit­
shifted difference of said frrst point data 
from said second point data, said first means 
including afirst 4-bit-shifted wired-/ogic; ... 
[Similar to claim 6 except "frrst means," 
"second means," and "third means" for cal­
culating are used instead of the anonymous 
"means" of claim 6, and also recites that the 
frrst, second and third means include "bit­
shifted wired logic.'1 

B. Board or Appeals Decision 
(Commissioner, et al.): 

1. Method Claim 5, non-patentable: 

When claim 5 is viewed without the steps of 
the mathematical algorithm, the only step left 
is the final step of 'displaying the interstitial 
graphic point on the display,' that is, display­
ing the result of the calculation in a broadly 
stated way •.. the display step represents 
insignificant ornon-essential post-solution ac­
tivity which does not convert the claimed 
subject matter into a statutory process.11 

2. Method aaim 7, non-patentable: 

We agree with the examiner's conclusion and 
cases cited in support thereof [that the] appa­
ratus limitations are not entitled to patentable 
weight in a method clairu.2S 

[aaim rejected for same reasons as 
claim 5.] 

3. Apparatus Claim 6, non-patentable: 

a) Claims truly directed to apparatus as a 
'machine' or 'manufacture' under § 101 do 
not fall within thejudicia11y determined math­
ematical algorithm exception since the calcu­
lation method remains free (or use by anyone 
not employing the specific apparatus.2!O 

b) Claim converted to a corresponding 
method claim: 

The interposition of the phrase 'a means for' 
before each method step does not alter the 
character of claim 6 to limit the claim to 
specific structureforperfonning the functions 
and does notdefine any interconnection arnong 
the 'means. '30 

c) Claim 6, when viewed without the math­
ematical algorithm, contains no steps which 
could be considered to be a statutory process. 
Unlike claim 5, no step of display is recited. 
For this reason and for the reasons stated with 
respect to claim 5. we affinn [the rejection].31 

d) The Board expHcitly refused to refer 

c 
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to the specification in order to construe the 
"means" limitations: 

Until the Federal Circuit further addresses the 
issue, our policy is to continue to follow the 
practice set forth in the CCPA cases [where 
'means for' apparatus claims are treated as 
method clairns].3l 

4. Apparatus Claim 8, patentable: 

[D]ispositive here, the 'wired-logic' limita­
tions are interpreted in accordance with 
appellant's arguments ...to be specific hard­
ware limitations not in means-plus-function 
format, which are analogous to the ROM 
limitation in /wahashi. Furthermore, we in­
terpretthe 'wired-logic' limitations, especially 
the '4-bit-shifted wired-logic,' to preclude 
reading claim 8 on a general purpose digital 
computer, becausecomputersirnplement shift 
operations one shift at a time in a register?3 

C. Commentary 

1. The Board does not cite or follow 
Arrhythmia. 

2. The claims should have been ana­
lyzed "as a whole." (Diehr34) 

3. Cessante ratione legis, cessat et ipsa 
lex. [Where the reason for the existence ofa 
law ceases, the law itself should also cease.] 
(See Benson discussion of O'Reilly v. 
Morse,'JS and Diehr discussion of Mackay 
Radio.36 

4. The Federal Circuit has "further 
addresse[d]" the § 112 issue. Arrhythmia is 
in accord with Iwahashi on this point. 

5. None of the four claims at issue 
should have been rejected on the basis of 
Section 101. See, in particular, Diehr and 
Judge Rader's concurring opinion in 
Arrhythmia. 

V. EX PARTE ALAPPA'PT 

A. The Stated Issues On Appeal 

1.Whether claim 15, which is written in 
"means plus function" format, can be treated 
as a method claim for the purpose of the 
statutory subject matter analysis under 35 
U.S.C. § 101. 

2. And, if so, whether claim 15 dermes 
Slatutory subjectmatternnder35U.S.C. § 101. 

B. Claim 15 

A rasterizer for cOIlverting vectors in a 
data list representing sample magnitudes of 
an input waveform into antialiased pixel 

illumination intensity data to be displayed 
on a display means comprising: 

(a) means for determining a vertical 
distance between the endpoints of each of 
the vectors in the data list; 

(b) means fordeterminingan elevation of 
a row ofpixels that is spanned by the vector; 

(c) means for normalizing the vertical 
distance and elevation; and 

(d) means for outputting illuminatiou in­
tensity data as a predetermined function ofthe 
normalized vertical distance and elevation. 

C. Majority (Commissioner, et al.) 
(Claim 15 not patentable): 

1. Iwahashi is limited to its facts. 

[1lhe usual rules of claim interpretation ap­
ply, ie., claims are given their broadest rea­
sonable interpretcltion and limitations from 
the specification will not be imputed to the 
claims.38 

We conclude that appellants have not carried 
their burden of showing that claim 15 is di­
rected to specific apparatus and, therefore, 
that it is proper to treat claim 15 as a method 
claim.l!> 

2. "Each step in claim 15 defines a 
mathematical operation ... ''40; "The present 
casediffers fromArrhythmia in that no statu­
toryprocess remains when claim 15 isviewed 
without the mathematical algorithm."41 

D. Dissent (The Three Original 

Examiners-in-Chief) 


(Claim 15 patentable): 


1. Thefacts presented in this appeal before us 
clearly indicate that we do TWt ha1le function­
ally-defineddisclosed means and theirequiva­
lents which are so broad that they encompass 
any and everY means for performing the re­
cited functions in claim 15 on appeal.42 
2. [1lhe new decision majority opinion is 
internally inconsistent in first acknowledging 
that 'means for' ciairns ought to be construed 
in accordance with the sixth paragraph of [§ 
112] for [§ 101] statutorY subject matterpur­
poses and then proceeding to apply the prior 
an broadest reasonable interpretation test to 
claim 15. We know ofno case holding thatthe 
broadest reasonable interpretation test for ap­
plyingpriorartshouldbeusedfordetermining 
statutory subject matterunder [§ 101], and the 
new decision majority has cited none. 43 

3. [Theappellants have] clearly satisfied their 
burden of demonstrating that the 'means for' 
features are drawn to specific and distinct 
apparams .•• [R]asterizer claim 15 reads on 
the disclosed structure and the equivalents for 
purposes of determining whether statutorY 
s~ect matter under 35 U.S.C. 101 is being 

claimed; ids not so broad as to encompass any 
and everY means for perfonning the recited 
functions. Thus, we do not see any 'fonn 
versus substance' issue." o 

E. Commentary 

The claim should not have been re­
jected on the basis ofSection 10I, for essen­
tially the same reasons as set forth above 
with respect to Akamatsu. 
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THOUGHTS ON 
HARMONIZATION 

AFTER THE ABA 

SAN FRANCISCO 


MEETING 


by S. Delvalle Goldsmith 

At the ABA Meeting in San Francisco, 
~ere were three Business Sessions. All of 
\\..fle first two and part of the tltird were 

devoted to international patent harmoniza­

tion. The following are some thoughts to be 
considered about the patent harmonization 
Treaty. 

1. Is there any "life after harmoniza­
tion"? International bannonization of any 
facet of our existence is presumably good, 
especially ifit results in international friend­
ship and goodwill (no guarantee). But aren't 
there important aspects of U.S. intellectual 
property law that deserve equal time? 

2. Are we looking at the trees of 
individual harmonization items rather than 
at the forest of the negotiation necessary to 
achieve the items we desire? The most im­
portant practical aspect ofharmonization for 
us should be successful negotiation to get 
something beneficial ifwe changefrom OOt­
to-invent to frrst-to-me. Are we giving our 
negotiators the correct information? 

3. While many of us think that first-to­
me may be simpler and less expensive,many 
others (maybe a majority) think first-to­
invent is better. Shouldn't we tell our nego­
tiators that it will be difficult to accomplish 
change from our time-honored and pres­
ently-operating frrst-to-invent system un­
less we get in return changes in foreign 
patent systems (such as more extensive sub­
ject matter protection, an adequate grace 
period, and recognition of the doctrine of 
equivalents) that will benefit U.S. inventors 
and assignees who apply for patents under 
those systems? 

4. Happily, we acted in San Francisco 
to ask the ABA to update its position on 
harmonization from one based on our re­
scinded 1967 position to one based on our 
current (1991) position. However, I don't 
think this goes quite far enough in the direc­
tion indicated above. 

5. (an unhappy thought) If, by adher­
ence to the pro­

. posed Treaty, we 
give up first-to­
invent to secure 
more extensive 
subject matter 
protection, we 
will get little or 
nothing in return 
from the major 
industrial coun­
tries which al­
ready provide 
patentprotection 
for chemical and 
pharmaceutical 

products. On the other hand, we will alsoget 
little or nothing in return from the less indus­
trialized countries if they don't sign the 
Treaty or sign it with reservations. I don't 
know the answer to this riddle. Perhaps we 
could ask our industrial country friends (who 
want the Treaty) to use their efforts to con­
vince the less industrialized countries to sign 
the Treaty. 

6. I think the Section has, in our own 
Bill Brunet, someone who combines exper­
tise in this emotional area with a calm and 
non-emotional approach. • 

NYPTC SPONSORS 
U.S. SUPREME 

COURT ADMISSION 

by Howard B. Barnaby 

On June, 15, 1992, over thirty NYPTC 
members, their friends and families gath­
eredatthe U.S. Supreme Courtfor aceremo­
nial admission. 

The Association arranged for a block of 
rooms at a nearby hotel which were made 
available for the entire weekend. After a day 
of touring our nation's capital, the partici­
pants met at Hogate's Restaurant on Sunday 
evening for a reception and dinner. Also 
present at the dinner wereNYPTC President 
Andrea Ryan and immediate Past President 
Peter Saxon. Since the restaurant's air con­
ditioning system happened to fail just prior 
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to the evening's festivities, a hot time was 
had by all. 

The following morning, the group was 
whisked off to the Supreme Court by limou­
sines (with air conditioning). All partici­
pants were then escorted into the courtroom 
where Albert Robin, an NYPTC Past Presi­
dent, moved their admission before the full 
Court. The event proved to be a memorable 
onefor all. While this year's groupof admittees 
won't be able to repeat the weekend, the 
Association hopes tosponsoranotherceremo­
nial admission in five years. • 

NEWS FROM THE 
BOARD OF 


DIRECTORS 

by William H. Dippert 

The Board of Directors met on July 14, 
1992. Reading of the minutes ofthe meeting 
ofMay 21, 1992 was waived. Upon motion 
by Mr. Mugford, seconded by Mr. Creel, the 
minutes were approved unanimously. 

Mr. Barnaby presented the Treasurer's 
Report. Also, he commented that dues no­
tices will be sent out in August and that 
letters will be sent to larger finns and corpo­
rations concerning "group billing." Ap­
proximately nine such finns and corpora­
tions have expressed interest thus far. Fur­
ther, Mr. Barnaby reported on the Supreme 
Court Admission Program, which was well 
attended and well received. 

Mr. Filardi and Mr. Goldberg reported 
on the Host Committee's efforts for schedul­
ing activities in conjunction with the ABA 
Convention set for August, 1993. The ac­
tivities are as follows: 

1. A Spouses' Tour scheduled for the 
morning of Saturday, August 7; 

2. An early evening reception sched­
uledfor Saturday, August 7; and 

3. An afternoon function scheduled for 
Sunday, August 8. 

The Host Committee will coordinate 
with the ABA patent section concerning 
events (1) and (3). However, the Associa­
tion will be entirely responsible for event 

(2). The Museum of Modem Art, the New 
York Public Library, and the UNDelegates' 
Lounge were considered as locations for 
event (2). After a thorough investigation of 
each of these facilities, particularly with 
regard to cost, the Host Committee recom­
mended the UN Delegates' Lounge. 

There was discussion concerning s0­

licitation of contributions and a charge for 
attendees. It was agreed that it would be 
desirable to seek contributions from law 
fmos and corporations and to establish a 
nominal charge of $10 or $20 per attendee. 
Mr. Filardi was authorized to contact law 
fmos and corporations for contributions and 
to establish a nominal charge for the attend­
ees. He will furnish a proposed solicitation 
letter to the Board at the September Board 
meeting. 

Peter Saxon, reporting for the CLE 
Weekend Committee, provided a listing of 
proposed topics and speakers. After discus­
sion of hand -outs and the possibility ofmak­
ing a course book available, it was agreed 
that hand-outs should be encouraged. Mr. 
Razzano will be in charge of a golf tourna­
ment to be held in conjunction with CLE 
Weekend. Ms. Ryan will contact Paul Heller 
to see if he will be available to supervise a 
tennis tournament. 

Ms. Ryanreported that Justice O'Connor 
will not be available to speak: at the 1993 
Judges Dinner. She indicated that she will 
write to Judge Meskill, who had been sug­
gested by Judge Feinberg. 

Mr. Razzano reported that Horizon sub­
mitted a new contract for the 1993 Judges 
Dinner. After discussion the Board autho­
rized Mr. Razzano to sign the contract with 
Horizon unless he believes that the contract 
is not competitive. 

Mr. Meller reported on a proposed pro­
gram regarding harmonization, which pro­
gram would be scheduled just prior to the 
1993 Judges Dinner. He proposed a debate 
fonnat with experts from each side. 

Roger Smith asked Mr. Meller and Mr. 
Brunet to get more infonnation concerning 
comparable programs and to report back in 
September. Mr. Creel suggested that they 
should consider other associations for co­
sponsors. 

Mr. Razzano reported that there was an 
issue concerning certain costs for the Inven­
tor of the Year program. The Board agreed 
that the Association should absorb those 
costs. • 

PENDING 
LEGISLATION o 

by Edward P. Kelly 

PATENTS 

ITC Exclusion Orders 

Section 337 of the Tariff Act of 1930 
provides the ITC with authority to exclude 
imports that infringe domestic patents, trade­
marks and copyrights. Domestic companies 
favor the use of tl)e ITC procedure because, 
in most cases, it represents a special remedy 
that offers fasterrelief than proceeding in the 
district court. The ITC must decide a case 
within one year. Section 337 also allows the 
lTC, in its discretion, to exclude a good or 
require the posting of a bond during the 
pendency ofa proceeding. The ITC may do 
so ifit has reason to believe that Section 337 
is being violated. When temporary relief is 
sought, the ITC must make a ruling within 
ninety (90) days. 

In January 1988, however, a dispute 
settlement panel established by the GATIO 
Council held that certain procedures autho­
rized by Section 337 violated GAIT. While 
GAIT recognizes that a country may permit 
special enforcement procedures necessary 
toenforce intellectual property rights against 
infringing imports, itrequires that theproce­
dures be no less favorable than those used 
against domestic products, or if less favor­
able, be necessary tosecure compliance with 
GAIT consistent regulations or procedures. 
The GAIT panel found that Section 337 
discriminated against foreign companies. In 
particular, the panel found that Section 337 
caused imported products to be treated less 
favorably than domestic products in five 
specific respects: 

1. A patent owner may choose either 
the ITC or a District Court where foreign 
goods are in issue, but only a District Court 
where domestic goods are involved. 

2. A patent owner may choose both the 
ITC and a District Court where foreign goods 
are in issue, but only a District Court where 
domestic goods are involved. 

3. The ITC can issue general exclusion 
orders as well as exclusion orders directed toO 
specific respondents, but District Court or- "-­
ders can be directed only to defendants. 
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4. ITC proceedings are subject to statu­
tory time limits, but District Court actions 

~not. 
~~J 5. CountercJaims cannot be asserted in 

ITCproceedings, but can be in District Court 
actions. 

The U.S. Trade Representative agreed 
to revise Section 337 and made several pro­
posals that would have substantially altered 
the jurisdiction of the ITC. Those proposals 
recently gave way to a new plan that would 
establish a single process for patent disputes 
in the district court, but allow transfer to the 
ITC where imported goods are involved. 

No proposal to conform Section 337 
has yet been adopted-due in part to the 
ongoing GATT negotiations. Senator Jay 
Rockefeller (D-W.Va.) does not want to 
wait until the conclusion of the GATT talks 
todeal with Section 337. SenatorRockefeller 
recently introduced a bill that he believes 
would amend Section 337 to bring it into 
compliance with GATT. The bill (S.3172) 
would provide that Section 337 be amended 
in the following respects: 

A respondent would be permitted to 
assert counterclaims to an exclusion and 
cease and desist orders. -An importer could bring an action for Odeclaratory relief in the ITC. 

A defendant in a district court pro­
ceeding who is also a defendant in an ITC 
proceeding could obtain a stay ofthe district 
court proceeding upon request to the ITC. 

Instead of statutory time limits, the 
ITC would be required to make its determi­
nation at the earliest practical time. 

- The bonding procedures of Section 
337 would be conformed to the bonding 
procedures in the district court. 

In introducing the bill, Senator 
Rockefeller asserted that these changes 
would conform Section 337 to GATT. The 
bill has been referred to the Senate Finance 
Committee. 

Sanctions Against the Japanese 
Patent System 

O

The Senate has taken testimony in re­
cent years from government and industry 
witnesses regarding discrimination by the 
Japanese patent system against foreign in­
ventors. The Senate identified these alleged 
diScriminating practices in 1988. The Sen­

_ ate found that Japan discriminated by im­
posing inordinate delays in examining and 

granting patents, allowing pre-grant opposi­
tions and allowing protracted litigation and 
appeals. 

The Trade Act of 1984 contains provi­
sions (the "Super 301" provisions) that al­
low the Trade Representative to identify 
foreign countries that deny adequate protec­
tion for intellectual property and fair and 
equitable access to U.S. persons that rely on 
intellectual property. These countries can 
have trade sanctions imposed against them. 
Senator Rockefeller recently introduced a 
bill (S.3190) that would amend the Special 
301 provisions to include countries, like 
Japan, that effectively deny adequate and 
effective patent protection to U.S. naturals 
because of: 

(a) unreasonable delays in granting or 
enforcing patents; 

(b) pre-grant opposition topatentappli­
cations; 

(c) unnecessarily narrow interpreta­
tions of patent claims by the authorities 
which determine patent validity and 

(d) other policies and practices. 
S. 3190 has been referred to the Senate 

Finance Committee. 

COPYRIGHTS 

Digital Audio Tape (DA T) recorders 
are capable ofrecording the signals encoded 
in a compact disc. DAT copies made from 
the disc (or DATcopies of the disc) have the 
same quality as the original recording, re­
gardless of whether they are the frrst or the 
thousandth generation. Some perceiveDAT 
as an unprecedented opportunity for copy­
right infringement 

While the electronics industry looked 
forwardtothedistributionofDATmachines 
intheU.S.,theU.S.recordingiodustryfeared 
and resisted the importation of DAT ma­
chines on the ground that unlimited and 
uncompensated copying would ruin their 
business. Therecording industry's efforts to 
prevent the importation of DAT machines 
ultimately failed. 

Technology is available, however, that 
can prevent unlimited digital copying. The 
technology is known as the Serial Copy 
Management System (SCMS). It allows 
frrst generation digital copies to be made 
from compact discs, pre-recorded DAT cas­
settesor digital broadcasts, while preventing 
further digital to digital copies. Legislation 
introduced last year in the House (H.R. 4096, 

Waxman (D.-Ca.) and Senate (S. 2358, 
DeConcini (D.-Ariz.» would have required 
that all DAT recorders sold in the U.S. be 
equipped with a SCMS. This would have 
allowed a home DAT owner to make frrst 
generation copies of a compact disc but 
would have prevented additional copying. 
The Electronics Industry Association and 
the Recording Industry Association of 
America supported that legislation because 
it prevented serial copying. The Senate 
never adopted the legislation, in part be­
cause certain members of the recording in­
dustry, such as the Songwriters Guild of 
America, would not support a bill that did 
not provide any type of royalty for the first 
copy made by a DAT machine. 

Two years ago, Senator DeConcini re­
quested that the various interested members 
of the electronics industry and the music 
industry work together to find a solution to 
the problem. The various industry members 
to this dispute subsequently reached an agree­
ment on the sale of DAT machines in the 
U.S. The agreement would allow the sale of 
DAT machines equipped with SCMS, con­
fIrm that the private, non-commercial taping 
ofboth analog and digital material is permis­
sible under the copyright law and provide a 
royalty on the sale of DAT machines. The 
royalty would be distributed among writers, 
music publishers, record artists and record 
companies by the Copyright Royalty Tribu­
nal. 

Bills have been pending in the House 
(H.R.4567) and Senate (S. 1623) for the past 
year that would codify the agreement. The 
Senate recently passed The "HomeRecord­
ing Act of 1991" (S. 1623) that would add a 
new Chapter 10 to the Copyright Statute. 
The bill provides for the assessment, collec­
tion and distribution of royalties to the re­
cording industry. The bill also provides 
remedies for violations of the royalty and 
SCMS requirements. The remedies include 
statutory damages, actual damages and 
attorney's fees as well as injunctions and the 
destruction of violating products. 

The bill has generally enjoyed support 
throughout the music industry. The Senate, 
however, has continued to fme tune the bill. 
For instance, the bill provides that a portion 
ofthe royalty will be split among writers and 
music publishers on a 50-50 basis, notwith­
standing any conflicting contractual obliga­
tions. Senator DeConcinirecently explained 
thatthe Senate bill has been amended so that 
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the provision overriding contractual agree­
ments will not apply where such an override 
would be inconsistent with any subsequent 
international agreements the U.S. reaches in 
current trade negotiations. For instance, the 
U.S. is currently engaged in the Uruguay 
round of GAIT negotiations. One of the 
objectives of GAIT is to obtain binding 
international commitments to respect for­
eign contractual relationships in providing 
access to royalty pools and enforcing copy­
rights. The Senate bill alsohas been amended 
to exclude books and recordings of instruc­
tional materials. The exclusion does not 
apply to rap, gospel or other types of music 
that rely on spoken phrases. 

TheHousebillissimilartoS.1623. The 
House bill has been sent to the House Judi­
ciary and Ways and Means Committees. 

Criminal Penalties for Software Piracy 

A bill (S.893) recently introduced by 
Senator Orin Hatch (R-Utah) would subject 
pirates of computer software to criminal 
penalties. A person counterfeiting at least 
50 copies infringing the copyright in one or 
more software proposals would be subject to 
a fine of up to $250,000 and/or imprison­
ment of up to 5 years. The distribution of 
more than 10, but less than 49, copies would 
provide a fine of up to $25,000 and impris­
onment of up to one year. The full Senate 
has already approved S. 893. The House 
recently held hearings on the bill. Video 
game manufacturers expressed strong sup­
portforthe bill on the ground that itwould be 
particularly effective against pirates that pro­
duce game cartridges containing over 100 
infringing games. Representatives of the 
Computer and Communications Industry 
Association cautioned that the bill should 
not be interpreted to cover the activities of 
those who reverse engineer computer soft­
ware. 

Tax Consequences of Business 

Acquisitions 


The acquisition of an entire business 
usually involves the purchase of both tan­
gible (buildings, inventory) and intangible 
(patents, copyrights, trademarks, goodwill) 
assets. For the buyer, the IRS currently 

, provides an amortization deduction for ac­
quired intangible assets if they have an iden­
tifiable value separate from goodwill and a 

determinable useful life. Under current law. 
goodwill, and in most instances trademarks 
and tradenames, are not depreciable because 
they are deemed to have an indeterminable 
useful life. Trademarks which have no known 
useful life may be amortized over 10 years 
for costs up to $100,000 and over 25 years 
for costs over $100,000. Acquired patents 
and copyrights, however, are depreciable if 
they are assigned an identifiable value in the 
course of the transaction. Generally, the 
value of copyrights and patents cannot be 
amortized when they are acquired in a bulk 
transfer of business assets. 

Thebuyer'sprimary incentiveis to maxi­
mize the amount of the purchase price allo­
cated to allowable depreciable intangible 
assets, thereby resulting in more deprecia­
tion deductions to reduce taxable income 
over the life ofthe assets. The nature of this 
tax treatment has led to disputes with the IRS 
over the type ofintangible assets acquired as 
well as disputes over the amount of the 
purchase price attributable to particular in­
tangible assets. 

The House recently passed a bill (H.R. 
11) that would alleviate these controversies 
by simplifying the amortization rules when 
a business is acquired. The bill would allow 
amortization of acquired intangible assets 
such as goodwill, trademarks and patents 
and copyrights acquired in a bulk transfer 
over a single 14-yearperiod. Theprovisions 
ofH.R. 11 had previously been contained in 
an overall tax package that President Bush 
vetoed. The Administration, however, cur­
rently supports H.R. 11. 

• 

RECENT 

DECISIONS OF 


INTEREST 


by Thomas A. O'Rourke 

PATENTS-PROSECUTION 
mSTORY ESTOPPEL 

In Read Corp. v. Portee Inc., 23 USPQ 
2d 1426 (Fed. Cir. 1992), the Court of Ap­
peals for the Federal Circuit, in affirming the 
denial ofaJNOV motion forinfringementof 

a utility patent, held that prosecution history 
estoppel does not limit the doctrineofequiva­
lents where a limitation added was not th~. 
basis for allowance. However, the co~ 
reversed the denial of such a motion for a 
design patent. 

Read Corp. owns a utility patent 
(4,197,194) and a design patent (263,836) 
for a portable screening apparatus for sepa­
rating (me material from coarse material. 
Among the ' 194 limitations is a limitation 
regarding a set of wheels which are "mov­
able relative to said frame" from "an opera­
tive position" to "an inoperative position for 
resting said frame flush on the sound." Read 
Corp. added the movable wheels limitation in 
order to overcome Patent Office rejection. 

Portec Inc. became interested in pr0­

ducing a competing device and inquired 
about circumventing the'194claims to avoid 
infringement. Eventually, Portec produced 
itsowndevice. Read Corp. filed suit against 
Portee, claiming infringement of both the 
'194 and '836 patents. 

A jury held that the patents were valid 
and Portee's device infringed both patents. 
The district court denied Portec's JNOV 
motion, awarding almost $4 million in dam­
ages and more than $51.2 million inf""'\ 
attorney's fees. Portec appealed. V 

The Federal Circuit was persuaded that 
Portee's device, because it had fixed wheels 
and a footpad attached to each side instead of 
the retractable wheels, was sufficiently dis­
tinguished and as such did not literally in­
fringe the '197 patent. However, the Federal 
Circuit did find literal infringement of a 
different limitation regarding the "short end" 
height of the apparatus. 

The Federal Circuit also addressed and 
rejected Portee's assertion that Read Corp. 
was estopped from claiming infringement 
becanse Read had pointed out during' 197' s 
prosecution that some references did not 
have the movable wheels feature. The Fed­
eral Circuit held that: 

Every statement made by a patentee during 
prosecutionto distinguish a priorart reference 
does not create a separate estoppel. Argu­
mentsmust be viewed incontext. .. Incontext.. 
Read distinguish~t for example the Deister 
reference because of a wealth of differences. 
[A]ny estoppel created by Portec's argument 
encompasses all of these combined distinc­
tions ofDeister and not an estoppel respecting 
each of the individual differences, e.g., that 0 
any device with none movable wheels cannot ._. 
infringe. That feature in itself was not the 
basis for patentability over Deister. 
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/d.at1433 
Accordingly, the Federal Circuit af­

\f~ed the denial of the JNOV motion since 
..J'lli but one of the limitations of the asserted 

claims are met literally, and that one is met 
equivalently. 

The Federal Circuit also reversed the 
JNOV motion with regards to the '836 de­
sign patent. The court stated that: 

Infringement ofthe , 836 patent, thus, depends 

I 
upon: 
(1) the similarity ofthe ornamental features of 
the Portec device and the patented design and 
(2) the likelihood that an ordinary person 
would be confused because of such ornamen­
tal similarity ... BecauseReadfailedto submit 
any evidence directed to either element of 
infringement, no substantial evidence sup­
ports the jury's finding that Portec infringed 
the '836 design patenL 

/d. at 1434 
Additionally, the Federal Circuit severed 

a finding of willful infringement and vacated 
the attorney's fee award. The case was re­
mandedfor modificationofthe injunction and 
reconsideration of the attorney's fees. 

PATENTS~PRESUMPTION OF 

VALIDITY 


In New England Braiding Co., Inc. v. 
A.W. Chesterton Co., CAFe, No. 91-1080, 
(July 28,1992), the Court of Appeals for the 
FederalCircuit,inaffinningthedislrictcourt's 
denial of preliminary relief, held that the pre­
sumption of Validity under 35 U.S.C. §282 
does not relieve a patentee who moves for a 
preliminary injunction from rebutting evi­
dence of inValidity. The Court stressed that 
whilea patentee does not have to prove valid­
ity, the patentee must that show the alleged 
infringer's defense lacks substantial merit. 

A.W. Chesterton Co. had been experi­
menting for several years with differenttypes 
of compression packing. In 1989, theyan­
nounced that it was producing braided pack­
aging which would deform into a trapezoi­
dal shape when laid flat. 

However, a former Chesterton employee 
had secured two patents (U.S. Patent Nos. 
4,550,639 and 4,729,227) related to braided 
packaging in a trapezoidal shape. The pat­
ents were assigned to Seal Company ofNew 
England, Inc., which granted an exclusive 

') license to New England Braiding Co., Inc. 
/ (NEBCO). Thesecompaniesjointlybrought 

an infringement suit against Chesterton, and 

also moved for a preliminary injunction. 
The Trial Court denied the injunction 

motion, holding that NEBCO would likely 
not succeed on the merits ofthe case because 
the evidence indicated that a different 
Chesterton engineer had actually invented 
the braid claimed in the '639 and '227 pat­
ents. NEBCO appealed. 

NEBCO argued that the district court 
failed toconsiderthe statutory presumptionof 
validity provided by 35 U.S.C. §282. The 
Federal Circuit rejected this argument, stat­
ing: 

the presumption does not relieve a patentee 
who moves for a preliminary injunction from 
cartying the nOIDlal burden of demonstrating 
that it will likely succeed on. all disputed 
liability issues at trial, even when the issue 
concerns the patent's validity. The district 
court cannot be held to have erred in deciding 
that the patentee failed to make a sufficient 
showing of likelihood of success required to 
support a preliminary injunction where the 
evidence presented in suppoJtof validity raises 
a substantial question ... 
While it is not the patentee's burden to prove 
validity, the patentee must show that the al­
leged infringers' defense lacks substantial 
merit. 

The Federal Circuit agreed with the 
district Court'S conclusion that NEBCO was 
not likely to prevail over Chesterton's alle­
gation that '639 and '227 were invalid under 
35 U.S.C. §102(f). The Federal Circuit 
agreed with the trial court's credibility de­
termination that it was unlikely that the 
former Chesterton employee was the actual 
inventor of the braided packaging, and there­
fore upheld the denial of the motion for 
preliminary injunction. 

WILLFUL COPYRIGHT 

INFRINGEMENT 


In NA.S. Import Corp. v. Chenson. 
En.terprises/nc., 23 USPQ 2d 1387 (2d Cir. 
1992) the Court of Appeals for the Second 
Circuit found that a reckless disregard of a 
copyright justified enhanced statutory dam­
ages for willful infringement under 17U.S.C. 
§504(c)(2). The Court also pointed out that 
actual knowledge of infringement is unnec­
essary to prove willfulness. 

Chenson Enterprises Inc. sold women's 
handbags with a buckle design identical to 
Alentino's copyrighted buckle design ex­
cept for the embossingofthe company names. 
The two parties were in close proximity to 

each other. An infringement suit was filed 
after the use of cease and desist letters had 
failed and after Chenson acted contrary to 
the letter from his attorney to Alentino that 
his client would "not import or sell any more 
of the items." 

On remand, the district court enjoined 
Chenson from using the handbag buckle and 
subsequently awarded damages without find­
ing willful infringement. The Second Circuit 
reversed the non-willful infringement finding 
and vacated the statutory damages award. 

The court noted that an infringement is 
willful, for enhanced statutory damagespur­
poses, if the defendant had actual or con­
structive knowledge that its actions consti­
tuted infringement /d. at 1388. However, 
the Second Circuit stated that "reckless dis­
regardofthe copyright holder' s rights (rather 
than actual knowledge of infringement) suf­
fices to warrant award of the enhanced dam­
ages." /d. at 1389. 

Based on the facts that the buckles were 
identical, the stores were in close proximity 
to each other and the prevalence of knock­
offs in the market, the court concluded that 
Chenson knowingly appropriated Alentino' s 
buckle design or at least was aware of the 
infringement. In addition, the letter by 
Chenson's attorney to Alentino permits an 
inference that Chenson had constructive 
knowledge that its actions constituted copy­
right infringement. 

The Second Circuit noted that it re­
mains within the district court's discretion, 
in light of the willfulness finding, to decide 
whether to enhance damages. The fee award 
was vacated for recalculation based upon 
reconsideration of the damage award. • 
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ANNOUNCEMENTS 

Anderson Kill Olick & Oshinsky, 
p.e. is pleased to announce ilie acqui· 
sition by its Intellectual Property and 
Technology Law group ofDavid Toren 
and the law ftnn ofToren, McGeady & 
Associates. Anderson Kill will con· 
tinue to provide legal services concern· 
ing all aspects of intellectual property 
and technology law, including patents, 
trademarks, copyrights, mask works, 
trade secrets, trade dress, unfair compe· 
tition and product counterfeiting. 
David Toren, Klaus Stoffel and 
Friedrich Kueffner will be joining cur­
rently existing members of Anderson 
Kill's Intellectual Property Group in· 
eluding David A. Einhorn, Shahan Is­
lam and Raj Mehta. Offices are located 
at 666 Third Avenue, New York, New 
York 10017. Telephone (212) 850-0700. 

CLASSIFIED 
ADVERTISEMENTS 

Northern New Jersey Intellectual 
Property Law Firmseeks patentattor. 

with electrical/electronics back­
ground. Litigation experience an as­
set. Send resume in confidence to: 
Weingram & Zall, 197 West Spring 
Valley Ave., Maywood, NJ 07607. 
Telephone: (201) 843-6300 Fax: 
(201) 843-6495. 

No More Blind Dates.Let 
DoclcetMinder teach your computer to 
calculate Due Dates, warning you 
about weekends, Federal holidays, and 
your own reserved dates. Docketing 
software by a patent & trademark law­
yer for patent & trademark lawyers: 
Due Dates automatically generated for 
recurring situations like Office Ac­
tions. Flexible, multi-level reporter. 
Automatic audit Easy to use, easy to 
learn, easy topay for. Individual copies 
$100; multi-copy license available. 
FREE DEMO DISK. Grass Roots 
Software, P.O. Box 17900, Suite 180, 
Glendale, Wisconsin 53217 (414)274­
9178 
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. MUDGE ROSE GUTHRIE ALEXANDER & FERDON 

WE ARE PLEASED TO ANNOUNCE THAT 

STUART D. SENDER 

HAS BECOME OF COUNSEL TO THE FIRM 

RESIDENT IN OUR MAIDEN LANE OFFICE 


PRACTICING IN THE AREA OF PATENT LAW 


AND OTHER INTELLECTUAL PROPERTY MATTERS 


180 MAIDEN LANE 


NEW YORK, N.Y. 10038 


212-S 10-7000 


MORRIS CORPORATE CENTER·TWO 

ONE UPPER POND ROAD BLDG 0 


PARSIPPANY, N.J. 07054 


201-335-0004 


SUITE 2020 

333 SOUTH GRANO AVENUE 


LOS ANGELES, CA 90071 


213-613-1 I I 2 


630 FIFTH AVENUE 

SUITE 1650 


NEW YORK, N.Y. 10111 


212-332-1600 


2121 K STREET, N.W. 

WASHINGTON, D.C. 20037 

202-429-9355 

12, RUE DE LA PAIX 

75002, PARIS, FRANCE 
(I) 42.61.57.71 

SUITE 900 NORTHBRIDGE CENTRE 


515 NORTH FLAGLER DRIVE 


WEST PALM BEACH, FL 33401 


407-650-8 I 00 


AUGUST, 1992 

TORANOMON 37 MORI BLDG. 


5-1 TORANOMON 3-CHOME 

MINATO-KU, TOKYO 105 


(03) 3437-2861 
 o 


http:42.61.57.71

