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PRESIDENT’S
CORNER

Thisis my first President’s Corner and
1 am looking forward to a busy and produc-
tive year. The new Association year has
already begun. InJune, the NYPTC spon-
soreda group admission to the United States
Supreme Court in Washington D.C. Your
Treasurer, Howard Barnaby, made the ar-
rangements which included adinner forthe
group on Sunday night. Former NYPTC
president, Al Robin, made the motion for
the admission of members of our Associa-
~ tion to the Court. The group included two
associate members from California and

seszeral members brought their families to
vent,

The committee assignments are com-
plete and we have a strong core of workers
to accomplish the many tasks that I know
will come our way this year.  We already
have some projects which I want to outline
briefly.

We will begin our committee year ata
CLE weekend at the Nassau Inn in
Princeton, New Jersey, September 11-13,
1992. The CLE Committee, chaired by Ed
Vassallo, is planning an interesting pro-
gram and the early September date should
provide good weather for tennis, golf and
visiting Princeton. 'We hope to start the
weekend on Friday with a golf tournament.
The September board meeting will be held
on Friday afternoon. All committee chairs
are invited to attend and to outline their
plans for the new year.

At the annual dinner on May 21, 1992
our guest speaker, Judge Alfred Wolin,
from the U.S. District Court for the District
of New Jersey, gave us an excellent sugges-
tion for a committee project. He believes

more should be done outside the con-
__A of a specific case to educate federal
district court judges in the principles of
intellectual property law. He suggested

that we investigate what is being done to
aid judges in learning about intellectual
property and to make that information and/
or service available to the federal judiciary.
I am asking the Commiittee on Incentives
for Innovation chaired by Tom Spath and
the Committee on Public Information and
Education chaired by Wayne Kennard to
make this project a priority for this year.

There is a proposal gaining support to
make the United States Patent and Trade-
mark Office an independent agency similar
to the U.S. Post Office. Since this is a
change that could dramatically affect the
day-to-day work of our profession, we will
be carefully monitoring that proposal. I
will ask the Committee on U.S. Patent Law
and Practice chaired by Theresa Gillis and
pastboard member, Stanley Silverbergas a
member of that committee to look into that
proposal and make recommendationstothe
Board.

In writing this first President’s Cor-
ner, it also occurs to me that 1 have a pet
project for this year. There isonly one thing
I don’t like about this Association—its
name. I agreed originally that the name
should be changed from the New York
Patent Law Association in order to reflect

the wider professional interests and prac-
tices of our members, but I disagree that the
solution was to adopt the cumbersome,
long tongue twister, the “New York Patent,
Trademark and Copyright Law Associa-
tion.” Atthe time I favored the increasingly
popular but then a bit avant garde term
“Intellectual Property.” Now, with usage
and the passage of time, the term “Intellec-
tual Property™ has almost become a house-
hold word and has been widely adopted and
used to describe our profession. I propose
that the Committee on License to Practice
Requirements make a recommendation to
the Board for modifying or changing the
name of our Association. Anyone who has
had to speak on behalf of the Association
knows how difficult it is to manage the
name “New York Patent, Trademark and
Copyright Law Association.”

There are a variety of other projects,
including whether we should admit foreign
patent and trademark agents into our Asso-
ciation, which we will be addressing this
year. I look forward to working with
everyone this year.

—M. Andrea Ryan
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HIGHLIGHTS OF
COMMITTEE
REPORTS

Committee on Admissions
Michael J. Kelly, Chair

This year, the Association admitted 46
new members. Virtually all of the new
applicants were from New York State and
were engaged in private practice. Only
three individuals who applied for member-
ship were engaged in corporate law prac-
tice, two from New York and one from
Connecticut. Nearly two thirds of the new
applicants had been admitted to the bar for
three years or less. The Admissions Com-
mittee has also begun to consider the ad-
mission of U.S. and foreign patent agents
for membership without the privileges of
voting or holding office. The Committee
feels that incorporating such individuals
practicing in the intellectual property area
would be beneficial to all members. With
respect to admissions procedures, it was
suggested that in lieu of an endorsement by
members of the organization, a submission
of a certificate of good standing from the
Jjurisdiction(s) where the applicantis admit-
ted be substituted. Student membership
was also encouraged by the proposal that
student dues not exceed one half of active
dues members, and in fact, be considerably
less than one half, in order to increase early
association of student members.

Alternative Dispute Resolution
Committee
David W. Plant, Chair

During this past year, the ADR Com-
mittee considered how best to enlarge on
anddisseminate informationcollected from
the 1990-1991 poll. To date, the ADR
Committee has not resolved this matter.

Antitrust, Inequitable Conduct and
Misuse Committee
John E. Daniel, Chair

During the past year, the Committee
on Antitrust, Inequitable Conduct and Mis-
use met several times. The principal activ-
ity was responding to the Association’s

request for comments and recommenda-
tions for presentation to the Advisory Com-
mission on Patent Law Reform. The Com-
mittee reviewed and provided written com-
mentary to the Association on the follow-
ing topics: 1) patent unenforceability based
on patent misuse and 2} licensee challenges
to patent validity. Committee meetings
were also held to discuss current develop-
ments relating to patent misuse and 35
US.C.271(d)(4) and (5), in particular. The
Committee also has considered attempts to
apply the Racketeer Influenced and Cor-
rupt Organizations Act (“RICO”) to intel-
lectual property disputes.

Committee on Copyrights
John F. Sweeney, Chair

The Committee on Copyrights consid-
ered and researched the inquiry posed by
the U.S. Commerce Department’s Advi-
sory Commission on Patent Law Reform
which included questions regarding com-
puter-related inventions and especially the
patent/copyright interface for the protec-
tion of intellectual property relating to com-
puters. The Committee then submitted its
recommendations to the Association, and
ultimately the recommendations were in-
corporated into the Association’s final sub-
mission to the Advisory Commission. The
Committee on Copyrights also considered
the Copyright Office’s request for com-
ments in connection with its scheduled
Public Hearing to reconsider its 1988 re-
quirement that “digitized typeface” be dis-
claimed from computer programs in order
to obtain copyright registration. Afier re-
searching the issue, the Committee recom-
mended that the disclaimer requirement be
revoked. The Copyright Office eventually
did revoke this disclaimer requirement on
February 21, 1992.

Since November 1991, the Copyright
Committee has been considering all bills
pending before Congress relating to copy-
right laws. These include bills proposing
amendment to the fair use provisions with
regard to unpublished works (S. 1035, HR.
4412) and those which would permit fed-
eral agencies to secure copyrights for com-
puter software authored or co-authored by
government employees under cooperative
researchand development agreements with
private industry (S. 1581, HR. 191). A
letter setting forth the Committee’s views

that there is no need to adopt S. 1035 and
HR. 4412 is presently being prepared and
will be delivered shortly to the President of
the Association. /
Committee on Design Protection
Lloyd McAulay, Chair

The Committee on Design Protection
held several meetings to consider the pro-
posed bill H.R. 1790. Commifiee members
expressed concern as to whether or not the
bill should be broad enough to cover repair
and replacement parts. Consequently, the
Committee decided to prepare and circulate

_aquestionnaire to the membership to findout

how members feel about the proposed stat-

_ute. Although there have been hearings on
~HR. 1790, it appears that there will be no

action on it during this session of Congress.

Committee on Economic Matters
Affecting the Profession
Brian M. Poissant, Chair

Committee activities this year were
limited to consideration of a Long-Term
Disability Insurance Plan to be offered to
individual membersof the Association.
disability plan was submitted by Rar
Rasmussen of Rand Insurance in River-
side, Connecticut. The proposed plan was
submitted to the Committee and the con-
sensus was that in order to make an in-
formed recommendation to the member-
ship, the Committee should seek comment
from someone knowledgeable about dis-
ability insurance. Brian Poissant, Chair,
located such a person and the Committee is
now waiting for his comment in order to
formulate a recommendation to the Board
of Directors.

Committee on Employment
Thomas A. O'Rourke, Chair

Over the past year, the Employment
Committee received numerous inquiries
from employers seeking to contact suitable
candidates with resumes on file with the
Committee. The Committee also received
a great number of resumes from eligible
candidates requesting their resume be kept
on file so that they may be considered for
any employment opportunities the Cogr™
mittee became aware of. During the cork...
ing year, the Employee Committee plans to
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establish aliaison with the Connecticut and
New Jersey Patent Law Association Com-
mittees in order to give members access to
. “meater geographic area, This will also
__drease the pool of eligible candidates and
allow the membership to choose from a
wider range of positions and candidates.

Committee on Foreign Patent Law
and Practice
Michael N. Meller, Chair

The Committee met on September 26,
1991 to discuss the developments in Eu-
rope and Japan with respect to patent law,
as well as the ongoing responsibility for the
Committee’s input to the Patent Harmoni-
zation Committee. On February 21, 1992,
Michael Meller, Chair, attended the Trilat-
eral Users Meeting in Tokyo, where har-
monization issues were discussed between
the three patent offices; however, the users
were not asked any meaningful input. The
Japanese Patent Office did indicate that
they are planning to implement changes
including a post-grant opposition system
and permission to file an application in
languages other than Japanese with a trans-
lation following within twoto three months.

Committee on Foreign Trademark
Law and Practice
John Olsen, Chair

This year, the Foreign Trademark Law
and Practice Commiittee concentrated on
developments in connection with the pro-
posed Madrid Protocol and is in the final
stages of preparing a briefing note on the
Protocol for publication in the Bulletin.
The Protocol is an initiative of the World
Industrial Property Organization (WIPQO)
to provide a simpler administrative means
for many countries to register marks with-
out the perceived drawbacks of the current
Madrid Arrangement. Tworepresentatives
of the Committee, Virginia Richard and
John Olsen, went to Geneva in November
1992 for a meeting convened by WIPO to
discuss progress on the draft agreement.
WIPO has called for another meeting in
October 1992 to discuss, inter alia, the
forms to be used in connection with the
utilization of the Madrid Protocol system.

e of the significant developments over
last year has been that the Association
as given representation status atthe WIPQ

Committeeelevating its profile in the world
industrial property community.

Committee on Harmonization of
Patent Laws
William J. Brunet, Chair

The Committee prepared for and sent
two of its members, Michael Meller and
William Brunet, to represent the NYPTC at
the first half of a Diplomatic Conference on
the proposed patentharmonization treaty in
June of 1991. A report on the Diplomatic
Conference was submitted to the President
and Board of Directors. The.interventions
made onbehalf of the NYPTC at the Diplo-
matic Conference are indicated in the offi-
cial records of the Conference. The Com-
mitice also studied several sections of the
preliminary draft from the Advisory Com-
mission on Patent Law Reform. Its recom-
mendations were incorporated in a position
paper submitted by the President of the
Association to the Commission. The Com-
mittee will be considering pending legisla-
tion relating to patent law harmonization
and will be following further progress of
the proposed harmonization treaty in the
coming year.

Committee on Incentives for
Innovation
Alfred P. Ewert, Chair

The Committee on Incentives for Inno-
vation considered doing a survey of large
corporations throughout the United States to
determine what incentive programs are cur-
rently utilized. This work will be continued
next year with a view toward obtaining an
overview of current practices nationwide.

Committee on Legal Aid
Jg&?ey 1D, Lewis, Chair

The Legal Aid Committee was essen-
tially inactive for the year 1991-1992,

Committee on Legislative Oversight
Leonard B. Mackey, John B, Pegram,
Co-Chairs

The Legislative Oversight Committee
contributed to developing an Association
response to the U.S, Advisory Commission
on Patent Law Reform. Expediency dic-
tated that President Peter Saxon coordinate

the inputs from the Association Commit-
tees who contributed to Association re-
sponse. Consequently, itis the Committee’s
recommendation that if this Committee is
to continue, it should be chaired by a Board
member, since communication with sub-
stantive Committees is difficult and time-
consuming and needs to be expedited by a
Board member who can coordinate Asso-
ciation response.

Committee on License to Practice
Requirements
Dale L. Carlson, Chair

The Committee on License to Practice
Requirements made several recommenda-
tions to the Board of Directors in support of
the admission of non-lawyer affiliates to
observership status in the Association,
Particular attention was given to non-law-
yer foreign affiliates in view of the
Association’s growing role with respect to
harmonization and other international in-
tellectual property developments. TheCom-
mittee also considered a proposal for the
consideration of computer science asarecog-
nized major for admission to the Patent Bar
Exam. The Committee recommended fur-
ther study of this matter.

Committee on Litigation Practice
and Procedure
Berj A. Terzian, Chair

The Litigation Practice and Procedure
Committee provided comments on several
proposals for reform of the U.S. patent laws
and for accession to procedures proposed
by WIPO for international patent law har-
monization. Such comments were frans-
mitted in summary form to the Association’s
President by Berj Terzian, Chair, or in
some instances, directly by members of the
Committee.

Committee on Meetings and Forums
William F. Lawrence, Chair

The 1991-92 year was very successful
for the Meetings and Forums Committee.
The Committee conducted a joint dinner
meeting with the New Jersey Patent Law
Association in September 1991 and eight
monthly luncheon meetings from October
through May. Topics covered in the lun-
cheons -included advice on dealing with
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patentexaminers; trade dress infringement;

- amendments to the federal discovery rules;
biotechnology litigation; differences be-
tween obvious to try and motivation tests;
evaluation of comparative advertising
claims and arecent doctrine of equivalents
decision by the CAFC.

Committee on Professional Ethics
and Grievances
Albert Robin, Chair

The Committee was neither requested
nor required to take any action during the
1992-1992 year on matters within the scope
of its duties under Section 5 of Article VIof
the Bylaws of the Association. At Peter
Saxon’s request, the Committee consid-
ered the report and recommendations on
the ABA Model Code of Judicial Conduct
prepared by the New York Bar Association
Committee on Professional Ethics. The
Committee then drafted a letter to be sent
by President Saxon to the State Bar Asso-
ciation commenting on the revised Model
Code of Judicial Conduct and the report
and recommendations. The Committee
also considered suggested changes in the
Association’s Bylaws whichwounld 1) elimi-
nate the requirement that candidates for
membership be proposed by two members,
2) establish a new class of foreign patent
agent members and 3) admit U.S. patent
agents as affiliate members and reported to
the President thereon,

Committee on Public and Judicial
Personnel
Herbert F. Schwartz, Chair

During the past year, the Committee
on Public and Judicial Personnel consid-
ered possible candidates for the two open-
ings in the Court of Appeals for the Federal
Circuit. On March 1, 1992, the President
nominated Alvin Schall for one of those
openings. Itisnotyet clear whether he will
make it through the confirmation process
prior to the Presidential election this fall.

Committee on Public Information
and Education
Wayne M. Kennard, Chair

The Committee on Public Information
and Education was very active during this
pastyear. It was the duty of this Committee

to choose the Inventor of the Year for the
Association, and Charles D. Kelman was
selected for his work in opthamology. The
Committee also made efforts to contact
localnewspapersand other media that would
be interested in news about or articles from
the Association. As aresult, the Associa-
tion can now send articles and introductory
letters for print. The Committee also sub-
mitted a proposal to the Board of Directors
for changes to the Bylaws to make law
student membership easier. Lastly, the
Committee successfully completed the first
William C. Conner Writing Competition.
The 1991-1992 winner is Lana Fleishman
from Comell Law School for her paper
“The Empire Strikes Back: The Influences
of the U.S. Motion Picture Industry on the
Future of C.L.S. Copyright Law.”

Committee on Publications
Gregory J. Battersby, Chair

The Publications Committee com-
pleted another active year during 1991-
1992. The NYPTC Greenbook was distrib-
uted to all members in October 1991, The
book was the largest ever and totaled about
270 pages. Expansion of the Bulletin con-
tinued. Features which continued this year
included a regular column on the Board of
Directors meetings by Bill Dippert, a col-
umn on Recent Decisions of Interest by
Tom O’Rourke, and articles on Pending
Legislation by Ed Kelly and David Lee.
The Committee also received Peter Saxon’s
President’s Comner articles on aregular basis.
Space advertising in the Bulletin was virtu-
ally nonexistent for the year, although anum-
berofclassified advertisementsandannounce-
mentswererun. A greater effort willbemade
next year by the Committee to expand the
advertising in the Bulletin further.

Committee on United States Patent
Law and Practice
John D. Murnane, Chair

On March 26, 1992 the U.S. Patent
Law and Practice Committee submitted to
the President comments concerning the five
recommendations of the Advisory Com-
mission on Patent Law Reform, specifi-
cally: 1) deleting the Best Mode Require-
ment from 35U.5.C. § 112; 2) permitting,
under certain circumstances, a third party
prior user to raise an equitable defense of

prior use in response to a charge of patent
infringement (assuming the U.S. patent
system changes to first-to-file); 3) permit-

ting a third party requestor broad participy
tion in a reexamination proceeding ar. ./

permitting Rule 112 violations to be con-
sidered during reexamination; 4) changing
the In re Hilmer rule by permitting a for-
eign-originated application to serve asprior
art from its foreign priority date for either
novelty or novelty and obviousness pur-
poses and 5) permitting assignee filing,
providing an appropriate declarationisfiled
by the inventors during prosecution.

On October 1, 1991 the Committce

. also submitted to the President comments

on the Materiality Standard in Proposed
Rule 56 and on two topics which were then
under consideration by the Commission:
computer related inventionsand PTO fund-
ing and fee structure.

Committee on United States
Trademark Law and Practice
Edward J. Handler, IIl, Chair

The U.S. Trademark Law and Practice
Committee’s primary responsibilities this

past year consisted of working with othe;
committees, primarily the Foreign TradQ

mark Committee. The Committee work
closely with the Foreign Trademark Com-
mittee Chair, John Olsen, in preparing the
report regarding the Madrid Protocol.

|

THE EIGHTH
ANNUAL JOINT
PATENT SEMINAR

by John G. Costa

The Eighth Annual Joint Patent Semi-
nar was held at the Ramada Inn in New
York City on April 28, 1992, The day was
divided into five sessions: Foreign and In-
ternational Practice; Biotechnology and

N
37

Pharmaceauticals; U.S. Patent and Trade-~>
mark Office Practice; Litigation and L __

censing and Technology Transfer,
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FOREIGN AND INTERNATIONAL
PRACTICE

» Mr. William Habelt of United Tech-

“ologies presented a PCT practice update.
The Patent Cooperation Treaty has been
revised and the effective date of theamended
rulesis July 1, 1992. Mr. Habelt noted that
United States residents could use the PCT
in a cost effective manner. Under PCT
Chapter I, for payment of a single fee, a
filing date can be secured in each of the
contracting states or regions. Furthermore,
the searchreportusually iscompleted early
enough to allow the applicant to evaluate
“the breadth of claim coverage likely to be
attained” and to decide, before incurring
any translation expenses, national fees or
agent fees, whether or not it is worth the
expense of continuing forward.

Under PCT Chapter II, an applicant
who elects international preliminary ex-
amination (IPE) and pays the requisite fees
within 19 months of the priority date delays
entry into the national phase until the 30th
month, and is better able to evaluate the
commercial value of the invention. As the
U.S. practitioner may prosecute the appli-

~cation through the IPE stage, agents’ fees

& _ ke avoided until entering the national or

" regional stage. An unfavorable IPE report
is detrimental.

Charles Costello of American Cyan-
amid gave practical pointerson patenting in
the European Community. He noted, for
example, that in the European Patent Office
(EPO), in biotechnology applications, the
applicant can make claims for secondary
industrial uses that are not medical or scien-
tific. The EPO has provisions for acceler-
ated prosecution and is trying to streamline
its operations electronically. When faced
with a First Action-Final Decision, the
request for an oral proceeding can allow
claims to be amended. Booklets on how to
get a European patent are available from
the EPO in Munich as well as at PRG in
Washington, DC and the Franklin Pierce
Law Center in Concord, NH.

Dr. Gerhard Hermann of Vossius &
Partners in Munich spoke of the uncertain-
ties of patenting in Eastern Europe. With
regard to the states of the former Soviet
Union, patents currently can be obtained

»~qnly in Russia. A preliminary agreement
\._Jnintellectual property has been reached in
the Commonwealth of Independent States

but has not yet been ratified. Itisadvisable
tofilein Russiaand, when possible, in other
economically important states such as the
Ukraine, Byelorussia and Kazakhstan. Itis
not possible to predict whether intellectual
property rights will be enforceable in East-
em Europe in the near future. Dr. Hermann
also reminded the audience that patents
issued in Germany on or after October 3,
1990, are valid in the unified Germany,
whereas those issued prior to that date are
only valid in East Germany or West Ger-
many.

Charles Krukiel of E.I. du Pont pre-
sented a Pacific Rim update. Although the
countries of the Pacific Rim are changing
their laws to assimilate with those of the
United States, it remains difficult to find
high profile decisions. As a practical mat-
ter, he believes one should review the costs
involved in a given venture with a view
towards reducing costs. Thus, in order to
justify the expense of obtaining patents
outside the United States, one has tolook at
the enforceability of those patents in terms
of the sophistication of the local courts and
bar. In his experience, the only patents in
thePacific Rim with a*high practical value”
are those obtained in Australia.

William Brunet gave a status report on
harmonization initiatives. In particular, he
reported on the status and effects of the
proposed Patent Harmonization Actof 1992,
These proposalsincluded provisionsto grant
patents to those who are first to file for a
term of twenty years from the date of filing.
Patent applications would be published au-
tomatically within 18-24 months of filing,
and assignees would have the right to file
patent applications. If suchalaw is passed,
it is expected that other provisions would
be included, such as an accelerated exam to
protect those who fail to obtain patents
from losing their trade secrets. Asnoted by
M. Brunet, the United States’ willingness
to change certain of its patent law provi-
sions is dependent upon other countries’
willingness to change agricultural subsi-
dies and tariffs. Thus, the exact form that
any harmonization treaty will take is yet to
be determined.

BIOTECHNOLOGY AND
PHARMACEUTICALS

Emily Evans of Fish & Neave pre-
sented a paper on the patenting of higher

life forms. The first animal patent,
4,736,866, popularly known as the “Harvard
mouse patent” was issued in April, 1922,
To date, the Patent Office has successfully
defended its decision to issue animal pat-
ents, and based on the opinion in Animal
Legal Defense Fund v. Quigg, 932 F.2d
920, 18 USPQ2d 1677 (Fed. Cir. 1991) it
appears that the Court of Appeals for the
Federal Circuit would uphold the validity
of animal patents. However, Congressional
action could limit the scope of animal pat-
ents. Bills have been proposed for an ani-
mal patent infringementexception for farm-
ers and for a moratorium on the granting of
animal patents.

A paper of Brian Coggio from Pennie
& Edmonds was presented which reviewed
the procedural context of E.I. du Pont de
Nemours & Co.v.CetusCorp.,19USPQ2d
1174 (N.D. Cal 1990). Inthiscase the PTO
had reexamined and upheld the claims of
the patents in question before the case pro-
ceeded at trial. The court then noted thata
patent which survives reexamination has a
heightened presumption of validity and the
party challenging the patent then has to
satisfy a higher burden of proof.

A second issue questioned whether a
National Science Foundation grant pro-
posal constitutes aprinted publication. The
Court noted that the proposal in question
was filed and indexed with the NSF and
available upon request under the Freedom
of Information Act (FOIA). As noted by
Mr. Coggio, however, “under currentregu-
lations governing requests for NSF records
under FOIA,45C.FR. §612.8(a)}(4)(1),NSF
grant applications are not available to the
public prior to award.”

Herbert Jervis, from SmithKline
Beecham, listed “Herb’s Helpful Hintg”
The inventor provides the best mode and it
should still be the best mode at the time of
filing. Depositing early, especially inafirst
to file system, has low downside risks as
experimentation has not been completed.
Depositing is only one way of satisfying
§112, but if the inventor chooses not to file
he or she must have the requisite quantita-
tive/qualitative data for use, Care mustbe
exercised whenno publicly available source
of material exists. Ifthisis thecase, thenthe
inventor must deposit.

Mary Krinsky from St. Onge Steward
Johnston & Reens presented an historical
summary of the controversy surrounding
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the Burroughs Wellcome patents for AZT.
AZT was first prepared in 1963. In 1988, the
National Cancer Institute (NCI) began
screening agents for activity against HIV.
Subsequent experimentation at NCI and
Duke revealed that a compound supplied by
Burroughs Wellcome, coded compound S,
had activity against HIV. Burroughs knew
the identity of the compound but evidence of
activity against HIV came from the NCL
"Using this evidence, Burroughs filed patent
applications for the use of AZT in the treat-
ment of AIDS in the United Kingdom and
the United States. The National Institutes of
Health (NIH) granied anon-exclusive patent
license to Barr Laboratories to market AZT
as a treatment for HIV, claiming that the
NIH has an interest in AZT-related patents
due to the contributions of NIH scientists.
Burroughs Wellcome sued and the case,
Burroughs Wellcome Co. v. Barr Laborato-
ries is scheduled for trial in May 1993.

Richard Del.ucia and Joseph Kirk, Jr.
of Kenyon & Kenyon explored the question
of chemical nonobviousness. The case of
Imperial Chemical Industries v. Danbury
Pharmacal, Inc., 777 F.Supp. 330 (D.Del.
1991) was used to illustrate that, even in a
pro-patent environment, commercial suc-
cess and copying were insufficient to over-
come a case of structural obviousness. As
the speaker pointed out, “where the structure
of the patented article is avariationon known
structures, the objective indicia of nonobvi-
ousness becomes more influential . . . (and)
are often most helpful in correcting the dis-
tortions of hindsight.” But, the courts give
different weight to secondary considerations
of nonobviousness. Inparticular, despite the
commercial success and desire of competi-
tors to imitate Imperial’s products, the Court
focused on the chemical similarities of those
products to the prior art and found the differ-
ences to be insignificantand ruled infavor of
Danbury.

Lisa Raines of the Industrial Biotech-
nology Association discussed the contro-
versy surrounding the NIH’s recent patent
application for DNA fragments. The NIH
appears to be motivated by the fact that if it
fails to file prior to publishing results, it may
lose all foreign patent rights. On the other
hand, there is the risk that companies will
interrupt their research projects and concen-
trate more on patenting as many sequences
as possible rather than completing full gene
identification. And, perhaps most concern-

ing, international cooperation on the human
genome project may be compromised. No-
tably, it is uncertain whether or not these
gene fragments are patentable.

U.S. PATENT AND TRADEMARK
OFFICE PRACTICE

Anthony Zupcic presented an interfer-
ence practice update. The most significant
recent developmentsrelate to how and when
to introduce evidence onnon-priority issues.
Evidence must be introduced during the
preliminary motion period and made of
record under 37 CF.R. §1.682 or §1.672
during a testimony period in order to be
considered at the final hearing. Ifnecessary,
amotion for atestimony period must be filed
in order to introduce the evidence relied
upon during the preliminary motion period.

Peter Emanuel from GE/RCA presented
a paper on the procedural aspects of the new
U.S. duty of disclosure rules for applications
having foreign counterparts. Therules “sys-
temize formerly unclear and inconsistently
followed practices. They do not alter the
broader duty of candor and good faith.”
New Rule 56 abandons the “reasonable ex-
aminer” standard for what is material and
now specifies that “information is material
to patentability when . . . (1) it establishes .
. . a prima facie case of unpatentability of a
claim; or (2) itrefutes, orisinconsistent with
a position the applicant takes . . .” Thus,
references cited in opposition might be ma-
terial and should be disclosed if they are.
Rules 97 and 98 govern the method of dis-
closure. The only way to have information
considered during the pendency of a patent
application is to file an information disclo-
sure statement (IDS). A significantaspectof
the rule changes “is the establishment of
rigid time periods during which, and corre-
sponding conditions under which, the Patent
Office will consider information.” Those
time periods and conditions are set forth in
$1.97 and §1.313.

Mr. Emanual emphasized that foreign
agents be given specific instructions so as to
“minimize otherwise avoidable procedures
and costs.” In particular, it should be noted
that U.S. applicants are required to inform
the USPTO of any prior art cited in a com-
munication from a foreign patent office, that
such communications should be accompa-
nied by translations when not in English,
that translations of opposition statements

should be kept separate from other commu-
nications, and that original-language ver-
sions of each reference should be sent. In
addition, all materials from foreign ager
should be received early enough to allow thie—"
timely submission of an IDS to the USPTO
within three months of the date of communi-
cation from the foreign patent office. Asthe
mailing date of communication from the
foreign patent office is crucial, explanations
should be included when mailing dates are
notapparent. The foreign agent’s comments
should be kept separate from the foreign
patent office communication.

Charles Quinn of Dann, Dorfman,
Herrell & Skillman spoke of the use of
reexamination in litigation. Though not
widely used “reexamination poses interest-
ing options when a litigant has prior printed
art which is closer to the claim(s) than prior
art considered by the patent examiner issu-
ing the patent.” In court, there is a presump-
tion of validity of the patent and any chal-
lenge must be supported by clear and con-
vincing evidence, whereas in a reexamina-
tion there is no such presumption of validity
and the burden of proof is by a preponder-
ance of the evidence. Reexamination is
substantially less costly than infringement-
litigation. The early filing of a reexaming_ #
tion request provides a court with the PTO’s
view of prior art which was not considered
during prosecution.

Thomas Spath of Davis Hoxie Faithful
& Hapgood discussed the use of commercial
success in establishing patentability. “Un-
der current PTO practice . . . the examiner
must consider and analyze submissions of
evidence of commercial success in resolv-
ing issues of obviousness.” However, a
connection, or nexus, must be established
between that commercial success and the
claims in order to avoid rejection under
§103.

Mr. Spath noted that, in Ex Parte Re-
mark, 15 USPQ2d (BNA) 1498, 1502
(Bd.Pat.App. & Inter. 1990), the Board un-
dertook an unusually detailed and critical
analysis of a declaration submitted by the
applicant to rebut the prima facie case of
obviousness raised by the examiner in re-
jecting the application under §103. Practi-
tioners whocontemplate submitting evidence
of commercial success should review this
case carefully. Mr. Spath concluded by,
noting that the time and expense of substark ./
tiating commercial success could be sub-



June 10, 1992

Dear NYPTC Member:

We are writing to advise you that The Board Room Club of New York has agreed to extend privileges to
The New York Patent, Trademark and Copyright Law Association effective Tuesday, September 1,
1992.

Located on the 41st Floor in The Bankers Trust building at 280 Park Avenue, many of you are familiar
with The Board Room Club and we know that all will enjoy its cuisine, service and comfort level.

The Club is open for Breakfast, Luncheon and Dinner Monday through Friday and welcomes the mem-
bership of the Patent Law Association.

Members of the Association are encouraged to make reservations in advance in order that a House
account may be set up so that charges incurred will in turn be charged to you on a monthly basis.

The Club also provides facilities for private functions and reservations can be made by calling the
Banquet Office at (212) 687-5858.

We believe that this arrangement will be welcomed by the Patent Law membership and we look forward
to seeing you at The Board Room’s fine facilities.

Sincerely yours,

- J. Richard Edmondson, President
vThe Board Room Club
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stantial and should be balanced against the
potential value of the patent.

Peter ButchofLerner, David, Littenberg,
K holz & Mentlik spoke of the develop-

“-fnents in the law of best mode. Recent

,

N

—

CAFC decisions have consistently applied
the analysis set forth in Chemeast Corp. v.
ArcolIndus.Corp.,913F.24923,16USPQ2d
1033 (Fed. Cir. 1990) to issues of best mode.
Now, one must determine not only whether
or not a better mode known by the inventor
at the time the application was filed was
omitted from the specification, but also,
whether or not the disclosure of the specifi-
cation was adequate to enable one skilled in
the art to practice the best mode, given the
scope of the claimed invention and the level
of skill in the art. In the field of biotechnol-

ogy:

complete disclosure of all critical features will
not always guaraniee the satisfactory practice
of the best mode, Underthese circumstances,
the fact that the inventorhas not concealed any
features enabling the practice of the bestmode
is deemed sufficient 1o establish that the best
mode disclosure requirements have been met,

LITIGATION

Marta Delsignore of Brumbaugh,
raves, Donohue & Raymond presented an
update on the new federal rules of evidence
and civil procedure. In particular, she noted
that the amendment of Rule 15 was signifi-
cant. A new provision, Rule 15(c)(1), al-
lows forrelation back of the amended plead-
ing whenever it is permitted by the law that
provides the statute of limitations applicable
to the action. Rule 15(c)(3), intended to
change the result obtained in Schiavone v.
Fortune,477U.5.21,106 S.Ct. 2379 (1986),
wasrevised to provide for relation back of an
amendment changing the patty or naming
the party against whom a claim is asserted if
the party received notice of the institution of
the action within the period provided by
Rule 4(j) for service of the summons and
complaint.

Michael Stuart of Cohen, Pontani,
Lieberman & Pavane spoke on the effect of
consent judgments on subsequent litigation,
In Foster v. Hallco Mfg. Co.Inc.,947 F.2d
469, 20 USPQ2d 1241 (Fed, Cir. 1991), the
Court of Appeals for the Federal Circuit
noted that, since a consent judgment as-

rted to preclude a challenge to a patent’s
alidity from a different claim of infringe-
mentmustbe narrowly construed, there isno

conflict between the policy of res judicata,
which encourages voluntary scitlement by
barring subsequent challenges to a patent,
and the policy of Lear v. Adkins, 395 U.S.
653, 162 USPQ 1 (1969) which allows chal-
lenges to the validity of a patent. Thus,
parties which enter into a consent judgment
can preclude all future challenges to the
validity of a patent by the alleged infringing
party, if so provided by the terms of the
consent judgment. Patentees are well ad-
vised to be very specific while alleged in-
fringers may prefer to be vague in terms of
the consent judgment.

Martin Faigus of Caesar, Rivise,
Bernstein, Cohen & Pokotilow, Ltd. pre-
sented a paper on the use of expert witnesses.
Discovery of the identity and opinions of
experts who are only casually contacted but
not hired cannot be obtained. Discovery of
the facts known to or opinions held by con-
sulting experts, not hired to testify, can be
obtained only under “exceptional circum-
stances” whereby the party seeking discov-
ery cannot obtain that information by other
means. Facts known to and opinions of
experts hired to testify at trial are discover-
able. A courtappointed, independentexpert
“canbe anexcellent vehicle to protect highly
sensitive trade secret information involved
in alawsuit.”

The combined effect of Rules 703 and
705 of the Federal Rules of Evidence:

is to permit an expert to formulate an opinion
from the information and facts which are not
admissible into evidence, and then to give his
or her testimony without actually identifying
theunderlying facts anddata, unless, of course,
the court orders otherwise,

subject, of course, to cross examination.
The practitioner performing the cross ex-
amination should go into the underlying
basis of the expert’s opinion.

William Speranza spoke of the power
of summary judgment in patent litigation:

Theultimate power of the summary judgment
motion will always reside in its ability to
secure a case-dispositive judgment without
need for trial and, in many circumstances, at
an early encugh stage in the case to result in
significant cost savings.

In a patent infringement case, a “no
evidence” motion for summary judgment of
non-infringement places a burden on the
patentee to demonstrate that every limita-
tion set forth in the patent claim is found in

the accused product exactly or by a substan-
tial equivalent. “If the patentee’s proofs are
deficient regarding even one limitation of
the claim, the alleged infringer is entitled to
judgment; allother facts, disputed ornot, are
legally immaterial in such circumstances.”

Summary judgment motions can force
the non-movant to present his theory and
evidenceontheissue. Failure toyield enough
information is risky enough to force a wind-
fall of information to come forth.

Wesley Whitmnyer of St. Onge Steward
Johnston & Reens spoke on the patentability
of means-plus-function claims. The PTO
has announced that it will ignore CAFC
precedent inIn re Bond, 910F.2d 831 (Fed.
Cir. 1990) which would require the PTO to
apply thelastparagraphof 35U.S.C.§112t0
patentability determinations of means-plus-
function claims. The PTO supports its posi-
tionbyrelyingonapassageofinre Lundberg,
244 F.2d 543 (C.C.P.A. 1957) which reads:
“Limitations in the specification may not be
relied upon to impart patentability to an
otherwise unpatentable claim.” Mr.
‘Whitmyer noted, however, that, in Applica-
tion of Knowlton, 481 F2d 1357 (C.C.P.A.
1973), the PTO is required “to examine
means-plus-functionclaimsinterms of struc-
ture disclosed in the specification.” As the
PTO will require applicants to functionally
distinguish a reference, the practitioner must
take care to not unnecessarily limit hisclaim
and create a potential prosecution history
estoppel.

Until the conflict between the PTO and
the CAFC is resolved, the practitioner may
wish to attempt to avoid confrontation by (1)
not using functional expressions to claim
desired results, (2) drafting functional ex-
pressions which are linked to, or implicitly
incorporate, the structure disclosed for the
means or other structure claimed, (3) using
dependent claims with progressively more
detailed expressions and (4) using hybrid
means expressions which incorporate es-
sential portions of the structure disclosed in
the means term.

John Linderman of McCormick,
Paulding & Huber spoke on defending
against apersonal charge of inequitable con-
duct. If a charge of inequitable conduct
holds, a patent is held invalid. Thus, an
infringer, evena willful one, has little to lose
by making the charge of inequitable con-
duct. The practitioner, on the other hand,
*“has the patent, his personal reputation and
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the relationship with his client all on the
line.” Even though the burden is on the
infringer to prove by clear and convincing
evidence that the prior art was both material
and intentionally withheld, the charge is a
serious one and should not be taken lightly.
Fortunately, the practitioner is in a good
position to have all the facts at his disposal.
As the final determination will be based on
the facts, it behooves the practitioner to “be
intimately familiar with all the details sur-
rounding the preparation and prosecution of
the patent . . . so that you can respond to
almost any question presented.”

LICENSING AND TECHNOLOGY
TRANSFER

C. Frederick Koenig II of Volpe and
Koenig spoke on special concems in soft-
ware licensing. Computer viruses have had
a major impact, not all negative, on the
computer industry. Many users now opt to
obtain authorized copies of computer pro-
grams with the expectation that the software
publisher will stand behind hisproduct. *“This
expectation and associated safeguards should
be addressed in licensing the software prod-
uct.” Aslong as the damage caused by viruses
can be controlled, there will be respect forthe
legal rights of software proprietors.

Gregory Batiersby of Grimes and Bat-
tersby presented a checklist for structuring
joint venture agreements. Joint ventures
allow the parties to divide the financial risks,
Among the special considerations to be ad-
dressed are: who has the right to make ex-
penditures and create obligations and who
retains the property developed upon termi-
nation of the agreement. Currently, antitrust
challenges to joint venture research and de-
velopment ventures are judged by a “rule of
reason” standard. This standard may soon be
extended to joint production ventures as well.

Frank Morris of Pennie & Edmonds
considered the patentability of computer pro-
grams. The decision in Arrhythmia Re-
searchTechnology,Inc.v. Corazonix Corp.,
__F2d__, 1992 WL 45435 (Fed. Cir.) was
analyzed. It was determined that the process
claims did not describe a law of nature, a
natural phenomenon or abstract idea but
rather “anotherwise statutory process whose
mathematical procedures are applied to
physical process steps.” Mr. Morris con-
cluded that the opinions of Judge Newman
and Judge Rader together “should assure

statutory subject matter for any computer
program-—whether claimed as process or ap-
paratus—that is directed to a specific applica-
tion.”

Harold Einhorn of Exxon gave pointers
on drafting arbitration provisions in license
agreements. Since 1982, disputesrelating to
patent validity or infringement may be arbi-
trated under the Federal Arbitration Act.
Mr. Einhorn reminded the audience that an
arbitrator may consider all defenses and that
the award is final and binding unless the
parties agree to modify the award if a future
judicial determination of invalidity is made.
The United Nations Convention on the Rec-
ognition and Enforcement of Foreign Arb-
itral Awards has simplified the enforcement
procedures for arbitration clauses ininterna-
tional commercial agreements.

Philip Johnson of Woodcock Washburn
Kurtz Mackiewicz and Norrisconcluded the
seminar by speaking about current issues in
university-industry joint ventures. Mr. John-
son presented an outline of the topics to be
considered whendrafting andnegotiating such
agreements and emphasized the special con-
siderations needed in dealing with start-up
licensees and university founded start-ups.

n

NEWS FROM THE
BOARD OF
DIRECTORS

by William H. Dippert

The Board of Directors met on May 21,
1992. Howard Barnaby gave the Treasurer’s
Report. A motion to accept the Treasurer’s
Report passed unanimously,

Dale Carlson reported the efforts of the
Committee on Practice Requirementstocon-
sider whether patentagents should be admit-
ted to membership in the Association. More
specifically, he reported that the Committee
favored admitting patent agents to affiliate
or observer status in the Association. This
wouldapplyto foreignand U.S. patent agents.

Although the issue of admission of foreign
patents was tabled for the moment, it may be
the subject of further discussion at subse— ,
quent Board meetings.

Steve Bosses reported a recent requesi‘"j
to file an amicus brief, followed by discus-
sion among the attendees. Upon motion the
request for an amicus brief was denied.

Ms. Ryan led discussion concerning
whether the Board should support any of the
known candidates for the vacant position of
Commissioner of Patents and Trademarks.
There was discussion of some of the positions
and/or qualifications of both Michael Kirk
and Douglas Comer. The consensus of the
Board was not to take a position at this time,

n

PENDING
LEGISLATION

by Edward P. Kelly

O

PATENTS
Animal Patenting

The PTO granted the first patent on a
transgenic animal (a mouse) in 1988. A
transgenic animal is created by inserting a
gene into the animal embryo. The new gene
does not change the basic natre of the
animal but does create a new trait, such as
resistance to a particular disease. The PTO
has stated that it intends to grant additional
patents on animals that meet the conditions
of patentability.

Numerons bills have been introduced
since 1988 that would either formally recog-
nize the PTO’s authority 1o grant patents on
transgenic animals or would seek to place a
moratorium on the granting of these patents.
Former Representative Robert Kastenmeier
introduced a bill several yearsago that would
haverecognized the PTO’s authority to grant
animal patents. The bill contained certaid
infringement exemptions for animals used
forresearch and on farms, Atthe same tim
Senator Mark Hatfield (R-Ore.) introducet... =
bills that would place a 5-year moratorium
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on animal patents. None of these bills were
enacted into law.
A bill recently introduced on animal
‘atenting calls for a 5-year moratorium and
j identical to the last of Senator Hatfield’s
moratorium bills. The bill (H.R. 4989) in-
troduced by Representative Benjamin Cardin
{D-Md.) would provide that no animal shall
be patented until the commercialization and
release of such animal has been subjected to
a federal review process to impose environ-
mental health and safety, economic and ethi-
cal standards. According to Representative
Cardin, there are over 160 patent applica-
tions on animals pending in the PTO. Cardin
stated that Congress, not the PTO, should
make the decision whether patents should be
extended to animals.

Patent Harmonization

The harmonization of certain nation’s

patent laws has been discussed and negoti-
ated in two venues in recent years—the
World Intellectual Property Organization
(WIPQ) and the trade negotiations involved
in the General Agreement on Tariffs and
Trade (GATT). GATT is a multilateral
treaty that defines fair trade among its 108-
i ’}ember nations and settles disputes.
- -/ The PTO recently charted an Advisory
Commission on Patent Law Reform to ad-
vise the Secretary of Commerce on neces-
sary changes to the U.S. patent laws, should
the U.S. decide to harmonize its laws with
other nations. The Commission has recom-
mendedthatthe U.S. convertto afirst-to-file
rather than a first-to-invent system, but only
as part of a harmonization agreement with
other countries.

Two bills are currently pending in the
Senate (8.2605, DeConcini, D-Ariz.) and
House (H.R.4978 Hughes D-N.J.) thatwould
harmonize U.S. patent laws with that of
other countriés. The bills provide for a first-
to-file system with a 20-year patent term and
publication of a patent 18 months after fil-
ing. The bill also provides for prior user
rights. A prior user right is the right of a
person to continue using an invention he
independently developed prior to the issu-
ance of a patent on that invention to another.
The House and Senate recently held joint
hearings on the bills, Commissioner of
Patents, Harry Manbeck, supported the bill
f ‘tonlyon the condition that harmonization
- weadopted by other members of WIPO. The

AIPLA also supported the bills and sup-
ported a 20-year patent term regardless of
the success of harmonization negotiations.
A representative of the National Association
of Manufacturers voiced support for prior
user rights. These rights would allow alU.S.
manufacturer using a secret process to con-
tinue to use that process without infringe-
mentliability toa subsequent patentee. Rep-
resentatives of the Association of University
Technology Managers pointed out that if
prior user rights could not be transferred,
they would be of no use to universities that
typically transfer technology rather than use
it to produce a product.

Private Patent Term Extensions

The patent law currently provides foran
extension of the patent term for up to five
years for drug products (human and animal),
and medicat devices, food additives or color
additives subject to regulations under the
Federal Food, Drug, and Cosmetic Act. See
35 U.S.C. 156. The term extension is in-
tended to compensate for delays associated
with FDA approval. Patents covering prod-
ucts that do not fall within the foregoing
categories ordinarily would not be eligible
for term extension unless Congress passed a
private relief bill extending the patent term.
A patentee seeking an extension of more than
five years also would have to seek private
relief. Congress last granted private relief in
1988 when it granted an extension for Warner
Lambert’s anti-cholesterol drug Lopid.

Three private patent term extension bills
were introduced in Congressin the past year.
Senator John Glenn (D.-Ohio) introduced a
bill (S. 1506) on behalf of The Procter &
Gamble Company that would add ten years
to the term of four (three current and one
expired) patents covering the fat substitute
Olestra. The Senate Subcommittee on Pat-
ents, Copyrights and Trademarks recently
approved a bill that would extend the three
unexpired Olestra patents until December
31, 1997, but grant no extension for the
fourth patent that expired in 1988, S. 526
introduced on behalf of U.S. Bioscience by
Senator Thurmon (R.-S5.C.) would add ten
years to the patent covering the anti-radia-
tion drug WR-2721. Another bill intro-
duced by Senator Carl Levin (D.-Mich.) on
behalf of Upjohn Co. seeks a 53-month
extension for the patent covering the anti-
inflammatory drug Ansaid. The Senate Sub-

committee approveda bill that would provide
a 24-month extension for the Ansaid patent.
In taking up these patent term extension
bills, the House Subcommittee on Intellec-
tual Property and Judicial Administration
proposed new legislation that would estab-
lish standards for consideration of future
patent extension bills. The bill (currently
unnumbered) provides that any bill provid-
ing for a patent term extension should not be
approved by Congress unless the delay in
the approval process was beyond the patent
holder’s control and directly caused by gov-
emmental misconduct. Governmental mis-
conduct would include both intentionally
deceitful activities as well as the grossly
negligent performance of governmental du-
ties. The governmental misconduct must
have caused a substantial inequity to the
patent holder who, without an extension,
would suffer material harm directly attribut-
able to the delay in the approval process.
Expired patents would be extended only
under the most compelling circumstances.

State Immunity

In recent years, several circuit and dis-
trict courts have held states immune from
liability under the Eleventh Amendment for
infringement of federalintellectual property
laws. Seee.g.,Richard Anderson Photogra-
phy v. Redford University, 853 F.2d 114 (4
Cir. 1988) (copyright); Chew v. Califor-
nia,13USPQ 241393 (Fed.Cir. 1990)(patent);
Woelffer v. Happy States of America, 626 F,
Supp. 489 (N.D.II. 1985) (1990) (trade-
mark). Those decisions that held a state
immune from copyright infringement were
effectively overruled by legislation passed
last year. The Copyright Remedy Clarifica-
tion Act amended the Copyright Statute to
explicitly state Congress’ intent that states are
not immune from liability for copyright in-
fringement under the Eleventh Amendment.

The problem of state immunity from
patent and trademark infringement, how-
ever, still exists. It also exists in theory for
infringement of works protected by the Plant
Variety Protection Act. The Act provides
protection for breeders of novel varieties of
living plants that are produced by using
seeds. To date, there have been no reported
casesof infringementactions brought against
a state under the Act.

Bills were introduced last year in both
the House (H.R. 3886) and Senate (S. 2193)
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that would eliminate state immunity for
patent infringement. Those bills provided
that all patent infringement remedies in-
cluding treble damages and attorneys’ fees
for wiliful infringement would be available
against a state.

Senator DeConcini (D.-Ariz.) intro-
duced two bills (S.758 and S.759) earlier
this year that would eliminate state immu-
nity for patent infringement, trademark
actions brought under the Lanham Act and
actions brought under the Plant Variety
Protection Act. The Senate Subcommittee
on Patents, Copyrights and Trademarks in
approving S. 758 and S. 759 considered,
but rejected, an amendment submitted by
Senator Charles Grassley (R.-lowa) earlier
this year. The amendment would have
limited those instances in which a party
could recover attorney’s fees and limited
relief under the bills to actual damages.
Recovery of attorney’s fees would only be
allowed in suits brought by businesses with
not more than 500 employers, tax exempt
organizations and individuals with a net
worth of not more then $1 million, Senator
Grassley had previously attempted, albeit
unsuccessfully, to add these restrictions to
the Copyright Remedy Clarification Act
that abrogated state immunity for copy-
right infringement. The Senate Judiciary
Committee subsequently approved S. 758
and S. 759 on a voice vote without any
amendments.

The full Senate recently passed both
S.758 and S.759. There are no bills cur-
rently pending in the House that address
state immunity for patent infringement.

COPYRIGHT
Fair Use by News Clipping Services

Commercial services that monitor
broadcastlocaland national news programs
and then sell broadcast clippings to their
clients have proliferated in recent years.
Some courts have not been receptive to a
fair use defense when these services have
been charged by the broadcast news media
with copyright infringement. In Pacific
andSouthern Co.v. Duncan 744 F.2d 1990
(TIL. 1984), the Eleventh Circuit rejected
the fairuse defense asserted by a defendant
that videotaped portions of news programs
and sold the tapes. That decision stressed
the commercial nature of the use. The

Court in Georgia Television Co. v. T.V.
News, 19USPQ2d 1372 (D.C.N.Ga. 1991)
also rejected the fair use doctrine in a simi-
lar case. In 1991, however, the Eleventh
Circuit held, in a case involving broadcast
clippings, that the District Court should
fully consider the fair use defense. Cable
News-Network v. Video Monitoring Ser-
vices of America, F2d (11 Cir. 1991). In
that case the Eleventh Circuit panel stated:

[iln a society where the free flow of an
accesgtoideas ismandated by the firstamend-
ment, it would be particularly pemicious to
allow the news media, cloaked in the first
amendment, to thwart such access and to
control such flow under the title of a copy-
right owner. .

The Eleventh Circuit’s panel decision
was later reversed upon rehearing en banc.

Last year, Senator Orin Hatch (R.-
Utah)introduced abill (S. 3229) that would
have amended Section 107 of the Copy-
right Statute to add the monitoring of news
reporting as one of the purposes of fair use.
Thebill would have amended the first para-
graph of Section 107 by adding “or moni-
toring news reporting programming” after
the words “news reporting.”

Senator Hatch later reintroduced an
identical bill. In introducing the bill, Sena-
tor Hatch analyzed broadcast monitoring
under the four factors set out in § 107 and
concluded that news monitoring is an ac-
tivity that Congress intended the fair use
doctrine toprotect. The most critical factor
cited by Senator Hatch was the fact that
broadcast monitoring does not diminish
the incentives of broadcasters to create
news programming. According to Senator
Hatch, producing news programming and
providing news monitoring services are
not the same business. Senator Hatch fur-
ther stated thatthe fact that broadcast moni-
tors charge a fee for their services does not
diminish the application of the fair use
doctrine because the commercial nature of
the work is only one factor to be consid-
ered. The Senate Subcommittee on Pat-
ents, Copyrights and Trademarks recently
held hearings on Senator Hatch’s bill. In
defending his bill, Senator Hatch stressed
that fair use of broadcast news by services
would allow slandered persons tolearn the
source and content of slanders committed
against them. Representatives of The In-
ternational Association of Broadcast Moni-
tors and The Public Relations Society of

America also urged support for the bill on

" the ground that the client’s of these services

cannot readily obtain the video clips from
broadcasters themselves. The Copyrigh”
Office opposed Senator Hatch’sbill. Ralpl.
Oman, Registrar of Copyrights, testified
against the billon the ground that the broad-
cast news monitors use of the video clip-
pings would not constitute a fair use.

|

RECENT
DECISIONS OF
INTEREST

by Thomas A. O’ Rourke
COPYRIGHT - IDEA/EXPRESSION
InComputer Associates International,

Inc. v. Altai, Inc., Docket Nos. 91-7893,
91-7935 (2d Cir. 6/22/92), the United States

Court of Appeals for the Second Circuit,

a case of first impression, rejected the
Whelan approach to separating idea from
expression in the non-literal aspects of a
computer program.

Computer Associates International
(“CA™) developed a computer program
called ADAPTER that allows other CA
programs to run, without modification, on
any one of three IBM operating systems,
Altai successfullyrecruitedaCA employee,
Arney, to assist Altai in developing a pro-
gram that would compete with CA. Un-
known to Altai management, Arney copied
partof CA’s ADAPTER programin Altai’s
program, named Oscar 3.4, Altai manage-
ment first learned of the copying when CA
brought suit.

Altai then developed a new version of
the software, Oscar 3.5, excising and re-
writing the portion that had been copied.

The trial court found that Oscar 34
infringed CA’s ADAPTER and awarded
$364,444 in damages. However the trial
court found that the latex version, Oscar 3.5
did not infringe ADAPTER, CA appeal

»

the decision, arguing that the trial couf,
failed to take into account Altai’s copying
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of non-literal aspects of ADAPTER in Os-
car 3.5. In addition, CA argued that the
Oscar 3.5 program was substantially simi-
Jir to the ADAPTER program.

" On appeal, the United States Court of
Appeals for the Second Circuit affirmed.
The Court first rejected the Whelan ap-
proach to separating idea from expression,
stating that it “relies too heavily on meta-
physical distinctions and does not place
enough emphasis on practical consider-
ations.” The Courtalsonoted that Whelan’s
approach of equating a program’s overall
purpose with the program’s idea was “de-
scriptively inadequate” because it failed to
recognize that a computer program can be
made up of multiple subroutines, each hav-
ing its own idea.

The Court then set forth a three-step
procedure 1o be used when determining
whether the non-literal elements of two
computer programs are substantially simi-
lar. The first step is to dissect the allegedly
infringed work and isolate each level of
abstraction. The Court found the following
description helpful as a guide: ;

At the lowest level of abstraction, a com-
N puter program may be thought of in its en-
} tirety as a set of individual instructions orga-
nized into a hierarchy of modules, At a
higher level of absiraction, the instructions
in thelowest-level modules may be replaced
conceptually by the functions of those mod-
nles. At progressively higher levels of ab-
straction, the functions of higher-level mod-
ules conceptually replace the implementa-
tions of these modules in temns of lower-
level modules and instructions, until finally,
one is left with nothing but the ultimate
function of the program. . . . A program has
structure at every level of abstraction at
whichitisviewed. Atlow levels of abstrac-
tion, a program’s structure may be quite
complex; at the highest level itis trivial.

Id. at 29-30 (quoting Note, Idea, Pro-.
cess, or Protected Expression? : Determin-.
ing the Scope of Copyright Protection of
the Structure of Computer Programs, 88
Mich. L. Rev. 866, 867-73 (1990)).

The second step is filtration, Struc-
tural elements at each level are examined:

to determine whether their particular inclu-
sion at that level was “idea” or was dictated
by considerations of efficiency, so as to be
necessarily incidental to that idea; required
by factors extemnal to the program itself; or
e taken from the public domain and hence is
\} non-protectable expression.

Regarding elements dictated by effi-

ciency, the Court noted “the more efficient a
set of modules are, the more closely they
approximate the idea or process embodied in
that particular aspect of the program’s struc-
ture,” The final step is to compare the ele-
ments remaining after filtration. Those ¢le-
ments represent the protectable expression
in the non-literal aspects of the program.

LANHAM ACT-—SECONDARY
MEANING

InJollyGoodIndustries,Inc.v. Elegra
Inc., 690 F. Supp. 227, 9 USPQ2d 1534
(S.D.N.Y. 1988), the Court used the doc-
trine of “secondary meaning in the mak-
ing” to justify granting a preliminary in-
junction preventing defendant from copy-
ing plaintiff’s trade dress. However, in
Laureyssens v. Idea Group, Inc., 44
BNAPTCYJ 97 (2d Cir. 1992), the United
States Court of Appeals for the Second
Circuit rejected the doctrine, stating it was
inimical to the purpose of the secondary
meaning requirement.

Laureyssens designed puzzles de-
scribed as “flat to cube” puzzles. The
puzzie pieces have notches along the edges
and can be assembled into either a flat
rectangle or a cube. The puzzles are avail-
able in six colors.

Idea Group Inc., (“IGI™), copied the
design of Laureyssens’ puzzle and began
marketing the copies. Laureyssens became
aware of the IGI's copies and demanded
cessation of marketing and production of
the puzzle, Following Laureyssens’ de-
mand, IGI altered the design of the puzzle
slightly to avoid literal copying.

Laureyssens sought an injunction to
prevent sales of the IGI puzzle. The district
court granted apreliminary injunction based
on trade dress infringement. The Court
found that while Laureyssens had not es-
tablished intentional copying or actual sec-
ondary meaning, a serious question existed
as to whether the doctrine of secondary
meaning in the making would protect the
trade dress.

The doctrine of secondary meaning in
the making has been defined as follows:

fa] Lanham Act claim may be based on the
theory that, where secondary meaning is “in
the making” but not yet fully developed, a
trademark or trade dress will be protected
against intentional, deliberate attempis to
capitalize on a distinctive product.

Cicena Ltd. v. Columbia Telecommu-
nications Group, 900 F.2d 1546 (Fed. Cir.
1990) (and cases cited therein),

On appeal, the United States Court of
Appeals for the Second Circuit vacated the
preliminary injunction, concluding that the
doctrine of secondary meaning in the mak-
ing should not be recognized under Section
43(a) of the Lanham Act. The Court gave
two reasons based on the language of the
statute for its conclusion:

First, the statute prohibits only theuse of any
“word, term, name, symbol, ordevice, orany
combination thereof” or “false designation
of origin™ which is likely 1o cause confusion,
mistake, or deception as to the “origin, spon-
sorship, or approval” of goods, Where there
is not actual secondary meaning in a trade
dress, the purchasing public simply doesnot
associate the trade dress with a particular
producer. Therefore, a subsequent producer
who adopts an imitating trade dress will not
cause confusion, mistake, ordeception as to
the “origin, sponsorship, or approval” of the
goods. Second, a junior producer’s use of
imitating trade dress bears no “false designa-
tion of origin” because, in the absence of
secondary meaning in the senior producer’s
trade dress, the imitating trade dress sug-
gests no particular origin to the consuming
public.

Farthermore, the Court noted, the doc-
trine of secondary meaning is inimical to
the purpose of the secondary meaning re-
quirement. The secondary meaning re-
quirement ensures that a legitimate prop-
erty right exists to be protected.

The Court went on to state that the
purchasing public must associate a distinc-
tive trade dress with its producer before a
competitor’s freedom to copy will be lim-
ited by trademark law. Toallow adoctrine
of secondary meaning in the making would
unnecessarily constrain acompetitor’s free-
dom to copy by affording protection before
the purchasing public associates a trade
dress with its sponsor.

PATENTS - OBVIOUSNESS

InInre Clay, 44 BNAPTCJ 151 (Fed.
Cir. 1992) the Court of Appeals for the
Federal Circuit, reversing adecision by the
Board of Patent Appeals and Interferences,
held that a combination of two patents did
not render an invention obvious when one
of the patents was non-analagous prior art.

Clay applied for a patent on a process
for storing hydrocarbon liquids in storage



July/August 1992

tanks where a “dead volume” exists be-
tween the boitom of the tank and the tank’s
outlet port. Clay’s process filled the dead
volume with a solution that gels afterbeing
placed in the dead volume.

The Examiner rejected the claims for
obviousness under 35 U.S.C. 103. The
Examiner decided that the combination of
two patents, the Sydansk patent (4,683,949)
and the Hetherington patent (4,664,294)
rendered Clay’s process obvious. Sydansk
discloses a process for improving oil pro-
duction using a gel toreduce the permeabil -
ity of hydrocarbon bearing natural forma-
tions. Hetherington discloses an apparatus
for displacing liquid in the dead space of a
storage tank using a flexible membrane
bladder. The Board of Patent Appeals and
Interferences affirmed the examiner’s re-
jection. Clay appealed, arguing that Sy-
dansk was a non-analogous act.

The Federal Circuit agreed with Clay,
stating that Sydansk was neither in the
same field of endeavor, nor pertinent to the
problem to be solved. Regarding field of
endeavor, the Court stated:

The PTO argues that Sydansk and Clay’s
inventions are part of a common endeavor
“maximizing withdrawal of petrolenm stored
inpetroleum reservoirs.” However, Sydansk
cannot be congidered to be within Clay’s
field of endeavor merely because both relate
to the petroleum industry. Sydansk teaches
the use of a gel in unconfined and irregular
volumes within generally undergroundnatu-
ral oil-bearing formations to channel flow in

a desired direction; Clay teaches the intro-
duction of gelto the.confined dead volume of
& man-made storage tank. The Sydansk
process operates in extreme conditions, with
petroleum formation temperatures ashighas
115°Cand at significant well bore pressures;
Clay’s process apparently operates at ambi-
ent temperatures and atmospheric pressure,
Clay’s field of endeavor is the storage of
refined hydrocarbons. The field of endeavor
of Sydansk's invention, on the other hand, is
theextraction of crude petroleum. The Board
clearly erred in considering Sydansk to be
within the same field of endeavor as Clay’s.

ANNOUNCEMENTS

Anderson Kill Olick & Oshinsky, P.C.
is pleased to announce the acquisition by
its Intellectual Property and Technology
Law group of David Toren and the law
firm of Toren, McGeady & Associates.
Anderson Kill will continue to provide
legal services concerning all aspects of
intellectual property and technology law,
including patents, trademarks, copy-
rights, mask works, trade secrets, trade
dress, unfair competition and product
counterfeiting. David Toren, Klaus
Stoffel and Friedrich Kueffner will be join-
ing currently existing members of Ander-
son Kill’s Intellectual Property Group in-
cluding David A. Einhom, Shahan Islam
and Raj Mehra. Offices are located at 666
Third Avenue, New York, New York
10017. Telephone (212) 850-0700.

THE LITIGATION ASSISTANT ™

Custom COMPUTER SOFTWARE FOR THE LITIGATOR

ThIS new software package runs on portable MS-DOS personal computers
and includes modules for:

* Document Abstracts + Trial Transcripts
+ Deposition Transcripts » Document Images
« Full Text Documents + Exhibits

all in a user-friendly environment

For additional information, call or write:

Crostech Legal Systems, Inc.
P.O. Box 1169, Three Landmark Square
Stamford; CT 06904-1169
(203) 324-2076
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