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PRESIDENT'S 

CORNER 


GATT AND A PROPOSED PATENT 
COURT 

As a member of the General Agree
ment on Tariffs and Trade (GA TI), the 
United States is obliged to treat imported 
products no less favorable than products of 
domestic origin. The European Commu
nity complained that section 337 of our 
Tariff Act, providing special patent dispute 
procedures and remedies before the U.S. 
International Trade Commission for im
ported products, was inconsistent with 
GATT. A three member panel established 

QGATT reported in November 1988 that 
. tion 337 ~as inconsistent with GATT in 

several respects because it accords less 
favorable treatment to imported products 
challenged as infringing United States pat
ents than U.S. law accords to similarly 
challenged products of U.S. origin. 

After stalling for about a year, the 
United States pennitted theGATTreport to 
become final in late 1989 and beganexplor
ing changes in our law to comply with 
GATT. Carla A. Hills, the U.S. Trade 
Representative (a Cabinet Rank position), 
was assigned to lead this effort. The sched
ule calls for establishment ofa position by 
this summer, negotiation of its acceptabil
ity as part ofthe Uruguay Round ofnegotia
tions on Trade-Related aspects of Intellec
tual Property (TRIPs) this fall and enact
ment of legislation on a mandated fast 
schedule in early 1991. 

PATENT TRIAL COURT 

PROPOSED 


O In January 1990, the Trade Represen
Jve proposed five alternative ways of 

addressing the GATT panel objections to 
our section 337 procedure. (39 PTCJ 259, 
271). Firston the list, and reportedly frrstin 
the Trade Representative's mind, would be 

the establishment ofa specialized trial level 
Patent Court to hear all patent litigation 
including patent-based section 337 investi
gations and cases now trie4 in the district 
courts. The other proposals include estab
lishment in Washington ofa patent division 
of the Court ofInternational Trade (CIT) to 
handle section 37 patent-based actions and 
counter claims, and three different propos
als for transfer ofpartor all of the proceed
ings from the ITC to a district court or CIT 
division either at the outset ofproceedings, 
or after the preliminary relief stage, or after 
and adjudication of violation. 

NYPTC TASK FORCE 

Your Association has established a 

~~~~~~~~~~ofthe 

Litigation and U.S. Patent Law commit
tees, and the Board of Directors to draft a 
response to the Trade Representative's re
quest for comments. The Board will take a 
position on this important subject at its 
March 20th meeting. 

The reactions that I have received to 
date from our members have been uni
formly opposed to establishment of a Pat
ent Court at the trial level and to letting the 
pressure of a need to refonn the procedure 
in perhaps 20 ITC cases per year,adversely 
affect the over 1200 patent infringement 
actions filed each year. Please let your 
officers and directors and the Trade Repre
sentative know your opinion on this impor
tant subject. • 
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INTELLECTUAL 

PROPERTY 


DEVELOPMENTS: 

TRADEMARKS 


PART TWO OF A TWO PART 

REPORTBY THE FOREIGN 


TRADE MARK LAW AND PRAC

TICE COMMlTTEE 


COMMENTARY 

Article 9 provides that the proprietor 
ofa registered (or, incertain circumstances, 
unregistered) trade mark may lose his right 
to prevent the use of a later similar or 
identical trade mark under Article 5 or to 
opposeorattempt to invalidate the registra
tion of a later trade mark, where he has ac
quiesced, for a period of five successive 
years, in the use of the later trade mark in 
question. The period of five years com
mences upon the proprietor becoming 
aware of the infringement The introduc
tion of a fixed period of acquiescence rep
resents a departure from the laws of most 
Member States (with the exception, in par
ticular, of West Germany and Italy), some 
ofwhom recognize the concept ofacquies
cence but have no defmite time limits (e.g., 
the U.K., Benelux and Denmark) and some 
ofwhom (e.g., France) do not recognize the 
concept at all. 

Article 9 (2) allows for the above laws 
of acquiescence to apply to some of the 
situations mentioned in Article 4 (iv). The 
rights lost through acquiescence would 
thereby include the right to prohibit the 
registration of a subsequent trade mark in 
circumstances where the right which arises 
is other than that which a proprietor of a 
similar or identical registered trade mark 
would have. 

ARTICLE 10 

USE OF TRADE MARKS 


1. If, within a period of five years follow
ing the date of the completion of the regis
tration procedure, the proprietor has not put 
the trade mark to genuine use in the Mem
ber State in connection with the goods or 
services in respect ofwhich it is registered, 

orifsuch use has been suspended during an 
uninterrupted period offive years, the trade 
mark shall be subject to the sanctions pro
vided for in this Directive, unless there are 
proper reasons for non-use. 

2. The following shall also constitute use 
within the meaning ofparagraph 1: 

a) Use of the trade mark in a form 
differing in elements which do not alter the 
distinctive character ofthe mark in the form 
in which it was registered; 

b) afftxing of the trade mark to goods 
or to the packaging thereof in the Member 
State concerned solely for export purposes. 

3. Use ofthe trade mark with the consent of 
the proprietor (or by any person who has 
authority to use a collective mark or a 
guarantee or certification mark) shall be 
deemed to constitute use by the proprietor. 

4. In relation to trade marks registered 
before the date on which the provisions 
necessary to comply with this Directive 
enter into force in the Member State con
cerned: 

a) where a provision in force prior to 
that date attaches sanctions to non-use ofa 
trade mark during an uninterrupted period, 
the relevant period of five years mentioned 
in paragraph 1 shall be deemed to have 
begun to run at the same time as any period 
ofnon-use which is already running at that 
date; 

b) where there is no provision in force 
prior to that date, the periods of five years 
mentioned in paragraph 1 shall be deemed 
to run from that date at the earliest 

COMMENTARY: 

Paragraph 1 represents the typical use 
requirement found in most European trade 
mark statutes: A registration can be re
voked if the mark is not in "genuine use" 
during any period of five years. 

Notice that the language of Paragraph 
1 appears to make it an absolute require
ment that use be started within the fust five 
years following registration, e.g., " ... if 
such use (made during those years) is sus
pended •.." The suggestion is that if there 
is no use during those fust five years, use 
commenced subsequently will not "cure" 
the previous non-use. This provision could 
make any registration of a mark which was 
not used within the first five years follow

ing registration perpetually vulnerable to 
revocation. 

However, Article 12 of the Directir .--" 
entitled "Grounds for Revocation," ~ 
vides that the sanction of revocation is not 
available if use is commenced or resumed 
prior to initiation of an action to revoke. 
Thus, in practice use can cure non-use. An 
exception, however, is if the commence
ment or resumption ofuse is less than three 
months prior to start of the revocation pro
ceeding and " . .. preparations for (such 
use) occur only after the proprietor be
comes aware that ... revocation may be 
fIled" 

The basic question here is what is . 
"genuine use," especially if started only 
shortly prior to an action for revocation? . 
What constitutes "awareness" and "prepa
rations," for use? Whatare "proper reasons 
for non-use?" These questions are pre
sumably left for the courts to decide. 

Although non-use during the initial 
five-year period can be cured, it appears 
that registrants would be well-advised to 
begin at least some use within the initial 
five year period. Use within the first five 
year period would presumably preclude 
issues about the proprietor's being "awaQ 
and his "preparations." . 

Paragraph 2 provides some latitude on 
what constitutes "use." A mark need not be 
used precisely in the form as registered; it is 
sufficient to affix the mark to goods in a 
Member State if its "distinctive character" 
is used. Also. applying the mark is good use 
in the Member State concerned (i.e., coun
try of registration) even if all of the goods 
bearing the mark are exported. 

Paragraph 3 provides that "use" by a 
licensee or related company shall be 
deemed to constitute use by the registrant: 
"Use of the trademark with consent of the 
proprietor [or by any person who has au
thority to use a collective mark or a guaran
tee or certification mark] shall be deemed to 
constitute use by the proprietor." (Empha
sis added.) 

However. registrants should take care 
to observe national licensing requirements, 
e.g., formal registered users as required in 
the U.K., versus an informal or even oral 
license which may be sufficient in France. 

Paragraph 4 is designed toavoidprejn'" 
dice, vis-a-vis required use, with respect ... ) 
registrations existing at the effective date of 
the new legislation required by the Direc
tive. Ifat that date any period has started to 
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run when use must be made, then the five
year period ofArticle 10 shall be deemed to 

l ~ started at the same time. If there is no 
\....At period under the prior law, then the 

periods of Article 10 will not begin earlier 
than the effective date. 

If a registered mark is not in use as to 
all of the goods for which a mark is regis
tered, then Article 13 allows for partial 
revocation under Article 12 as to the goods 
for which the mark is not being used. 

From a comparative viewpoint, the 
Member State which will most radically 
have to change its present law in this area is 
Denmark, since it currently makes no pro
vision for revocation because of non-use. 
The Directive does, however, adopt the 
most popular period for non-use among the 
Member States. No mention is made in 
Article 10 of "associated" marks which 
apply in the U.K., Ireland and, to a certain 
extent, Greece. In those countries, use of 
one "associated" mark simultaneously 
constitutes use of the other trade marks 
"associated" with it, for the purposes of 
statutory non-use provisions. Whether 
these special provisions will still be al
~ed to apply after the date set for im
\,JDentation ofthe Directive remains to be 

seen. 
One of the most significant points in 

Article 10 is that existing registrants are 
given a grace period of five years in which 
to make or resume making genuine use of 
the registered mark. 

Submitted by Garo A. Partoyan, Esq., 
Mars, Inc. with additional comments by 
JohnR. Olsen, Esq. 

ARTICLE 11 


SANCTIONS FOR NON-USE OF A 

TRADE MARK IN LEGAL OR 


ADMINISTRATIVE PROCEEDINGS 


1. A trade mark may not be declared invalid 
on the ground that there is an earlier con
flicting trade maIk if the latter does not 
fulfIll the requirements of use set out of 
Article 10(1), (2) and (3) orin Article 10(4), 
as the case may be. 

OAnY Member State may provide that 
registration of a trade mark may not be 
refused on the ground that there is an earlier 
conflicting trade mark if the latter does not 

fuffill the requirements of use set out in 
Article 10(1), (2) and (3) or in the Article 
10(4), as the case may be. 

3. Without prejudice to the application of 
Article 12, where a counterclaim for revo
cation is made, any Member State may 
provide that a trade mark may not be suc
cessfully invoked in infringement proceed
ings if it is established as a result ofa plea 
that the trade mark could be revoked pursu
ant to Article 12(1). 

4. Ifthe earlier trade mark has been used in 
relation to partonlyofthe goods or services 
for which it is registered, it shall, for pur
poses ofapplying paragraphs 1,2 and 3, be 
deemed to be registered in respect only of 
that part of the goods or services. 

COMMENTARY 

This Article contains four sections 
dealing with the effect ofan earlier identi
cal or confusingly similar "trade mark," 
(which is understood to mean "registered 
trade mark") that might be cited in inter 
partes actions or during examination of an 
application for registration. 

A general principle underlying Article 
11 is that a prior registration ofa conflicting 
trade mark cannot be raised if there has 
been "genuine use" of the mark in the 
Member State for a period of five years, as 
defined in Article 10. 

Section 1 apparently applies to inter 
partesproceedings conducted by the exam
ining authority and precludes reliance on a 
prior registration that has not been "used" 
(as dermed in Article 10) to invalidate the 
subjeCt trade mark. 

Section 2 applies to ex parte examinli\
tion and authorizes the Member States to 
preclude refusal ofregistration based on an 
earlier cited registration of a conflicting 
mark that has not been "used" as (defined in 
Article 10). 

Section 3 authorizes the Member 
States to provide that a registration that is 
subject to revocation under Article 12 (1) 
for non-use might not be relied on in an 
infringement action. 

Section 4 provides that a mark used on 
fewer than all of the goods or services for 
which it was registered shall be deemed 
registered for only those on which it is used 
for the purposes of applying sections 1, 2 
and 3 of this Article. 

It is not clear from Article 11, or the 
Directive, how the examining authority 
will determine whether the owner of the 
prior registration has made "genuine use" 
of the mark on all or some of the goods. A 
regulatory scheme like that of the U.S. 
which permits initiation of a cancellation 
proceeding during ex parte or inter partes 
examination could be adopted. 

In any event, these sections provide a 
long -needed reform in those jurisdictions 
which still permit third parties to assert 
priorregistrationsof defensive marks. This 
Article should lead to the removal of"dead
wood" from the registers ofmany Member 
States. 

Submittedby Thomas E. Spath, Esq. Davis, 
Hoxie. Faithful & Hapgood 

ARTICLE 12 

GROUNDS FOR REVOCATION 

1. A trade mark shall be liable torevocation 
if, wi thin a continuous period of five years, 
it has not been put to genuine use in the 
Member State in connection with the goods 
or services in respect of which it is regis
tered, and there are no proper reasons for 
non-use; however, no person may claim 
that the proprietor's rights in a trade mark 
should be revoked where, during the inter
val between expiry of the five-year period 
and filing ofthe application for revocation, 
genuine use of the trade mark has been 
started or resumed; the commencement or 
resumption of use within a period of three 
months preceding the filing of the applica
tion for revocation which began at the ear
liest on expiry of the continuQUs period of 
five years of non-use, shall, however, be 
disregarded where preparations for the 
commencement or resumption occur only 
after the proprietor becomes aware that the 
application for revocation may be filed. 

2. A trade mark shall also be liable to 
revocation if, after the date on which it was 
registered, 

a) in consequence ofacts or inactivity 
of the proprietor, it has become the com
mon name in the trade for a product or 
service in respect of which it is registered; 

b) in consequence of the use made of 
itby the proprietor of the trade mark or with 
his consent in respect ofthe goods or serv
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ices for which it is registered, it is liable to 
mislead the public, particularly a& to the 
nature, quality or geographical origin of 
those goods or services. 

COMMENTARY: 

This article specifies the conditions 
under which revocation can be obtained, 
including non-use, genericness and mis
leading of the public. 

Section 1 provides for revocation of a 
trade mark registration upon expiration of 
five years of unexcused non-use, so long as 
the owner has not resumed or started use 
after such period. However, preparations 
or resumption of use three months before 
institution of the revocation proceeding 
shall be disregarded, if the owner was 
aware that the revocation might be fIled. 

Section 2 provides for revocation 
where: 

a) the mark has become the common 
trade name for the goods or services 
through the acts or inaction of the owner; 
and 

b) the owner's use of the markis liable 
to mislead the public, e.g., as to the nature, 
quality or geographical origin of the goods 
or services. 

These sections provide formally stated 
grounds for revocation that do not now 
exist in the national laws of some jurisdic
tions. Providing a uniform graceperiodbe
tween the ftrSt contact by the interested 
party and the time by which the revocation 
proceeding must be initiated should ease 
contacts between applicants and owners of 
prior registrations and lead to the prompt 
resolution of the issues with a greater de
gree ofcertainty. 

Conc1usion: 

Both Articles 11 and 12 should be 
viewed as amelioratory by mostU.S. appli
cants. They bring the BC practice more in 
line with principles applied under U .S.law. 

Article 12 could adversely affect U.S. 
companies that apply for registration in the 
U.S. and abroad simultaneously, but do not 
commence use in the BC within the five 
year term in the BC. 

Submitted by Tlwmas E. Spath. Esq., 
Davis. Hoxie. Faithful & Hapgood 

ARTICLE 13 


GROUNDS FOR REFUSAL OR 

REVOCATION OR INVALIDITY 

RELATING TO ONLY SOME OF 


THE GOODS OR SERVICES 


Where grounds for refusal of registra
tion or for revocation or invalidity ofatrade 
mark exist in respect of only some of the 
goods or services for which that trade mark 
has been applied or registered, refusal of 
registration or revocation or invalidity shall 
cover those goods or services only. 

COMMENTARY: 

A general principle underlying Article 
13 is that a trade mark may be non-register
able, revokable or found invalidon various 
grounds. 

Article 13 limits non-registrability, 
revocability and invalidity to only those 
goods or services which grounds for revo
cation/invalidity specifically relate. For 
example, the failure to use a registered mark 
for over five years on some but not all of the 
goods for which it is registered might lead 
to a revocation of the registered trade mark 
with respect to some but not all of the goods 
for which it is registered. 

This Article does not appear to involve 
serious dilution of trade mark owners' 
rights. Other articles ofthe Directive, such 
as Article 4(3), provide fornon-registrabil
ity or invalidity, where an earlier Commu
nity trade mark has a reputation in the 
Community, and the use of the later trade 
mark without due cause would take advan
tage of, or be damaging to, the distinctive 
characteror repute of the earlier trade mark. 
Meanwhile, Article 13 clears deadwood off 
the national registers to make room for 
additional marks. 

Whilst it is correct for the draft report 
to state that serious dilution ofCommunity 
Trade Marks which have a "reputation" 
within a particular Member State, unless 
that Member State has introduced an 
equivalent national provision as it is per
mitted to do under Article 4(4)(a). 

It should also be noted that, as with 
Article 1O,no account is taken in Article 13 
of "associated" trade marks which, in the 
relevant jurisdictions, are protected from 
revocation or invalidity by sufficient use of 
one of the "associated" trade marks. 

Submjtted by Joseph B. Taplwrn, Esq .• 
IBM Corporation with additional com
ments by John R. Olsen. Esq .• Cliffi,O.~ 
Chance ' .. / 

ARTICLE 14 


ESTABLISHMENT A POSTERIORI 

OF INVALIDITY OR REVOCATION 


OF A TRADE MARK 


Where the seniority of an earlier trade 
mark which has been surrendered or al
lowed to lapse is claimedfor a Community 
trade mark, the invalidity or revocation of 
the earlier"trade mark may be established a 
posteriori; 

COMMENTARY: 

A general principle underlying Article 
14, is that in accordance with the Regula
tion on the Community Trade Mark, 
Community trade marks may claim senior
ity from a national trade mark. 

Article 14 provides that where.an ear
lier national trade mark has been surren
dered or allowed to lapse, the invalidity 
revocation ofthe earlier trade mark may. 
established a posteriori in a Community 
Trade Mark proceeding. 

Putting aside the issueofwhether such 
a provision belongs in a Directive to har
monize the trade mark laws of the Member 
States, it appears fair that a Community 
trade mark based on a surrendered or 
lapsed national trade mark be vulnerable 
for those reasons. 

One question which perhaps should 
have been addressed by this Article but 
appears not to have been, is whether the 
potential invalidity or revocation, as well 
as the actual invalidity or revocation, of 
the earlier trade mark may be established in 
a Community trade mark proceeding. 

Submitted by Joseph B. Taplwm. Esq. 
IBM Corporation with additional com
ments by John R. Olsen. Esq. 
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ARTICLE IS 


·· SPECIAL PROVISIONS IN 
RESPECT OF COLLECTIVE 

MARKS, GUARANTEE MARKS 
AND CERTIFICATION MARKS 

1. Without prejudice to Article 4, member 
States whose laws authorize the registra
tion of collective marks or ofguarantee or 
certification marks may provide that such 
marks shall not be registered, or shall be 
revoked or declared invalid, on grounds 
additional to those specified in Articles 3 
and 12where the function ofthose marks so 
requires. 

2. By way of derogation from Article 3(1) 
(c), Member States may provide that signs 
or indications which may serve in trade to 
designate the geographical origin of the 
goods or services, may constitute collec
tive, guarantee or certification marks. Such 
a mark does not entitle the proprietor to 
prohibit a third party from using in the 
course of trade such signs or indications, 
provided he uses them in accordance with 
honest practices in industrial or commer

r'\atmatters; in particular, such a mark may 
~ot be invoked against a third party who is 

entitled to use a geographical name. 

COMMENTARY: 

Articles 4 and 12 set forth grounds for 
non-registrability, invalidity or revocabil
ity. 

Section 1 would allow member states 
who have been registering collective, guar
antee or certification marks, to provide for 
non-registrability, revocability or invalid
ity of such marks, on grounds additional to 
those of Article 4 and 12, where the func
tion of those marks so requires. 

Articles 3, 4 and 12, set forth the 
grounds for the refusal, revoking or inva
lidity of a mark. This Section allows a 
member state to provide for new additional 
grounds for not-registering, revoking, or 
invalidating collective, guarantee or certi
fication marks. 

Section 2 would allow member states 
to provide that marks designating geo

aaphical origin may be collective, guaran
. or certification mark, despite Article 

3(1)(c) declaration of the invalidity of 
geographical marks. However, the mark 
could not be invoked against a third party 

honestly entitled to use a geographical 
name. 

The section accommodates member 
state laws, such as that ofFrance, providing 
for geographic area wine marks. But a non
association wine maker growing grapes in 
the area would still be able to use the area 
name. 

Article 15 reflects compromise on 
various member state laws, facilitating 
gradual conversion over time towards EC 
confonnity, or adjustment to preclude in
jury by accommodated interests. Harm to 
American trade mark owners would not , 
seem pronounced. 

CONCLUSION 

Articles 13, 14 and 15 tOO should be 
viewed as amelioratory by most U.S. trade 
mark owners. Article 13 may burden U.S. 
applicants to prove their trade mark has a 
reputation in the EC to preclude use oftheir 
mark on other goods of the same class. 

Article 14 constitutes an exposure 
since the seniority of a Community mark 
may be affected by the surrender or lapsing 
of an earlier mark. 

Article 15 indicates that collective, 
guarantee, or certification marks will not be 
overly favored. 

ARTICLE 16 

NATIONAL PROVISIONS TO BE 

ADOPI'ED PURSUANT TO Tms 


DIRECTIVE 


1. Member States shall bring into force the 

laws, regulations and administrative provi


. sions necessary to comply with this Direc
tive not later than ......... 4. They shall 

. forthwith inform the Commission thereof. 

2. Acting on a proposal from the Commis

sion, the Council, acting by a qualified 

majority, may defer the date referred to in 

paragraph 1 until December31, 1992, at the 

latest. 


3. Member States shall communicate to the 

Commission the textofthe main provisions 

ofnational law which they adopt in the field 

governed by this Directive. 


COMMENTARY: 

Associates in each EC Member State 
were contacted to determine the extent to 
which local legislation conforming to the 
Directive is in existence or pending. The 
actions taken to date by each country are as 
follows: 

BENELUX: No action is currently being 
taken. The 3 year user requirement will 
probably be changed to 5 years. 
FRANCE: The proposed new trade mark 
statute has been held up becauseofpolitical 
considerations. However, ifthe new stat
ute is enacted, it should be quite compre
hensive in its revamping of French trade 
mark law and furthering hannonization. 
DENMARK: No action is currently being 
taken. The Danish government is awaiting 
the outcome of the June 1989 Diplomatic 
Conference for the Conclusion ofa Proto
col Relating to the Madrid Agreement 
Concerning the International Registration 
of Marks at WIPO Geneva. If Denmark 
adopts the Protocol and joins the Madrid 
Arrangement, this will affect the amend
ments to the law. Ultimately, Denmark will 
probably include user requirements in its 
amendments. 
WEST GERMANY: No action is cur
rently being taken. 
GREECE: No action is currently being 
taken. However, a committee of experts is 
fonning to draft the amendments needed. 
IRELAND: The Irish Patents Office is 
currently drafting amendments to the Irish 
Trade Marks Act, 1963 to permit service 
mark registration and hannonizing Irish 
trade mark law pursuant to the EC Direc
tive. It is reported to us, however, that it is 
unlikely that these amendments will be 
introduced into the Dail Eireann before 
1990 at the earliest. 
ITAL Y: No action is currently being 
taken. 
PORTUGAL: Portugal has taken consid
erable steps in 1980, 1984 and 1987 to 
modernize its laws. No action is currently 
being taken to take the lastfew steps toward 
harmonization, athough at least one recent 
court decision recognizes that the Direc
tives provisions will shortly become part of 
Portuguese national law . 
SPAIN: Spain has just enac ted a new trade 
mark statute which will come into force on 
May 12, 1989. This new statute has as one 
of its specific aims, harmonization pursu



MarchiApri11990 Page 6 
ant to the EC Directive. The highlights of 
the new statute are the shortening of the 
registtation term from 20 years to 10 years 
and introduction of the need to prove use 
upon renewal. 
UNITED KINGDOM: No action is cur
rently being taken. Possible areas of future 
action for harmonization are elimination of 
A and Part B as well as introduction of 
registtation of three dimensional marks 
(e.g., product or container configuration). 

Accordingly, some concrete action is 
being taken to harmonize Community na
tional trade mark laws, the most important 
example being Spain. Since the Directive 
was just officially published in February 
1989, and other important diplomatic de
velopments are upcoming (e.g., the June 
1989 WIPO conference), we can expect 
more action in the upcoming months. The 
interrelationship between the amended 
national laws, Madrid Arrangement and 
the Community Trademark is yet to be 
developed. 

[4] Three (3) years from the date ofnotification 
of the Directive to the member states. 

• 
NEWS FROM THE 

BOARD OF 

DIRECTORS 

by Howard B. Barnaby 

At its December 12, 1989 meeting, 
the Board authorized the Treasurer to open 
a new commercial, interest-bearing check
ing account with Citibank and to continue 
to explore other banking alternatives as 
may be necessary. 

MOHONK A FlSCAL SUCCESS 

The Board next heard a report from 
CLE Chair Edward Filardi on the CLE 
Weekend at Mohonk. Mr. Filardi reported 
that the CLE Program had resulted in a net 
profit of $5,000. He indicated that the 
Association had booked Mohonk for a 
CLE Weekend in November 9-11, 1990. 
Mr. Filardi also reported that the one-day 

patent seminar will be held at the Penta 
Hotel on May 4, 1990. The Board ap
proved Mr. Filardi's proposal for a repeat 
in New York City of the "Intent to Use" 
ttademark program given at Mohonk. 

John Pegram next reported on the 
WIPO Patent Harmonization meetings and 
on the involvement ofthe NYPTC in these 
meetings. Mr. Pegram also reported on the 
status ofthe Judges Dinner. He announced 
that Judge Oakes had accepted an invita
tion to speak. The Board then discussed the 
charge for the dinner and revisions in the 
Jist of invited honored guests. 

The Board next considered a proposal 
by the New York State Bar Association to 
form a new Intellectual Property Commit
tee. Based on a prior history of unsuccess
ful attempts to launch such a committee, 
the Board decided to take no action on this 
matter. 

Mr. Pegram reported on the formation 
of a new Trade Secrets Committee to be 
chaired by Mel Garner. Martin Goldstein 
win serve as Board Liaison. Mr. Pegram 
also reported on recent conflicting deci
sions by the EPO and a German Federal 
Court. The Board decided to await a fun 
report on this matter from the appropriate 
committee . 

The Board again met on January 16, 
1990. The Treasurer reported that by 
mailing out dues notices earlier than in past 
years, the Association was able to collect 
$23,000 more at an earlier date than in past 
years. He expected that this could help to 
avoid cash flow problems encountered last 
year. 

The Board next considered mainte
nance of the Association mailing lisl It 
was agreed that the Secretary should have 
computer access to the mailing list to facili
tate changes. 

WIPO HARMONIZATION 

MEETING 


William Brunet next reported on the 
November WIPO Harmonization Meet
ing. The NYPfC was represented at vari
ous times during the meeting by Mr. Bru
net, Michael Meller and Sam Helfgot. Mr. 
Brunet reported that the proposed treaty 
appears to be going forward, subject to the 
U.S. position on fast-to-file, publication of 
applications within 18 months and theln re 
Hilmer doctrine. He further reported that 
the Association proposal to permit amend

ments to claims after filing resulted in the 
insertion of a new provision in the pro
posed treaty. Mr. Brunet also indicated thah 
the AlPLAplanned to run a seminarinNeVf. 
York in the spring dealing with harmoniza
tion. Anadhoc committeeofDale Carlson, 
Evelyn Sommer, Martin Goldstein and 
Leonard Mackey and chaired by Andrea 
Ryan was formed to attend a-meeting with 
an AIPLA representative at the AIPLA 
mid-winter meeting. 

Peter Saxon reported on the Judges' 
Dinner. He indicated that the Waldorf had 
provided the Association with another 
"satellite" room, but that this was the last 
room available. . • 

U.S.P.T.O. NEWS 
by George Kaplan 

AUTOMATED PATENT SYSTEM 
IMPROVING AT U.S.P.T.O. 

Reversing earlier criticism, private 
sector experts have acknowledged ~ 
computerized storing and searching o~~ 
patent information has sharply improved 
over the past 18 months at the U.S. Patent 
and Trademark Office. This observation 
was included in a report of an Industry 
Review Advisory Committee fonned a 
year ago March to examine progress of the 
automated patent system (APS) being cre
ated at the U.S. Patent and Trademark 
Office. 

The eight-member panel has noted 
that: 

Dramatic improvements have 
been made in the APS over the last 
18 months. The Patent and Trade
mark Office has aggressively 
taken the key steps that can be done 
quickly and that bring the largest 
improvements. Top management 
has acted more swiftly than is usual 
in such cases and is to be com
mended. 

This advisory panel succeeds an ear
lier group which was convened in 1987 bn, 
the U.S. Patent and Trademark Office R\.J' 
review the automated patent system and 
which was critical in a 1988 report ofwhat 
was viewed as weaknesses in management 
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of the automated patent system and the 
technical expertise associated therewith. 

e new committee included all but one 
mber of the original panel. 

In its latest report, the advisory com
mittee observed that among the improve
ments instituted by the U.S. Patent and 
Trademark Office, was the recruitment of 
several managers who have provided 
strong, experienced leadership for the 
automated patent system since 1988. It 
was noted that the U.S. Patent and Trade
mark Office has also renegotiated the de
velopment contract for the automated pat
ent system, in addition to evaluating differ
ent alternatives and adopting a recom
mended "mini-waterfall" development 
approach. 

However, the most recent report cau
tioned that several essential and more dif
ficult improvements still remain to be insti
tuted, including software changes to permit 
utilization of lower cost computer hard
ware and software. The panel also recom
mended that the U.S. Patent and Trade
mark Office consider delaying extension 
of public access to the automated patent 

~tem,until it is certain that the automated 
~t system possesses sufficient reserve 

capacity. 
The U.S. Patent and Trademark Office 

has been working since 1982 to automate 
operations in order to cope with a growing 
volume ofpaper documents, now totalling 
about 27 million. The automated patent 
system was frrst begun on a trial basis by 
the U.S. Patent and Trademark Office in 
1986. Members of the advisory panel in
cludeProfessor John GosdenofNew York 
University; John L. Jones, retired execu
tive vice president of Norfolk Southern 
Corporation; Paul P. Kaigan of CorroOn 
and Black Corporation; George C. Kenney 
II of O'Connor Associates; Joseph G. 
Penarczyk of Janus Systems, Inc.; Carl H. 
Reynolds, retired vice president ofHughes 
AircraftCorporation; Louis H. SharpeIIof 
Picture Elements Consultants; and 
Frederic G. Withington, an independent 
consultant. 

INVENTOR EXHIBITS AT THE 
U.s.P.T.O. 

o The 200th Anniversary celebration of 
the U.S. Patent and Trademark Office was 
started by the opening ofan exhibit honor
ing women and minorities at the U.S. Pat .. 

ent and Trademark Office in Arlington, 
Virginia on January 21, 1990. The event 
was moderated by Ann Kelly, Event Chair 
and Director, Office ofNational and Inter
national Applications Review, with key
note speakers including Acting Commis
sioner of Patents and Trademarks, Jeffrey 
M. Samuels; Patricia Ives, Chair, Minority 
Exhibit; Charlene Drew Jarvis, District of 
Columbia Council member; Dr. Tung 
Tsang, inventor; Professor Fred Amran, 
Women's Exhibit Curator; and Stephanie 
Kwolek, inventor. 

The exhibit, which is entitled "A 
Women's Place is in the Patent Office," 
features almost 100inventors ranging from 
very young girls to sophisticated scientists. 
Inventions developed by women have been 
steadily increasing since 1954, when 1.5% 
ofU.S. patents were issued to women, with 
women receiving 5% of all U.S. patents 
grantedin 1988. Patents have been granted 
to women in a number of various fields, 
such as kitchen aids, high technology, fash
ion and space travel. 

The display honoring minorities in
corporates an abridged version of the ex
hibit"TheReal McCoy: African American 
Inventors and Innovations 1619-1930," 
which is on loan from the Smithsonian 
Institution, and which features such inven
tors as Elijah McCoy and Jan Matzeliger. 
The exhibit also features the creative gen
ius of other minority groups including 
Asian-Americans, Hispanic-Americans, 
Native-Americans and Pacific Islanders. 

The exhibit will be open to the public 
until May 30, 1990, Monday through Fri
day from 8:00 a.m. to 8:00 p.m. in the 
lobbies ofCrystal Plaza Buildings 3 and 4, 

. on either side of the Public Search Room, 

. 2021 Jefferson Davis Highway, Arlington, 
Virginia. 

RECENT APPOINTMENTS 

Jay Plager was installed as a Judge of 
the Federal Circuit Court of Appeals on 
January 23, 1990, while the President has 
nominated Dr. Alan Lourie of Penn sylva
nia and Raymond C. Clevenger III of 
Washington, D.C. to fill two ofthe present 
vacancies on the Federal Circuit Court of 
Appeals. Two additional vacancies still 
remain to be filled. Dr. Lourie is Patent 
Counsel for SmithKline Beckman Corpo
ration, and has a B.S. in chemistry from the 
University of Wisconsin, a Ph.D from the 

University of Pennslyvania, and a law 
degree from Temple University. 

Mr. Clevenger, originally from Kan
sas, received undergraduate and law de
grees from Yale University and served as a 
law clerk to Justice Byron C. White of the 
Supreme Court. Since 1974, Mr. 
Clevenger has been a partner in the Wash
ington, D.C. law firm ofWilner, Cutler and 
Pickering, with a practice ranging from 
securities to international acquisitions. 

JUDGES REMEMBERED 

Judges Jean Galloway Bissell and 
Philip Nichols, Jr. of the Federal Circuit 
Court of Appeals passed away this winter. 
Judge Bissell, who was appointed to the 
Federal Circuit in 1984, died on February 
4, 1990. Previously, Judge Bissell was 
engaged in private practice in Columbia, 
South Carolina before becoming general 
counsel to the South Carolina National 
Bank and subsequently vice chairman of 
the bank's holding company. Judge 
Nichols, who died on January 26, 1990, 
served as Commissioner ofCustoms, after 
being engaged in private practice and serv
ing with the Department ofJustice. Judge 
Nichols was appointed to the U. S. Cus
toms Court which is now the Court of 
International Trade, and was subsequently 
elevated to the U.S. Court of Claims, con
tinuirig to serve after this court was merged 
into the Federal Circuit Court ofAppeals in 
1982, and remaining active until 1983 
when he accepted senior status. • 

RECENT 

DECISIONS OF 


INTEREST 

by Thomas A. O'Rourke 

PATENTS·DECLARATORY 

JUDGMENT 


The Court of Appeals for the Ft\deral 
Circuit decided that a patentee may bring a 
declaratory judgment action against threat
ened infringement, provided the require
ment for an actual controversy is met. 
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In Lang v. Pacific Marine Supply Co.• 

39 BNA PfCJ 285 (Fed.Cir. 1990) plain
tiff patent owner sued claiming that a hull 
structure for a vessel to be completed in
fringed or threatened the infringement of 
his patents. The district court dismissed the 
complaint for lack of subject matter juris
diction and/or failure to state a claim. 

The Court of Appeals held that a pat
entee could seek a declaration against fu
ture infringement. The Court rejected 
arguments that a declaratory judgment was 
inappropriate because the infringer may 
alter its activity prior to completion of the 
hull. The Federal Court, however, held that 
the complaint was properly dismissed 
because there was no actual controversy. 
The Court focused on the factt that the ship 
was about nine months away from being 
completed at the time the complaint was 
fIled. The Court also relied on the fac thatt 
there had .been no sales literature distrib

. uied and the accused infringers were not 
prepared to solicit orders and did not en
gage in any conduct indicating that the ship 
would soon be ready for sea. 

Since §271 of the Patent statnte "can
not be interpreted to cover acts other than 
an actnal making, using or selling of the 
patented invention" the CAFe concluded 
that plaintiff was not entitled to an injunc
tion against threatened patent infringement 
since the hull was nine months away from 
being completed. 

PATENTS-CORROBORATION 

In order for a prior invention under 
102(g) to be a bar, the inventors notebook 
must be corrobOmted by someone other 
than the inventor. In Dentsply Research & 
Development Corp. v. Cadco Dental Prod
ucts Inc., 39 BNA PTCJ 291 (C.D. Calif. 
1989) plaintiff brought an action for patent 
infringement which Cadcodefended on the 
ground of prior invention under 102(g). 
Cadco contended that records concerning a . 
laboratory batch of the patented alginate 
corroborated the inventor's notebooks. 

Dentsply argued that there was no in
dependent corroboration. The district 
court agreed with Dentsply and held that 
because the laboratory batch was made by 
the claimed inventor who was also the 
author of the notebook pages relied upon 
by Cadco, there was no independent cor
roboration which would support Cadco's 
102{g) defense to Dentsply patent. 

COPYRIGHT - PUBLICAnON 

Filing of architectural plans with a 
local governmental body without the copy
right notice was insufficient to constitnte a 
publication under 17 USC §401 (a) accord
ing to the court in East/West Venture v. 
Warm/eld Associates P.C. 39 BNA PTCJ 
292 (S.D.N.Y. 19890 

PATENTS - APPEAL TO CAFC 

Where the complaint in the district 
court contains no patent claims, but a com
pulsory counterclaim fIled by the defen
dant included counts for patent infringe
ment, an appeal to the Court of Appeals for 
the Federal Circuit was proper. In Aero
ject-General Corp. v. Machine Tool 
Works•. Orelikon-Buehrle Ltd., 39 BNA 
PTc] 260 (Fed. Cit. 1990) the plaintiff 
brought an action for unfair competition, 
interference with a prospective advantage 
and false representation. Machine Tool 
Works counterclaimed for breach of con
tract, false representation and patent in
fringement. 

The district court stayed the proceed
ings and ordered arbitration of all the 
claims. Aeroject appealed. The Court of 
Appeals for the Federal Court limited the 
applicability of the decision to cover only 
suits in which there is a non-frivolous 
compulsory counterclaim for patent in
fringementfiled in an action properly in the 
federal courts. 

The Federal Circuit distinguished the 
Supreme Court's decision in Christianson 
v. Colt_U.S._108 S. Ct 2166 (1988) 
because in Christianson there were no pat
ent claims in either the complaint or any of 
the counterclaims. Since the compulsory 
counterclaim contained a claim for patent 
infringement· the court concluded it had 
jurisdiction to heat the appeal. The court 
noted that it would be incongruous that a 
complaint for patent infringement could be 
appealed to the Federal Circuit but the 
identical claim as a counterclaim could not 
be so appealed. • 

LEGISLATION: 
PROPOSED ANDO 

PENDING 
by David J. Lee and Edward P. Kelly 

A number of significant bills relating 
to intellectual property are pending in Con
gress. Also significant are proposals for 
legislation that would affect the jurisdic
tion of the International Trade Commis
sion and the United States District Courts 
over patent matters. 

PATENTS 

Jurisdiction 

In January oflast year, a dispute settle
ment panel established by the GA'IT 
Council held that certain procedures au
thorized by Section 337 of the Tariff Actof 
1930 are violative ofthe GAIT. Inparticu
tar, the panel found that Section 337 caused 
imported products to be treated less favora
bly than domestic products in five specific 

res~ts~ patent owner may choose eiD 
the ITC or a District Court where foreign 
goods are in issue, but only aDistrict Court 
where domestic goods are involved. 

2. A patent owner may choose both the 
ITC and a District Court where foreign 
goods are in issue, but only a DistriclCourt 
where domestic goods are involved. 

3. The ITC can issue general exclu
sion orders as well as exclusion orders 
directed to specific respondents. but Dis
trict Court orders can be directed only to 
defendants. 

4. ITC proceedings are subject to 
statutory time limits, but District Court 
actions are not. 

5. Counterclaims cannot be asserted 
in ITC proceedings, but can be in District 
Court actions. 

The panel recommended that the 
members of GAIT "request the United 
States to bring its procedures applied in 
patent infringement cases bearing on im
ported products into conformity with its 
obligations under the General Agreemen~.".\ 
Thepanel report was adopted by the GAV!.' 
Council in November of last year. . 

The version ofSection 337 considered 
by theGA ITpanel was the version in force 
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in 1987. The law was substantially strength
ened in 1988,"and at least one bill is now'" "	pending in Congress that would render 
Section 337 even more effective (S. 1529). 
This Congressional activity reflects wide
spread concern among domestic patent 
owners that inventions made in this country 
are not protected abroad to the extent that 
inventions made abroad are protected in this 
country. Any modification of Section 337 
will have to satisfy not only GAIT, but also 
Congress and domestic patent owners. 

The United States Trade Representa
tive would like to meet the criticisms of 
Section 337 while maintaining the advan
tages conferred on domestic patent owners 
by Section 337 - speed and exclusionary 
remedies and enhancing those advantages 
by making available in one proceeding the 
remedies not separately offered by Disllict 
Courts (damages) and by the ITC (exclusion 
orders). Five solutions have been proposed: 

1. Fonnation of a new Article ill patent 
Ilial court with exclusive jurisdiction of 
actions for patent infringement, whether 
based on Section 337 or United States patent 

o law. 
2. Formation of a new Irial division of 

. " 	 the Court ofIntemational Trade having ex
elusive jurisdiction of all actions based on 
Section 337. 

3. Provision to a respondent in an ITC 
action of a right to transfer the action to a 
Disllict Court or the new ITC division 
mentioned above. 

4. Provision to an ITC respondent ofa 
right to transfer after completion of prelimi
nary relief proceedings in the ITC. 

5. Provision to an ITC respondent of a 
right to transfer after completion of full 
violation proceedings in the ITC. 

". The Trade Representative is rumored to 
favor the proposal for a central Article III 
patent Ilial court. The Trade Representative 
has asked for comments on all proposals by 
March 26, 1990. 

GAIT talks now in progress (the Uru
guay Round) are expected to conclude in 
December 1990. They will be follOWed two 
months later by an Administration bill; 
Congress will have to consider this under 
tight time constraints. 

o Biotechnology Patents 

The Court of Appeals for the Federal 
Circuit has held that the use of a novel 

starting material does not render an other
wise obvious chemical process patentable. 
In re Durden. 763 F.2d 1406 (Fed. Cir. 
1985). The effect ofIn re Durden may be 
that the Patent Office will not allow process 
claims for biological products where the 
starting material is novel but an otherwise 
known process is used to make the final 
product. 

The biotechnology industry considers 
this result unfair. They believe that signifi
cant investments in biotechnological proc
esses should be protected. They also point 
out that patents are granted in Europe and 
Japan on biotechnological processes that 
would be rejected in the United States Patent 
Office. 

In response to these concerns, Repre
sentative Rick Boucher (D-Va.) and Carlos 
Moorehead (D-Ca.) recently introduced the 
"Biotechnology Patent Protection Act of 
1990" (H.R. 3957). The bill would amend 
Section 103 of the patent law to provide that 
"a process of making a product shall not be 
considered obvious under this section if an 
essential material used in the process is 
novel under Section 102, and otherwise non
obvious under Section 103." 

The protection of biotechnological 
processes is further exacerbated by the na
ture of the jurisdiction afforded to the ITC. 
Last year, Congress amended Section 337 of 
the Tariff Actof 1930to removeobstaeles to 
the enforcement of United States patents 
against foreign competitors. Among other 
things, the amendments allowed the ITC to 
exclude products manufactured abroad by a 
process patented in the United States. 

Foreign competitors that use a patented 
biotechnological intennediate in a process 
cannot be stopped from eXp()rting the prod
uct into the United States when no process 
claims exist here. The bill would deal with 
this by amending Section 337 to allow the 
ITC to exclude imported products that "are 
made, produced or processed under or by 
means of, the use ofa biotechnological ma
terial...• covered by a valid and enforceable 
United States patent." 
Section 271(h) of the patent law also would 
be amended to allow recovery in the Disllict 
Court. 

H.R. 3957 has been referred to the 
House Judiciary and Ways and Means 
Committee. 

State Immuuity 

The Eleventh Amendment grants a 
State immunity from suit in Federal Court. 
Judicial decisions have upheld this immu
nity in copyright infringement suits on the 
ground that Congress did not express an in
tent to eliminate the immunity when it en
acted the Copyright Act of 1976. In re
sponse, bills were introduced last year that 
would amend the Copyright Act expressly to 
recite Congress' intent to eliminate State 
immunity for copyright infringement. 

Like the Copyright Act, the legislative 
history of the Patent Act does not reflect an 
intent on the part of Congress to eliminate 
State immunity from suit for patent infringe
ment In 1990, the Court of Appeals for the 
Federal Circuit affmned a Disllict Court 
decision that California was immune from 
suit for patent infringement under the Elev
enth Amendment. Chew v. California. 13 
USPQ 2d 1393 (Fed.Cir. 1990). 

In response, Representatives Kasten
meier (D.-Wis.) and Moorehead (R.-Ca)re
cently introduced legislation that would 
make States liable for patent infringement. 
This "Patent Remedy Clarification Act" 
(H.R. 3886) would add anew Section 271(h) 
to the Patent Act. It would define infringers 
to include "any State, any instrumentality of 
a State, any officer or employee ofastate or 
instrumentality of a State acting in his orher 
official capacity. fI The bill also would add a 
new Section 296 expressly abrogating a 
State's Eleventh Amendment immunity 
from suit for patent infringement In intro
ducing this legislation, Representative 
Kastenmeier stated that it has the strong 
support of the Patent Office, the American 
Bar Association and the patent bar. Hear
ings were held on the bill in February before 
the House Subcommittee on Courts, Intel
lectual Property and the Administration of 
Justice. The bill has now been referred to the 
House Judiciary Committee. 

Senator Dennis DeConicini recently in
troduced a similar bill in the Senate (S. 
2193). The bill has been referred to the 
Senate Judiciary Committee. 

Animal Patenting Undate 

Ten years ago the Supreme Court held 
that living things are patentable subject ma
ter. See Diamond v. Chakabratv. 447 U.S. 
303 (1980). Advances in genetic engineer
ing have made itpossible to create an animal 
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whose genu cells contain genetic material 
originally derived from another animal 
other than its parent This is called a 
transgenic animal. In 1988, the Patent Of
fice issued the first animal patent. 

The right to patent animal life and the 
type ofpatent protection to beafforded have 
been debated in the House and Senate during 
the last two years. Early proposals by Rep
resentative Benjamin Cardin (D-Md.) and 
Senator Mark Hatfield (R.Ore.) to place a 
two-year moratorium on animal patenting 
failed. The debate then moved on to the 
problemsofroyalties and exemptions to any 
patent protection afforded to an animal. 

Last year, Representative Kastenmeier 
(D-Wis.) introduced the "Transgenic Ani
mal PlitentingReform Act" (H.R. 1556) that 
would recognize the Patent Office's author
ity to issue patents on animals (except 
human animals). Opposition to the bill came 
from farm organizations who fear that ani
mal patents will restrict their right to use and 
sell farm animals in the nonual operation of 
a farm. Representative Kastenmeier's bill 
would grant farmers an exemption from 
infringement The bill provides that: 

it shall not be an act of infringement 
for a person whose occupation is 
farming to reproduce a patented 
transgenic farm animal through 
breeding, use such animal in the 
fanning operation orsell such animal 
or the offspring of such animal. 

Hearings were held on the bill in the House 
Subcommittee on Courts, Intellecrual Prop
erty and the Administration of Justice last 
October. 

Citing a lack ofprogress and consensus 
on the animal patent issue, Senator Hatfield 
recently resurrected the moratorium pro
posal and introduced a bill (S. 2169) that 
would impose a five year moratorium on 
granting patents on genetically altered ani
mals. The bill would create a new Section 
105.(a) of Title 35 to providing that: 

during the 5 year period beginning 
on the date ofthe enactment ofthis 
section, any vertebrate or inverte
brate animal that is modified, al
tered or in any way changed 
through genetic engineering tech
nology shall not considered pat
entable subject matter under this 
title. 

In introducing his bill, Senator Hatfield 
stated: 

This legislation is not an attempt 
to halt the promising field of ge
netic engineering. I want to be 
very clear on this point The vari
ous techniques of biotechnology. 
when used responsibly, have 
enormous potential in a number of 
areas including pharmaceutical and 
agricultural products. However, 
genetic engineering now allows us 
to take human genetic traits and 
insert them into the pennanent 
genetic code of animals. We are 
also gaining the increased ability to 
mix and match the genetic traits of 
animals, insects, and plants, creat
ing new and different species. To 
suddenly and unconditionally grant 
patents for the development ofany 
and all of these genetic creations is 
irresponsible and imprudent. 

(Cong. Rec. 2!26/90p. 21611). S. 2169 has 
been referred to the Senate Judiciary Com
mittee. Hearings have not yet been sched
uled. 

Space 

Companies involved in development of 
technology used aboard United States 
spacecraft have long been concerned that 
inventions developed in or for use in space
will not receive adequate protection under 
United States patent law as currently consti
ruted. There has been fear that infringement 
in space may not beactionable under United 
States law. Similarly, there has been fear 
that reduction to practice in space would be 
considered a reduction to practice outside 
the United States, placing an inventor in 
space at a disadvantage in a priority contest 
with an inventor on earth. 

Last year, Representative Roe (D.NJ.) 
introduced the "Patents In Space Act" in re
sponse to these concerns. This bill (H.R. 
352) would create a new Section 105 of the 
patent law. Any invention made, used or 
sold on a space vehicle would be under the 
jurisdiction or control of the United States. 
Senator Gore (D.Tenn.) introduced a similar 
bill in the Senate (S. 459). The Senate Sub
committee on Patents, Copyrights and 
Trademarks recently approved the bill and 

sent it to the full Judiciary Committee. 
Another bill on this issue was intro

duced late last year in the House by Rep 
sentative Robert Kastenmeier (D-Wis 
(H.R. 2946). This bill is similar to the Roe 
bill. NASA, the Patent Office, the State De
partment and legal experts all testified in 
support of the bill in hearings before the 
House Subcommittee on Courts, intellec
tual Property and the Administration ofJus
tice. The House Space Science and Applica
tions Committee recently approved H.R. 
2946. 

COPYRIGHTS 

Digital Audio. Tape Recording 

Oigital audio tape (OA1) recorders are 
capable of recording the signals encoded in 
a compact disc. OAT copies made from the 
disc (or OAT copies of the disc) have the 
same quality as the original recording, re
gardless of whether they are the frrst or the 
thousandth generation. Some perceive OAT 
as an unprecedented opportunity for copy
right infringement 

The advent of conventional blank tape 
(analog) cassettes ten years ago also pre 
sented opportunities for unauthorized copy
ing. But when copies of analog tapes were 
made from copies, quality progressively de
teriorated, unlike the case with OAT. Copy
right owners of recorded works are deeply 
concerned that OAT could lend to their 
economic ruin. 

Technology is available that can pre
vent digital copying. The technology is 
known as the Serial Copy Management 
System (SCMS). It allows frrst generation 
digital copies to be made from compact 
discs, prerecorded OAT cassettes or digital 
broadcasts. while preventing further digital 
to digital Copies. 

In response to recording industry con
cerns. Representative Henry Waxman (D
Calif.) recently introduced the Digital Audio 
Tape Recording Act. The bill (H.R. 4096) 
would prohibit the distribution of digital 
audio tape machines that do not conform to 
the SCMS specifications. The bill has been 
referred to the Energy and Commence 
Committee. Although no hearings have yet 
been held. the bill has already been criticized 
by copyright owners because it contains no 
royalty provision for the fast OAT copy 
made from a compact disc.. 
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Protection or Architectural Work 

f~-\ The Berne Convention requires mem
>~jr countries to afford copyright protection 

to architectural works. Last year, Congress 
passed broad legislation enabling the United 
States to become a Signatory to the Berne 
Convention. The revised law contained no 
specific provision relating to the protection 
ofarchitectural work. 

Congress did not ignore this issue last 
year. Rather, based on expert testimony that 
the creation of a separate statutory protec
tion for works of architecture was not re
quired to enact Berne requirements, Con
gress asked the Copyright Office to conduct 
a study of the issue of copyright protection 
for architectural works. The Copyright 
Office completed that study last June. The 
Office recommended that the Copyright Act 
be amended expressly to provide for copy
right protection of architectural works. 

Representative Kastenmeier (D.Wis.) 
recently introduced a bill that would create 
protection for architectural works. The 
..Architectural WQrks Copyright Act" (H.R. 
3390) would amend Section 102 of copy
right law to add "architectural works" as a 

category of protected subject maUer. 
"architectural work" is defmed as "the 

design of a building or other three-dimen
sional structure, as embodied in that build
ing or structure." The copyright would not 
include the right to prevent the making, 
distribution or public display of pictures, 
paintings, photographs or other pictorial 
representations of any building located in a 
public place. Nor would the copyright en
title its owner to enjoin construction ofan in
fringing building onceconstruction had sub
stantially begun or to have an infringing 
building seized or demolished. Further
more; the owner of a protected building 
would be authorized to make "minor altera
tions. " for any purpose" and necessary re
pairs. 

In introducing his bill, Representative 
Kastenmeier stated that the protected "de
sign" encompasses the overall shape of the 
structure as well as protectable individual 
elements and that there is only one pro
teclable "architectural work" per structure. 
He further stated that functionality should 

be ignored in evaluating the copyright in 
architectural work: 

A two-step process is envisioned. 
First, an architectural work should 

be examined to determine whether 
there are original, artistic elements 
present, including overall shape. If 
so, a second step is reached to ex
amine whether the original, artistic 
elements are functionally required. 
If the elements are not absolutely 
functionally required, the work is 
protectable. The proper scope of 
protection is a different maUer, 
functional considerations may, for 
example, determine only particular 
design elements. In such a case, 
protection would be denied for the 
functionally determined compo
nents, but would be available for 
nonfunctionally determined design 
elements. The court must be free to 
develop their own applications of 
these principles, free from the sep
arability debate raging for pictorial, 
graphic, and sculptural works em
bodied in useful article. 

Representative Kastenmeier also intro
duced an alternative to H.R. 3390 (H.R. 
3391). This bill is entitled the "Unique 
Architectural Structures Copyright Act of 
1990." It would achieve protection ofarchi
tectural works without creating a new cate
gory subject to copyright protection. 
Rather, it would amend the defmition of 
"useful article" in Section 101 of the Copy
right Law--a definition of material not sub
jecttocopyright-- to exclude "one-of-a-kind 
buildings and other three dimensional struc
tures that possess a unique artistic charac
ter." 

Representative Kastenmeier intro
duced this alternative "in order to stimulate 
debate." He noted that thealtetnative would 
inject into the Copyright Law concepts that 
Congress and the courts have historically re
jected: "a requirement of uniqueness and a 
subjective determination of artistic charac
ter." 

Both H.R. 3990 and H.R. 3991 have 
been referred to the Judiciary Committee. 
Hearings were scheduled to proceed in mid
March. 

Visual Artists' Rights 

Among the rights afforded under Berne 
principles are an author's moral rights in his 
work. A moral right is an inherent right ofan 
author to claim authorship of his work and 

prevent its destruction or alteration. The 
United States copyright laws do not specifi
cally provide for moral rights. During the 
hearingon conformingourcopyright laws to 
comply with the Berne Convention, the 
House and Senate considered several bills 
that would have amended the copyright laws 
torecognize moral rights in authors ofworks 
of fme art (S.1619, Sen.Kennedy, D-Mass., 
H.R. 3221, Rep.Markey, D-Mass; See 
NYPTCLA January/February 1989 at pp. 4 
& 5). Ultimately, no moral rights were 
recognized or included in the Berne amend
ments because Congress concluded (based 
on expert advice) that existing laws pro
vided all the moral rights necessary for 
United States compliance with the Berne 
Convention. 

Last year, the moral rights bills (with 
modifications) were reintroduced in the 
House and Senate by their original propo
nents (S.1198 and RR. 2680). The bills 
would create a new Section 106(a) of the 
Copyright Act providing the author of a 
work of visual art with the right to claim au
thorship in the work, as well as to prevent the 
use of his name on a work he did not create 
on an altered work. The bills also affords the 
author a right to prevent any distortion or 
modification of his work that would be 
prejudicial to his reputation. The Senate bill 
further would provide that the author's rights 
could not be waived during his lifetime, 
whereas House bill would permit written 
waiver of the author's rights during his life
time. 

RR. 2680 has been referred to the 
JudiCiary Committee. 

Industrial Design Protection 

The Copyright Act currently denies 
protection for the design of useful articles, 
except for any original artistic aspect of the 
design that has an independent identity apart 
from the useful article. The design of an 
automobile replacement part typically is not 
patentable and typically falls outside copy
right protection because itdoes not have the 
requisite identity apart from its utility. 

Industry representatives have lobbied 
for protection that would fill the gap be
tween copyright and patent protection. 
Several bills have been introduced the past 
year that would accomplish this. 

Representative Carlos Moorehead (R
Ca.), among others, has proposed a bill 
(H.R. 902) to enhance protection of indus



MarchiApril 1990 

trial designs. Under the Moorehead bill, 
original designs of useful articles would be 
protected from copying for ten years. 
Commonplace designs dictated solely by 
utilitarian function would not be protected. 
After the ten year term had expired, the 
statutory rights in the design would termi
nate-- regardless of how many articles had 
embodied the design. The bill would pro
vide for an award ofdamages for infringe
ment where infringing sales are reasonably 
related to the protected design. 

Representative Moorehead introduced 
another bill last fall, with Representative 
Kastenmeier (D-Wis.) as a cosponsor. The 
bill (H.R. 3499) is similar to the earlier bill. 
Unlike its predecessor, however, the new 
bill does not exclude semiconductor prod
ucts from protection. Nor does it exclude 
ideas or processes that are embodied in a 
protected design. 

Representative Richard Gephardt (D
Mo.) has introduced the "Industrial Design 
Anti-Piracy Act of 1989" (H.R. 3017). 
While similar in many respects to the 
Moorehead bill (HR 902), the Gephardt 
bill differs on some controversial issues. It 
would, for example. include typefonts 
among the designs entitled to protection. It 
also attempts to provide protection for re
placement automobile body parts. Further 
hearings are anticipated on the House bills, 
but have not yet been scheduled. 

Computer Software And Home Video 

Rental 


The "first sale" doctrine permits the 
purchaser of a copyrighted work to sell or 
disposeofacopy hepurchased without com
pensation to the copyright owner. Congress 
granted an exemption for rental phono rec
ords in 1984 on the ground that these rentals 
were a pretext for copying. The 1984 Rec
ord Rental Amendments created copyright 
liability for unauthorized rental of phono 
records. See 17 U.S.C. § 109. 

Due to widespread copying of rented 
computer software. the software industry 
has been seeking its own exemption from the 
rlfSt sale doctrine. Numerous bills directed 
to thatend havebeen introduced in Congress 
over the last several years (See NYPTCLA 
March/April 1989 at pp. 2&3). None of 
these bills were enacted into law. 

Proponents of a computer software ex
emption include Senator Orrin Hatch (R
Utah) and Representative Mike Synar (0

Okla.). Senator Hatch introduced a bill last 
year that would create copyright liability for 
unauthorized rental of computer software 
(S.198). Representative Synar introduced a 
bill (HR 2740) that would accomplish the 
same objective, and also would grant an 
exemption to a non-profit library if the li
brary loaned the computer software with a 
copyright warning. The bill would require 
the Registrar of Copyrights to report on the 
effect of the amendment within three years. 

The producers of home video cassettes 
have responded to the problem ofun author
ized duplication byencoding videocassettes 
with a device that lowers the quality of a 

. copy made from the original. Retail renters 
of home videos, however, now have access 

.	to equipment that can decode these treated 
video cassettes. Last year, Representative 
Howard Berman (O-Calif.) introduced leg
islation that would create infringement lia
bility for making, distributing or selling this 
type of equipment. The "Motion Picture 
Copyright Protection Act of 1989" would 
amend the Copyright Act to provide that the 
reproduction right includes the right to treat 
copies with processes that inhibit reproduc
tion (HR 3568). The use ofdecoder equip
ment would constitute infringement. 

The bill has been referred to the House 
Subcommittee on Courts, Intellectual Prop
erty and the Administration of Justice. No 
hearing date has yet been scheduled. 

Work For Hire 

A work made for hire is either (1) awork 
prepared by an employee during the course 
of his employment or (2) a work specially 
ordered orcommissioned pursuant to a writ
ten agreement. The copyright in these works 
vests in the employer or the party commis
sioning the work. The Supreme Court has 
held that, absent a clear statement in the 
Copyright Act, the determination of who is 
an "employee" should be decided under 
common law agency principles. Critics of 
this decision argue that under this analysis, 
independent contractors may be deprived of 
copyright ownership because they may be 
deemed "employees." 

Last year, Senator Cochran (R-Miss.) 
introduced legislation that would amend the 
Copyright Act to derme "employee" as a 
"formal, salaried employee." The bill (S. 
1253) also would require that, in the case of 
specially commissioned work, any written 
agreement stating that the work is made for 
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hire must be executed before the work be
gins. The Senate Subcommittee on Patents, 
Copyrights and Trademarks held hearin 
on the bill last fall. Further hearings 
anticipated but not scheduled. 

State Immunity 

The Eleventh Amendment grants a 
State immunity from suit in Federal Court. 
Recent decisions have invoked this immu
nity in copyright infringement suits on the 
ground that Congress did not express an 
intent to eliminate state immunity in enact
ing the Copyright Act of 1976. We previ
ously have reported on bills in the House 
HR (3045) and Senate (S. 497) that would 
amend theCopyright Act expressly to recite 
Congress' intention to eliminate State im-:. 
munity for copyright infringement (see 
NYPTCLA Bulletin Sep/Oct 1989 at 5; 
NYPTCLA Bulletin May/June 1989 at 6). 

The House recently approved H.R. 
3045, and the Senate Subcommittee on Pat
ents, Trademarks and Copyrights approved 
S. 497. The Senate bill was recently referred 
to the Senate Judiciary Committee. 

The Satellite Home Viewer Act Of1988. 

Satellite dish owners have long lobbied 
for the right to receive the same program
ming that cable customers receive from sta
tions that transmit their signals through sat
ellite carriers. The satellite carriers were 
willing to transmit to the dish owners, but 
ran into opposition from station owners, 
who relied on the copyright laws to prevent 
retransmission. 

The Satellite Home Viewer Act of 1988 
(H.R. 2848), introduced last year, attempts 
to resolve this conflict The Act creates a 
new Section 119 of the Copyright Act grant
ing satellite carriers a compulsory license to 
service dish owners. The law also sets forth 
a formula for calculating royalties to the 
station owners. The compulsory license, 
which lasts for six years, is intendedtocreate 
and control a market for retransmission to 
dish owners until the satellite carriers and 
station owners are able to negotiate their 
own license arrangements. 

TRADEMARKS 

Gray Market Goods 

Gray market goods are manufactured 
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abroad. They.legitimately bear the ttade
mark of a domestic manufacturer, but are 

(~mported through channels not authorized 
'""",by the domestic manufacturer. 

For a number ofyears, the United States 
Customs Service permitted certain catego
ries ofgray market goods to enter this coun
try. Customs based its regulations on the 
Tariff Act of 1930. The United States Su
preme Court struck down those regulations, 
in part in K Mart v. Cartier 486 U.S. 281 
(1988). 

Senator Hatch (R. Utah) introduced 
legislation this year that would go farther (S. 
2903). It would altogether bar importation 
of gray market goods except where the 
importation was expressly authorized by the 
domestic trademark owner. Comparable 
legislation was introduced in the House this 
year by Representative Cardin (D-Md.) 

O

(H.R. 3484). Also pending in the House is 
a bill introduced by Representative Chan
dler (R-Wash.) (HR. 771) that would not 
bar importation of gray market goods, but 
rather would permit them to be imported to 
the extent permitted by the Customs regula
tions in effect before the K Mart decision. 
Rumor has it that support for the Hatch/Car

. ... 	 din bills is building in Congress. Senator 
Hatch apparently intends to hold hearings in 
the near future. 

On a related note, Customs apparently 
is considering adoption of regulations per
mitting importation ofgray market goods in 
much the same way importation was permit
ted before the K Mart decision. Customs 
intends to base these regulations on the Lan
ham Act rather than the Tariff Act (the K 
Mart decision was based on incompatibility 
of the prior Customs regulations with the 
Tariff Act rather than the Lanham Act). 

Hollywood 

Hollywood, California has been trying 
for some time to register its name with the 
Trademark Office. Royalty income would 
be used to maintain the Hollywood sign and 
related tourist attractions. 

Other Hollywoods in this country are 
not pleased with this idea. Hollywood, 
Florida is particularly displeased. Repre
sentative Smith (D-Fla.) introduced legisla

i~on last year that would amend Section 2 of 
Vthe Lanham Act to bar registration of the 

name of a municipality or other political 
subdivision of a State (H.R. 1172). 

Geographic Origin 

There apparently is a town in Japan 
named Usa. Goods coming from Usa are 
sometimes marked "made in USA." Some 
consider this misleading. Two bills are now 
pending in Congress that address this prob
lem with proposed amendments ofSections 
40 and 42 of the Lanham Act (H.R. 1688; 
H.R. 1689). The bills were introduced last 
year by Representative Garcia (D-N.Y.). 
The future of these bills is uncertain. Simi
lar legislation previously has been intro
duced by Representative Garcia without 
action. 

Professional Sports 

Professional athletic organizations are 
up in arms about use of their service marks 
by State lotteries. The teams feel that use of 
their marks in connection with betting de
tracts from the wholesome image long culti
vated by professional sports. 

Senator Hatch (R. Utah) has introduced 
legislation (S. 1772) that would prohibit a 
State from sponsoring or promoting "any 
lottery, sweepstakes, or other batting or 
gambling scheme that uses or exploits ... a 
service mark owned by a professional sports 
organization. II This bill has generated con
siderable interest Hearings and possible 
action are anticipated this year. 

ANTITRUST 


Presumption Of Market 

Power And Patent Misuse 


During the last two y~ars, the House and 
Senate have held extensive hearings on the 
presumption of market power in antitrust 
cases where the product at issue is the sub
ject ofa patent or copyright. Jefferson Par
ish Hoso. Dist. No.2 v. Hyde, 466 U.S. 2 
(1989) A bill introduced in the Senate (S. 
270) lastyear would have prohibited a Court 
from presuming market power from a patent 
or copyright and would have eliminated the 
defense ofpatent misuse to an infringement 
action unless the licensing practice violated 
the antitrust law. The full Senate has ap
proved S. 270. 

The House has not moved as aggres
sively. The House Judiciary Subcommittee 
on Economic and Commercial law recently 
held hearings on H.R. 469 - a bill that would 
eliminate the presumption ofmarket power. 

Representatives of high technology indus
tries and the American Bar Association tes
tified in favor ofthe bill. Representatives of 
small firms within the technology service 
industry testified against the bill on the 
ground that it represented only the interests 
of a few large high technology fmos. 

Territorial Restrictions 

B ills were introduced in both the Senate 
and House last year that would clarify the 
antitrust laws relating to wholesale distribu
tion ofttademarked products (S. 1743; H.R. 
3151). The proponent of this legislation in 
the Senate is Senator DeConcini (D-Ariz.) 
The proponent in the House is Representa
tive Jack Brooks (D-Tex.). 

The legislation wonld permit a trade
mark owner to grant a wholesaler an exclu
sive distribution right within a defined geo
graphic area, subject to the restriction that 
the distributor sell the goods solely "for ul
timate resale to customers." This exemption 
would apply only where the ttadema:rlced 
product in issue is in "substantial and effec
tive competition with other products." A 
narrower bill relating to trademarked malt 
beverages also is pending. (HR. 3436). The 
Senate bill (S. 1743) has been referred to the 
Subcommittee on Antitrust. The House bill 
(H.R. 3436) has been referred to the Sub
committee on Economic and Commercial 
law. • 
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THE NATIONAL INVENTOR'S HALL OF FAME 

INDUCTION 1990 • APRIL 6-9 

Join us in Akron for a landmark celebration of the inventive genius that built America and holds the 
best hope for its future. Four days of memorable events will encompass the induction of new members 
into the National Inventors Hall of Fame. The fmal and very modem design for the new complex, to be 
completed in 1992, is ready for viewing. Please be with us in this national tribute to American creativity 
and ingenuity. 

Protecting American Innovation Quaker - Shot From Guns 
Exhibit Opening - 10 a.m. Quaker Square Hilton 
Quaker Square Hilton Saturday,April7,noon
April 6-30 

Inventor's Forum 
Women and Invention, The University of Akron 
featuringAnne~donald Saturday, April 7. 1:30-3:30 p.m. 
Tangier Restaurant 

National Inventors Hall of FameFriday, April 6, 11:30 a.m. 
Inductee Gala Luncheon and program: $15 
Lora! Air Dock 
Saturday, April 7. 7 p.m. Opening Ceremonies 
Admission: $150, Black Tie Ocasek State Office Building 

Friday, April 6. 4:30 p.m. 
National Inventors Hall of Fame 
Induction Ceremony Inventors Habitat 
E.J. Thomas Performing Arts HallOcasek State Office Building 
Sunday, April 8, 2 p.m. Friday, April 6, 5 p.m. 
Admission: $10Hall of Fame Run 

Downtown Akron Thomas Jefferson Innovation Pro
Friday, April 6, 5:30 p.m. 

gram
Entry fee: $7 

Quaker Square Hilton 
To register call: (216)434-9622 

~onday,ApriI9,noon 

Luncheon and Program: $15 
Invention Dimension, featuring Slim 
Goodbodyas Dr. U.B. Schmart 
Akron Civic Theatre Saturday, April 7, 10 a.m. 
Admission: $4 

HOTEL INFORMATION 

The following hotels are offering special rates for INDUCTION 1990 weekend. When making 
reservations, please call the hotel ofyour choice and identify yourself as guests at the National Inventors 
Hall of Fame INDUCTION 1990 weekend to get the reduced rates. 

Quaker Square Hilton Sheraton Suites Cuyahoga Falls 
135 S. Broadway 1989 Front Street 

Akron, Ohio 44308 Cuyahoga Falls. Ohio 44221 
Reservations: (216) 253-5970 Reservations: (216) 929-3000 

o 
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01M~ckey 
When It comes to catching the public's eye. one name stili stands head and ears above the rest. 

But Ifyou're looking to increase your product's recognition In today's competitive retail marketplace. 

there's a vast galaxy of brand names. sports and 1V stars. and other cartoon characters, etc. that can 

do Just as much. to boost your sales as good 01' what's· his-name. 


There's only one place where you can see and evaluate over 800 valuable licensed properties 
-including most of the best-known classics - LICENSING 90. At the New York Hilton. June 5-7. 
By discussing your needs with the experts In the Exhibit Hall. you can find out which licensors can 
offer you the most effective merchandising program. Or help you reach those vital special markets. 
And whether you're a manufacturer. marketer, developer or retailer, attending the LICENSING 
SHOW's authoritative seminar program will give you an inside view of the entire licensing process. o Get your free brochure -- mail or FAX the coupon today! 

©Dlsneyr------------------------------------------------------,
Cl YES! Jneed the competitive edge I can only get from the 800+ "licensed properties" that I 
can find at LICENSING 90. So please confirm my free admission. And by the way ... be sure and 
say hello to what's-his-name for me. 

Name ______________________________________________________________ 

ntle ______________________________________________________________ 

COmpany ________________________________________---------------------

Addr~----------~------------------------------------------__---
Clty ________ State Zip ____~~_______________ 

ftKme( ____ )_____________________________________________ 

FAX 203/374-9667· PHONE 203/374-141 t 
L _______ ~ _______ ~ ______ ~ _______________________________ ~MAIL to I.xpocon -Seven Cambridge Drive· P.O. Box 1019' Trumbull. CT06611 CB 1 

LICENSING 
THE TENTH INTERNATIONAL THE N.EW YORK HILTON HOTlSj90

UCENSING AND MERCHANDISING NEW YORK, NEW YORK 
CONFERENCE AND EXPOSITION JUNE 5 - 7, 1990L-__.__~~~__~_______ 

Sponsored by the Licenslns Indultl)' Merchandisers' Association (LIMA) and produced by 
Expocon Management Associates, Inc. 
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CLASSIF1ED 

ADVERTISEMENTS 

Empire State Building-Up to three 
windowed offices in newly decorated 
Intellectual Property Law suite, 
library, conference room, fax, copier, 
receptionist, telephone system. and 
furniture. Call (212) 736-0290 or 
(212) 736·2080. 

White Plains, New York firm needs 
chemical and medical specialists for a 
full range of patent, trademark, and 
litigation activities. Excellent oppor· 
tunity. Write Box 311, White Plains, 
New York, 10605. 

Roslyn, Long Island, established av 
rated firm, in pleasant North Shore 
surroundings, seeks a mechanical or 
electrical patent attorney with 1-3 
years experience. Practice involves 
all phases of patent, trademark. and 
copyright Jaw, including prosecution 
of applications and litigation. Salary 
open and partnership contemplated, 
in due course. Call or send resume in 
confidence to AI Collard, c/o Collard, 
Roe & Galgano, P.C., 1077 Northern 
Boulevard, Roslyn, New York, 11576 
(516) 365-9802 

Grimes & Battersby, an intellectual prop
erty Jaw flllO in Stamford, Connecticut, 
seeks associate attorneys with 3-6 years 
experience in patent prosecution and litiga
tion. Chemical or electrical backgrounds 
preferrable. Please send resume in confi
dence to Gregory Battersby, Grimes & 
Battersby. 8 Stamford Forum, Stamford, 
CT. 06904-1311. 

Robin, Blecker, Daley & Driscoll,a small 
midtown patent and trademark firm seeks 
anattomeywith 3-5 patent experience with 
electronics background. Please submit 
resume in confidence to John Torrente, 
Robin, Blecker, Daley & Driscoll, 330 
Madison Avenue,New York, NY 10017. 
(212) 682-9640. 

CmSUM ON PATENTS -Fully supple
mented. Asking $100 under retail, nego
tiable. James A. Finder, (212) 382-0700. 

ANNOUNCEMENTS: 

REMINDER 


Any firm intending to reserve a suite at the 
Waldorf-Astoria hotel for the 1990 
Judges' Dinner, should contact the hotel 
immediately to assure aVailability of the 
suite at a suitable time prior to the dinner. 

DOCUCON ASSOCIATES 
AUTOMATED DOCUMENT CONTROL FOR 

TODAY'S LITIGATOR. 
DOCUCON'S computer-based information 
systems enable litigators to concentrate on the 
legal issues rather than document handling. 

We do it for you with our expertise in data 
review, entry, search and retrieval techniques. 

Case management made easy the 
DOCUCON way: 

• Standard and user-defmed database 
structure 

• Fully indexed data fields 
• Speedy search techniques 

Our index and quality systems permit efficient • Standard and user-defined report formats 
and effective use of stored information for • Flexible sort and search techniques 
depositions and trials . 

. Call or write for additional information: DOCUCON ASSOCIATES, INC. 
P.O. BOX 1169, Stamford Cf06904-1169 (203)358-0848. 


