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PRESIDENT'S 

CORNER 


ON JUDGES 

One side or the other is likely to lose 
when a judge renders a decision, a fact 
likely to color our opinion of the judge. 
Even in those circwnstances, and given the 
limited view ofajudge's work which one or 
several cases offer, the federal judiciary is 
held in high regard by our profession. 

O
One of the most interesting aspects of 

being President of our Association is the 
portUnity to meet with Judges and mag

tes outside of litigation. For example, 
• y wife Patty and I attended the Second 

Circuit Judicial Conference and the SDNY 
Bicentennial celebrations, both of which 
provided numerous opportunities to talk 
with Judges. 

In considering the work ofjudges, I am 
impressed most by the facts that patent, 
trademark and copyright lawyers bring the 
federal courts some of the most legally and 
factually challenging cases they hear, and 
that-as a whole-the judges handle these 
matters quite well. 

Our courts are required to address 
many issues that were impractical for 
Congress to resolve. For example, in the 
Second Circuit, questions of fair use of 
copyright material are being resolved in a 
series of insightful decisions. The Federal 
Circuit is moving toward elimination of 
conflicting precedents in patent law. 

We should recognize that our country 
r~ an unusual system for resolution of(~nt disputes. That system, I note, is one 

that many members ofourAssociation have 
long favored. For the most part, we rely 
upon non-technically trained, generalists to 
decide technical, specialized issues. AI-

though the Court ofAppeals for the Federal 
Circuit has some technically trained staff 
and a few technically trained judges, its 
powers are limited. It cannot reverse a 
district court decision simply because it 
would have decided the case differently. 

Recently, a district judge asked me 
why the United States did not have a spe
cialized trial court of technically qualified 
judges. I explained some of the fears re
garding such a court, namely that it would 
become too narrowly focused and its prac
tice too arcane. That itwould not attract the 
best legal talent as judges. That it might be 
centrally located in some other city. That 
some lawyers prefer to try cases in a forum 
where their performance might carry some 
weight than in a specialized patent court. I 
also noted that we get pretty good results 
with the present system . 

Many judges I have met this year 
expressed appreciation for the opportunity 
to meet with our members when they have 
been invited to participate in our meetings 
and at our Annual Dinner in Honor of the 
Federal Judiciary. They have also ex
tended thanks for our support in the fight 
for decent judicial salaries. 

Please take the opportunity to meet 
some of our federal judges at our dinner in 
their honor. Many prefer to spend their 
time before dinner at the Association's 
general reception. Theyall will be wearing 
name tags. Introduce yourself as a member 
of our Association. Thank them for their 
work and for being among our honored 
guests on this the bicentennial of the Bill of 
Rights, of the federal judiciary, and of the 
copyright and patent systems. 

John B. Pegram, President • 
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INTERVIEW WITH 

HON. JEFFREY M. 


SAMUELS 

ASSISTANT 


COMMISSIONER 

FOR 


TRADEMARKS 


By James N. Palik 

On January 17, 1990 I visited Hon. 
Jeffrey M. Samuels, the AssistantCommis
siOJler for Trademarks in his office. We 
talked aOOut the PrO's experience in han
dling intent-to-use (ITU) trademark appli
cations under the provisions of the Trade
mark Law Revision Act that became effec
tiveNovember 16,1989. Mr. Samuels has 
participated in theNYPTC'sCLE program 
on the subject at Lake Mohonk last fall and 
is scheduled to speak at the Association's 
Forum on the TrademarkLaw Revision Act 
to be held February IS, 1990 in New Yode 
City. 

SURGE OF INTENT TO USE 
APPLICATIONS 

Mr. Samuels said that the PrO re
. ceived 3.317 trademark applications on 
November 16, the flfSt day the act was in 
effect Approximately 2,200 of those ap
plications were based on intent-to-use. An 
initial surge offilings was expected, but the 
volume of applications has continued far 
above what was expected. The PrO had 
anticipated that the number ofapplications 
would increase aOOut 25% - from approxi
mately 83,000 that were flIed in the previ
ous year to about 100,000 or so in the flfSt 
year of ITU. Instead, applicati~s since 
November 16 are being fIled at the rate of 
130,000 per year - more than a 55% in
crease. ITU applications account for ap
proximately 40% of the total, so that non
ITU fIlings are still coming in at a rate of 
nearly 80,000 per year and have not yet 
dropped signifIcantly in favor of ITU flI
ings. 

"Things have gone relatively 
smoothly, from my perspective," Samuels 
said. From the time the Trademark Law 

Revision Act was passed to the time itwent 
into effect was a very busy one for Trade
mark Operations and the PJ'O's suppcl't 
staff and programs. New Reguhuions had 
to be drafted and approved. computer pr0
grams had to be written or revised, the 
Examining Altomeyshad to leamaboulthe 
changes and how they were to be applied. 
and the number of Examining Attorneys 
had to be increased. 

The data pmce~ing support programs 
required a major effort About 900 pm
grams had to be written or modifIed. The 
trademark programming alone took twelve 
person-years and the same amount of time 
was needed for automation programs. The 
programs have petfonned as required, and 
the operation is now working on the next 
stage - involving photo-composition. 

INCREASED STAFF 

Mr. Samuels reported that "Before the 
law was changed. we had aOOut 120 Exam
ining Attorneys dealing with application 
flIes. Now we have 132." The number 
could be increased to aOOut 155 within the 
framework that now exists. "We plan to 
staff up tocontinue our program ofexamin
ing all new applications within three 
months of fIling." He indicated that the 
non-ITU applications would continue to be 
targeted for disposition within thirteen 
months,butthatthependencyofITUappli
cations could vary greatly due to factOrs 
that were out of the PrO's hands - exten
sions of time to submit declarations of use, 
for example. 

The change in practice was received 
positively by the Examining Attorneys and 
support staff. "They were very excited by 
and large, and looking forward to it. The 
added challenge and variety" was wel
comed, Samuels said. 

With the increased volume of work. 
including theprospectofmore oppositions, 
clerical and support staff will have to be 
added. and it is anticipated that an addi
tional Trademark Trial and Appeal Board 
member will be appointed. Not all staff 
increases are due to ITU, however. Peti
tions to the Commissioner have been in
creasing over the years, but last year their 
number doubled over the year before. 

With the practice of examining appli
cations within three months of flIing, we 
correcdy expected that some ITU cases 
were already in the stream of examined 

cases. Mr. Samuels said that three such 
cases had already been approved for PUbli- '". 
~. . 

-.,,-'O 
COMMON ERRORS 

Mr. Samuels cautioned that, as with all 
new filing requirements, there is an oppor
tunity for error or confusion. An ITU 
application must stale that theapplicant has 
a"bona fide intention to use" the mark "in 
commerce or in connection with the goods 
or services." Many applications contain 
that allegation within the four comers ofthe 
document, but not in the same place. The' 
PrO personnel charged with assigning flI
ing dates often need to take additional time ' 

o 


to delermine whether an application satis
fIes the formal requirements for receiving a 
flIing dale. Mr. Samuels urges applicants 
to put the statement "the applicant has a 
bona fide intention to use the trademark 
[service mark] in commerce on or in con
nection with the goods [of services]" all 
together in one place in the application. 

The failure to include the complete 
allegation is the most common reason for 
declaring that an application is informal 
and not entitled to receive a filing date. In 
one week last December, 110 applications 
were returned as informal and 55 of those 
were flU applications without proper alle
gations of bona fIde intention to use theA~ 
mark in commerce. t_ i 

Surprisingly, the next ,most common 
reason for informality was the failure to 
include a drawing. Such an omission 
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would have the same result in both ITIJ and 
non-ITU applications. Another common 

. for informality was the use of an 
proper drawing. It should also be noted 

that the previously lenient practice hasbeen 
on amending statements of goods and serv
ices has been discontinued. Amendments 
may now be usedooly to clarify or limit the 
goods actually stated in the application. A 
mistake SUCh as specifying "menus" in
stead of"restaurantservices" can no longer 
be corrected. [persons filing ttademarkap
plications are urged to review the revised 
Trademru:k Rules of Practice. 37 C.P.R. 
Section 1.1-1.26 & 2.1 et seq.]. 

Mr. Samuels seems prepared. to face 
the developments in practice broughton by 
ITIJ with great flexibility, as permitted by 
the act so as to benefit the trademark regis
ttation system and its users. He fully ex
pects that new procedures, such as amend
ments to allege use, declarations of use, 
divisional applications and extensions of 
time. which may not start to come in until 
near the end of this year, will give rise to 
new problems. He expected that clarifica
tions and amendments of the rules of prac
~e andPTO procedures may be necessary 
V~ful and he willkeep them under close 

scrutIny. 
From what was observed in the opera

tion of his office and those with whom he 
works throughout the PTO, it is apparent 
thatMr. Samuelshas guided the Trademark 
Operation very skillfully into the IW era, 
with the help of amos table and cooperative 
staff. • 

MARK 

YOUR CALENDAR .. 


MOHONK CLE 

WEEKEND 


NOV. 9-11, 1990 

SPECIAL 

COMMITTEE ON 


HARMONIZATION 


REPORT ON THE 

SEVENTH SESSION OF 


CONmOTTEEOFEXPERTSON 

THE HARMONIZATION OF 


CERTAIN PROVISIONS IN LAWS 

FOR mE PROTECTION OF 


INVENTIONS 


Geneva, November 13 to 24, 1989 

INTRODUCTION 

The Committee of experts met in 
. Geneva on November 1324,1989 to dis

cuss the proposed WIPOpatentharmoniza
tion treaty draft ofJuly 31, 1989 as well as 
several proposals for changes to various 
articles of the draft that had been submitted 
by various delegations. The New York 
Patent, Trademark &CopyrightLaw Asso
ciation (NYPTC) was represented at these 
discussions by William J. Brunet (Chair
man, Special Committee on Harmoniza
tion), Michael N. Meller (Committee 
member) and Samson Helfgott (Commit
tee member). Prior to the Session, John 
Pegram, President of NYPI'C sent a copy 
of the resolutions adopted by the 
Association's Board of Directors to the 
Director-General of WIPO. In addition, 
during the discussions, the representatives 
of the NYPI'C gave oral presentations of 
the positions expressed in these resolutions 
and explained the reasons behind their· 
adoption. 

SUMMARY 

While many different views were ex
pressed by the several delegations at the 
Session, it appears that most of them in
volved concerns over wording rather than 
basic disagreements in principle. The 
major concerns which remain are the fol
lowing: 

1. Whether the U.S. will accept first
to-file, prior art effect of applications as of 
their priority date and 18 month publication 
ofapplications; and 

2. Whether other countries will under
take to provide patent protection in all tech
nical fields, prompt examination and grant 
of patents and broad interpretation and ef
fective enforcement of patents. 

Based on the submissions and discus
sions at the Seventh Session, the Interna
tional Bureau of WIPO will prepare a new 
revised Treaty draft which will be dis
cussed at an Eighth Session in Geneva on 
June 12-23, 1990. If those discussions 
result in a resolution or at least a defmition 
of the remaining issues, the draft Treaty 
will be submitted to a Diplomatic Confer
ence in 1991. 

ARTICLE BY ARTICLE SUMMARY 
OF DISCUSSIONS 

ARTICLE 101 • FILING DATE 

Summary of Article 

This Article provides that an applicant 
will be granted a filing date upon filing a 
paper containing: (i) an express or implied 
request for a patent; (ii) the identity of the 
applicant; and (iii) a description of the 
invention, provided the paper is in a Ian
guageallowedby national law. TheArticie 
also provides that countries now requiring 
claims, drawings or fees for a filing date 
may retain those requirements. Inaddition, 
an applicant may incorporate by reference 
the description in another application pre
viously filed by the applicant in another 
Contracting State. 

Summary of Discussions 

Most countries supported the general 
principles of this Article. However, some 
countries were concerned that there would 
be a problem in allowing applications to be 
filed in different languages and the effect of 
errors in translation. 

The NYPTC and other U.S. non-gov
ernmental delegations supported the U.S. 
position that an application should be 
granted a filing date if it is in the language 
of any Contracting State or if it merely 
refers to an application previously filed in 
another Conttacting State. 

WIPO will redraft Article 101 and as
sociated Rule 101 to allow countries to 
require translations within two months to 
maintain an application and to deal with 
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invitations to fulfill requirements and the 
problem of bona fide errors in translation. 

ARTICLE 101· NAMING OF 

INVENTOR 


Summary 01 Article 

This Article requires the inventor(s) to 
be named in a patent application. Associ

. ated Rule 102 requires the name and ad
dress of each coinventor to be given, al
though inventors would have the right to 
have·their names deleted. Also, industrial 
property offices could require the.applicant 
to indicate the legal grounds of his entitle
ment to file the application. 

Summary 01 Discussions 

The Article was supported by most 
countries; although there were some differ
ences as to how mistakes in naming the 
inventors should be handled. 

WIPO will redraft this Article to pr0

vide that the application must name the 
inventor or be rejected or withdrawn; and to 
provide that any errors in naming the inven
.tor would ~ dealt with according to na
tionallaw. 

ARTICLE 103 .. DESCRIPTION 

Summary 01 Article 

This Article requires the description of 
an invention in a patent application to be 
sufficiently clear and complete for the in
vention to be carried out by a person skilled 
in the art. Applicants would have the right 
toamend the description within the original 
disclosure. Associated Rule 103 requires 
the description to set forth the title, the 
technical field of the invention, the back
ground art, the technical problem and its 
solution, the drawing figures, at least one 
mode (best mode requirement being left to 
national law), and the way in which the 
invention is capable of industrial applica
tion or other use. 

Summary 01 Discussions 

Most countries agreed in principle 
with Article 103 and Rule 103. However, 
the Gennan delegation pointed out that 

there should be alternate ways to disclose 
such things as microorganisms and com
puter programs. Also, it was generally 
agreed that the claims and drawings could 
be used as a basis for dte descripdoD. 1be 
U.S. and Canada proposed rhal the best 
mode requirement be mandatory.but most 
other countries rejected dte proposal. 

The NYPTC and otha' U.S. non..gov
ernmental delegations stated rhal countries 
should at least be allowed to retain a "best 
mode" requirement in their parent laws 
because this avoids concealment. An in
ventor should be able to choose between 
trade secret protection and patent protec
tion but should not beable to maintain both. 

In addition, the NYPTC objected to 
Rule 103(1)(iii), which requires disclosure 
of a technical problem and solution, be
cause it may later be realized that the same 
invention will solve a different problem 
than that which the inventor originally 
faced. 

WIPO proposed that the requirement 
for disclosure of best mode be left to na
tionallaw; but ifbestmode is required. it be 
the best mode known to the actual inventor 
at the priority date. WIPO will explore the 
possibility of a new draft setting forth how 
the description would disclose the inven
tion, in view of the problems raised by 
Gennanyand other delegations. 

ARTICLE 104 .. CLAIMS 

Summary 01 Article 

This Article requires that the applica
tion contain one or more claims that are 
"clear and concise". that are supported by 
the ·description and that are presented in a 
prescribed manner. Also. if the original 
claims do not .meet these requirements the 
applicant shall have a chance toamend. As
sociated Rule 104 provides that the claims 
shall be consecutively numbered. shall 
define the subject matter to be protected in 
tenns ofthe technical features of the inven
tion, shall be in the one or two part format 
and shall not refer to or contain drawings or 
refer to the specification. 

Summary 01 Discussions 

Most countries supported this ~l 
andRule. However. the United states deY 
galion objected to the requirement that the 
claims be "concise"; and noted that many 
countries require U.S. applicants to se
verely restrict the number of claims on the 
pound that they are not "concise". After 
ccnsu1tadon with representatives of the 
ABA and NYPJ'C, the U.S. delegation ac
cepted a proposal by the Director General 
of WIPO that the Article be amended to 
state only that "each claim" must be con
cise. The United States also proposed that 
the Rule be modified to pennit reference to 
DNA sequences. etc.• from the specifica
tion in the claims. 

TheNYPTC proposed the inclusionof 
a provision pennitting an applicant to 
amend his claims voluntarily (including 
broadening them within the extent of the 
original disclosure) at least up to thetimeof 
fmal rejection. This was supported by 
several governmental delegations. 

WIPO agreed that Article 104 and 
Rule 104 wouldbe amended to provide that 
"each claim" must be concise; that h 
claims may refer to the specification w~ 
appropriate; and that anew articlewouldbe 
included to guarantee applicants the right 
to amend their claims prior to grant 

ARTICLE lOS· UNITY OF 

INVENTION 


Summary 01 Article 

This Article requires the claims ofan 
application to relate to one invention or to 
a group of inventions so linked as to fonn 
a single general inventive concept but fail
ure to comply with this requirement shall 
not be a ground for Invalidation or revoca
tion of a patent. Associated Rule 105 
specifies that to have unity ofinvention the 
claims of a group of inventions must have 
common corresponding technical features 
which define the invention over the prior 
art. The rule also gives the applicant the 
right to file a divisional application at any 
time up to gnmt or publication for opposi
tion. 
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Summary of DiscQ&4iions 

There was general support for this 
Article in the Treaty. However, the U.K. 
delegation proposed that the claims need 
not express the linkage as long as it is seen 
in the specification. 

WIPO stated that Rule lOS would be 
revised to make clear that a divisional 
application may be ftled whether or not 
there had been a unity of invention objec
tion; and to set forth clearly just when such 
divisional application had to be ftled. 

ARTICLE 106 - PUBLICATION OF 
APPLICATION 

Summary of Article 

This Article requires all countries to 
publish pending patent applications 18 
months after the filing dateor, ifapplicable, 
the priority date, unless: (a) the application 
is withdrawn or abandoned or technical 
preparations for grant are completed before 
expiration of 17 months; (b)there are rea

~...1ns ofnational security; or (c) the applica
~ncontains words or drawings contrary to 

public morality. Associated Rule 106 de
fines "publication" as putting paper copies 
of the application at the disposal of any 
person wishing same. 

Summary of DiscQ&4iions 

Most countries favored this Article in 
principle; however, the Swedish delegation 
submitted a more succinct version which 
was preferred. The United States said that 
it cannot approve pre-grant publication at 
this time, inasmuch as the matter is still 
being studied. 

TheNYPTC proposed that publication 
be deferred until the applicant had received 
a search report and was given a chance to 
ascertain whether it would be worthwhile 
to continue the application or to abandon it 
and keep the infonnation secret This 
proposition appeared to be well received 
and was considered as part of the discus
sion in Article 107. 

WIPO will retain Article 106 but may 
,~nsider including the proposal of 
uYPrC. It was indicated that the United 

States will have to address the matter of 
publication in its own country. 

ARTICLE 107 - TIME LIMITS FOR 

SEARCH AND SUBSTANTIVE 


EXAMINATION 


Summary ofArticle 

'This Article requires that countries 
which have substantive examination pub
lish a search report together with the publi
cation of the application as required in 
Article 106; or where this is not possible, as 
soon as possible but no later than 24 months 
after ftling or priority. The Article also 
provides that substantive examination 
begin within three years after fding and, 
where possible, be completed within two 
yt'MS thereafter. 

Summary of Discussions 

A number ofcountries pointed out the 
difficulties of adhering to the strict time 
limits of this Article. The Netherlands 
argued in favor of its deferred examination 
system. Other delegations pointed out that 
applicants wishing to have a prompt search 
should use the PCT. Nevertheless, most 
countries, iucluding the United States, and 
several non-governmental delegations, 
including NYPfC,recognized the need for 
an article such as Article 107. It was noted 
that a search should be made available early 
enough to permit foreign ftling decisions 
and decisions on whether to withdraw the 
application prior to publication. 

WIPO will modify the language of 
Article 107 to possibly require a search 
report within 9 months offlCSl ftling, to set 
some time limit by which examination 
must begin and topermitdeferredexamina
. tion between 4 and 7 yt'MS. 

ARTICLE 108 • ADMINISTRATIVE 
REVOCATION OF PATENTS 

Summary or Article 

This Article would require all coun
tries having substantive examination to 
permit any interested party to request, 
within a period not less than three nor more 
than nine months after grantof a patent, that 
the industrial property office revoke the 
patent, in whole or in part, on the grounds: 
(i) the invention was not patentable; (ii) the 
disclosure in the patent was not sufficient to 
enable the invention to be carried out by a 

person skilled in the art; or (iii) the disclo
sure in the patent goes beyond the disclo
sure in the application as filed. Both the 
patentee and the requester would be given 
"adequate opportunity" to present their 
arguments. Countries may also provide for 
revocation of patents during later periods 
on the basis of one or more prior printed 
publications showing that the patent does 
not possess the required novelty or inven
tive step. Pre-grant oppositions would be 
prohibited. 

Summary of DiscQ&4iions 

Most countries were generally in favor 
of this Article. The United States proposed 
that countries be given the option of provid· 
ing for post grant opposition orre-examina
tion, or simply eliminating this Article 
from the Treaty. 

The NYPTC expressed its position 
that there be no requirementforadministra
tive revocation; and the NYPTC also sug
gested that third parties be given an oppor
tunity, during the examination period, to 
cite prior art and to present arguments. 

WIPO proposed a new approach for 
Article 108 according to which all Con
tracting States must provide opportunity 
for any person to request revocation of a 
patent by the industrial property office on 
substantive grounds within at least six 
months after grant, although countries 
would be allowed to provide additional 
opportunities for administtative revoca
tion. 

ARTICLE 109 - PRIORITY CLAIMS 

Summary of Article 

This Article provides that an applica
tion filed up to two months after expiration 
of the priority .period will nevertheless be 
entitled to claim priority if the applicant 
shows that in spite ofdue care, the applica
tion could not have been filed within the 
priority period. 

SUMMARY OF DISCUSSIONS 

There were many differing views ex
pressed on this Article and it was decided to 
put it in square brackets, which means that 
it wiUbe left for consideration at the Diplo
matic Conference. 
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ARTICLE 110· CHANGES IN 

PATENTS 


Summary of Article 

This Article requires countries to per
mit corrections to issued patents to correct 
obvious mistakes, to limit the scope of 
protection and to clarify ambiguities; and it 
pennits countries to grant broadening reis
sues up to one year after issue. 

Summary of Discussions 

Mostcountries were generally in favor 
of this article. The ABA agreed with this 
Article except that it recommended that 
countries be pennitted to grant broadening 
reissues up to two years after greml (Reso
lutions 102-13A and 102-13B). 

ARTICLE201-PATENTABLE 
INVENTIONS 

Summary of Article 

This Article provides that an invention 
shall be patentable ifit is "novel" (Le. does 
not fonn part of the prior art), involves an 
"inventive step" (i.e. is non-obvious) and is 
useful or industrially applicable. The 
"prior art" is everything which, before the 
fIling or priority date, has been disclosed to 
the public in written or graphic form any
where in the world or by oral description, 
.use, etc., in the country of the application. 

Summary of Discussions 

The U.S., Canada and New Zealand 
proposed to .delete "industrially appli
cable" and Japan, Greece and Spain pr0

posed to delete "useful"; but most coun
tries agreed with the Article as written. The 
U.S. also proposed that "novel" be inter
preted restrictively, Le., thatan invention is 
"novel" if it is not exactly shown in the 
prior art. However, most other delegations 
requested a looser definition of "novel", 
i.e., an invention is "novel" unless it could 
be derived from what is disclosed in the 
prior art by using common knowledge. 

The NYPTC stated that "novel" 
should be interpreted restrictively in situ
ations where obviousness may be consid
ered; but in cases where obviousness may 
not be considered (i.e., in regard to a cited 

prior filed but unpublished application), 
novelty should be interpreted more broadly 
to include that which is disclosed within a 
single reference, either exactly or in sub
stance. The purpose for this is to minimize 
the gremling ofseveral patents for patenta
bly indistinct inventions. 

WIPO noted that there was nosubstan
tial support for any change in the wording 
of this Article and it is likely to remain un
changed. 

ARTICLE 202· PRIOR ART 

EFFECT OF CERTAIN 


APPLICATIONS 


Summary of Article 


This Article provides that the entire 
disclosure in earlier fIled patent applica
tions shall be prior art as oftheir fding date 
or priority date; and, if the earlier applica
tion was not yet published when the later 
application is med, the earlier application 
shall be prior art for novelty but not for ob
viousness, provided that it becomes pub
lished. The Article also proposes that na
tionallaw may exempt prior applications 
of the same applicant or PCT applications 
that have not been supplied pursuant to 
PCT Article 22. 

Summary of Discussions 

The U.S. proposed that prior med but 
unpublished applications be available for 
obviousness as well as novelty so that pat
ents would not be granted on patentably 
indistinct inventions. The U.S. also pm
posed that the prohibition against using a 
non-published prior application of the 
same applicant as prior art (i.e. prohibition 
against "self collision") be made manda
tory. Several non-governmental organiza
tionssupported the U.S. position but only a 
few governmental delegations supported 
il 

The NYPTC and other U.S. non-gov
ernmental delegations supported both the 
U.S. positions. In regard to "self colli
sion", the NYPI'C pointed out that in the 
United States the disclosure needed to 
support a claim is greater that the disclo
sure needed to reject a claim; and therefore 
if an inventor makes an improvement 
which is not supported in his original appli
cation, that same application should not be 

used against his later application. 
WIPO has decided to leave to the dip: .. 

lomatic conference the queStionOfWh~ 
the prohibition against "self collision . 
should be optional or mandatory. 

ARTICLE 203· GRACE PERIOD 

Summary of Article 

This Article provides that a disclosure 
by the inventor, his successor in title,orone 
who has derived from him less than 12 
months before his filing date,orhis priority 
date ifearlier. will not affect the patentabil
ity of his invention. 

Summary of Discussions 

Most delegations favored this world 
wide grace period, although some sug
gested a shorter grace period, e.g. six 
months; and some suggested that theappli
cant should have the burden of proof to 
establish that there was derivation. 

The NYPTC and other U.S. non-gov
ernmental organizations supported Article 
203. They also pointed out that the U'O 
agreement to Article 203 represents .. 
compromise by the U.S. in that the current 
U.S. grace period applies not only to inven
tors and derivers but to independentdisclo
sores of third parties as well and the U.s. 
would have to eliminate the independent 
disclosures of third parties from its grace 
period. 

It appears that the one year world wide 
grace period will remain in the Treaty. 

ARTICLE 204 • EXCLUSIONS 
FROM PATENT PROTECTION 

Summary of Article 

Alternative A of this Article would 
provide that patents shall be available in all 
fields of technology. except that to the 
extent a Contracting State provides ade
quate protection for plants and animals 
under other laws it may exclude them from 
the patent law• Also, temporary exceptions 
would be provided for 10 years for coun
tries which now exclude certain fields (\ 
technology and up to 20 years for "deve ~ .J
oping" countries. Alternative B would 
provide no exceptions. Alternative C 
would eliminate this Article. 
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Summary or Discussions 

This Article is considered very contro
versial by many countries, especially the 
developing countries. 

The representatives of U.S. non-gov
ernmental organizations pointed out that 
this Article is very important to the devel
opment ofall technologies; and the availa
bility of patent protection in a particular 
technology should not be conditioned on 
whether a country hasother laws relating to 
that technology. 

WIPO has decided to postpone further 
debate on this Article until the next Session 
of the Committee of Experts, which will 
follow a study session by the developing 
countries. 

ARTICLE 301. RIGHT TO A 
PATENT 

Summary or Article 

This Article is the basic ftrst-to-file 
provision of the Treaty and it states that 
where two or more applications have been 

by different persons in respect of the 
e invention which they independently 

made, the right to a patent shall belong to 
the applicant who has the earliest filing 
date, or where priority is claimed, the ear· 
liest priority date. The Article also pr0

vides that the right to the patent shall be
long to the inventor or his successor in title. 

Summary or Discussions 

Discussion on this Article was limited 
to proposals by the French delegation con
cerning the term "successor in title" and 
concerning other language which con
fonns Article 301 more closely to Article 
202. Specifically, various delegations 
questioned whether the Article covered the 
situation where two applications were filed 
on the same day and the situation where 
only one ofseveral inventors files an appli
cation. 

TheNYPTCstated that it is still study
ing the first-to-file principle; and while 
there is still nota majority in favor ofa fnst

~file system, the number of members in 
voroffU'St-to-file seems to be increasing. 

WIPO will redraft Article 301 to pm
vide expressly that where two applications 
are filed the earlier will prevail, where only 

one application is filed thatapplication will 
prevail and in either case the date ofinven
tion is immaterial. 

ARTICLE 302 • RIGHTS 

CONFERRED BY A PATENT 


Summary or Article 

In Alternative A, Paragraph (1) of this 
Article gives patent owners the right to 
prevent third parties from "making", "us
ing". "selling", "offering", ''putting on the 
market", "stocking" or "importing" a pat
ented product. Paragraph (2) gives patent 
owners the right to prevent third parties 
from practicing a patented process, and 
from "making", "using", "selling", etc., 
any product directly resulting from the use 
ofthe patented process. Paragraphs (1) and 
(2) also give patent owners the right to 
prevent the "assisting" or "inducing" of 
third parties to perform any of these acts. 
Paragraph (3) of the Article provides for 
exceptions in cases where products are put 
on the market by or with consent of the 
patent owner, where acts are done pri
vately and on a non-commercial scale, or 
for experimental or scientiftc research or 
where the acts involve extemporaneous 
preparation of medicines in individual 
cases. Paragraph (4) of the Article gives 
patent owners the right to prevent third 
parties from acts constituting contributory 
infringement. 

In Alternative B there would be no 
Article 302. 

Summary or Discussions 

There was no substantial opposition to 
the principle of this Article although sev

. eral delegations had objections to various 
phrases and proposed alternative wording. 
The United States suggested that provision 
be made regarding infringements commit
ted in outer space and expressed reserva
tions about including the mere act of im
portation as an infringingacL A number of 
countries expressed reservations about 
making process patents enforceable 
against products; and several questioned 
how closely related the product must be to 
the infringing process. 

The NYPTC proposed to delete the 
terms "offering", ''putting on the market". 
"stocking", and "assisting"; and it stated 
that patents should be enforceable against 

private acts, experimental acts and prepa
ration of medicines. In response to argu
ments from certain delegations that private 
non-commercial acts do not cause harm, 
NYPTC pointed out that while an individ
ual act may not be significant, many such 
acts could cause great fmancial harm to a 
patentee. Further, merely because there 
might be difficulty in enforcing a patent 
does not justify taking away a patent 
owner's right to enforce his patent. 

It was agreed that the Treaty should 
include an Article regarding rights con
ferred by a patent and it should set forth the 
minimum rights. Arevised wording ofthis 
Article will be provided to accommodate 
the points raised; however it is expected 
that the substance ofthe Article will remain 
the same. 

ARTICLE 303 - REVERSAL OF 
BURDEN OF PROOF 

Summary or Article 

In Alternative A, this Article provides 
that in proceedings in respect of infringe
ment of a patented process for obtaining a 
product, any identical product, in the ab
sence of proof to the contrary, shall be 
deemed to have been obtained by the pat
ented process; but not if at the time of the 
alleged infringement, an identical product 
had emanated from another source. The 
court or other agency in which theproceed
ings take place would take into account the 
legitimate interests of the defendant in not 
disclosing his manufacturing and business 
secrets. 

According to Alternative B there 
would be no Article 303. 

Summary or Discussions 

Although a number of delegations ex
pressed concern that the reversal of the 
burden of proof would cause problems to 
users and sellers of products andjeopardize 
their trade secrets, it nevertheless appears 
that Alternative A would remain in the 
Treaty. The German delegation proposed 
that the reversal of the burden of proofbe 
mandatory where the product obtained by 
the patented process was a "new" product 
("new" to be left to national law); and that 
contracting states should be free tobroaden 
this to reverse the burden of proof even 
where the product is not new. The U.S. 
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proposed that the reversal ofburden ofproof 
should arise only where (0 the product is 
new, or (ii) there exists a substantiallikeli
hood that the product was made by the 
patented process and areasonable effort had 
been made to determine the process actually 
used to make the product The German 
delegation submitted a proposal stating that 
ifthe product is not novel, any presumption 
that it was made by the patented process 
should be left to national law • The U.S. also 
proposed that the presumption should not be 
prevented by the existence of another iden
tical product unless that product was made 
by a non-infringing process. 

. TheNYPI'C agreed with the U.S. posi
tion and pointed out that the presumption of 
infringement should not be overcome by the 
existence of another infringement 

The Director General of WIPO sug
gested to follow the proposal by Germany 
but to state that the reversal of the burden of 
proof would occur "at least" when the prod
uct is new. Most delegations agreed with 
this proposal. 

ARTICLE 304 - EXTENT OF 

PROTECTION AND 


INTERPRETATION OF CLAIMS 


Summary of Article 

This Article provides that the invention 
for which protection is conferred by the 
patent shall be determined by the claims, 
with due regard to the description and draw
ings. Also, the claim will cover those 
equivalents of recited elements which func
tion in substantially the same manner and 
produce substantially the same result unless 
they have been disclaimed during prosecu
tion. 

Article 304 also provides that the 
claims shall not be limited to the embodi
ments and examples described in the patent, 
that claims for combinations of inventions 
shall not protect the individual inventions 
separately, that references in the claims to 
the drawings shall not limit the claim to the 
drawings, that the abstract shall not be used 
to inteIpret the claims and that a patent 
ownermaynot assert in any proceedings that 
the extent ofprotection is any different than 
that asserted by him in any previous pro
ceeding. 

Summary of Disc:ussions 

Most delegations, including the U.S., 
supported this Article, although the U.S., 
France and theNetherlands submitted modi
fications to the WIPO wording. The French 
proposal sets forth ''Rules ofIntetpretation" 
which state that the extent ofprotection shall 
be determined to combine fairprotection for 
the patent owner with areasonabledegreeof 
certainty for third parties. 

The U.S. and the Netherlands proposed 
that "equivalent" be defined as that which 
"performs substantially the same function in 
substantially the same manner to achieve 
substantially the same result" as the recited 
element; and the Netherlands proposed that 
an alternative definition be available, 
namely, that it is clear to a person skilled in 

. the artat the time of the alleged infringement 
that the desired result can be achieved using 
the other element 

The NYPTC supported Ibe U.S. defini
tion. 

WIPO has decided to incorporate Ibe 
French version in its next draft. Also, the 
next draft will omit reference to whelber the 
patent owner had taken a different position 
in prior proceedings. 

ARTICLE 305· TERM OF PATENTS 

Summary of Article 

Alternative A of this Article provides 
that patents will have a term of 20 years 
measuredfrom Ibeir domestic filing date; or, 
in the case ofpatents based on continuation
in-part applications, 20years from the filing 
date ofIbe principal application. Countries 
with a present term less Iban 20 years would 
have 5 years to adopt Ibe 20 year term and 
developing countries would have 10 years to 
adopt a 20 year term. 

Alternative B would be to eliminate 
Article 305. 

Summary of Disc:ussions 

Most delegations approved, in prin
ciple, Alternative A of Article 305. How
ever the U.S. opposed any transition period. 
Also, most of the developing countries re
quested a term shorter than 20 years; and 
some delegations suggested that patent 
terms be related to the technology involved 
in the patent 

The NYPTC submitted a resolution 0p

posing measurement ofpatent term from the 
filing date unless Ibe patent is promptl 
granted in accOIdance with Article 107. 

WIPO has decided to retain the prin
ciple contained in Alternative A of Article 
305, while recognizing that the developing 
countries would continue their examination 
of the matter in their consultative meeting in 
1990. Also, new wording will be added to 
make clear that the Article would apply only 
to patents filed after the Treaty enters into 
force and to make clear Ibat the Article does 
not stipulate the beginning ofprotection but 
only provides a basis for computing the term 
of the patent 

ARTICLE 3Cki - MAINTENANCE 
FEES 

Summary of Article 

This Article provides that patent main
tenancefees bepayable annually on Ibe ftrst 
day ofthe month following the anniversary 
date of grant and that industrial property 
offices must provide a grace period for late 
payment (against which they may charge a 
fee). Also, no fees may be charged for·~ 
maintenance of a pending application. V 

Summary of Disc:ussions 

There was no strong support for this 
Article; and in view of the large divergence 
of views on the subject, it was decided to 
delete Ibe entire Article. 

ARTICLE 307 • REMEDIES 

Summary of Article 

This Article requires each Conuacting 
State to make available for infringements of 
both patents and published applications at 
leastan injunction and pecuniarycompensa
tion; however, in the caseofan action for in
fringement of a published application, a 
person against whom the action is brought 
must first have had actual knowledge or 
have beenput on notice that the invention he 
is using is the subject of a published patent 
application. If he posts a bond, the action 
will be suspended during the remaininb 
pendency of the application. 

Also, if the person against whom the 
action is brought has made payments or 



• NOMINATION FORM FOR INVENTOR OF THE YEAR - 1990 

Instructions: You may nominate as many individuals as you wish. Please provide one form for 
each nominee (joint nominations are acceptable). Please submit three (3) copies of all papers, 
including this form, that you wish to be considered by the Awards Panel. A nominee, to be 
acceptable, must have had one or more issued patents; must be able to attend the awards 
presentation at the NYPTC annual meeting and dinner in May, 1990; must be favorably disposed 
to the patent system; and must be respected by the nominee's professional peers. The award is 
made In recognition of an inventor's lifetime contributions. 

1. Nominee:___________________________________________________ 

2. 	 Address of Nominee_______________________________________ 
Telephone Number______________~__________'___________ 

3. Identify the invention or inventions forming the basis of the 

nomination: 


4. Ust, by number and inventor, the United States Patent(s) with respect to the above 
inventions(s) : 

--------------------------------------------------~---------------

• 6. Set forth any known litigation, interference, or other proceeding that involved the foregoing 
inventions, and the 
res uIt:_________________________________________________________ 

6. 	 Nomi nator(s} : __________________________________ 

7. 	 Nominator's Address:,___________________________ 
Telephone Number:_______________________________ 

8. Nominator's Signature:_________________Date______ 

N.B. Attach, or in the space below, please set forth a typed, single spaced statement, suitable for 
reproduction, covering the significance of the nominee's contributions which form the basis of 
this nomination. . 

Please add any additional information you believe the Award's Panel will find useful (three 
copies each). Material submitted will not be returned. Please forward Nomination by March 
16, 1990, to Julius Fisher at McAulay. Fisher, Nissen & Goldberg, 261 Madison Avenue, New 
York, NY 10016. Telephone (212) 986-4090 . 

• 




AN OPEN LETTER TO ASSOCIATION 
MEMBERS 

The presentation of the Inventor of the Year award affords the Association an 
excellent opportunity to extend recognition to an individual who, because of his or her 
creative talents, has made a worthwhile contribution to society. The person selected 
should have received patents for his/her invention(s), and by such invention(s), have 
benefited the patent system.' 

This year the award will be presented at the Association's annual meeting and 
dinner to be held in May, 1990 in New York City. 

There is hardly a member of the Association who could not think of a person 
worthy of this award. I ask each practitioner and each firm to poll its members and 
present to our committee one or more candidates for consideration. 

It is important for all members of the Association to support this important 
program. Not only does the award enable our Association to extend recognition to a 
deserving individual, but it also fosters good publicity for the nominating attorneys, 
the Association, and the patent system generally. 

A nomination form for submitting recommended candidates is being mailed to 
you. Additional copies can be obtained by contacting the undersigned. Please submit 
your candidates no later than March 15, 1990. 

Thank you for your cooperation. 

Cordially, 

Julius Fisher 
Chainnan, Committee on Public 
Information and Education 
(212) 986-4090 
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suffereddamage as a result ofthe action, and 
the application' is then abandoned or re

fiected. that person would be entitled to res
'Vtution. According to the notes, national 

law may also provide for restitution where 
the issued patent does not contain claims as 
broad as those asserted in the application. 

Summary of Discussions 

Most delegations supported Article 307 
in principle; however they preferred a modi
fIed version introduced by Sweden which 
was aimed at avoiding conflict with prin
ciples ofcivil and procedural law. The U.S. 
proposed that the pecuniary compensation 
be no less than a reasonable royalty and that 
countries may optionally provide for treble 
damages in cases of willful infringement 

The NYPTC expressed opposition to 
permitting any action against an infringer 
until after the patent grant. 

WIPO has decided to revise the word
ing of paragraph (1) of Article 307. taking 
into account the proposal of Sweden. As to 
paragraph (2)(Provisionalremedies), WIPO 
has decided to redraft this paragraph to 
eliminate reference to injunctions and to 
ubstitute for ''pecuniary compensation". 

o alternatives, one providing for "dam
ages" and the other limiting protection to a 
"reasonable compensation", 

ARTICLE 308 - PRIVILEGE OF 
PRIOR USER 

Sununary of Article 

This Article provides that the owner of 
a patent shall not enjoy any protection 
against use by another who at the filing date 
or any claimed priority date of the patent, 
was using the invention or was engaged in 
serious preparations, involving significant 
investment, for actual use of the invention 
and had lawfully obtained his information 
about the invention. This privilege of the 
prior user would be limited to the particular 
prior use which hadbeen made or envisaged, 
and it would also be limited to the State or 
Territory of the use and could not be trans
ferred except to successors in title to the 
enterprise or business in which the use had 

(,'0',been made. " 
\- ~ 

Summary of Discussions 

The delegation of Switzerland pro
posed to substitute a modified version of 
Article 308 which was simpler in wording 
and which specified that the privilege would 
from the patentee as long as he did it in good 
faith. Several countries and non-govern
mental delegations considered the Article 
relating to the prior user privilege to be an 
imponantpartofthe Treaty; and several said 
that the Article should be mandatory. The 
U.S. delegation stated that this Article need 
not be part of the Treaty since any country 
could provide for prior user privileges on its 
own. A number ofother countries and non
governmental delegations supported this 
position. 

The NYPTC stated its position that in 
the event a fIrst-to-flle system is adopted, it 
would support a limited right ofprior use for 
an independent earlier inventor who was 
using or preparing to use the invention in the 
territory covered by the patent at the time the 
patent was flIed. The purpose would be to 
protect the fllst inventor in case he had lost 
the race to the patent offIce; however, since 
a prior user right constitutes an erosion of 
the exclusive rights provided by the patent 
system, it should be carefully limited. 

WIPO has decided to prepare a new 
Article 308 based on the proposal of Swit
zerland but prior users rights would not be 
mandatory. New Article 308 would, how
ever limit the rights that Contracting States 
could grant to prior users. • 

NEWS FROM THE 

BOARD OF 

DIRECTORS 

By HowardB. Barnaby 

The Board met on October 17. 1989. 
The Board agreed to contribute $500 to the 
United States District Court for the Southern 
District of New York and to solicit funds 
from some fums to assist the Court in fI
nancing its bicentennial celebration. The 
BoardalsoapprovedadonationofSl,OOOto 
the bicentennial celebration of the adoption 
of the patent and trademark laws. 

The Board next considered a group of 

proposed resolutions concerning an upcom
ingWIPO meetingon patent harmonization. 
The Soard suggested a number of amend
ments to the resolutions and unanimously 
adopted a resolution opposing compulsory 
licensing on any basis. 

Joseph Srindisi reported to the Board 
on behalf of the Committee on License to 
Practice Requirements with regard to pr0

posals pending in the New York State Leg
islature concerning mandatory continuing 
legal education. After considering the ele
ments of the legislation, the general consen
susofthe Board was that the requirement for 
24 hours of continuing legal education was 
reasonable over a two-year period. The 
Board directed John Pegram and Joseph 
Brindisi to draft a letter to the State Legisla
ture setting forth the Association's views on 
the legislation. 

At the November 14, 1989 meeting, 
Andrea Ryan reported to the Board on the 
alternative dispute resolution prognun run 
in conjunction with the City Bar Associa
tion. 

John Pegnun reported on the CLE pr0

gram held at Mohonk. There were 90 atten
dants and the talks were excellent Mr. 
Pegnun noted that the attendance ofyounger 
members had increased. 

The Board agreed to present an award to 
Judge Giles Rich in recognition ofhis being 
one of the oldest living presidents of the 
Association and the oldest sitting judge on 
the Court ofAppeals for the Federal Circuit 

The Board next considered whether the 
trademark program from the Mohonk CLE 
weekend should be repeated in New Yark 
City. It agreed unanimously to support the 
CLE Committee in sponsoring the repeat 
program. 

The Board established a new committee 
to study proposed Federal trade secret legis
lation which is circulating in Congress as a 
result of pending GATT negotiations. 
Martin Goldstein volunteered to serve as 
board liaison to the committee. 

John Pegram appointed Leonard 
Mackey to look into the problern of use of 
PTO fees in general government funds. 

Concerning the nomination ofDouglas 
P. Conner as Assistant Commissioner of 
Patents. it was the consensus of the Board to 
take no position at this time. 

David Kane next reported on the judi
cial salary increase proposals. He noted that 
a bill pending in Congress would increase 
judicial salaries by 33%. The Board adopted 
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a motion directing John Pegram to write 
appropriate letters to Congress and Presi
dent B usb supporting the legislation. 

The Board authorized payment of$250 
in sponsorship of a rewriting of the booklet 
titled "The Story of the United States Patent 
and Trademark OffIce." 

The Board then considered whether the 
Association should sponsor some function 
directed to the 1990 bicentennial celebm
tion. Andrea Ryan volunteered to consider 
presenting bicentennial program at the 
Judges Dinner. • 

U.S.P.T.O. NEWS 

By George Kaplan 

PROCESSING TIME REDUCED 

AT U.S.P.T.O. 


The United State Patent and Trademark 
Office has successfully achieved one of its 
major initiatives, namely signifIcantly re
ducing average time for pI'QCessing patent 
applications. The average time has been 
reduced to 18.4 months from 24 months. 
The original goal was to reduce this pen
dency time to 18 months by 1987, however 
this was poslpOned to 1989becauseofbudg
etary cutbacks and unexpectedly . large in
crease in the woddoad of the Patent and 
Trademark OffIce. The Patent and Trade
mark Office has initiated a comprehensive 
program to achieve this goal, including 
almost doubling the number ofpatent exam
iners on the examining staff. 

"At the time the Administration an
nounced its goal, the PTO was facing a very . 
frustrated public," former Patent and Trade
mark Commissioner Donald J. Quigg ob
served. "Industry saw the patent system as 
a roadblock rather than a bridge to the ad
vancement of technology." 

However, formerCommissionerQuigg 
emphasized that the Patent and Trademark 
Office has achieved its goal, while at the 
same time maintaining the quality ofpatents 
ultimately issued. For example, while ap
proximately 107,000 patent applications 
were fIled in 1981, the latest fIgures estab
lish that more than 151,000 patent applica- ' 
tions were med in 1989. These applications 
are currently being examined by more than 
1,500 examiners having expertise collec
tively covering all fIelds of technology • 

Another major goal for processing of 
trademark applications was achieved by the 
Patent and Trademark OffIce in 1985, 
namely "Plan 3/13" which provides forissu
ing fIrst actions on trademark applications 
within an average of three months of fIling. 
and taking fmal action within an average of 
13 months. 

RECORD NUMBER OF U.s. 

PATENTS ISSUED 


A record 102,712 U.S. patents were 
issued by the U.S. Patent and Trademark 
Office in the fIscal year ending September 
30, 1989. This record was achieved while 
the Patent and Trademark Office, at the 
same time, reduced the average time for 
processing a patent application to 18 
months, from a high ofmore than 25 months 
six years ago. The patent total includes 
54 ,762 patents issued to U.S. residents, and 
47,950 patents issued to foreigners. The 
percentage of patents issued to foreigners 
was 46.7 percent of the total number ofU.S. 
patents issued, a decrease from the compa
rable fIgure of 47.3 percent in fIscal year 
1988 andareversal from the steady rise over 
the past 45 years in the percentage ofpatents 
issued to foreign residents. 

Japanese inventors once again received 
the largest number ofpatents issued to resi
dents of a foreign country, namely 20,907 
patents. This is a substantial increase from 
the 16,704 U.S. patents issued to Japanese 
inventors the previous year, and is far more 
than the number of U.S. patents issued to 
residents of any other foreign country. A 
record number of patent applications was 
also med in fIscal year 1989, totalling 
163,306 and up by 15,123 filings from the 
record that· was set in the previous fIscal 
year. 

Domestically. California residents re
ceived the largest number of patents issued 
to U.S. inventors, with a total of 8,508 pat
ents going to California residents. New 
Yorkers received the second largest number 
of patents in ftscal year 1989, namely 4,527 
patents, while New Jersey residents and 
Texas residents received virtually the same 
number ofpatents in fIscal year 1989, New 
Jersey residents receiving 3,299 U.S. pat- . 
ents, one more than the 3,298 U.S. patents 
granted to Texas residents. Following close 
behind were Illinois inventors who receiVed 
3,112 U.S. patents in 1989, with Pennsylva
niareceiving 3,016 U.S. patents in this fIscal 
year. 

Among foreign countries, the Federal 
Republic of Germany received the second 
highest number of U.S. patents granted too 
foreign residents. namely 8,756 U.S. pat- .. 
ents, while the United Kingdom inventors 
received the third highest number, namely 
3,378 U.S. patents in this fIscal year. French 
inventors received 3,310 U.S. patents with 
Canadian inventors receiving 2,077 U.S. 
parents, residents of Switzerland receiving 
1,437 U.S. patents, inventors residing in 
Italy receiving 1,398 U.S. patents, and in
ventors from the Netherlands receiving 
1,132 U.S. patents in ftscal year 1989. 

NEW TRADEMARK 

REGISTRATION PROCEDUREIN 


EFFECT 


New regulations maldng it much easier 
for U.S. residents to apply for registration of 
a trademark or service mark were put into 
effect on November 16, 1989 by the U.S. 
Patent and Trademark OffIce. These 
changes were prompted by passage of the 
Tmdemark Law Revision Act of 1988, pr0

viding for the most signifIcant changes in 
the laws governing federal registration of 
tmdemarks in over 40 years. For the very 0 
fU'St time, applicants may fIle for a fedeml . 
tmdemark or service mark registration 
based upon bonafide intent to use the mark 
in interstate or foreign commerce. The 
Trademark Law Revision Act of 1988 also 
shortens the term of registration form 20 to 
10 years thus more quickly purging the reg
ister of defunct maIks. 

Under the new procedure, if a trade
mark meets basic criteria, then the applicant 
for registration of the mark will have six 
months to use the mark from the datethat the 
Patent and Trademark Office grants prelimi
nary approval. This period may be extended 
in six month intervals, up to a total of 30 
months. Once proof has been furnished by 
the applicant that the trademark or service 
mark has been properly used in interstate or 
foreign commerce, then the mark may be 
registered. 

Acting Patents and Trademarks Com
missioner Jeffrey M. Samuels notes, "Be
cause of the months of preparation by our 
staff we expect the transition to the new 
regulations to go smoothly." 

Newregulationsandfeescheduleshave ' 
been published in the Federal Register on ... 
September 11, 1989. New application forms 
are presently available from the Public Serv

0 
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ice Center, Patent and Trademarlc Office, 
'OWashington, D.C. 20231. 

COOPERATIVE AGREEMENT 

AMONG U.s., EUROPEAN 


AND JAPANESE PATENT OFFICE 


The U.S. Patent and Trademarlc Office, 
the Japanese PatentOffice and theEuropean 
Patent Office have all agreed to develop 
appropriate standards forpatentdocumenta
tion, representation required.for exchange of 
data and for publication in different media. 
This agreement was one of a number con
tained in a memorandum signed by the 
heads of these three offices on October 24, 
1989 at the close ofthe Seventh Annual Tri
Lateral Conference, hosted this year by the 
U.S. Patent and Trademark Office in Arling
ton, Virginia. 

Among other points in the memoran
dum, the three offices have agreed to ex
change extensive new areasofdatainforma
tion for official and library use, including 
documents, in addition to data bases for 
access to patent infonnation from a variety 
of forms. CDIROMS of published Euro

;("I\Pean patent applications and U.S. patents 
'\.Jwj.ll be provided to the public on a pilot 

basis. Rules for standardizing patent appli
cations in the field of biotechnology will be 
published in the near future by the three 
offices, who have also agreed to study the 
feasibility of using video-conferencing to 
improve communications. 

Former Patents and Trademark Com
missioner Donald J. Quigg observed, ''This 
agreement is a most notable one for the 
significant progress and cooperation be
tween applications and the dissemination of 
patent information." 

Paul Brandisi, President of the Eur0
pean Patent Office, commented, "I am de
lighted we have outlined an approach to 
cope with the greatly increased number of 
applications being fJ.led in our respective 
regions." 

Fumitaki Yoshida, Commissioner of 
the Japanese Patent Office, stated, "I too am 
delighted with the progress that we have 
made in the harmonization of patent prac
tices with benefits which will be felt world
wide." 

() The Eighth Annual Tri-Lateml Confer
' . .-' ence will be held in Munich, the Federal 

Republic of Germany, in October 1990. 

INVENTOR ENCOURAGING 

A conference aimed at fostering a new 
generation of inventors was co-sponsored 
by the U.S. Patent and Trademark Office on 
October 26-28, 1989 in Portland, Oregon. 
More than 60 educators, business and indus
try representatives, inventors and other par
ticipants presented ideas to over 500 teach
ers from across the country at the Fourth 
National Creative and Inventive Thinking 
Skills Conference at the Portland Perform
ing Arts Center and Hilton Hotel. Keynote 
speakers included former U.S. Patents and 
Trademarks Commissioner Donald J. 
Quigg, Dr. Elliot Eisner ofStan ford Univer
sity, Dr. Harvey Silver, Director ofthe Insti
tute for Applied Research in the Cognitive 
and Behavioral Sciences, and Dr. George 
Betts, Director of the Center for the Educa
tion and Study ofGifted and Talented at the 
University of Northern Colorado. Other 
participants in the program included two 
television personalities, David Hell of 
Newton's Apple and Ken Hakuta known as 
"Dr. Fad". The agenda included presenta
tions about patents, trademarks, copyrights 
and also special programs developed for 
encouraging innovative thinking and prob
lem solving by students. 

• 
RECENT 


DECISIONS OF 

INTEREST 


By Thomas A. O'Rourke 

PATENTABDUTY-ALGORITHM 

A computer implemented diagnostic 
method was held not to be patentable subject 
matterunder3SU.S.C.Section 101 because 
therewas no claimed physical step on which 
the algorithm operated in In re Grams. 39 
BNAPTCJ 23 (Fed. Cir. 1989). Tbeapplica
tion in Grams was directed to a method of 
testing a complex system to determine 
whether the system's condition was normal 
or amormal. The initial step of the claim 
required clinical laboratory tests on an indi
vidual to obtain dataon a person's condition. 
The remaining steps ofthe claim analyze the 

data through mathematical algorithms. 
The Examiner rejected the claims on 

the ground that they were nonstatutory sub
ject matter and Grams appealed. The Board 
of Patent Appeals and Interferences af· 
fmned the rejection. The CAFe affirmed 
theEXaminer's rejection. Although Section 
10I appears to cover any process and the 
application of the claimed algorithm ap. 
pears to be a typeof process, the CAFe re· 
fused to find patentable subject matter. The 
Federal Circuit, relying on the Supreme 
Court's decision in Parker v. Flook, 437 
U.S. 584 held that mathematical algorithms 
are unpatentable under Section 101. Al
though the claim in Grams did contain a 
physical step of performing clinical tests, 
the CAFe focused on the specification 
which did not describe these tests in great 
detail. The Court concluded from its reading 
of the specification that the application was 
actually claiming the mathematical algo
rithm which isnot permissible under Section 
101 and as interpreted by the Supreme Court 
inParkerv. Flook, Supra. and Gottschalkv. 
Benson, 409 U.S. 63(1972). 

PATENTABILITY· ALGORITHMS 

Less than a week after the Grams deci· 
sion, the CAFe was confronted with a sec
ond application which had an algorithm 
present In/nrelwahashi,39BNAPTCJ45 
(Fed. Cir. 1989) the patent application re· 
lated to an auto correlation unit for use in 
pattern recognition. 

The Fedeml Cireuitanalyzed the claims 
in/wahashi under the test set out in its earlier 
decision In re Freeman, 572 F.2d 1237 
(CCPA 1978) and In re Walter, 618 F.2d . 
758 (CCPA 1980). Under these decisions 
the inquhy is whether the claim recites an al· 
gorithm and whether the claim "in its en
tirety preempts that algorithm". According 
to the Court, an algorithm is "a step-by-step 
procedure for solving a problem or accom
plishing some end". 

While the applicant admitted that the 
claimed invention recited an algorithm, he 
contended that it did not prempt the algo
rithm as required by the Freeman-Walter's 
test. The claim recited, inter alia, a pre
amble, several means plus functions and a 
ROM element In reversing the Board of 
Appeals, the CAFC stated: 
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The claim as a whole certainly . 
defmes an apparatus in the form 
of a combination of interrelated 
means and we cannotdiscem any 
logical reason why it should not 
be deemed statutory subject mat
ter either as amachine or amanu
facture as specified in Section 
101. The fact that the apparatus 
operates according to an algo
rithm does not make it 
nonstatutory...We therefore 
hold that the claim is directed to 
statutory subject matter. 

PATENTS·LACHES 

Laches was found in a recent patent 
infringement action where the patent owner 
waited five years after notifying the accused 
infringer of possible patent infringement to 
bring the suit. The Court reached this con
clusion in Meyers v. Brooks Shoes Inc., 39 
BNAPTcJ 33 (S.D.N.Y. 1989)even though 
the statute oflimitations for patent infringe
ment is six years. 

The Court, in finding laches. focused 
on the fact that Brooks spent much money 
and effort in designing new shoes with the 
allegedly infringing design after the charge 
of infringement. The Court also found that 
Brooks actively expanded its shoe line dur
ing the five year period. Meyer notified 
Brooks of the alleged infringement in 1983 
and Brooks at that time rejected Meyer's 
offer of a license. Meyer's failure to file a 
complaint was misleading according to the 

.Court and conveyed the impression that 
Meyers had abandoned his claim. Ac~rd
ingly,laches was present. • 

COMMITTEE 

REPORTS 


By David J. Lee and Edward P. Kelly 

COMMnTEEONCONnNmNG 

LEGAL EDUCATION 

(E. Pilardi, Chairman) 

The Committee will hold the Sixth 
Annual Joint Seminar - Patent Practice Up
date on May 1. 1990at the New York Penta. 
The Committee has set aside November 9, 
1O,and 11, 1990 for the Fall CLE Weekend 
at Mohonk Mountain House. 

COMMITTEE ON ECONOMIC 

MATTERS AFFECTING THE 


PROFESSION 

(M. Gross, Chairman) 

The Committee will be investigating 
attorneys' malpractice insurance and office 
sharing arrangements. 

COMMITTEE ON FOREIGN 
PATENT LAW AND PRACTICE 

(Y. Richord, Chairwoman) 

~Committeeconsideredthe implica- . 
tion of two recent decisions by the German 
Federal Patent Court denying patentability • 
where the parallel applications were granted 
by the European Patent Office. These deci
sions are of concern to the Committee be
cause both theGerman andEuropean Patent 
Offices consideredthe samepriorartwith no 
new art added. The Committee recom
mended that the Association express its 
concern in a letter to the German and Euro
pean patent offices. A draft letter is to be 
considered by the Board. 

The Committee considered and com
mented on the report made by the Special 
Committee on Harmonization of Patent 
Laws regarding the proposed WIPO T~. 
The Committeealsoreceived a reporton the 
November proceedings held in Geneva re
garding the WIPO Treaty. 

COMMITTEE ON FOREIGN TRADE
MARKLAWANDPRAcnCE 

(V. Richord, Chairwoman) 

The Committee will be studying the 
Madrid Protocol and maintaining a score
board to show the progress of legislation in 
BEC member states designed to implement 
the EEC HarmOnization directive. The· 
Committee also will provide periodic case 
reports on foreign trademark cases ofmajor 
significance. A committee meeting will be 
held February 16,1990 at the Yale Club. 

COMMITTEE ON 

HARMONIZATION OF PATENT 


LAWS 

(W. Brunet, Chairman) 

The Committee considered the latest 
draft of the proposed Patent Harmonization 
Treaty and made recommendations to the 

Association of the Board of Directors last 
fall. The Committee's recommendation('"\ 
were accepted and submitted to the Uni~ 
States delegation to the Treaty negotiations 
and directly to the World Intellectual Prop
erty Organization. Committee members 
Michael Meller. Samson Helfgott and Wil
liam Brunet participated in the Treaty nego
tiations in Geneva as representatives of the 
New York Patent. Trademark. & Copyright 
Law Associatio. A further revised tteaty 
draft isexpected within the nextfew months. 
The Committee will consider this draft and 
make recommendationsprior to the next ne
gotiating session. The next negotiating ses
sion will likely be the last session before a 
diplomatic conference expected in 1991. 

COMMITTEE ON INCENTIVES FOR 
INNOVATION 

(S. Lieberstein, Chairman) 

The Committee will be investigating 
proposals to encourage individuals to invest 
in the research and development ofhighrisk: 
technology. Suggestions are welcomed. 

COMMITTEE ON LflaGATION 
PRACTICE AND PROCEDURE 

(L. Aburda, Chairman) 

The Committee will be making a rec
ommendation to the Board of Directors re
garding the New York States Bar 
Association's proposal to limit discovery 
under Rule 26, F.R. Civ.P. by redefining the 
definitionof"relevant". Aninformalvoteof 
the Committee indicates that the Committee 
is ootin favor of the proposal. The Commit
tee will also be making recommendation re
garding therecentBECdecision thatSection 
337 ofthe TariffActvio1ates GATT. In this 
respect, the Committee will be working in 
conjunction with the Committee on United 
States Patent Law Practice. ... 

COMMITTEE ON UNITED STATES 

PATENT LAW AND PRACTICE 


(T. Gillis, Chairwoman) 

The Committee will be making recom
mendations to the Board ofDirectorson leg
islation pending in Congress that woulD 
create exemptions for patentinganimals an ~- . 
on legislation introduced byRepresentative 
Boucher regarding patentability of biotech
nological products. 
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The Committee also will be working in 
conjunction with the Committee on Litiga

{~~on Practice and Procedure regarding the 
\~C decision that Section 337 of the Tariff 

Act vioJates GATT. 	 • 

PAST PRESIDENT 

JORDA HONORED 


The Pacific Industrial Property Ass0
ciation (PIP A) bestowed its highest award 
on Karl F. Jorda of Franklin Pierce Law 
Center, Concord, New Hampshire, a past 
president of the NYPI'C, at its Twentieth 
International Congress held in Tucson, 
October 4-6, 1989. 

The PIPA Award in International Co::. 
operation. is awarded to "recognize out
standing contributions to international co
operation in the intellectual property field." 

PIP A was founded in 1969 by leading 
Japanese and United States corporations to 
explore mutual interests in intellectual prop
erty. For Americans, PIPA constitutes a 

;QValuable, growing and unique resource on 
\ 	 Japanese Jaw and practice relating to the 

protection of inventions, licensing and dis
pute resolution. 

KarIF. Jorda is the David Rines Profes
sor of Intellectual Property Law and Indus
trial Innovation and Director ofthe Kenneth 
J. Germeshausen Center for the Law of 
Innovation and Entrepreneurship at Fran
klin Pierce Law Center. After immigrating 
to the United States from Germany, Profes
sor JoIda earned a Master of Arts and Juris 
Doctor from the University ofNotre Dame. 
Prior to joining Franklin Pierce Law Center, 
Professor Jorda served as.corporate Patent 
Counsel at Ciba-Geigy Corporation 
(Ardsley, NY) for 26 years. He has been 
President ofPIP A as well as lectured exten
sively on the intellectual property circuit on 
topics such as importation offoreign inven
tions, inventorship discrepancies, rights of 
the flI'St inventor/trade secret owner vs. the 
second inventor/patentee, to name a few. 

Franklin Pierce Law Center, the small
est independent Jaw school in the counlry, 
has one of the most comprehensive intellec

:0.tual property curriculums in the world. The 
\ 	 school offers Juris Doctor (JD) and Masters 

of Intellectual Property (MIP) degrees, as 
well as one and six week summer institutes 
in intellectual property. • 

MOHONK 

WEEKEND A 


SUCCESS 

By Howard B. Barnoby 

Through the efforts of Ed Ftlardi and 
his ContinuingLegalEducation Committee, 
NYPTC members, their families and friends 
enjoyed a wonderful Veterans Day weekend 
of education. hiking and overall camarade
rie. In addition to the receptions and dinners 
and the beauty of Mohonk, those attending 
the CLE weekend were presented with an 
outstanding educational program. 

The weekend opened with a presenta
tion Friday afternoon by Edward Coleman 
titled "Is the Patent System Working? - A 
U.S. Corporate Perspective." The Saturday 
program opened with a panel discussion on 
"Inequitable Conduct - Proposed Patent 
Rule 57." The panel consisted of John 
O'Brien. Don Dunner and Rene Tegtmeyer 
and was moderated by John Sweeney. 

The remainder of the program was 
devoted to a presentation by Phillip Fur
gang, Stan Silverberg, Howard Barnaby. 
Frank Colucci and HoD. Jeffrey Samuels on 
"Practice Under the New Trademark Law." 
Thisprogram is being repeated in New York 
City on February 15, 1990 for the benefit of 
those who were unable to attend theMohonk 
Weekend. 

Saturday afternoon was left open to 
explore the Mohonk terrain. A reception 
and dinner dance were held Saturday eve
ning at which the Association honored 
Judge Howard Markey on the occasion of 
his 70th birthday. On Sunday morning. 
Judge Markey participated with Joe Fitzpa
trick and Paul Heller in an appelJate work
shop. This program explored various as
pects of appellate advocacy before the Court 
of Appeals for the Federal Circuit. 

This was followed by a debate between 
Edward FiJardi and David Plant which was 
moderated by Judge Markey. Two topics 
were debated: "Should a PJaintiff-Patentee 
Be Permitted To Offer Evidence in Its Case 
in Chief as to the Merits ofthe Invention?" 
and "Should Separate Trials for Infringe
ment and Validity Be the Norm?" The pro
gram concluded withacommentary by HoD. 
Jeffrey Samuels providing a Patent and 

Trademark Office update. Due to the ever
increasing popularity of the program, the 
CLE Committee has already booked the 
Mohonk Mountain House. • 

INVENTOR 

NOMINATIONS TO 

CLOSE MARCH 15 


The deadline to submit nominations for 
the 1990 Inventor of the Year Award closes 
March 15. This is a unique opportunity for 
recognition of inventors by members of the 
patent bar. Each nominator will be ac
knowledged in writing by the Association. 

You may nominate as many inventors 
as you wish. You may nominate sole or 
joint inventors. The recipient will be 
chosen by the Board of Directors of the 
Association. The criteriaused by the Board 
in making its choic is that the Inventor of the 
Year. 

a] must have been issued one or more 
U.S. patents; 

b] must be able to attend to the presen
tation of the Award at the NYPI'C 
annual meeting and dinner in May 
1990; and 

c] must be respected by the nominee's 
professional peers. 

A nominating form for your use in this 
regard is enclosed with this issue of .the 
Bulletin. 

Should you require any additional.in
formation or assistance in making a nomina
tion, please contact the chairman of the 
Committee on Public Information and Edu
cation, Julius Fisher, at McAuley, Fisher, 
Nissen & Goldberg, 261 Madison Avenue, 
NewYork,NY 10016. Tel(212)986-4090. 

• 
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ANNOUNCING 

THE SIXTII ANNUAL JOINT SEMINAR PROGRAM 


PATENT PRACTICE UPDATE 


Due to the continuing popularity of their seminars on updates of patent practice, the New Jersey Patent Law Association, 
Connecticut Patent Law Association,New York Patent. Trademart& Copyright Law Association andPhiladelphiaPatentLaw Association 
are pleased to again present a one-dayprogram featuring five panels ofexpertsdiscussing recent developments in the law. Thepanels will 
discuss recent developments in Patent Litigation, United States Patent Law and Practice, International Law and Practice, Pharmaceutical 
and Biotechnology Developments, and Computer and Software Law. The registration fee also covers a valuable reference texL 

SPONSORED BY 

New Jersey Patent Law Association 
(Host Association) 

Connecticut Patent Law Association 

New York Patent, Trademark and Copyright Law Association 

Philadelphia Patent Law Association 

o May 1, 1990 

The New York Penta Hotel 

Seventh Avenue and 33rd Street 


New York, NY 10001 


9:00 a.m. to 5:00 p.m. 

$100 Registration Fee 

(The fee includes a Luncheon and all Seminar Materials) 


(A $15 late registtation fee will be added to the price ofadmission if you register at the door)


--------'------------------------------ 
RESERVATION FORM 

Dr. Alice O. Robertson 
Patent Department 
Merck & Co., Inc. 
P.O. Box 2000 

Rahway, New Jersey 07065 


Enclosed is a reservation check for$,___payable to the NWLA for_attendees at $100 each. Please 

reserve ____luncheons of poached salmon and __luncheons of stuffed chicken breast. 

Name Finn or Company 
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CLASSIFIED 

ADVERTISEMENTS 

Empire State BuDding-Up to three 
windowed offices in newly decorated 
Intellectual Property Law suite, 
library, conference room, fax, copier, 
receptionist, telephone system, and 
furniture. Call (212) 736-0290 or 
(212) 736-2080. 

White Plains, New York f1I1l1 needs 
chemical and medical specialists for a 
full range of patent, trademark, and 
litigation activities. Excellent oppor
tunity. Write Box 311, White Plains, 
New York,I0605. 

Roslyn, Long Island, established av 
rated firm, in pleasant North Shore 
surroundings, seeks a mechanical or 
electrical patent attorney with 1-3 
years experience. Practice involves 
all phases of patent, trademark, and 
copyright law, including prosecution 
of applications and litigation. Salary 
open and partnership contemplated, 
in due course. Call or send resume in 
confidence to AI Collard, c/o Collan:l, 
Roe & Galgano, P.C., 1077 Northern 
Boulevard,Roslyn,New York,11576 
(516) 365-9802 

Grimes& BaUersby,an intellectual prop
erty law firm in Stamford, Connecticut, 
seeks associate attorneys with 3-6 years 
experience in patent prosecution and litiga
tion. Chemical or electrical backgrounds 
preferrable. Please send resume in confi
dence to Gregory Battersby. Grimes & 
Battersby,8 Stamford Forum, Stamford, 
CT,06904-1311. 

Robin,Blecker, Daley & Driscoll,asmall 
midtown patent and trademark firm seeks 
an attomeywith 3-5 patent experience with 
electronics background.· 

Please submit resume in confidence 
to Joim Torrente, Robin, Blecker, Daley & 
Driscoll,330 MadisonAvenue, New Yark, 
NY 10017. (212)682-9640. 

cmsUM ON PATENTS -Fully supple
mented. Asking $100 under retail, nego
tiable. James A. Finder, (212) 382-0700. 

ANNOUNCEMENTS: 


REMINDER 


Any finn intending to reserve a suite at the 
Waldorf-Astoria hotel for the 1990 
Judges' Dinner, should contact the hotel 
immediately to assure aVailability of the 
suite at a suitable time prior to the dinner. 

DOCUCON ASSOCIATES 
AUTOMATED DOCUMENT CONTROL FOR 

TODAY'S LITIGATOR. 
DOCUCON'S computer-based information 
systems enable litigators to concentrate on the 
legal issues rather than document handling. 

We do it for you with our expertise in data 
review, entry, search and retrieval techniques. 

Case management made easy the 
DOCUCON way: 

• Standard and user-dermed database 
structure 

• Fully indexed data fields 
• Speedy search techniques 

Our index and quality systems permit efficient • Standard and user-dermed report formats 
and effective use of stored information for • Flexible sort and search techniques 
depositions and trials. . 

Call or write for additional infonnation: DOCUCON ASSOCIATES, INC. 
P.O. BOX 1300, DEDHAM,MA 02026 (617) 326-5509 


