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PRESIDENT’S
CORNER

The law is a living, breathing
expression of the values of our society. The
ability of the law to preserve and foster
these values depends upon the ability of the
judges we select to interpret the law, We
have an unusual opportunity over the next
year to play a vital role in this selection
process. Thereare two current vacancieson
the CAFC and there may be two to four va-
cancies over the next year as active mem-

-, bersdetermine toretire or take senior status.

Now is.the time for Association

" members to contribute their suggestions

and marshall their support for qualified
CAFC candidates. Please contact the
Committee on Public and Judicial Person-
nel chaired by Joe Fitzpatrick. Joe will
welcome your thoughts.

While we’re on the subject of
committees, take a look at the new commit-
tees listed in this issue, Contact committee
chairmen, — bring to their attention sub-
jects you think should be studied — and get
involved! Note the CLE Committee has
already distinguished itself with the stimu-
lating program planned for November 11-
13 at Mohonk. The Mohonk Weekend
presents just the combination of collegiality
and professional growth that makes our
Agsociation special.

So —Let’s hear your suggestions
for the CAFC;

Let’shear your suggestions for the
comimittee projects; and

Let’s see you at Mohonk!

{ V jDavid H.T. Kane

President, NYPTC

CHIEF JUDGE MARKEY TO ATTEND
AND SPEAK AT THE FALL CLE
WEEKEND AT MOHONK

The annual Fall Continuing Legal
Education Weekend is scheduled for No-
vember 11-13, 1988, at the historic Mohonk
Mountain House in New Paltz, New York.
This year’s program will be particularly
exciting since Chief Judge Markey and
Mrs. Markey have kindly accepted our
invitation to participate for the entire week-
end. Itisatribute to the past successesof the
NYPTC Law Association that this CLE
event is now co-sponsored by the Boston
and New Jersey Patent Law Associations.

Mohonk Mountain House pro-
vides a breathtaking atmosphere for the
weekend’s social gatherings and program
meetings. The social schedule includes an
“early bird” reception and dinner on Friday
evening, as well as a dinner with dancing on
Saturday night. The dinner speaker will be
Chief Judge Markey.

As for the substantive program,
the faculty is outstanding with speakers
selected from the participating New York,
New Jersey and Boston Patent Law Asso-
ciations. An “early bird’ talk is planned for
Friday afternoon on patenting of life forms

within the EPO system. On Saturday morn-
ing there will be a panel discussion on
patent harmonization (first to file vs. first to
invent), a trademark and copyright update,
as well as a practical session on how to
handle appeals before the Federal Circuit
and Board.

After a leisurely Saturday after-
noon and evening, ChiefJudge Markey will
preside over a lively debate on Sunday
morning on the patentability of life formsin

‘the United States. Sunday morning’s pro-

gram will also include a panel discussion on
litigation and will conclude with a PTO
update by Mr. Rene Tegmeyer.

The cost for the complete week-
end, including registration fee, all meals,
resort facilities, meetings, gratuities and
tax, Friday evening through Sunday lunch,
is $595 double occupancy - $425, single
occupancy. Reservations may be made
through Edward V. Filardi, Brumbaugh,

. Graves, Donohue & Raymond, 30

Rockefeller Plaza, New York, NY 10112
(212) 408-2556. n
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COMMITTEES: 1988-1989

COMMITTEE ON ADMISSIONS
Board of Directors Ligison
WILLIAM J. GILBRETH
Chairman

MARTIN E. GOLDSTEIN
Subcommittee Chairman
MICHAEL J. KELLY
Members

EDWARD M. BLOCKER
SETH NATTER

ALICE C., BRENNAN
SCOTT E. THOMPSON
EDWARD H. LOVEMAN

COMMITTEE ON THE ANNUAL DINNER
IN HONOR OF THE FEDERAL JUDICIARY
Board of Directors Liaison

JOHN B. PEGRAM

Chairman ‘

FRANK F. SCHECK

Members .

MARSHA AJHAR

PETER SAXON

CHRISTINA KUAN

PHILIP T. SHANNON

COMMITTEE ON THE ANNUAL MEETING
OF THE ASSOCYATION
Board of Directors Liaison
FRANK F. SCHECK
Chairman

PETER SAXON

Members

LAWRENCE ALABURDA
LAWRENCE §. PERRY
JEFFREY 1.D. LEWIS
PHILIPT. SHANNON

COMMITTEE ON ARBITRATION
Board of Directors Liaison
EVELYN M. SOMMER
Chairman
THOMAS L. CREEL
Members
CHARLES P. BAKER
JAMES M, HEILMAN
MICHAEL 1. CHAKANSKY
"J. RUSSELL JUTEN
RICHARD DE LUCIA
CLAIRE ANN KOEGLER
EDWARD HALLE
ERNEST F. MARMOREK
SALVATORE C. MITRL
JR.RUSSELL PELTON
‘W.BROWN MORTON, JR.
F.I. SCHWEITZER

COMMITTEE ON CONTINUING LEGAL
EDUCATION

Board of Directors Liaison
DALE L. CARLSON

Chairman

EDWARD V. FILARDI
Members

PHILIP FURGANG

¥F.L. SCHWEITZER

JOEL E. LUTZKER
LAWRENCE F. SCINTO
FRANK MORKIS

LEO STANGER

JOHN D. MURANE

JOHN F. SWEENEY

HENRY J, RENK

WILLIAM J. THOMASHOWER
HERBERT F. SCHWARTZ

COMMITTEE ON COPYRIGHTS
Board of Directors Liaison

JOHN E. KIDD

Chairman

JOSEPH B. TAPHORN

COPYRIGHT LEGISLATION AND COPY-
RIGHT OFFICE AFFAIRS
SUBCOMMITTEE

Chairman

RICHARD DANNAY

COURT PROCEDURE AND PRACTICE
SUBCOMMITTEE

Chairman

DANIEL M. ROSEN

INTERNATIONAL COPYRIGHT TREATIES
AND FOREIGN LAWS SUBCOMMITTEE
Chairman

FRANCIS E. MORRIS

Members

JAMES W. BADIE

HOWARD C. MISKIN

DAVID A. EINHORN

HERBERT F. SCHWARTZ

ELIOT GERBER

IRENE B. TANNER

THOMAS L. JARVIS

ROGER $. THOMPSON

WALTER G. MARPLE, JR.

RICHARD B. VERNER

COMMITTEE ON ECONOMIC MATTERS
AFFECTING THE PROFESSION
Board of Directors Liaison

ALFRED P. EWERT

Chairman

ERIC C. WOGLOM

Members

JAY BEGLER

RICHARD T. LAUGHLIN
MELVIN C. GARNER

EDWARD A. MEILMAN

MEYER A. GROSS

BRIAN M. POISSANT

COMMITTEE ON EMPLOYMENT
Board of Directors Liaison
HOWARD B. BARNABY
Chairman

PATRICK J. WALSH
Members

ANTHONY H. HANDAL
LEONARD PRUSAK
GABRIEL P. KATONA
CHARLES N. 1. RUGGIERO
GERALD LEVY

HOWARD P. TERRY

COMMITTEE ON FOREIGN PATENT LAW
AND PRACTICE

Board of Directors Liaison
SAMSON HELFGOTT
Chairman

JAY L. CHASKIN

Members

WALTER 1. BAUM
FERDINAND F. KOPECKY
M. BITTMAN

BERNARD LIEREMAN
WILLIAM J. BRUNET
MICHAEL N. MELLER
MURRAY J. ELLMAN
ANGELO NOTARO
EDWARD J. FITZPATRICK

DAVID M. ROGERS
GEZINA HOLTRUST
JOHN P. SINNOTT

COMMITTEE ON FOREIGN TRADEMARK
LAW AND PRACTICE

Board of Directors Liaison

HOWARD B. BARNABY
Chairman

VIRGINIA R. RICHARD
Members

JAMES L. BIKOFF

JOHN R. OLSEN

GEORGE W, COOPER
JAMES N. PALIK
MARGARET DAY

GARO A. PARTOYAN
EDWARD J. HANDLER,
THOMAS E. SPATH
CLARK W. LACKERT
JOSEPH B. TAPHORN
PETER LYNFIELD

SPECIAL COMMITTEE ON
INCENTIVES FOR INNOVATION
Board of Directors Liaison
JOHN E. KIDD

Chairman

CURTIS W. CARLSON
Members

BURTON P. BEATTY
KENNETH B. HERMAN

E. JANET BERRY

ALAN H. LEVINE
ANTHONY 1. CASELLA
RAFAEL MONSANTO
VICTORIA A. CUNDIFF
GLENN F. OSTRAGER
MEYER A. GROSS

COMMITTEE ON LEGAL AID
Board of Directors Liaizon
ALFRED P. EWERT

- Chairman

STEVEN J. BARON
Members

JOSEPH 1. BRINDISI
STEVEN 1. LEE

MILTON L. HONIG
RICHARD B. VERNER
RICHARD B. KLAR

C. DOUGLAS WINGATE

COMMITTEE ON LICENSE TO PRACTICE
REQUIREMENTS

Board of Directors Liaison
ALFRED P. EWERT
Chairman

THOMAS M. GIBSON
Members

BURTON P. BEATTY
JAMES M. HEILMAN
MARILYN BROGAN
CHARLES E. MCKENNEY

COMMITTEE ON MEETINGS AND FORUMS

Board of Directors Liaison
M. ANDREA RYAN
Chairman

EDWARD W. BAILEY

- Members

KEVIN J. CULLIGAN
WILLIAM F. LAWRENCE
WILLIAM H. DIPPERT
JEFFREY L. D. LEWIS
MELVIN C. GARNER
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JOEL E. LUTZKER
MYRON GREENSPAN
SETH NATTER
HAROLD HAIDT
WALTER SCOTT
GARY L. KOSDAN
VINCENT 1. VASTA, JR.

NOMINATING COMMITTEE
Board of Directors Liaison
PAUL H. HELLER

Chairman

PAUL H. HELLER

Members

JORDAN B. BIERMAN
THERESA M. GILLIS

JAY L. CHASKIN

KARL F. JORDA

COMMITTEE ON PAST
PRESIDENTS

Board of Directors Liaison
PAUL H. HELLER
Chairman

KARLF. JORDA

Members

LORIMER P. BROCKS

W. HOUSTON KENYON, JR.
GRANVILLE M. BRUMBAUGH
STANTON T. LAWRENCE, JR.
HUGH A. CHAPIN
JEROME G. LEE

BERT A. COLLISON
HARRY R. PUGH, JR.
WILLIAM C. CONNER
JOSEPH J. PREVITO
JOHN C. COOPER

JOHN A.REILLY
WILLIAM F. EBERLE
MORRIS RELSON

PAUL M. ENLOW

GILES 8. RICH

FRANK W, FORD, JR.
ALBERT ROBIN

ALFRED L. HAFFNER, JR.
LEE C. ROBINSON, JR.
EDWARD HALLE

JOHN O. TRAMONTINE
ALBERT C. JOHNSON
DOUGLAS W, WYATT
JOHN T. KELTON

COMMITTEE ON PROFESSIONAL ETHICS

AND GRIEVANCES
Board of Directors Liaison
PETER SAXON ‘
Chairman

ARTHUR 8. TENSER
Members

RICHARD G. BERKILEY
WILLIAM F. LAWRENCE
HERB BLECKER
MICHAEL N. MELLER
KARLF. JORDA

JOHN P. SINNOTT

PUBLICATIONS COMMITTEE
Board of Directors Liaison
HOWARD B. BARNABY
Chairman .
GREGORY 1. BATTERSBY
Members

THOMAS L. JARVIS
RICHARD B. KLAR
GEORGE M. KAPLAN
DAVID J. LEE

JEFFREY L. D. LEWIS
SALVATORE C. MITRI

CHARLES N. J. RUGGIERO
THOMAS A. O'ROURKE
CHARLES J. ZELLER

COMMITTEE ON PUBLIC INFORMATION
AND EDUCATION
Board of Directors Liaison
JOHNE. KIDD

Chairman

JULIUS FISHER
Members

GREGG C. BENSON
RICHARD T. LAUGHLIN
GERALD J. FLINTOFT
ROBERT I PEARLMAN
MARK C. JACOBS
TERRY ZISOWITZ

COMMITTEE ON PUBLIC AND JUDICIAL
PERSONNEL )
Board of Directors Liaison
PETER SAXON

Chairman

JOSEPH M. FITZPATRICK
Members

ROBERT L. BAECHTOLD
HERBERT BLECKER
RICHARD G. BERKLEY
FRANCIS T. CARR
ALBERT E.FEY

SHELJA A. OZALIS
ROBERT W. FIDDLER
EARL L. SCOTT

JOHN D. FOLEY

BERJ A. TERZIAN
ETHAN HORWITZ
EARLL. SCOTT

THOMAS F. MEAGHER
JOHN C. VASSIL

DAVID J. MUGFORD
JOHN P. WHITE

SHEILA A. OZALIS
GEORGE W. WHITNEY

COMMITTEE ON UNITED STATES PATENT
LAW AND PRACTICE

Board of Directors Ligison

LEONARD B. MACKEY

Chairman

ROBERT L. BAECHTOLD

ANTITRUST, FOIA AND TRADE SECRETS
SUBCOMMITTEE

Chairman :

NICHOLAS L. COCH

PATENT LEGISLATION SUBCOMMITTEE
Chairman
DAVID J. MUGFORD

PATENT AND TRADEMARK OFFICE AFFAIRS
SUBCOMMITTEE

Chairman

THERESA M. GILLIS

COURT PROCEDURE AND PRACTICE
SUBCOMMITTEE
Chairman

LAWRENCE ALABURDA
Members

GREGG C. BENSON
RICHARD DELUCIA
RICHARD G. BERKLEY
FREDERICK J. DORCHAK
JORDAN B. BIERMAN
NORBERT EDERER
RONALD E. BROWN
JAMES J. FARRELL
BERNARD F. CROWE

FRANCIS M. FAXIO
BERJY A, TERZIAN
JOHN P. WHITE
GEORGE W. WHITNEY

COMMITTEE ON UNITED STATES TRADEMARK
LAW AND PRACTICE

Board of Directors Liaison

HOWARD B. BARNABY

Chairman ’

STANLEY I SILVERBERG

TRADEMARK LEGISLATION
SUBCOMMITTEE

Chairman

PAUL FIELDS

PATENT AND TRADEMARK OFFICE AFFAIRS
SUBCOMMITTEE

Chairman

MARGARET RANFT

COURT PROCEDURE AND PRACTICE
Chairman

FRANK J. COLLUCCT
Members

STEVENJ. BARON
EDWARD J. HANDLER, I
MARTIN J. BERAN
LAURENCE R. HEFTER
BRADFORD S. BREEN
MILTON L. HONIG
MARILYN BROGAN
FRED A.KEIRE
ANTHONY J. CASELLA
THOMAS LANGER
ARLANA 8. COHEN
MARTIN A. LEVITIN
FRANK J. COLUCCI

ROBERT W. FIDDLER
ERIC D. OFFNER
KENFISHMAN

CHARLES 1. RAUBICHECK
STEWART I. FRIED

BRUCE C. HAMBURG
ED VASSALO

SPECIAL COMMITTEE ON HARMONIZATION
OF PATENT LAWS

. Board of Directors Liaison

SAMSON HELFGOTT
Chairman

WILLIAM J. BRUNET
Members

ROBERT L. BAECHTOLD
MICHAEL N. MELLER
JAY L. CHASKIN

LEE C, ROBINSON, JR.
THERESA M. GILLIS
JOHN P. SINNOTT
KARL F. JORDA

JOHN O, TRAMONTINE
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REPORT FROM
EUROPE

By John R. Olsen

A discussion document has finally
emerged from the EEC Commission cover-
ing the subject of Copyright. Since it may
not be apparent what interest the European
Economic Community has, if any, in the
questions of copyright, the socalled “Green
Paper” considers the emergence of impor-
tant copyright issues at the Community
level, the Community’s concerns in general
in this field, and most important of all, the
Community’s powers under the EEC treaty
in relation to copyright. As to the specific
powers of the Community under the Rome
Treaty, reference is made to Articles 2 & 3
setting out the objectives of the Commu-
nity; to Articles 30-36 on the free move-
mentofgoods; to Articles 57-66 on the free-
dom of movement of goods, capital and
persons; to Article 100 & 100(a) on the Har-
monization of Laws; to Article 116 on
External Policies; and to Article 235 which
contains reserve powers for community
legislation.

Together with the case law in the
Court of Justice on copyright matters this
could be said to represent a rather signifi-
cant array of legal powers. The Commis-
sion is nevertheless aware that in the whole
range of matters touched by copyright law
the Community has to select its priorities;
and as a consultative document the “Green
Paper” seeks endorsement for the
Commission’s selection of six priority ar-
eas. These are as follows: ,

a) parasitical use and pirating of
copyrighted works;

b) home copying of sound and
audiovisual works;

¢) distribution and rental rights;

d) the legal protection of com-
puter programs;

e) legal problems related to the
operation of databases; and

f) the external aspects of copy-
right protection.

Selection of these mattersisnot to
be taken as an indication that others are
without importance, butrather that they will
be continuously reviewed and be dealt with

when they surface as more critical issues.
PIRACY MOST IMPORTANT PART

By far the most important part of
the “Green Paper” is Chapter 2 on Piracy.
The “Green Paper” analyzes the harm
which piracy in the field of copyright works
is causing to the Community and has pre-
pared several proposals on which it seeks
the views of interested parties. There are
three general proposals:

a) a Community measure requir-
ing Member States to introduce effective
legal weapons against the commercial re-
production of copyright works;

b) aregulation extending the ex-
isting regulation (covering trademarks) to
prohibit the release for free circulation of
counterfeit goods to cover also goods under
copyright;

¢) miscellaneous recommenda-
tions in administrative acts on such matters
as search and seizure procedures.

In general the Commission’s pro-
posals here are constructive and likely to be
generally welcomed; comments on the Pi-
racy chapterin the “Green Paper” have tobe
submitted no later than 1 December 1988,
though comments on the specific issue of
controlling commercial duplicating equip-
ment for digital audio tapes (DATSs) were
requested by the end of July 1988. Audio
visual home copy is dealt with in Chapter 3
of the “Green Paper”.

Before considering whether legis-
lation is needed at Community level, the
Commission indicates its “present orienta-
tions” based largely on the proposition that
“home copying does have negative but un-
quantifiable effects on the legitimate ex-
ploitation of recorded works”. The Com-
mission is not convinced that there is any
need for the introduction of levies by way of
harmonization at Community level. This
appears to the Commission to be a matter
for the Member States to decide. Clearly
the Commission is far more interested in the
possibility of introducing “mandatory tech-
nical devices” in such a way that in future
(for example when digital audio tapes come
into common use) recorders should be re-
quired to conform to technical classifica-
tions which prevent their use for unlimited
acts of audio reproduction. The chapter

contains an appendix on tactical protection
which refers to the “Copy Code” and “Solo
Copy” proposals designed to achieve more
or less this objective.

Insofar as distribution rights, ex-
haustion and rental rights are concerned the
Commission concludes that the increasing
penetration of compact discs, which do not
deteriorate with frequent use, entail arisk to
the author, the performer, and the
phonogram producer, who may suffer eco-
nomic damage as a result of unauthorized
commercial rental of sound recordings.
The Commission therefore intends to sub-
mit to the Council a proposal for a Direc-
tive, to be based on Article 100(a) of the
EEC Treaty introducing a rental right for
sound video recordings in all Member
States. But interested parties are asked to
comment on whether this right should con-
sist of the right to authorize rental or should
be restricted to the right to receive equitable
remuneration. Comments are requested not
later than 1 December 1988.

ACTION ON COMPUTER
PROGRAMS

Computer programs have long

O

been discussed at the Community level.

The Commission is therefore committed to
take action with respect to them, A direc-
tive hasbeen promised, the only unknown is
what should be included in the Directive -as
the Commission has demonstrated the com-
puter programs area is filled with nothing
but questions. Comments are invited in this
field by 1 September 1988. Some of the
questions that the Community hag asked for
comment from by interested parties are
whether protection should apply to com-
puter programs fixed in any form; what
concept of originality should be applied;
what access and protocols should be ex-
cluded from protection; how broadly the
use right should be formulated; whether the
adaptation of the program by a legitimate
user exclusively for his.own purposes and
within the basic scope of the license should
be permitted; what reproduction of pro-
grams should be permitted for private pur-
poses; what term of protection there should
be; how the author should de defined in-
cluding authorship of computer generated
programs; for whose interest should protec-

@

[
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OMNIBUS TRADE LEGISLATION: AN UPDATE

This is an updated version of the appendix
to !he arucle by Dmud J Lee on "Omnibus TradelLeg-

“, which appeared in the May!
June issue of the BULLETIN.

PROCESS PATENT REFORMS

Set forth below is a comparison of the
processpatentreforms passed by the Congress
in April 1988. The conference version of the
Senate reforms was used as a basis for com-
parison. Material added to the Senate version
is underlined; material deleted from the Sen-
ate version is in brackets.

1. SECTION 154 (NEW CLAUSE]

Section 154 of title 35, United States Code is
amended by inserting after “United States[,]”
the following: “and, if the invention is a
process, of the right to exclude others from
using or selling throughout the United States,
or importing into the United States, products
made by that process,”.

2. SECTION 271
[NEW PARAGRAPH (G))

“(g) Whoever without authority imports into
the United States or sells or uses within the
United States a product which is made by 2
process patented in the United States shall be
liable as an infringer, if the importation, sale,
oruse of the product occurs during the term of
such process patent. In an action for infringe-
ment of a process patent, no remedy may be
granted for infringement on account of the
noncommercial use or retail sale of a product
unless there is no adequate remedy under this
title forinfringement on account of the impor-
tation or other use or sale of that product. A
product which is made by a patented process
will, for purposes of this title, not be consid-
ered to be so made after—

“(1)itismaterially changed by sub-
sequent processes; or

“(2) it becomes a trivial and nones-
sential component of another product.”.

3. SECTION 287
[NEW PARAGRAPH (B})]

“(b)(1) An infringer under section
271(g) shall be subject to all the provisions of
this title relating to damages and injunctions
except to the extent those remedies are modi-
fied by this subsection 9006 [105] of the
Process Patent Amendments Act of 1988
[1987]. The modifications of remedies pro-

APPENDIX

vided inthis subsection shallnot be availableto
any person who—

*(A) practiced the patented process;

“(B)owns or controls, oris owned or con-
trolled by, the person who practiced the pat-
ented process; or

“(C) had knowlege before the infringe- -
ment that a patented process was used to
make the product the importation, use, or
sale of which constitutes the infringement.

“[(b)] (2) No remedies for infringement under
section 271(g) of this title shall be available with
respect to any product in the possession of, or in
transit to, the person subject to liability under

. such section before that person had notice of

infringement with respect to that product. The
person subject to liability, shall bear the burden
of proving any such possession or transit. [the
pacty, or which the party has made a binding
commitment to purchase and which has been
partially or wholly manufactured, before the
party had notice of infringement as defined in
paragraph (5). The party shall bear the burden of
proving any such possession, transit, binding
commitment, or manufacture. If the court finds
that (A) the party maintained or ordered an ab-
normally large amount of infringing product, or
(B) the product was acquired or ordered by the
party to take advantage of the limitation on
remedies provided by this paragraph, the court
shall limit the application of this paragraph to
that portion of the product supply which is not
subject to such a finding.] “[(b)] (3)(A) In mak-
ing a determination with respect to the remedy in
an action brought for infringement under section
271(g). the court shall consider—-

(1) the good faith [and reasonable business

practices] demonstrated by the defendant

with respect 1o a request for disclosure,

“(i1) the good faith demonstrated by the

plaintiff with respect to _ [the] request for

disclosure [as provided in paragraph (4)],

and

“(ii1) the need to restore the exclusiverights

secured by the patent.

“(B) For purposes of subparagraph (A) [(a)].

the following are evidence of good faith:

“(i} a request for disclosure made
by the defendant;

“(ii} a response within a reason-
able time by the person receiving the re-
quest for disaclosure; and

“(iii) the submission of the re-
sponse by the defendant to the manufac-
turer, or if the manufacturer is not known,
to the supplier, of the product to be
purchased by the defendant, together with

a request for a written statement that the
process claimed in any patent disclosed in

the response is not used to product such
product.

[a request for disclosure by a part, a response
by the party receiving the request for disclo-
sure within 60 days, and submission of the
response by the party who received the dis-
closed information to the manufacturer, or if
not known, the supplier with a request for a
written statement that the process claimed in
the disclosed patentis not used.] The fajlureto
perform any [such] acts described in the pre-
ceding sentence is evidence of absenceof good
faith unless there are mitigating circum-
stances. Mitigating circumstances [shall]
include the case in which, due to the nature of
the product, the number of sources for the
product[s], or like commercial circumstances,
a request for disclosure is not necessary or
practicable 1o avoid infringement.]

“(b)] (4)(A) For purposes of this subsection
[paragraph (3)], a ‘request for disclosure’
means a written request made to a person
[party] then engaged in the manufacture of a
product to identify all process patents owned
by or licensed to that person [the party] as of
the time of the request, that the person [party]
then reasonably believes could be asserted to
be infringed under section 271(g) if that prod-
uct were imported into, or sold or used in, the
United States by an unauthorized person
[party]l. A request for disclosure is further
limited to a request—

“I(A)} which is made by a person
[party] regularly engaged in the United
States in the sale of the same type of prod-
ucts as those manufactured by the person
[party] to whom therequest is directed, or [a
request] which includes facts showing that
the person making the request [requester]
plans to engage in the sale of such products
in the United States;

“(i) [(B)] which is made by [prior
to] suchperson [party's] before the person’s
first importation, use, or sale of units of the
product produced by an infringing process
and before the person had [prior 1o] notice
of infringement with respect tothe product;
and

*“(iii) [(C]] which includes a repre-
sentation by the person making the request
that such person [requesting party that it]
will promptly submit the patents identified
pursuant to the request to the manufacturer,
or if the manufacturer is not known, fo the
suppliers of the product to be purchased by
the person making the request [requestor},



and will request from that manufacturer or

supplier a written statement that none of the
processes claimed in those patents is usedin

the manufacture of the product.

“(B) In the case of a request for disclosure
received by a person to whom a patent is
licensed, that person shall either identifv the
patent or promptly notify the licensor of the
request for disclosure.

“(C) A personwho has marked, in the manner
prescribed by subsection(a), the number ofthe
process patent on all products made by the
patented process which have been sold by that
personinthe United States before arequestfor
disclosure is received is not required to re-
spond to the request for disclosure. For pur-
posees of the preceding sentence, the term ‘all
products’ does not include products made
before the effective date of the Process Patent
Amendments Act of 1988.”

“(S)(A) For [the] purposes of this subsection,
notice of infringement means actual knowl-
edge, orreceipt by aperson [party] of a written
notification, or a combination thereof, of in-
formation sufficient to persuade a reasonable
person that it is likely that a product was made
by a process patented in the United States
[process].

“(B) A written notification from the patent
holder charging a person [party] with infringe-
ment shall specify the patented process alleged
to have been used and the reasons for a good faith
belief that such process was used, [If t]The
patent holder shall include in [has actual knowl-
edge of any commercially feasible process other
than the patented process which is capable of
producing the allegedly infringing product,] the
notification [shall set forth] such information
[with respect to the other processes only] as is
reasonably necessary to [fairly] explain fairly
the patent holder, s belief, except that the patent
holder [and] is not required to disclose any trade
secret information. :

“(C) A person [party] who receives a written no-
tification {as] described in [the first sentence of
such] subparagraph (B) or a written response to
a request for disclosure described inparagraph
(4) shall be deemed to have notice of infringe-
ment with respect to any patent referred to in
suchwritten notification or response unless that
person, absent mitigating circumstances—
“(i) promptly transmits the written noti-
ficationor response to the manufacturer or,
if the manufacturer is not known, to the
supplier, of the product purchased or to be
purchased by that person; and
(ii) receives a written statement from the
manufacturer or supplier which on its face
sets forth a well grounded factual basis for
a belief that the identified patents are not
infringed.” ‘
[and fails to thereafter seek information from

the manufacturer, or if not known, the sup-
plier, as to whether the allegations in the noti-
fication are true shall, absent mitigating cir-
cumstances, be deemed to have notice of in-
fringement This provision shall apply even
though the notification does not establish no-
tice of infringement under subparagraph (A).]

[“(D) A party who fails to make the submis-
sion referred to in subsection (b)(4)(C) shall be
deemed to have notice of infringement.]

“UD) For purposes of this subsection, a person
who obtains a product made by a process
patented in the United States in a quantity
which is abnormally large in relation to the
volume of business of such person or an effi-
cient inventory level shall be rebuttably pre-
sumedto have actual knowledge that the prod-
uct was made by such patented process.

[*(E)Filing of an action for infringement shall
constitute notice of infringement only if the
pleadings or other papers filed in the action
meet the requirements of subparagraph (A).”.]

“{6) A person who receives a re-
sponse to a request for disclosure.under this
subsection shall pay to the persontowhomthe
request was made a reasonable fee to cover
actual costs incurred in complying with the
request, which may not exceed the cost of a
conunercially available automated patent
search of the matter involved, but in no case
more than $500.”

4. SECTION 295 [NEW]

“§ 295. Presumption: Product Made by patented
process”

“In actions alleging infringement of
aprocess patent based on the importation, sale,
or use of a product which is made from a
process patented in the United States, if the
court finds—

“(1) that [there is evidence establishing]
a substantial likelihood exists that the prod-
uct was made by the patented process, and

“(2ythat the plaintiff [claimant] has made
areasonable effort to determine the process
actually used in the production of the prod-
uct and was unable so to determine, the
product shall be presumed to have been so
made, and the burden of establishing that
the product was not made by the process
shall be on the party asserting that it was not
so made.”.

5. EFFECTIVE DATE

(2)(I) IN GENERAL. — The Amend-
ments made by this subtitle take effect 6
months [shall apply only to products made
or imported] after the date of [the] enact-
ment of this Act and subject to subsections

(b) and {c), shall apply only with respect to
products mad# or imported after the effec-
tive date of the amendments made by this
subtitle.

(d) [(2)] EXCEPTIONS. — The amend-

“mentsmade by this subtitle shallnot abridge

or affect the right of any person or any
successor in business of such person to
continue to use, sell, or import any specific
product already in substantial and continu-
ous sale or use by such person in the United
States onJanuary 1, 1988, [May 15, 1987]
or for which substantial preparation by such
person for such sale or use was made before
such date, to the extent equitable for the
protection of commercial investments
made or business commenced in the United
States before such date. This subsection
[paragraph] shall not apply to any person or
any successor in business of such person us-
ing, selling, or importing a product pro-
duced by a patented process that is the
subject of a process patent [process] en-
forcement action commenced before Janu-
arv 1, 1987, before the International Trade
Commission, that is pending or in which an
order has been entered.

(c) [(b)] RETENTION OF OTHER
REMEDIES.The amendments made by
‘this subtitle shall not deprive a patent owner
of any remedies available under subsec-
tions (a) through (f) of section 271 of title
35, United States Code, under section 337
of the Tariff Actof 1930, or under any other
provision of law.

6. REPORTS TO CONGRESS

(a) CONTENTS. — The Secretary of
Commerce shall, not later than the end of
each l-year period described in subsection
(b}, report to the Congress on the effect of
the amendments made by this subtitle on
[the importation of ingredients to be used
for manufacturing products in the United
States in] those domestic industries that
submit complaints to the Department of
Commerce, during that l-year period, alleg-
ing that their legitimate sources of supply
have been adversely affected by the amend-
ments made by this subtitle.

(b) WHEN SUBMITTED. — A report
described in subsection (a) shall be submit-
ted with respect to each of the five l-year
periods which occur successively begin-
ning on the effective date of the [enactment
of this Act] amendments made by this sub-
section and ending five years after that ef-
Jective date.
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REGISTRATION FORM

CONTINUING LEGAL EDUCATION WEEKEND SEMINAR
FRIDAY, NOVEMBER 11 THROUGH SUNDAY, NOVEMBER 13, 1988

The Mohonk Mountain House accomidations are available at the weekend package
price of $595.00 double occcupancy, $425 single occupancy which includes theregistration
fee. These prices cover all charges for the weekend including:

— Luxurious room Friday and — Complete educational program
Saturday nights ,
‘ - — Continuous coffee breaks with
— All meals Friday evening juices, pastries, soft drinks, etc.
through Sunday Brunch ‘

— Use of all recreation facilities
— Two cocktail receptions and
Saturday evening Dinner-Dance — All gratuities, taxes, and service
charges

TO REGISTER PLEASE COMPLETE AND RETURN THIS FORM
with check payable to NYPTC Law Assoc., Inc.

Edward V. Filardi
Bambaugh, Graves, Donohue & Raymond
30 Rockefeller Plaza
44th Floor
New York, New York 10112
[Tel. (212) 408-2556]

NAME

FIRM

ADDRESS

ZIP CODE

NAME OF SPOUSE OR GUEST

This weekend package price cannot be reduced to a "day only" or "one night" rate
according to the terms of the package.
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tion be available and where the onus of
r"{joof should lie in infringement cases.

DATABASE PROBLEMS

Closely related to the question of
copyrighting computer programs is the
problem of databases. These are collections
of information stored and accessed by elec-
tronic means. If certain conditions are ful-
filled compilations are at least in part pro-
tected under the laws on copyright. But
electronic databasesraise anamber of tech-
nical and legal problems.

There are, as the Commission
points out, differences between a database
comprising a collection of full text material
(that is works already protected individu-
ally by copyright), acompilation of extracts
of works similar to an anthology or docu-
mentation center, collections of material
which in itself is the public domain (such as
mailing lists and perhaps including catalo-
ges and timetables) and the more substan-
tial products of electronic publishing. The
“Green Paper” does not discuss the general

opyright problems involved in electronic
blishing, except indirectly in various
different chapters; the problem discussed in
Chapter 2 is strictly related to the use of
databases and the most common kind of use
- of adatabase in the Commission’s view isat
present by an online access using electronic
communication media.

An illustration of the type of prob-
lem involved in applying traditional copy-
right concepts to the process of accessing
electronic databases is provided by the defi-
nition of retrieval. As the “Green Paper”
says, some jurisdictions treat all forms of
retrieval of information from a database
involving direct recording (down loading)
as a restricted act. However, retrieval may
take place in different ways; in some juris-
dictions a distinction is apparently made by
leammed opinion between, for example, vis-
ual display and printouts. Whereas print-
outs are regarded everywhere as a copy,
visual display is compared to a mere read-
ing of a book in a library or bookshop; it is
not considered a restricted act. In this area
the “Green Paper”is the most hesitant of all.
$he Commission seems to favor legal ac-

‘-—don to protect the compilation of works
within a database where those works are
themselves the subject of copyright protec-

tion. The Commission is also considering
whether the protection of the mode of
compilation of the database itself should
extend to databases composed of material
whichis notin itself protected by copyright.
This action would be taken only if it were
felt that the considerable investment in-
volved in the compilation of a database
could best be served by copyright rather
than by other means. The Commission
therefore invites comments on the relative
merits of copyright protection and of pro-
tection under a sui generis right.

MULTILATERAL AND BILATERAL
RELATIONS

Chapter 7 covers the role of the
Community in multilateral and bilateral
external relations. WIPO’s role is a con-
tinuing one and well recognized. The cur-
rent GATT negotiations however, provided
a single, and in some ways controversial,
opportunity to take action on the strength-
ening of protection for intellectual property
rights including copyright. As the "Green
Paper” says, the problems created by inade-
quate (or sometimes excessive) substantive
standards need to be addressed through the
transposition into the GATT legal system of
the basic rules which enjoy wide, although
not necessarily universal, recognition. If
successful the GATT initiative may go a
long way towards discouraging piracy and
facilitating legitimate trade in duly copy-
righted goods.

In addition to WIPO and the
GATT, the "Green Paper” refers to
UNESCO and the ILO (International Labor
Organization) and the Council of Europe,
but the most interesting section in the con-
cluding part of this chapter concerned bilat-
eral relations with non-Member States.
Above all, the chapter shows how the
Community’s increasing strength in world
trade together with increasing use of new
policy devices, such as the New Commer-
cial Policy Instrument is helping to protect
the interests of Member States’ copyright
owners where these interests are threatened
by non-Member States’ inadequate or op-
pressive copyright laws. As an illustration
the "Green Paper” cites the successful out-
come of the negotiations with Indonesia,
where the inadequacy of protection from
the unauthorized reproduction of sound

carriers has been damaging the interest of
Community traders.

REQUEST FOR COMMENTS
SINCERE

The Community’s request for
comments are sincere and interested par-
ties, even in non-Member States such as the
United States, could add significantly to the
body of knowledge upon which the Com-
mission will make arecommendation to the
European Parliament for a Directive or a
series of Directives in the copyright area.

UNIQUE FORUM
OFFERED FOR
PARALEGALS

A pacesetting forum for paralegals in
trademark law is scheduled to be held Sep-
tember 25 through the 28 at the Stouffer
Concourse Hotel in Arlington, VA,

Sponsored by The United States
Trademark Association, the program, DI-
MENSIONS: A FORUM FOR TRADE-
MARK PARALEGALS, offers anew, en-
terprising approach o concentrated learn-
ing for the law paraprofessional.

The DIMENSIONS forum offers
unique highlights of trademark law admini-
stration and professional management, in-
cluding:

» Observation of an actual Trademark
Trial and Appeal Board Hearing

« Touring the U.S. Trademark Office
and seeing a demonstration of the TRAM and T-
Search computerized searching systems

» Getting hands-on experience with a

variety of computerized trademark searching
and management systems .

« Hearing a keynote address by the
Assistant Commissioner for Trademarks, US. .
Patent and Trademark Office

» Meeting face-to-face with examining
atomeys from the U.S. Trademark Office.

A broad scope of basic and ad-
vanced trademark management issues will
be covered, and an innovative combination
of instructors, from both industry and pri-
vate practice, will bring a new dimension to
the paralegal's understanding of the prac-
tice of trademark law.

For further information, call the
above-listed contact, or the USTA Meet-
ings Department at 212-986-5880.
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PATENT INFRINGEMENT: OFFICERS AND DIRECTORS

BEWARE OF PERSONAL LIABILITY

Imagine your client’s surprise.
You have advised him to incorporate to
insulate himself from personal liability.
You have advised him that if he issues
shares of stock, maintains the statutory
capitalization, conducts and records peri-
odic meetings of the directors and share-
holders, elects officers and otherwise fol-
lows the necessary corporate formalities,
then only the corporation’s holdings, but
not his own, will be atrisk. Following your
advice, he incorporates. The officers and
board of directors meetand consider a prop-
erly prepared opinion of competent patent
counsel that a patent of which your clientis
aware is not valid or notinfringed. With the
consent of the board, and advice of counsel,
your client directs that manufacturing sales
activities continue notwithstanding the ex-
istence of someone else’s patent rights.

The inevitable occurs. A suit for
patent infringement is filed naming both
your client personally and his corporation.
Your client is accused of directing the acts
of the corporation in his official capacity
resulting in joint liability. Over your objec-
tion that no facts have been pled or proved
to justify piercing the corporate veil or to
establish willful infringement by your
client, he is found to be personally liable.

Prior to October 1, 1982, the effec-
tive date of the Federal Courts Improve-
ment Act of 1982 (the “1982 Act”), your
client’s personal liability would depend
upon which regional circuit heard the ap-
peal. In the majority of jurisdictions, your
client would not have been personally Li-
able. In the minority, your client would
have been personally liable. Today, any
officer or director who conducts, directs,
induces or otherwise “aids or abets” the
- corporation’s business and the activities
that are later determined to be patent in-
fringement may be held to be personally
liable. Apparently opting for the minority
rule, two three-judge panels of the Federal
Circuit in separate opinions authored by
Chief Judge Markey and Judge Rich have
held corporate officers and directors per-
sonally liable for directing the infringing
acts of the corporation.!

By Jeffrey W. Tayon

L. PRIOR TO THE 1982 ACT, THE
REGIONAL CIRCUITS WERE
SPLIT OVER THE ISSUE OF
PERSONAL LIABILITY OF
CORPORATE OFFICERS
AND DIRECTORS

The minority view is reflected in
cases such as National Cash-Register Co.
v. Leland, 94 F.502 (Ist Cir. 1899). This
case and others apply a strict common law
tort analysis to claims for patent infringe-
ment. Under this approach, the courts
reasoned that patent infringement is a tort;
all torts by definition be onlycommitted by
individuals; individuals are primarily li-
able for all torts in which they participate,
and the corporation is liable secondarily
through the doctrine of respondeat supe-
rior. This strict analysis ignores the uncer-
tainty in predicting whether or not acts

done today will rise to the level of infring-

ing conduct in the future. This approach
also ignores questions of whether the cor-
porate officer when directing the acts of the
corporation intended to commit an infring-
ing act, but, instead, applies a hindsight
strict liability standard.

The majority line of cases, led by
the Seventh Circuit, takes a more reasoned
approach. Under the Seventh Circuit rule,
corporate officersand agents are not jointly
liable with the corporation for patent in-
fringement unless a “special showing” is
made by the patent owner such as when the
officer or director acts “willfully and
knowingly—that is, when he personally
participates in the manufacture or sale of
the infringing article (acts other than as an
officer), or when he uses the corporation as
an instrument to carry out his own willful
and deliberate infringements, or when he
knowingly uses an irresponsible corpora-
tion with the purpose of avoiding personal
liability....” Dangler v. Imperial Machine
Co., 11 F.2d4 945, 946-47 (7th Cir. 1926).
According to the Dangler opinion, the
uncertainty surroundng the questions of
validity and infringement would make any
other rule “unduly harsh and oppressive.” ?

I, THE FEDERAL CIRCUIT
APPEARS TO HAVE ADOPTED
THE MINORITY VIEW

The Federal Circuit has now ap-
parently resolved the split of decision sub
stlentio by adopting the minority view.

The first opinion was authored by
Judge Rich in October of 1985 and joined
by Judges Miller and Bennett styled Power
Lift, Inc.v. Lang Tools, Inc., 774 F.2d 478,
227 US.P.Q. 435 (Fed. Cir. 1985). Ac-
knowledging disagreement between the
parties concerning the operative facts, the
Federal Circuit concluded that a “fair repre-
sentation” of those facts was as follows:
before the Powerlift patent issued, Mr.
Lang inspected a commercially available
embodiment of the Powerlift invention and
had his son measure certain parts. Next,
Lang Tools designed, built and sold prod—
ucts based upon, but not identical to, ?l()
Powerlift design. Some time later, the pat-
ent issued, and in a conversation with Mr.
Lang, Lang Tools was offered a license.
Mr. Lang refused the license stating that
“pefore he would pay [Powerlift] a nickel,
he’d see [Powerlift] in the courthouse”.
Lang Tools continued production. 774 F.2d
at981-82. Nine days after the patentissued,
suit was filed. The patent owner, Powerlift,
sued both Lang Tools, Inc. and Mr. Wen-
dell Lang who was the “president, founder,
majority owner, and director of Lang
Tools.” 774 F.2d at 480. Mr. Lang was
alleged to have induced Lang Tools to in-
fringe and to be liable personally for in-
ducement to infringe under 35 U.S.C.
§271(b), but was not alleged to be liable for
direct infringement under Section 271(a).
Both defendants were found by the jury to
be jointly and severally liable for
$229,655.00 in lost profit damages. Lang
Tools was also held to have willfully in-
fringed resulting in an award of attorney
fees. Mr. Lang was held to have induced
that willful infringement resulting in joif ~
and several liability for the attorney fe. -
award. , :
On appeal, counsel argued that, as
amatterof law, Mr. Lang could not be liable
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RECENT
DECISIONS OF
INTEREST

By Thomas A. O’ Rouke

PATENTS — “ON SALE” BAR

The U.S. Court of Appeals for the
Federal Circuit in Buildex Inc. v. Kason
Industries, Inc., 36 BNA PTCJ 270 (July
14, 1988) held that a discussion of the terms
of sale was sufficient to constitute an “on
sale” bar under351).5.C § 102. The CAFC,
inreversing the district court’s holding that
there was no offer for sale, focused on a
document bearing the title “Quotation”
which was in existence more that one year
prior to the filing date of the application for
the patent in suit and that discussions con-
cerning the terms of sale occured prior to
the critical date.

The District Court in ruling that
there was no “on sale” bar reasoned that the
“Quotation” was not a bar because there
was no testimony on the date when the
patented product was actually shipped. The
CAFC, inreversing the District Court, held
that “no more that a firm offer to sell may
be sufficient” for the “on sale” bar to apply.
The CAFC alsonoted that “[Plroof of deliv-
ery before the critical date would have been
conclusive in this case, but it is not neces-
sary to holding that the device was on sale
before then”,

TRADEMARKS - INCONTESTABLE
MARKS - LACHES

Despite the Supreme Court’s decision in
Park ‘N Fly v. Dollar Park and Fly Inc..,
469 U.S. 189 (1985), the Ninth Circuit in
Pyrodyne Corp. v. Pyrotronics Corp., 36
BNAPTCJ 271 (July 14, 1988) held that the
defense of laches applies to an incontest-
able mark. The Ninth Circuit Court in
analyzing the Park ‘N Fly decision, left un-
answered the question whether traditional
equitable defenses, such as laches, are
available against an incontestable mark.

PATENTS - ENFORCEABILITY OF .

SETTLEMENT LICENSE
The U.S. Court of Appeals for the
Federal Circuitin Hemstreet v. SpiegelInc.,
36 BNAPTCJ 305 (July 21, 1988) held en-

forceable a settlementorder whichincluded
a confidential license agreement whereby
the accused infringer agreed to make li-
cense payments “as they become due not-
withstanding that said patents in suit may be
held invalid and/or unenforceable”.

The licensed patents were held
invalid subsequent to the settlement order
{in Hemstreet v. Burroughs Corp., 655 F.
Supp 1096). In the present action, defen-
dants, REI, which was a party to the settle-
ment order, petitioned for relief from fur-
ther payments under the settlement order in
view of the findings of invalidity of the
licensed patents. The District Court denied
the petition on the ground that the settle-
ment order, which addressed validity and

“infringement, was a judicial disposition
entitled to res judicata effect.
On appeal, the CAFC affirmed but found it
unnecessary to resolve whether infring-
ment and validity were adjudicated by the
settlement order. The CAFC based its
decision on the policy favoring settlement
of litigation and enforcement of settlement
agreements. The CAFC refused to apply
Learv. Adkins, 395U.8. 653 (1969) on the
ground that enforcement of litigation settle-
ment agreements involves a public policy
absent in Lear.

PATENTS - SUMMARY JUDGMENT

The CAFCinAvia GroupInterna-
tionalInc.,v. L.A. Gear Californialnc., 36
BNA PTCIJ 349 (August 4, 1988), affirmed
the lower courts holding of summary judg-

ment of validity and infringement of a de- -

sign patent. The CAFC rejected
defendant’s arguments that it should be
permitted to take discovery because defen-
dant did not invoke the provisions of FRCP
56 (f) and it was deprived of its right to
cross-examine witnesses.

In affirming the grant of summary
judgment, the CAFC approved the standard
for summary judgment applied by the Dis-
trict Court stating:

“... a nonmovant must do more than
merely raise some doubt as to the exis-
tence of a fact; evidence must be forth-
coming from the non movant which
would be sufficient to require submis-
sion, to the jury of the dispute over the
fact.”

PATENTS - TYING o
ARRANGEMENTS \

InXetalnc., v. AtexInc.,36 BNA
PTCJ 355 (August 4, 1988) the CAFC af-
firmed the refusal of the District Court to
preliminarily enjoin Atex’s sales practices
where Atex conditioned the sale of its soft-
ware on the customer’s purchase of Atex
hardware. Atex enforced the tie by a dis-
claimer of warranty when Atex components
are used in forign systems. Atex’s position
was that the components are designed as an
integrated system and that its warranty
practice is common in the industry,

The CAFC held that Xeta did not
show alikelihood of success on the meritsin
proving the alleged tie. Thecourt noted that
Xeta did not preserve evidence to show that
Atex’s warranty practices were unreason-
able and showed no illegality in Atex’s
software licensing practice.




