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INTEREST OF AMICUS  

This amicus curiae brief is submitted on behalf of the New York 

Intellectual Property Law Association (“NYIPLA”). 

The NYIPLA is a professional association of approximately 1,300 

attorneys whose interests and practices lie in the area of patent, trademark, 

copyright, trade secret and other intellectual property law.  The NYIPLA’s 

members include a diverse array of attorneys specializing in patent law, including 

in-house counsel for businesses that own, enforce and challenge patents, as well as 

attorneys in private practice who represent entities in various proceedings before 

the U.S. Patent and Trademark Office (“PTO”).  Many of the NYIPLA’s member 

attorneys participate actively in patent litigation, representing both patent owners 

and accused infringers.  In addition, many of the NYIPLA’s member attorneys are 

involved in inter partes review proceedings, on both sides of patent validity issues.   

Because of the increasing importance of inter partes review 

proceedings, the NYIPLA and its members, and the clients they represent, have a 

strong interest in the standards that govern such proceedings and in the extent to 

which determinations in such proceedings are subject to appellate review.   

No party’s counsel authored any part of this brief.  No party, party’s 

counsel or other person besides the NYIPLA contributed money to fund the 

preparation or submission of this brief. 

 
 



 

THIS CASE PRESENTS TWO IMPORTANT ISSUES  
THAT SHOULD BE RE-HEARD EN BANC 

The decision by a divided panel in this case presents two important 

issues concerning inter partes review (“IPR”):  

(1) Whether decisions to institute an IPR on grounds that exceed or 

are outside the PTO’s authority are: (a) unreviewable by any 

court, or (b) subject to review on appeal of a final written opinion 

in an IPR; and   

(2) Whether patent claims in IPR proceedings should be: (a) given 

the “broadest reasonable construction in light of the specification 

of the patent in which [the claim] appears,” 37 C.F.R. 

§ 42.100(b), or (b) construed under the standards set forth in 

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc).  

See ECF No. 37 at 1.  Both issues are of great importance to patent owners and to 

IPR petitioners, and are deserving of en banc review.   

A. This Court Should Grant En Banc Rehearing on the First Issue 

The panel majority held that 35 U.S.C. § 314(d) “bar[s] review of all 

institution decisions, even after the Board issues a final written opinion.”  Maj. op. 

at 7.  Under that holding, patent owners would have little recourse, if any, in 

situations where the PTO “clearly and indisputably exceeded its authority” in 

deciding to institute an IPO.  Id. at 8. 
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The panel majority suggests that “mandamus may be available” to 

obtain judicial review in such situations.  Id.  But as the majority notes, there are 

stringent requirements for obtaining a writ of mandamus.  Id. at 8-10.  Those 

requirements would preclude judicial review for many decisions where the PTO 

exceeds its authority in instituting an IPR.  

As the dissent points out, the holding of the panel majority raises the 

possibility that institution decisions outside the PTO’s authority “can never be 

judicially reviewed, even if contrary to law, even if material to the final appealed 

judgment ….”  Dissent op. at 3.  As the dissent states, “[t]his ruling appears to 

impede full judicial review of the PTAB’s final decision, … negating the purpose 

of the America Invents Act to achieve correct adjudication of patent validity 

through Inter Partes Review in the administrative agency.”  Id. 

With IPRs becoming increasingly prevalent, this issue is of great 

importance, both to patentees and to IPR petitioners.  The importance of the issue 

and the divided panel decision makes en banc review appropriate. 

B. This Court Should Grant En Banc Rehearing on the Second Issue 
for Reasons Identified by Other Amici 

Other amici – including the Intellectual Property Owners Association 

(ECF No. 60); the Pharmaceutical Research and Manufacturers of America 

(PhRMA) (ECF No. 62); and 3M Company et al. (ECF No. 63) – have urged this 

Court to grant rehearing en banc to address the second issue.  We agree that that 
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issue is of great importance and should be re-heard en banc.  Because that issue has 

been discussed at length by other amici curiae, we do not address it here. 

CONCLUSION 

For the reasons set forth above, this Court should order en banc to 

address both of the issues identified above.  
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