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This Article explores the relation-
ship between two patent statutes: 

first, the Physician’s Immunity Statute, 
35 U.S.C. § 287(c), which grants im-
munity to medical practitioners who 
infringe a medical method patent; and 
second, the inducement statute, 35 
U.S.C. § 271(b), which states that a 
patent holder may recover from a party 
who “actively induces” patent infringe-
ment. In what circumstances, if any, 
should the medical practitioner’s im-
munity be extended to the inducer?

Medical method patents are now reg-
ularly issued by the United States Pat-
ent and Trademark Office (USPTO).3 
While the issuance of these patents in 
the United States is now a foregone 
conclusion,4 many countries do not 
issue medical method patents for 
public policy reasons.5 Even within 
the United States, considerable con-
troversy remains regarding the extent 
to which medical method patents can 
be enforced.6 In response to the con-
troversial case of Pallin v. Singer,7 
§ 287(c) was enacted in 1997 to limit 
infringement actions against doctors.8 
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Inducing Immune Infringement: 
The Interplay of 35 U.S.C. § 287(c) and § 271(b)

By Libby Moulton1

“[I]t is important not to kill the goose that lays the golden egg, 
that is, the incentive for medical research.”2

The statutory language and legislative 
history of § 287(c) left open several 
questions, including the scope of in-
ducement liability.

Determining if immunity extends to 
inducers begins with the express terms 
of § 287(c) and the legislative choices 
it represents. This Article concludes 
that there is indeed a conflict between 
§ 287(c)’s language and intent, espe-
cially when considered in conjunction 
with § 271(b)’s policy of providing 
a usable remedy to infringement. To 
resolve this conflict, courts should care-
fully interpret the language of § 287(c), 
and limit § 271(b) in some settings, 
in order to give effect to the policy 
§ 287(c) expresses.

Part I of this Article briefly lays out 
the legislative history and policy of 
§ 287(c). Part II explains the statutory 
framework of § 287(c) and flags several 
questions for determining the scope of 
inducement liability. Part III introduces 
inducement liability and its importance 
for medical methods, including the 
breadth of potential liability. Finally, 
Part IV lays out a proposed framework 
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As I write this column, the summer holi-
days are behind us and our members 

are busily engaged on all fronts. NYIPLA 
continues to undertake an impressive level 
of excellent work on behalf of our mem-
bers and our community. Even during the 
summer months our Association remained 
remarkably active, so that many interesting 
programs will be held during the remainder 
of this year and into next year. The legisla-
tive provisions of the America Invents Act 
have spawned a raft of new regulations that 
will challenge our members in the coming 
years. NYIPLA members have been at the 
forefront as the law becomes more fully im-
plemented, and we were fortunate to con-
duct two exciting programs devoted to new 
AIA regulations. 

First, on September 20, 2012, NYIPLA 
hosted a CLE breakfast on AIA Implemen-
tation at the offices of Philips Corporation 
in Briarcliff Manor, N.Y. The program fea-
tured panelists from the U.S. Patent and 
Trademark Office, corporate and private 
practice. Especially given the success of 
this program, we likely will see more CLE 
or networking programs conducted outside 
of Manhattan, as we take NYIPLA “on 
the road” to surrounding neighborhoods. 
Thanks particularly to Kevin Ecker and 
Philips Corporation for hosting this impor-
tant breakfast CLE. 

The Patent Law and Practice Committee 
also arranged to host a 
USPTO Roadshow event 
on September 28 to dis-
cuss AIA implementation 
issues. Peter Thurlow, 
Brian Rothery, and Dor-
othy Auth worked very 
hard on this program, 
in conjunction with the 
USPTO, and by all ac-
counts this program was 
a hit. These recent pro-
grams have enabled our 
membership to be fully 
updated on the latest 
AIA developments, and 
to learn directly from the 
USPTO about its imple-

mentation efforts. Stay tuned for further 
AIA programming as additional regulations 
are introduced next year.

On other fronts, our Young Lawyers Com-
mittee held a networking event at NYU on 
October 4, and our Women in IP Law Com-
mittee is organizing an event for October 24. 
The Meetings and Forums Committee also is 
hosting a CLE event during the evening on 
October 18. The topic is ethical issues regard-
ing the use of social media. We hope that the 
evening format for these programs will be a 
convenient alternative to some of our lunch-
time programs. Please see our website for fur-
ther details on the upcoming programs.

The September/October events kicked off 
our fall programming, but much more is in 
store for the membership. I encourage you to 
become active in a committee to learn more 
about NYIPLA, meet new colleagues, and 
to participate in important developments 
in our field. NYIPLA offers you a host of 
opportunities, including efforts on amicus 
briefs, publications, membership enhance-
ment, etc., in addition to CLE and network-
ing events. The Board recently hosted a 
meeting with the Committee Chairs, and we 
were quite impressed with the energy of all 
the committees. My thanks to our Immediate 
Past President, Terri Gillis, for her efforts to 
support our committees and also to all the com-
mittee chairs and members for their commit-
ment to NYIPLA. Please call me or any Board 

member if you would like 
to learn more.

Finally, I would like 
to welcome our newest 
Board members: De-
nise Loring of Ropes & 
Gray LLP; Rich Parke 
of Frommer Lawrence & 
Haug LLP; and Wanli Wu 
of Cantor Colburn LLP. 
Thanks also to Leora 
Ben-Ami of Kirkland & 
Ellis LLP for agreeing to 
serve as NYIPLA Secre-
tary this year. We all ben-
efit greatly from the en-
thusiasm and dedication 
of these volunteers.
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for courts to determine when an inducer should be held 
liable for infringement of a medical method patent.

I. The Physician’s Immunity Statute
Section 287(c) lays out a complicated framework for 

immunizing medical practitioners from patent infringe-
ment suits. To date, § 287(c) has not been successfully 
invoked as a defense.9

 A. Legislative History
In 1996, Congress added § 287(c) to the patent stat-

ute through an appropriations rider.10 The so-called 
“Physician’s Immunity Statute” immunizes a medical 
practitioner or related health care entity from dam-
ages, injunctive relief, and attorney fees in a patent 
infringement suit for performance of a medical activity 
on a body. 35 U.S.C. § 287 is entitled, “Limitation on 
damages and other remedies; marking and notice.” The 
main part of the Physician’s Immunity Statute, 35 U.S.C. 
§ 287(c)(1),11 states:

With respect to a medical practitioner’s 
performance of a medical activity that 
constitutes an infringement under section 
271(a) or (b) of this title, the provisions 
of sections 281, 283, 284, and 285 of this 
title shall not apply against the medical prac-
titioner or against a related health care entity 
with respect to such medical activity.

The Physician’s Immunity Statute was enacted at the 
behest of the American Medical Association (AMA) and 
various other advocacy groups in response to several 
concerns, including the perceived threat that medical 
method patents would have on open discourse in the 
medical field.12 Although the USPTO had been granting 
medical method patents for several years, the first lawsuit 
against a doctor for infringing a medical method patent 
in 1994 spurred the AMA’s legislative efforts to amend 
the Patent Act.13

The case, Pallin v. Singer, involved both direct and 
induced infringement claims by one ophthalmologist, 
Dr. Pallin, against another competing ophthalmologist, 
Dr. Singer. Dr. Pallin held a patent on a method of per-
forming a sutureless cataract surgery.14 Dr. Singer both 
performed the surgery, constituting direct infringement, 
and taught other ocular surgeons the surgery technique, 
constituting induced infringement.15 Even though the 
case was later dismissed by a consent order invalidat-
ing the claims and enjoining Dr. Pallin from enforcing 
his patent, 16 the potential liability of doctors and other 
medical professionals led Congress to begin investigating 
ways to stop medical method suits.

The AMA, joined by several other medical associa-
tions, first attempted to pass legislation that would have 
prevented the USPTO from issuing medical method 
patents by placing medical methods outside the reach of 
§ 101.17 These groups argued that medical method patents 
harm the health care system in several ways. First, the 
AMA argued that patents would restrict peer review of 
medical procedures and the sharing of information for 
fear of infringement lawsuits. Second, the costs of licens-
ing, litigation, and searching patents would restrict pa-
tient access to the best care. Third, the AMA worried that 
allowing litigation over medical methods would breach 
patient confidentiality. Finally, the AMA contended that 
medical method patents were not a necessary incentive 
for doctors and other health care researchers to create new 
methods of treatment.18 This approach was strongly op-
posed by the biotechnology and pharmaceutical industry. 
These groups worried that the AMA’s proposal to amend 
§ 101 would prevent them from obtaining patent protec-
tion and securing funding for their research.19

In response to these competing concerns, Senator Bill 
Frist (R-TN), a doctor, proposed an amendment to § 271 
that would have stated that it was not an act of infringe-
ment to use or induce certain people to perform patented 
medical methods.20 This bill was criticized for severely 
limiting the exclusionary powers of a patent.21 Further-
more, the Frist amendment was accused of discriminating 
both on the basis of the technology of the patent and the 
identity of the infringer.22

These two early approaches of excluding medical 
methods from issuance or infringement were quickly 
abandoned. In their place, H.R. 3610 proposed to im-
munize some infringements of medical method patents. 
H.R. 3610 was sent to the Senate as a conference agree-
ment, meaning that it could not be amended and was 
only subject to an up or down vote.23 The bill did not 
pass through the judiciary committee nor was any hear-
ing held on its exact terms, despite including language 
that was not present in any previous bill. Nevertheless, 
the bill was passed by the Senate by a vote of 84-15 and 
was signed by the President later that evening.24

According to a letter written by Senator Orrin Hatch 
(R-UT), there were too many unresolved issues to 
“sweep” the legislation into an end-of-the-session om-
nibus appropriations bill.25 In particular, Senator Hatch 
objected to the amendment on procedural grounds be-
cause the proposal was never the subject of hearings or 
amendments in either the House or Senate. Senator Hatch 
also objected to the legislation because of its potential to 
set undesirable precedent for United States trade policy.26 
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Inducement liability is just one of many questions left 
open by the text of the bill and its legislative history. 
None of the legislative history of § 287(c) or its prior 
bills addresses the question of whether immunity should 
extend to an inducer.

 B. Policy Behind the Statute
The AMA’s original opposition to the issuance of medi-

cal method patents, and later its support for the Physician’s 
Immunity Statute, is based on its concerns regarding the 
effects that medical method patents might have on the 
medical profession. Several of these concerns about a 
medical practitioner’s direct liability also apply to the 
liability of an inducer.
 1.  Free and Open Disclosure in the 
  Medical Profession

The Hippocratic Oath requires doctors to share infor-
mation.27 The AMA Code of Medical Ethics also requires 
sharing of medical knowledge and public disclosure of 
a physician’s knowledge and research.28 By immuniz-
ing both direct and induced infringement on the part 
of the medical practitioner and the related health care 
entity, the Physician’s Immunity Statute allows medical 
practitioners to share information freely without fear of 
liability.29 However, non-licensed researchers do not fall 
within the protection of § 287(c).30

 2.  Access to New Advances in Health  
  Care for Patients

An important driving force behind § 287(c) is the fear 
that patients will not be able to have adequate access to 
new developments in medical technology without im-
munizing those who develop or disseminate information 
regarding new treatments.31 Because simply providing 
instructions or advertising a method of use is considered 
conduct constituting “active inducement,”32 the potential 
liability for insurers, instructors, textbook authors, and 
authors of scholarly papers would sharply limit the spread 
of information.

Additionally, it can be very difficult to determine 
whether something is patented, or if claimed in a patent, 
whether the patent is valid and enforceable. The difficulty 
of determining what is patented can lead to over-deter-
rence, and therefore discussion of procedures that are in 
fact in the public domain would also be chilled through 
inducement liability.33

 3.  Costs to Health Care
Today, health care costs are a source of frequent public 

ire.34 If inducers were held liable for patent infringement, 
health care costs could go up in a number of ways. Insur-
ance against inducement liability, acquiring licenses for 

patented technologies, and even reliance on older, more 
expensive technology would all increase the costs of 
patient care.35 Presumably these costs would be passed 
onto patients.

 4.  Peer Review of Medical Procedures
Under the prospect theory of patents36 we assume that 

the inventor should have control of the invention and 
its future development. In medical practice, however, a 
group-development model of medical care dominates, 
which emphasizes peer-reviewed procedures. The im-
portance of peer-review and discussion to the group-de-
velopment model has led to concerns over the possibility 
of patent law having a chilling effect on discourse. This 
was one of the primary motivators behind enacting the 
Physician’s Immunity Statute.37

 5.  Patient Confidentiality
The AMA was also concerned that infringement suits 

would force doctors to breach patient confidentiality.38 
In order to be held liable for either induced or direct 
infringement, the patentee must prove that actual in-
fringement took place. This would require a patentee 
to prove that the method was performed by the medical 
practitioner or that a patient infringed the method.39 Thus, 
the AMA worried that the patentee could force the doctor 
to disclose confidential information during the discovery 
phase of an infringement suit. The concern really only 
supports a non-infringement statute, rather than an im-
munized infringement statute, since to invoke § 287(c) 
in the first place the medical practitioner’s activity must 
“constitute an infringement.”40

II. The Statutory Framework of § 287(c)
Section 287(c) lays out a multipart framework for de-

termining if a medical practitioner is immune from liabil-
ity. In order to qualify for immunity,41 the infringement 
must be: (1) a “medical practitioner’s”42 performance 
of a (2) “medical activity”43 (3) on a “body.”44 Then, 
the various liability provisions45 of the Patent Act will 
not apply against the medical practitioner or a “related 
health care entity.”46

 A. Immunity from infringing . . .
As a preliminary matter, § 287(c) must be interpreted 

as creating an exception to liability, rather than an excep-
tion to infringing behavior. If practicing a medical method 
patent is not an infringement, then no one can be liable for 
inducement, since inducement requires an actual, direct in-
fringement. If the statute is creating only an immunity, then 
inducement could still occur despite a lack of liability attach-
ing to the direct infringer. This question can be answered 
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by looking at both the express terms of the statute and the 
legislative history of § 287(c). Both support the view that 
the statute creates an immunity to infringement liability.

First, the language of the statute states that the perfor-
mance of a medical activity “constitutes an infringement,” 
either a direct infringement or an induced infringement, 
and then states that the remedies provisions of the Pat-
ent Act will not apply against the medical practitioner.47 
Additionally, § 287 is titled “Limitation on damages and 
other remedies.” On a plain meaning basis, this supports 
the view that the statute recognizes a statutory infringe-
ment, but then immunizes it from legal remedies.

Second, § 271(e)(1), also known as the clinical trial 
exemption, creates a statutory exception from infringe-
ment, stating that “it shall not be an act of infringement” 
to conduct research related to the development and 
submission of information to the FDA. This shows that 
Congress knew what to say if it wanted to create an ex-
ception to infringement, rather than just an immunized 
infringement. By choosing not to use that same language 
in § 287(c), § 271(e)(1) should be understood as giving 
a different meaning.

Finally, the legislative history of § 287(c) indicates that 
Congress intended an immunized infringement rather 
than no infringement. A prior version of § 287(c) would 
have created an express exception to infringement under 
§ 271. In Senate Bill 1334, Senator Frist proposed adding 
a new subsection (j) to § 271 which would have stated:

[I]t shall not be an act of infringement for a 
patient, physician, or other licensed health care 
practitioner, or a health care entity with which a 
physician or licensed health care practitioner is 
professionally affiliated, to use or induce others 
to use a patented technique, method, or process 
for performing a surgical or medical procedure, 
administering a surgical or medical therapy, or 
making a medical diagnosis. . . .48

A number of concerns emerged about S. 1334. Seizing 
upon the lack of litigation among medical practitioners 
of patented procedures, opponents took issue with 
exempting a specific class of inventions and a specific 
profession from the patent statutes.49 They argued that 
this would set a dangerous precedent under the patent 
laws and that it was inconsistent with the purposes of 
the patent system.50

This change in position from earlier versions of the bill 
indicates that § 287(c) must be interpreted as recognizing 
a statutory infringement, but then providing an immunity 
defense to the medical practitioner, or related health care 
entity, who infringes or induces others to infringe.

 B. For a medical practitioner . . .
The first requirement for immunity under § 287(c)(1) is 

that a medical practitioner must carry out the infringement. 
Section 287(c)(2)(B) defines a “medical practitioner” as 
“any natural person who is licensed by a State to provide 
the medical activity described in subsection (c)(1) or 
who is acting under the direction of such person in the 
performance of the medical activity.” This means that 
non-licensed researchers will not be immunized under 
§ 287(c)(1). It does, however, immunize someone working 
under the control of a state-licensed medical practitioner.

 C. Performing a medical activity . . .
The second requirement under § 287(c)(1) is for the 

infringing activity to be a “medical activity.” Section 
287(c)(2)(A) defines a “medical activity” as “the perfor-
mance of a medical or surgical procedure on a body” but 
with three exemptions in the definition. First, it exempts 
patents that utilize a patented machine, manufacture, or 
composition of matter in performing the method. Second, 
it exempts patented methods of using compositions of 
matter (e.g., pharmaceuticals), whether the drug is patent-
ed or not. Finally, it categorically exempts all processes 
that violate biotechnology patents from immunity.

These exemptions indicate that Congress limited the 
scope of the statute in response to pressures from the 
biotechnology, pharmaceutical, and medical device in-
dustries. By including the three specific exemptions in 
§ 287(c)(2)(A), Congress has attempted to limit the scope 
of the immunity to only “pure” method claims. However, 
the exemptions still leave open several loopholes that 
could affect the patent rights of many commercialized 
technologies. In deciding if the immunity of the infringer 
should extend to the inducer, a court will have to ask if 
Congress intended for these exemptions to occupy the 
field or instead if the general purposes of the statute 
should prevail.

Sections 287(c)(2)(A)(i) and (ii) limit the applicability 
of § 287(c) to “pure” method patents – those that do not 
involve a patented machine, manufacture, or composition 
of matter, or patented use of any composition of matter.51 
This is supposed to prevent a physician from claiming 
immunity for using a patented medical device (e.g., 
implanting a patented stent using a patented method). 
However, it is unclear if the statute applies where the 
device is patented but the device claims are later held 
invalid or unenforceable.52

Finally, § 287(c)(2)(A)(iii) broadly exempts all bio-
technology patents from the immunity protection of the 
statute: clearly an intended result of biotechnology and 
genetics industry lobbying. Although the term “biotechnol-
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ogy patent” is not defined in the statute, the correspond-
ing Conference Report states that it “includes a patent 
on a ‘biotechnological process’ as defined in 35 U.S.C. 
§ 103(b), as well as a patent on a process of making or 
using biological materials, including treatment using those 
materials, where those materials have been manipulated ex 
vivo at the cellular or molecular level.”53

 D. On a body . . .
Third, in order to be immune under § 287(c)(2)(A), the 

medical activity must take place “on a body.” Section 
287(c)(2)(E) defines “body” as “a human body, organ 
or cadaver, or a nonhuman animal used in medical re-
search or instruction directly relating to the treatment of 
humans.” This is potentially a huge loophole depending 
on how broadly this term is construed by the courts. 
Nonhuman animals used in research include patented 
animals such as transgenic mice.54 Research is also 
performed on excised human tissues, animal tissues, 
human cells lines, and animal cell lines, etc. If § 287(c) 
is seen as immunizing research on tissue and cell lines, 
the statute will have a much broader scope than Congress 
originally contemplated.

 E. And related health care entities . . .
 Section 287(c)(1) immunizes both medical practitio-
ners and related health care entities from infringement 
liability. Congress’s rationale for immunizing related 
health care entities is illustrated by the facts of the Pallin 
v. Singer litigation.
 Dr. Pallin sued both Dr. Singer and the clinic he was af-
filiated with for performing the patented sutureless cataract 
surgery.55 Immunizing only Dr. Singer, and not the associ-
ated clinic, would not have stopped the Pallin suit. In fact, 
the clinic may have been a more desirable target because 
of its deeper pockets. The AMA feared that clinics would 
stop their employees from performing infringing methods 
in order to avoid infringement liability.56 Immunizing the 
“related health care entity” was seen as necessary to ef-
fectuate the policy of the statute.
 Congress’s choice to expressly immunize a party aside 
from the medical practitioner strongly suggests that it did 
not intend to immunize any more parties.57 Congress pro-
vided broad definitions of both “medical practitioners”58 
and “related health care entities.”59 It would be incongru-
ous with the terms of the statute to extend immunity to 
inducers outside of those two groups.

 F. But Not for Commercial Developers?
Section 287(c)(3) includes a broad exception from im-

munity where the infringing activities are directly related 

to “the commercial development, manufacture, sale, im-
portation, or distribution of a machine, manufacture, or 
composition of matter or the provision of pharmacy or 
clinical laboratory services (other than clinical laboratory 
services provided in a physician’s office).” Because there 
is no legislative history accompanying this provision, in 
§ 287(c) as adopted or in any prior version, it is unclear 
what Congress intended with this provision.

One interpretation is that § 287(c)(3) is meant to di-
rect the reader to look to § 271(e). Section 271(e), the 
clinical trials exemption, states that it is “not . . . an act 
of infringement” to conduct infringing research for the 
purpose of submitting information to the FDA.60 This is a 
likely interpretation of § 287(c)(3) because it specifically 
calls out FDA-regulated activities and the “commercial 
development” of new technologies.

However, under a broader interpretation, § 287(c)(3) 
could potentially strongly limit the applicability of the 
immunity provision. For example, if a surgeon practices 
an infringing method for the purpose of improving the 
method and developing a device for performing the 
improved method, would he be liable? His performance 
of the patented method is “directly related” to the com-
mercial development of a new device, but he is also 
involved in an effort to improve existing medical tech-
niques and patient care. This interpretation of the statute 
could conflict with the goals of the statute – to protect 
the peer-review system of medical treatment.61

III. The Scope of the Inducement 
 Problem
 A. Introduction to Inducement Liability

Section 271(b) was codified in the 1952 Patent Act in 
order to provide an effective remedy against infringement 
in the case in which it is impractical or infeasible to sue 
the direct infringer.62 Section 271(b) entitles the patent 
holder to the same relief against the inducer as against 
the direct infringer – the possibility of damages (includ-
ing willful damages), an injunction, and attorney fees.63 
The objective of inducement liability is to give patent 
holders effective protection in circumstances in which the 
direct infringer either is not the truly culpable party or is 
impractical to sue. Inducement liability requires findings 
about the accused inducer’s knowledge and intent, and 
some conduct which “actively induces” the infringement 
of a third party.64

The knowledge and intent requirements for induce-
ment were recently clarified by the Supreme Court in 
Global-Tech Appliances, Inc. v. SEB S.A.65 Global-Tech 
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holds that induced infringement under § 271(b) “requires 
knowledge that the induced acts constitute patent in-
fringement.”66 Knowledge may be established through 
the willful blindness doctrine, but “deliberate indiffer-
ence to a known risk” is insufficient.67 Because of the 
knowledge and intent requirements, inducement liability 
is a poor vehicle to rely on for effective patent protection. 
However, in many cases, inducement liability is the only 
available avenue for effectively protecting a patent.

 1.  What Counts as Inducing Conduct
Section 271(b) requires “active inducement” of direct 

infringement. The conduct which can be relied upon 
to find active inducement has the potential to be very 
broad.68 While the action which is inducing must be 
intentional, it may be “as broad as the range of actions 
by which one in fact causes, or urges, or encourages, or 
aids another to infringe a patent.”69

Because the lower courts have found that extremely 
low levels of conduct may constitute active inducement 
(when coupled with the requisite intent and knowledge), 
medical device suppliers, insurers, medical instructors, 
and even authors of medical papers could be liable for 
induced infringement.
 a. Providing Instructions

Provision of instructions for how to perform a medical 
method is extremely common. This could be found in 
product inserts, product demonstrations, advertisements, 
or even in non-commercial forms like health care train-
ing, demonstrations at conventions, medical journals, 
or textbooks.

In other contexts involving non-medical technolo-
gies, defendants were liable for inducing infringement 
based on their providing instructions to others on how 
to undertake a patented process or implement a patented 
design. Instructions included with a product have also 
been found sufficient to induce infringement. In Corning 
Inc. v. SRU Biosystems, the manufacturer of an infringing 
product was also found to have induced infringement 
of method claims by customers who used the product 
in accordance with the manufacturer’s instructions.70 In 
Tristrata Technology, Inc. v. Mary Kay, Inc., advertise-
ments and product inserts were found to have induced 
customers to practice the patented method using an 
unpatented product.71

In Chiuminatta Concrete Concepts, Inc. v. Cardinal 
Industries, Inc., the Federal Circuit upheld a finding of 
inducement liability against a party that advertised and 
sold a rotary saw for cutting concrete.72 The saw, capable 
of multiple uses, was advertised for use in a manner 
that infringed the plaintiff’s patent claims for a method 
of cutting concrete. Because at least one possible mode 

of use recommended and instructed by defendant’s ad-
vertisements infringed on plaintiff’s method claims, the 
defendant was found to have intentionally induced its 
customers’ infringement.

In the medical device case of C.R. Bard, Inc. v. U.S. 
Surgical Corp., the defendant-manufacturer was found 
to have induced infringement of the plaintiff’s method 
claim although the accused product did not infringe the 
plaintiff’s device claims.73 The case involved a surgical 
hernia plug manufactured by the defendant that could 
be trimmed to fit the patient. Pursuant to manufacturer’s 
instructions for reducing the plug’s bulk, surgeons 
trimmed the “petals” of the plug during surgery. This 
practice supported the finding that surgeons were directly 
infringing the plaintiff’s method claim, which called for 
“detaching one or more petals from the inner filler body 
to vary the stiffness of the implantable prosthesis.” The 
court held that the manufacturer actively induced such 
infringement based on the manufacturer’s instructions 
provided with the product.74

The Federal Circuit has also upheld inducement 
where the defendant published medical articles that 
encouraged the performance of an infringing method. In 
Metabolite Labs., Inc. v. Laboratory Corp. of America 
Holdings, the defendant published medical articles 
targeting doctors, specifically suggesting in the articles 
the infringing use of a patented assay to identify a vi-
tamin deficiency.75 The court found that

LabCorp publishes both Continuing Medical 
Education articles as well as a Directory of Ser-
vices that are specifically targeted to the medical 
doctors ordering the LabCorp assays. These pub-
lications state that elevated total homocysteine 
correlates to cobalamin/folate deficiency and 
that this deficiency can be treated with vitamin 
supplements. LabCorp’s articles thus promote 
total homocysteine assays for detecting cobala-
min/folate deficiency.76

These cases demonstrate that the potential inducement 
liability for medical method patents is extremely broad, 
and potentially affects a number of different actors.

 b. Unassembled Kits
The provider of an unassembled kit, where the kit creates an 

infringing device when assembled, may be liable for inducing 
the purchaser to create the infringing device. In a case involv-
ing a fireplace kit claimed as a device, the Federal Circuit 
found a manufacturer liable for induced infringement through 
selling a kit which included instructions for assembling the 
fireplace burner in an infringing combination.77

Even infringement of method claims may be induced 
through the kit or assembly theory.78 In nCube Corp. v. 



N Y I P L A     Page 8     www.NY IPL A.org

cont. from page 7

Seachange Int’l, Inc., the Federal Circuit found that the 
defendant induced infringement of a patent for a method 
of providing multimedia data in networked system. The 
defendant sold systems without a relevant component 
to customers whose networks already contained their 
own version of relevant component. By combining the 
defendant’s systems with pre-existing customer systems, 
the new, combined system infringed the patent.

Sometimes method claims are a “method of providing” 
a device that includes the limitations of the device and 
requires providing those components according to the 
claim limitations “for use” in a medical procedure.79 For 
example, claim 11 of an external insulin pump technol-
ogy patent claims:

A method of making a delivery device for delivering 
an infusion medium to a user, the method compris-
ing: providing a first housing portion . . . providing a 
second housing portion…arranging a plunger within 
the interior of the reservoir and moveable along an 
axial direction of the reservoir; supporting a slide 
member on the second housing portion . . . . 80

Such claims could provide the basis for direct infringe-
ment by a medical provider who assembles the device 
and then uses it in the medical context. If the assembled 
device is not patented, then the surgeon will be immune 
from suit.81 However, the manufacturer of the kit could 
be liable for inducement.

Overall, the potential for inducement liability on the 
part of manufacturers or even instructors of medical 
practitioners is enormous. If merely describing a patented 
method in a manner that encourages others to perform it 
constitutes conduct of “active inducement” then liability 
for medical method patents could be widespread.

 B. Medical Methods Require Protection  
      Against Induced Infringement

The traditional justification for the patent system is that 
it encourages inventors to disclose their inventions to the 
public in exchange for a limited monopoly.

From their inception, the federal patent laws have 
embodied a careful balance between the need to 
promote innovation and the recognition that imi-
tation and refinement through imitation are both 
necessary to invention itself and the very lifeblood 
of a competitive economy.82

This justification is no less true in the case of medi-
cal procedure patents. Even though “historically, surgical 
procedures [were] not patented,” there are incentives for 
patenting procedures to attract investment and capital in 
research and development.83 The earliest medical method 

patent is believed to be a patent on the method of using ether 
as a surgical anesthetic, granted by the USPTO in 1846.84 
By the 1960s, the USPTO routinely issued medical method 
patents.85 Today there are venture-funded companies that are 
protected solely by medical method patents.86 Even the AMA 
agrees that there is some medical technology that would not 
be available today without the patent incentive.87

Many medical method patents can be effectively pro-
tected only through inducement liability. For example, 
a patient may be the direct infringer of a method patent 
when he takes a drug to treat a specific condition.88

An example of this is the patent on using Rogaine to treat 
hair loss.89 Rogaine the compound (Minoxidil) was already 
well known at the time of the patent so the compound could 
not be patented. Thus, the only effective protection over 
the discovery that Rogaine can be used to treat hair loss 
is a method patent. However, the patient would be the 
direct infringer of such a patent. To sue the patient would 
be both impractical (the patient may be judgment proof, 
difficult to find, and effective protection of the method 
patent would require numerous individual suits), and the 
patient is not the truly culpable party.

In other situations, the direct infringer of a medical 
method is a doctor. For example, the Acclarent patents 
would be infringed by a doctor performing the steps of 
the method using a non-patented balloon catheter and 
introducer assembly.90 Suing the doctor generally presents 
the same difficulties as suing the patient.

In both of these situations, § 271(b) gives the patentee 
the only effective protection of the patented technology.

 C. Possible Medical Methods Inducers
Given the broad scope of activity that has been consid-

ered inducing conduct, many activities related to medical 
method patents could give rise to inducement liability. 
Not only are many activities potentially inducing, but 
also many different actors.

 1.  Patients
A patient could be an inducer of infringement of a 

medical method patent. For example, a patent claiming 
a method of treating back pain by performing various 
chiropractic maneuvers on a patient’s body91 would be a 
“medical activity” within the terms of § 287(c). The pa-
tient, by requesting the treatment, would induce the doctor, 
who is the direct infringer. This could lead to an anomalous 
situation in which a patient who is a state-licensed medical 
practitioner would be immune from suit, but a “lay” patient 
would not be! Of course, the owner of the method patent 
would still have to overcome the difficulties of finding and 
suing individual patients to enforce the patent.
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 2. Insurers
Insurance companies could also induce infringement of a 

medical method patent. An insurance company may choose 
to only reimburse doctors for using a new, patented method 
of treatment because it is cheaper or more reliable than prior 
art methods. The doctor would be immune under § 287(c), 
but the immunity of the inducer would depend on whether 
or not they can qualify as a “related health care entity” under 
§ 287(c)(2)(C). Health maintenance organizations (HMOs) 
are considered related health care entities, as are entities with 
which a doctor has a “professional affiliation.”

It would be wholly counter to Congress’s intentions if 
the immunity of an insurance company depended on the 
terms of its contractual relationships with its doctors. A 
group like Kaiser Permanente, which operates its own 
hospitals and labs, may be totally immune because it 
could readily qualify as a “related health care entity.” 
Small insurance groups on the other hand may not, and 
thus could be sued for inducing infringement.
 3. Device Manufacturers

Device manufacturers who provide the tools or instruc-
tions for infringement could be liable for inducing the 
infringing activities of doctors. As described above, merely 
providing instructions is considered inducing conduct.
 4.  Medical Articles – Authors and   
  Publishers

Another category of potential inducers is authors and 
publishers of medical articles or medical training and 
teaching materials.92 There is no doubt that an author 
who publishes a description of an improved medical 
technique would be shocked to find himself a defendant 
in a patent infringement suit for inducing infringement 
by doctors. This situation also leads to discriminatory 
results based on the licensing status of the author – a 
medically licensed author would be a “medical prac-
titioner” under § 287(c)(2)(B) and therefore immune, 
while a non-licensed person could not avail himself of 
the immunity of § 287(c)(1).

IV. Resolving the Conflict Between the  
 Statutory Language of § 287(c) 
 With the Policy Considerations of  
 § 287(c) and § 271(b)

The careful balance drawn by Congress in § 287(c) be-
tween the competing interests of the medical community 
and the device, biotech, and pharmaceutical industries is 
threatened by inducement liability. The question of induce-
ment liability sets up a conflict between the major policies 
behind § 287(c) and with both the plain meaning of § 287(c) 
and traditional justifications of the patent system.

If § 287(c) is interpreted to take away inducement liabil-
ity, a much broader range of conduct will be immunized 
than was originally contemplated in the bargain. On the 
other hand, to hold inducers immune would leave some 
technologies totally unprotected by the patent system, 
despite reliance on intellectual property protection for 
their development and financing.

This approach is consistent with earlier Supreme Court 
treatment of medical patent statutes. In Eli Lilly & Co. v. 
Medtronic, Inc. the Supreme Court extended § 271(e), the 
clinical trials exemption, to cover medical devices, not 
just pharmaceuticals.93 Eli Lilly sued to enjoin Medtronic 
from testing and marketing of a pacemaker. Medtronic’s 
defense rested on a broad interpretation of § 271(e)(1), 
which authorizes the manufacture, use, or sale of a pat-
ented article “solely for uses reasonably related to the 
development and submission of information under a 
Federal law which regulates the manufacture, use, or sale 
of drugs.” The District Court of the Eastern District of 
Pennsylvania concluded that § 271(e)(1) does not apply 
to medical devices and, after a jury trial, entered judg-
ment on verdicts for Eli Lilly. The decision was reversed 
by the Federal Circuit.94

In an opinion authored by Justice Scalia, the Supreme 
Court affirmed the reversal, holding that the phrase “a 
Federal law which regulates the manufacture, use, or 
sale of drugs,” is ambiguous and should be read as ap-
plying to medical devices as well as drugs.95 The court 
explained that the purpose of the act was to rectify two 
problems with limited patent terms for technology that 
requires extensive pre-market approval: first, the patentee 
loses time at the beginning of his patent while waiting 
for market approval; second, the public loses time at the 
end of the patent while waiting for a competitor to obtain 
market approval. Because this problem applies equally to 
drugs and devices, the clinical trials exception was read 
as applying to both drugs and devices.96

The Court’s willingness to effectuate Congressional 
policy and rectify common-sense problems with the regu-
lation of medical technology suggests that the policy of 
§ 287(c) could be realized through a functional analysis 
of inducement liability rooted in the text of § 287(c).

A court will of course begin with the express terms of 
the statute. Section 287(c) addresses some inducement 
liability situations. However, other significant situations 
are not addressed by the statute. Because a categorical 
rule of immunity or no immunity in those cases would 
undermine the balance created by § 287(c), courts will 
need to determine on a case-by-case basis if the inducer 
is entitled to immunity. To determine if infringement 
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extends to an inducer, courts should consider two things: 
the intent of the inducer and the primary activities of the 
inducing party.
 A. Parties Who are Immune Under the  
      Express Terms of § 287(c)

Section 287(c)(1) states that the activities of medical 
practitioners and related health care entities are immune 
from suits based on either direct infringement or induced 
infringement.97 This addresses the easy cases, such as 
Pallin v. Singer, where the patentee sues both the directly 
infringing doctor and the inducing clinic that offers the 
patented procedures. Additionally, this immunizes doc-
tors and hospitals in suits where the patient is the direct 
infringer and the medical practitioner and/or related 
health care entity is the inducer.98

 B. Parties Who are Not Immune Under  
      the Express Terms of § 287(c)

There are three situations where a party would not be im-
mune from inducement liability because § 287(c)(1) itself 
does not apply to the medical practitioner or related health 
care entity. If the medical practitioner or related health care 
entity is not immune, then there is no basis for holding the 
inducer immune. These exceptions will allow for induce-
ment liability in a substantial number of situations.

First, Section 287(c)(3) states that the protections of 
§ 287(c)(1) do not apply to the activities of individuals 
which are “directly related to the commercial develop-
ment, manufacture, sale, importation, or distribution of 
a machine, manufacture, or composition of matter or the 
provision of pharmacy or clinical laboratory services 
(other than clinical laboratory services provided in a 
physician’s office)” and are “regulated under the Federal 
Food, Drug, and Cosmetic Act, the Public Health Service 
Act, or the Clinical Laboratories Improvement Act.”99

While the scope of subsection (3) is unclear, it at least 
allows for liability against companies who are developing 
new medical products that will require FDA approval. 
In those cases, § 271(e) will determine whether they are 
infringing and if another party may be liable inducing 
their activities.100

Second, § 287(c) does not apply to “any patent issued 
based on an application the earliest effective filing date of 
which is prior to September 30, 1996.”101 Because of this 
exception, some older cases may have turned out differ-
ently had § 287(c) applied. For example, in C.R. Bard v. 
U.S. Surgical, U.S. Surgical was held liable for inducing 
infringement of a method claim, although it did not in-
fringe the patent’s device claim. The patent was issued on 
an application filed in 1993, so § 287(c) did not apply.102

Third, § 287(c)(1) does not apply if one of the three 
exceptions to the definition of “medical activity” is in-
voked. That is, if the medical method involves the use of a 
patented machine, manufacture, or composition of matter; 
or a patented method of using any composition of matter, 
whether patented or not; or a biotechnology patent. This 
makes § 287(c) inapplicable to virtually all methods of 
using a drug (whether the drug is patented or not).
 C. Parties Who are Not Addressed   
      by the Express Terms of the Statute

In some cases, the express terms of the statute do 
not dictate whether immunity will extend to an in-
ducer. In those situations the court should look to two 
considerations to determine if immunity will extend to 
the inducer. These considerations are an attempt to ef-
fectuate the core policies of the statute – to protect the 
free exchange of ideas amongst medical practitioners 
and allow for peer review and improvement of medical 
techniques. The inquiries also attempt to curb immunity 
to avoid an end-run around medical method patents 
by enterprising copycats. Finally, this inquiry will not 
be a great additional burden on the court because the 
intent and conduct of the inducer must be examined to 
determine if the requirements for inducement liability 
under § 271(b) itself are met.
 1. Intent of the Inducer

The court should first consider the intent of the inducer. 
The main goal of this inquiry is to determine if the in-
ducement occurred for educational or research reasons, 
or if the inducement was intended to produce commercial 
gains. While this flavor of intent inquiry is not tradition-
ally an element of inducement liability, a court could look 
to the inducer’s intent – based on an interpretation of the 
language in § 287(c)(3) – to decline to immunize conduct 
that is directly related to commercial development.

In some cases this intent test will be determinative. 
For example, where the inducer is selling a non-patented 
or non-infringing device with instructions to perform a 
patented method, the inducer will not be immune. Thus 
cases like C.R. Bard v. U.S. Surgical Corp. will come 
out the same way.

Where the inducer is merely an academic author without 
a financial stake in the inducement, the inducer should be 
immune. This would protect non-physician researchers, 
who are not medical practitioners under the statute, from 
liability for researching and improving medical techniques. 
It would also protect non-state-licensed instructors who 
teach infringing methods from inducement liability. This 
inquiry helps preserve the free flow of information and 
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peer review that is necessary in the medical profession 
for self-regulation and improved patient care.

However, this may still be a difficult analysis for the 
court. For example, in Metabolite Labs, the trial court 
found induced infringement on the basis of published 
articles in medical journals. The Metabolite patent was 
filed prior to the effective date of § 287(c) so immunity 
was not at issue in the case. In a case like that, where the 
inducer is publishing educational articles, but with the 
intention of driving business to itself, the court would 
have to continue on to the second inquiry and look at the 
other activities of the inducer to determine if immunity 
should be extended.
 2. Primary Activities of the Inducer

If the court cannot resolve the intent question either 
way, the court may next look to the other activities of 
the inducer. If the inducer is not primarily involved in 
commercialization of medical technologies, but is instead 
primarily involved in treatment, education or research 
activities, the inducer should not be held liable. On the 
other hand, if the inducer is primarily engaged in the 
commercialization of medical technologies they should 
be held liable for inducing infringement. This inquiry is 
again based on the legislative intent of the statute em-
bodied in § 287(c)(3) and in Congressional debates over 
precursor bills to § 287(c).

The major themes of the debate over § 287(c) were the 
protection of medical sharing norms versus the necessity 
of effective patent protection for funding development of 
medical products. By inquiring into the primary activities 
of the inducer and the inducer’s intent, the courts should 
be able to weed out cases in which the activities of the 
inducer are meant to circumvent the patent bargain of 
public disclosure in exchange for the right to exclude.

Courts would implement this test by looking at the 
inducer’s activities as a whole. For example, in Metabo-
lite Labs inducement liability would still attach because 
LabCorp is a company that profits from the commercial-
ization of medical technologies.

This two-step analysis best reflects the goal of Congress 
as embodied in § 287(c) – to protect the development 
of medical knowledge amongst practitioners without 
destroying the patent bargain of the inventor. Although 
the express terms of the statute represent only interest 
groups who secured exemptions to “medical activities,” 
courts should not allow either inducers or patentees to 
circumvent the intended scope of § 287(c) by creating a 
rigid yea or nay rule in all cases of inducement.

V. Conclusion
The interaction of the Physician’s Immunity Statute and 

inducement liability presents many complex questions 
that the courts will have to answer soon enough. Given 
the breadth of conduct that can give rise to inducement 
liability, it is only a matter of time before courts confront 
this issue. There is no clear answer to the question of 
extending the direct infringer’s immunity to the inducer 
from either the text of the statute or the conflicting policies 
of § 287(c) and § 271(b). Instead, the court would have 
to rely on the legislative decisions behind § 287(c) and 
§ 271(b) and try to balance two competing interests – the 
medical community’s desire for open discourse over medi-
cal methods, and the patent owners ability to effectively 
enforce their monopoly rights.
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50 See id.
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of the method patent – such as another Markman hearing – to see if it is 
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or patented by the same or a related entity to the method patent.
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§ 103(b)); Lee, supra note 12, at 720.
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56 See Lee, supra note 12, at 703.
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57 Expressio unius est exclusio alterius.
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who is licensed by a State to provide the medical activity described in subsection 
(c)(1) or who is acting under the direction of such person in the performance of 
the medical activity.”).
59 Id. § 287(c)(2)(C)-(D) (defining a related health care entity as “an entity with 
which a medical practitioner has a professional affiliation under which the 
medical practitioner performs the medical activity, including but not limited 
to a nursing home, hospital, university, medical school, health maintenance 
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77 Golden Blount, Inc. v. Robert H. Peterson Co., 438 F.3d 1354, 1364-65 (Fed. 
Cir. 2006).
78 nCube Corp. v. Seachange Int’l, Inc., 436 F.3d 1317, 1325 (Fed. Cir. 2006).
79 See, e.g., U.S. Patent No. 7,736,344 (filed Nov. 22, 2006) (claim 11); U.S. 
Patent No. 7,678,078 (filed Oct. 21, 2008) (claim 20).
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a patented “machine, manufacture, or composition of matter.”).
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84 See U.S. Patent No. 4,848 (filed Oct. 27, 1846).
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granted on a method of opening sinus passageways with an unpatented balloon 
catheter assembly).
87 See Am. Med. Ass’n, Council on Ethical and Judicial Affairs, Ethical Issues 
in the Patenting of Medical Procedures, 53 Food & Drug L. J. 341, 348 
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Conversations with the New NYIPLA Board Members

BULLETIN: How long have you been a member 
of the NYIPLA?

WW: I have been involved for four to five years.

BULLETIN: Why did you first join the NYIPLA?

WW: I had the privilege to work with the senior part-
ner of my old firm, Dale Carlson. He was a past presi-
dent of the NYIPLA. He encouraged me to join.

BULLETIN: How has your NYIPLA membership 
benefited your law practice?

WW: My knowledge about IP law has grown by 
participating in the various committees.

BULLETIN: In which committees have you been 
involved during your membership?

WW: I have been a member of the Licensing Com-
mittee, the License to Practice Committee (also 
called the License to Practice Requirements Com-
mittee), and the Publications Committee, of which 
I was co-chair for the past two years.

BULLETIN: How did you end up on the Board? 

WW: I was nominated by Dale Carlson.

BULLETIN: Why did you desire to be on the Board?

WW: I was hoping to make more of a contribution 
to the Association.

In May 2012, three new members joined the NYIPLA Board of Directors: Wanli 
Wu from Cantor Colburn LLP, Denise Loring from Ropes & Gray LLP, and 

Richard Parke from Frommer Lawrence & Haug LLP.  The Bulletin interviewed 
the new Board members to discuss their experiences with the NYIPLA.

Wanli Wu

BULLETIN: Are you active in any other bar 
associations? 

WW: I am a member of other associations, but not 
that active.  I feel that the NYIPLA gives its mem-
bers a better opportunity to participate.  Sometimes 
the other bar associations feel like a closed loop.

BULLETIN: For those readers who may not know, 
what is the Board’s role in the larger organization? 

WW: The Board makes sure that the Association is 
financially in good shape, helps facilitate all kinds 
of activities that encourage the active participation 
of members, makes sure that it actively serves mem-
bers, and makes contributions to IP law through IP 
amicus briefs.

BULLETIN: What is your role on the Board?

WW: I am the liaison to the Publications Committee.  
There is a Board member liaison for each committee.

BULLETIN: What are your goals for your time on 
the Board?  What do you hope to accomplish? 

WW: I am not exactly sure because I have not been 
on the Board for very long and I am still learning.  
But I want to do whatever I can to encourage the 
active participation of the members.  I believe that 
is the key to the success of the organization.

BULLETIN: Over the longer term, what do you 
see as the future of the Association?

WW: The Association will have a powerful and 
valuable voice in matters related to patent law 
because the Association has a lot of excellent at-
torneys and practitioners.  Also, I see the NYIPLA 
continuing to get its voice heard through amicus 
briefs and influencing the local patent rules in the 
EDNY and SDNY.

BULLETIN: Is there anything else you want to 
add?
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WW: I just want to talk a little more about my ex-
perience with the NYIPLA. It has been fun to get 
involved and to learn a lot from people with differ-
ent experiences and styles. It has been great getting 
networking opportunities and forming long-lasting 
friendships. The NYIPLA has given me a sense of 
accomplishment because I feel satisfied when I get 
things done such as getting the Bulletin published.

BULLETIN: How long have you been a member 
of the NYIPLA?

DL: I became a member as a young associate, close 
to 30 years ago.

BULLETIN: Why did you first join?

DL: When I was a young associate, my firm, Fish 
and Neave, was very active in the NYIPLA and it 
encouraged all its lawyers to join and participate. 

BULLETIN: How has your NYIPLA membership 
benefited your law practice?

DL: The Association is one of the most prestigious 
IP associations in the country, and the programs they 
have offered have been terrific.  Also, the opportu-
nity to interact with my colleagues in the Association 
has been a tremendous asset.  In sum, the benefits 
have been the ability to associate with smart people 
and to be a part of a great association.

BULLETIN: In what committees have you been 
involved during your membership?

DL: My Board membership has been my first active 
role since joining the Association.

BULLETIN: How did you end up on the board? 

DL: I got a call from Mark Abate and was invited 
to put my name in to be nominated. 

BULLETIN: Why did you desire to be on the 
board?

DL: After being a member of the Association for 
so many years and not having the opportunity to 
participate, I thought it would be terrific at this stage 
of my career to give back to the Association.

BULLETIN: What is your role on the Board?

DL: I am the liaison to the Amicus Briefs Committee.  
It is a tremendous opportunity to help shape the law 
by participating in the drafting of amicus briefs.

BULLETIN: Are you active in any other bar 
associations? 

DL: I am a member of the ABA and AIPLA, and I 
am very active in the Federal Circuit Bar Association 
where I participate in panel discussions at the Annual 
Bench and Bar Conference.

BULLETIN: How does involvement in the NYIPLA 
compare with your involvement in these other 
organizations?

DL: I am most active in the NYIPLA.  I have often 
participated at the NYIPLA lunch conferences.  I 
guess that’s because it is closer to home and closer 
to what I do every day than some of the other bar 
associations.

BULLETIN: What are your goals for your time on 
the board? 

DL: I have only been involved for a couple of 
months. But I want to help contribute to the Amicus 
Briefs Committee and contribute to the Association’s 
stature and make it an organization young lawyers 
want to join.  And going forward, I want to keep the 
Association doing the same good work it has been 
doing in the past.

BULLETIN: Over the longer term, what do you 
see as the future of the Association?

DL: Over the course of my career, IP has become 
more and more important to companies, businesses, 
and universities.  As the value of IP increases, the 
value of IP lawyers increases, and the NYIPLA’s 
value increases.  Also, it is critical for young law-
yers to join an organization like the NYIPLA so that 
they can stay involved in the legal community and 
because their involvement improves the organization 
and improves their career as lawyers. 

Denise Loring

cont. on page 16
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Richard Parke

BULLETIN: How long have you been a member 
of the NYIPLA?

RP: I have been a member since 1990.

BULLETIN: Why did you first join?

RP: I started my legal career at Morgan & Finnegan, 
which was a big supporter of the NYIPLA.  In fact, 
my recollection is that all M&F attorneys were 
members and active in the Association.

BULLETIN: How has your NYIPLA membership 
benefited your law practice?

RP: Over the years I’ve attended a number of 
NYIPLA’s CLE offerings – they are almost always 
on cutting-edge topics that I have found to be use-
ful to my practice. The Association’s high standing 
in the legal community has allowed it to attract 
outstanding speakers from the federal bench, the 
PTO, and the bar.

Also, the NYIPLA has wonderful social and net-
working events that allow members get to know 
their New York-based colleagues better, with the 
annual Judges Dinner being the best known of these 
types of functions.

BULLETIN: In which committees have you been 
involved during your membership?

RP: Before joining the Board, I served on the CLE 
Committee for three years.

BULLETIN: How did you end up on the Board? 

RP: Through my work on the CLE Committee I came 
into contact with a number of Board members.  Last 
year a representative asked me if I was interested in 
having my name put forward for election to the Board.  
I was honored to be considered, and said yes.

BULLETIN: Why did you desire to be on the Board?

RP: It seemed to be a natural outgrowth of my work 
as a co-chair of the CLE Committee, which is an 
incredibly active group.  In fact, I am now the Board 
liaison to the CLE Committee, which allows me to 
be a conduit between the two entities.  I generally 
take active roles in any organization I join, so be-
ing on the Board is an opportunity for me to help 
in managing the Association, which is one of the 
country’s leading IP bar associations.  In short, it’s 
both a privilege and an honor to serve.

BULLETIN: Are you active in any other of the bar 
associations? 

RP: I had been active in another IP-related bar as-
sociation, but beginning with my work on the CLE 
Committee several years ago the NYIPLA has been 
my primary legal ‘extracurricular activity’ – there’s 
definitely a lot going on that keeps one busy.

BULLETIN: What are your goals for your time on 
the Board? 

RP: As I mentioned, I am the Board’s liaison for 
the CLE Committee.  My primary goals are to help 
strengthen our already robust CLE offerings and to 
increase our visibility and membership.

BULLETIN: Over the longer term, what do you 
see as the future of the Association?

RP: In my short time on the Board I’ve been im-
pressed by the vision of my fellow members for the 
Association’s future.  We are continually looking for 
new ways to increase the importance and relevance 
of this organization to the IP bar.  I think that this 
is critically important for younger lawyers, in par-
ticular.  An essential focus of our efforts should be 
directed to showing them – and their firms – that 
NYIPLA membership is helpful to their develop-
ment as attorneys, via our solid CLE, networking, 
and mentoring opportunities.

BULLETIN: Is there anything else you would like 
to add?

RP: Nothing more than to encourage everyone read-
ing this to consider increasing their involvement in 
and support of this important organization and to not 
hesitate in sharing their ideas about what we can do 
better.  Thank you.

cont. from page 15
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On August 16, 2012, the U.S. Court of Appeals for 
the Federal Circuit (“Federal Circuit”) released 

its highly anticipated decision in Ass’n for Molecular 
Pathology v. U.S. Patent & Trademark Office, No. 2010-
1406 (Fed. Cir. Aug. 16, 2012) (“Myriad IV”), concerning 
the patent eligibility of isolated DNA under 35 U.S.C. 
§ 101, on remand from the U.S. Supreme Court.  See 
Ass’n for Molecular Pathology v. Myriad Genetics, Inc., 
132 S. Ct. 1794 (2012) (“Myriad III”).

In Myriad IV, the Federal Circuit largely followed the 
rationale of its prior decision in the case. Cf. Ass’n for 
Molecular Pathology v. U.S. Patent & Trademark Of-
fice, 653 F.3d 1329 (Fed. Cir. 2011) (“Myriad II”).  The 
Myriad IV majority decision reflects a reasoning similar 
to the positions set forth in the NYIPLA Amicus Brief 
filed in this case. Compare Brief for Amicus Curiae N.Y. 
Intellectual Property Law Ass’n in Support of Neither 
Party, Ass’n for Molecular Pathology v. U.S. Patent & 
Trademark Office, No. 2010-1406 (Fed. Cir. June 15, 
2012), available at  http://www.nyipla.org/images/ny-
ipla/Documents/Amicus%20Briefs/Myriad%20_2010_
1406.pdf (“NYIPLA Amicus Brief”), with Myriad IV, 
No. 2010-1406 (Fed. Cir. Aug. 16, 2012).  Anthony F. 
Lo Cicero and Charles R. Macedo of Amster, Rothstein 
& Ebenstein LLP and Ronald M. Daignault and Matthew 
B. McFarland of Robins, Kaplan, Miller & Ciresi LLP 
prepared the NYIPLA Amicus Brief.

Background

This case began in 2009, when a number of medical 
associations, doctors and patients challenged the pat-
ent eligibility of claims in seven patents held in part by 
Myriad Genetics, Inc. and the University of Utah Re-
search Foundation (“Myriad”).  On summary judgment 
at the trial court level, all of the claims were held to be 
patent ineligible.  Ass’n for Molecular Pathology v. U.S. 
Patent & Trademark Office, 702 F. Supp. 2d 181, 220-37 
(S.D.N.Y. 2010) (“Myriad I”).

In a July 29, 2011 split decision, the Federal Circuit 
reversed in part, finding all of the isolated DNA com-
position claims, as well as one method claim directed to 
screening potential cancer therapies based upon changes 
in the growth rates of transformed cells, to be patent eli-
gible.  Myriad II, 653 F.3d at 1329, 1358.  Myriad II also 
found one set of method claims directed to identifying 
cancer-predisposing mutations by analyzing or compar-
ing a patient’s DNA sequence to a normal sequence to 
be patent ineligible.  Id. at 1355-57.

Thereafter, the U.S. Supreme Court granted certiorari, 
vacated Myriad II and remanded the case to the Federal 
Circuit to be reconsidered in light of its recent decision in 
Mayo Collaborative Services v. Prometheus Labs., Inc., 
132 S. Ct. 1289 (2012).  See Myriad III.  In Mayo, the 
Supreme Court invalidated certain blood testing method 
claims directed towards diagnosing and treating a disease 
for claiming unpatentable laws of nature.

The NYIPLA Amicus Brief
The NYIPLA filed an amicus brief not supporting 

either party to offer its views that the Supreme Court’s 
Mayo decision did not change existing patent-eligibil-
ity jurisprudence under 35 U.S.C. § 101, and that the 
composition claims at issue (for isolated DNA), as well 
as the method claim based on screening potential can-
cer therapies based upon changes in the growth rates of 
transformed cells, were patent eligible.

In pertinent part, the NYIPLA Amicus Brief argued:  
Mayo maintained that patent-eligibility should 
be defined under Section 101’s four categories 
of statutory subject matter [i.e., process, ma-
chine, manufacture, or composition of matter], 
and importantly, did not overturn the holding in 
Diamond v. Chakrabarty that patent eligibility 
be broadly construed to “include anything under 
the sun that is made by man,” 447 U.S. 303, 309 
(1980).  Mayo, 132 S. Ct. at 1293.  Mayo also 

Decision by U.S. Court of Appeals 
for the Federal Circuit in 

Myriad Remand
Mirrors Reasoning in NYIPLA Amicus Brief

By Charles R. Macedo, Michael J. Kasdan, and David P. Goldberg, 
Amster, Rothstein & Ebenstein LLP1

cont. on page 18

http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/Myriad%20_2010_1406.pdf
http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/Myriad%20_2010_1406.pdf
http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/Myriad%20_2010_1406.pdf


N Y I P L A     Page 18    www.NY IPL A.org

continued to limit the judicial exceptions of pat-
ent-eligible subject matter subject to the same 
three “fundamental principles” set forth in its 
prior precedent:  (1) laws of nature; (2) natural 
phenomena; and (3) abstract ideas. Id.

NYIPLA Amicus Br. at 4.2

The NYIPLA Amicus Brief asserted that applying 
these principles to the claims at issue should lead the 
court to find that:  
• Myriad’s composition claims and one of its 

method claims fell within a statutory category 
of patent-eligible subject matter, 

• these claims did not preempt any fundamental 
principles, and 

• therefore, these claims were patent eligible 
under 35 U.S.C. § 101.

The Federal Circuit Decision

The majority decision in Myriad IV follows this rea-
soning.  See Myriad IV, slip op. at 36-52, 59-61.  Writing 
for the court, Judge Lourie explained that the isolated 
DNA in Myriad’s composition claims was distinct from 
naturally occurring DNA:  

BRCA1 and BRCA2 in their isolated states are 
different molecules from DNA that exists in the 
body; isolated DNA results from human inter-
vention to cleave or synthesize a discrete portion 
of a native chromosomal DNA, imparting on that 
isolated DNA a distinctive chemical identity as 
compared to native DNA.

Id. at 45.  The court went on to conclude that “the chal-
lenged [composition] claims are drawn to patent-eligible 
subject matter because the claims cover molecules that are 
markedly different – have a distinctive chemical structure 
and identity – from those found in nature.” Id. at 44.

Of note, the court pointedly rejected plaintiffs’ con-
tention that the native and isolated DNA molecules were 
the same because they contained the same nucleotide 
sequence, holding:

[T]he patent eligibility of an isolated DNA is not 
negated because it has similar informational proper-
ties to a different, more complex natural material.  
The claimed isolated DNA molecules are distinct 
from their natural existence as portions of larger 
entities, and their informational content is irrelevant 
to that fact.

Id. at 48.  Thus, because the isolated DNA molecules 
claimed did not fall within the product of nature exception, 
the claims were found to be patent eligible.

With respect to the method claim directed to screen-

ing potential cancer therapies based upon changes in the 
growth rates of transformed cells, the majority concluded 
that this claim was patent eligible because it recites a 
screening method based on the use of transformed, non-
naturally occurring cells, and thus “includes more than 
the abstract mental step of looking at two numbers and 
‘comparing’ two host cells’ growth rates.” Id. at 60.  The 
majority also noted that the fact “that the claim also in-
cludes the steps of determining the cells’ growth rates and 
comparing growth rates does not change the fact that the 
claim is based on a man-made, non-naturally occurring 
transformed cell – patent-eligible subject matter.” Id.

The Myriad IV decision indicates that the Federal Cir-
cuit is committed to maintaining the fundamentals of the 
patent-eligibility jurisprudence under 35 U.S.C. § 101.  
The decision also reminds practitioners that § 101’s 
proper and limited role is to function as a “coarse filter” 
only.  See, e.g., MySpace, Inc. v. GraphOn Corp., 672 
F.3d 1250, 1261 (Fed. Cir. 2012).

Importantly, the majority’s discussion of Myriad’s com-
position claims opens by stating this is not a case about 
genetic policy making,3 nor is it about whether the claims 
at issue would pass muster under 35 U.S.C. §§ 102, 103 
or 112.  Rather, the majority’s opinion is solely limited to 
addressing the question of patent 
eligibility.  Nevertheless, because 
of the charged political context of 
the case, there is a possibility that 
this decision will lead either to an 
en banc rehearing or another grant 
of certiorari by the U.S. Supreme 
Court.

(Endnotes)
1 Charles R. Macedo and Michael J. Kas-
dan are Partners and David P. Goldberg 
is an associate at Amster, Rothstein & 
Ebenstein LLP. Their practice specializes 
in intellectual property issues including 
litigating patent, trademark and other in-
tellectual property disputes. 
2 The NYIPLA also submitted an am-
icus brief in Mayo that advocated 
similar positions to those set forth in 
the NYIPLA Amicus Brief in Myriad IV. 
See http://www.nyipla.org/images/nyipla/
Documents/Amicus%20Briefs/Mayov 
PrometheusNo2010-1150%20090811.pdf.
3 “Whether its unusual status as a chemi-
cal entity that conveys genetic informa-
tion warrants singular treatment under 
the patent laws,” the majority opined, “is 
a policy question that we are not entitled 
to address.”  Myriad IV, slip op. at 49.
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Mayo Collaborative Services v. 
Prometheus Labs., Inc., No. 10-1150 
(March 20, 2012)
Issue:  Patent Law – Patentability under 
35 U.S.C. § 101
By Charles R. Macedo, Michael J. Kasdan and 
David Boag of Amster, Rothstein & Ebenstein LLP

On March 20, 2012, in a unanimous decision au-
thored by Justice Breyer, the U.S. Supreme Court 
found patent claims directed to diagnosing and/or 
treating a disease to be an unpatentable law of na-
ture under 35 U.S.C. § 101. 

In Mayo, the Supreme Court reaffirmed that the 
principles set forth in its prior decisions in Bilski 
v. Kappos, 561 U. S. ___, 130 S. Ct. 3218 (2010); 
Diamond v. Diehr, 450 U.S. 175 (1981); Parker 
v. Flook, 437 U.S. 584 (1978); and Gottschalk v. 
Benson, 409 U.S. 63 (1972), remain in full force 
and effect. The Court rejected the notion of the 
“machine or transformation” test as a surrogate for 
determining whether a claim preempted an abstract 
idea, law of nature or natural phenomenon and in-
stead focused on whether a claim merely seeks to 
preempt a law of nature (which is not patent eli-
gible) or claims a particular application of a law of 
nature (which is patent eligible). In making this de-
termination, the Court confirmed that merely add-
ing insignificant “post-solution” or “pre-solution” 
activities is not sufficient to turn a claim that pre-
empts a law of nature into a practical application 
of a law of nature, and thus become patent eligible. 
Here, the Court found that the additional steps of 
the claim beyond the law of nature itself added 
“nothing specific to the laws of nature other than 
what is well-understood, routine, conventional ac-
tivity, previously engaged in by those in the field.” 
Slip op. at 3. Thus, the Court concluded that the 
claims did not claim a genuine application of a law 
of nature.

The Court also reconfirmed that merely limiting a 
claim to a particular field of use – here, the medical 
field – is not sufficient to turn a claim that preempts 
a law of nature into a practical application of a law 
of nature, and thus become patent eligible.

The Court also rejected efforts to screen claims 
directed to “laws of nature” by using other portions 

of the Patent Act, including novelty, obviousness 
and definiteness inquiries, or crafting special judi-
cial rules for particular types of inventions. 

Since the Supreme Court decided Bilski in 2010, 
there have been a series of divergent opinions issu-
ing from the U.S. Court of Appeals for the Federal 
Circuit on patent eligibility. It is not clear whether 
Mayo will provide any further clarity on the issue 
of patent-eligible subject matter.

The NYIPLA filed an amicus curiae brief in 
this case. See http://www.nyipla.org/images/
nyipla/Documents/Amicus%20Briefs/Mayov 
PrometheusNo2010-1150%20090811.pdf.

Caraco Pharmaceutical Labs., Ltd. v. 
Novo Nordisk A/S, No. 10-844 
(April 17, 2012)
Issue: Hatch-Waxman Act – 
Counterclaims
By The Supreme Court & Appellate Practice 
Group of Mayer Brown LLP

The FDA is authorized to approve generic drugs 
only if they do not infringe the patent of a brand 
manufacturer. For drugs that are covered by un-
expired patents, the Hatch-Waxman Amendments 
permit generic manufacturers to show that a pro-
posed generic drug will not infringe the patent. One 
method of doing that, a “section viii statement,” as-
serts that the generic drug will be marketed only 
for uses that the patent does not cover. In evaluat-
ing section viii statements, the FDA relies on “use 
codes” submitted by the patent holder. In Caraco 
Pharmaceutical Laboratories, Ltd. v. Novo Nordisk 
A/S, the Supreme Court held that a generic manu-
facturer may file a statutory counterclaim to force a 
patent holder to correct use codes that inaccurately 
describe the patent as covering a particular use.

The FDA approved three uses of the diabetes 
drug repaglinide. Novo Nordisk, respondent in the 
Supreme Court, held a patent, since expired, on 
the repaglinide chemical compound. It still holds a 
method-of-use patent on one of the three approved 
uses. Caraco, petitioner in the Supreme Court, filed 
a “paragraph IV certification,” another method of 
showing non-infringement under the Hatch-Wax-

SUPREME COURT 2011-2012 IP CASE REVIEW
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man Amendments, which asserted that the patent 
was invalid or will not be infringed. Caraco later 
submitted a section viii statement, together with 
a proposed label that carved out the use described 
in the patent. Novo Nordisk then amended its use 
code to cover the other FDA-approved uses, lead-
ing the FDA to deny Caraco’s application.

Novo Nordisk had also responded to the paragraph 
IV certification, which is an act of constructive pat-
ent infringement, by filing an infringement suit. 
Following the use-code amendment, Caraco coun-
terclaimed under 21 U.S.C. § 355(j)(5)(C)(ii)(I) to 
force Novo Nordisk to correct the use codes, which 
Caraco argued were not claimed by the patent. That 
statutory provision states that a generic manufac-
turer “may assert a counterclaim seeking an order 
requiring the [brand manufacturer] to correct or de-
lete the patent information [it] submitted . . . under 
[two statutory subsections] on the ground that the 
patent does not claim . . . an approved method of 
using the drug.” Slip op. at 1-2.

The district court granted summary judgment to 
Caraco and issued an injunction requiring Novo 
Nordisk to correct the codes. A divided panel of 
the Federal Circuit reversed on two alternative 
grounds. It held that the statutory counterclaim is 
available only when the patent does not claim any 
FDA-approved method of use, not when it merely 
does not cover a particular use, and that the coun-
terclaim provision, in any event, does not reach use 
codes, because they are not “patent information” 
submitted under the relevant statutory subsections.

In an opinion by Justice Kagan, the Supreme 
Court unanimously reversed. The Court first re-
jected Novo Nordisk’s contention that “not . . . an” 
in the statute means “not any.” Id. at 13. It agreed 
with Caraco that the phrase instead means “not 
a particular one,” such that the statute permits a 
counterclaim whenever the patent does not claim a 
method of use for which the generic manufacturer 
seeks to market the drug. The Court also rejected 
Novo Nordisk’s contention that a counterclaim is 
not a proper mechanism for forcing correction of 
use codes because they are not “patent information” 
that is “submitted . . . under” the relevant statutory 
subsections. Id. at 15. The Court agreed with Car-
aco that a use code satisfies the ordinary meaning 
of “patent information” and that “submitted under” 
should be read broadly to cover filings required, 
not only by the statutory subsections themselves, 
but also by their implementing regulations.

Justice Sotomayor wrote a concurring opinion, 

which highlighted the inefficiencies in the statutory 
scheme for correcting use codes through litigation 
and urged the FDA to clarify what is expected of 
brand manufacturers submitting the codes.

Kappos v. Hyatt, No. 10-1219 
(April 18, 2012)
Issue: Patent Act – Introduction and 
Review of Evidence in Challenges to 
Patent Denial
By The Supreme Court & Appellate Practice Group 
of Mayer Brown LLP

When the United States Patent and Trademark 
Office (“PTO”) denies an application for a patent, 
the applicant may seek judicial relief in two dif-
ferent ways. The applicant may obtain review di-
rectly in the Federal Circuit (pursuant to 35 U.S.C. 
§ 141) or, in the alternative, the applicant may file a 
civil action against the PTO in federal district court 
(pursuant to 35 U.S.C. § 145). In Kappos v. Hyatt, 
the Supreme Court clarified both the scope of evi-
dence that a patent applicant may proffer in a Sec-
tion 145 proceeding and the appropriate standard 
of review. Justice Thomas authored the Court’s 
opinion, which was unanimous. 

As to the scope of the evidence, the Court con-
cluded that “there are no limitations on a patent 
applicant’s ability to introduce new evidence in 
a [Section] 145 proceeding beyond those already 
present in the Federal Rules of Evidence and the 
Federal Rules of Civil Procedure.” Slip op. at 14. 
The Court rejected the argument of the PTO Direc-
tor, Kappos, who contended that the evidence to be 
considered by the district court should be limited 
to the record before the PTO. Finding that Sec-
tion 145 contained no explicit limit on the scope of 
evidence that may be considered, and that the pre-
decessor statute similarly permitted applicants to 
adduce new evidence in a district court action, the 
Court declined to import “background principles 
of administrative law” into Section 145. Id. at 5-
13. The Court rejected the Director’s argument that 
permitting new evidence in Section 145 proceed-
ings would encourage gamesmanship by appli-
cants, finding it “unlikely” that an applicant would 
“intentionally undermin[e] his claims before the 
PTO on the speculative chance that he will gain 
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some advantage in the [Section] 145 proceeding.” 
Id. at 14.

Next, the Court found that “if new evidence is 
presented on a disputed question of fact, the district 
court must make de novo factual findings that take 
account of both the new evidence and the adminis-
trative record before the PTO.” Slip op. at 14. “[I]t 
makes little sense,” the Court explained, “for the 
district court to apply a deferential standard of re-
view to PTO factual findings that are contradicted 
by the new evidence.” Id. at 6.

Because an appeal of an application denial pur-
suant to 35 U.S.C. § 141 is limited to “the same ad-
ministrative record that was before the PTO,” slip 
op. at 2, Hyatt underscores the preferability of Sec-
tion 145 proceedings for applicants who wish to 
proffer additional materials in support of a patent 
application that has been rejected by the PTO.

Justice Sotomayor, joined by Justice Breyer, con-
curred to express her view that the Court’s decision 
leaves intact a district court’s ability to reject, on an 

equitable basis, evidence that was purposely sup-
pressed from the PTO proceeding, writing that she 
“do[es] not understand today’s decision to foreclose 
a district court’s authority . . . to exclude evidence 
‘deliberately suppressed’ from the PTO or other-
wise withheld in bad faith.” Concurrence at 3. Ac-
cording to Justice Sotomayor, “when a patent ap-
plicant fails to present evidence to the PTO due to 
ordinary negligence, a lack of foresight, or simple 
attorney error, the applicant should not be stopped 
from presenting the evidence for the first time in a 
[Section] 145 proceeding,” but courts “retain their 
ordinary authority to exclude evidence from a [Sec-
tion] 145 proceeding when its admission would be 
inconsistent with regular equity practice and proce-
dure.” Id. at 2-3.

The NYIPLA filed an amicus curiae brief in this 
case. See http://www.nyipla.org/images/nyipla/
Documents/Amicus%20Briefs/KapposvHyatt 
No.10-1219.pdf.

  Moving UP  m  
       & Moving ON  kkk 

The Bulletin’s Moving Up and Moving On feature is for the Association’s members. If you have changed your firm or company, 
made partner, received professional recognition, or have some other significant event to share with the Association, please 
send it to the Bulletin editors: Mary Richardson (mrichardson@kramerlevin.com) or Robert Greenfeld (rgreenfeld@mayerbrown.com).

k Frankfurt Kurnit Klein & Selz, PC has added S. Gregory Boyd as a partner and as head of 
the firm’s Interactive Entertainment Group.  Prior to joining Frankfurt Kurnit, Mr. Boyd was an 
associate at Davis & Gilbert LLP.
 

k Peter Vogl, formerly of Jones Day, joined the Intellectual Property Group of Orrick 
Herrington & Sutcliffe LLP as a partner.
 

k Mark Bloomberg, formerly of Ropes & Gray LLP, joined the intellectual property practice 
of Zuber Lawler & Del Duca LLP as a partner.
 

k Joseph Drayton, formerly of Kaye Scholer LLP, joined the Intellectual Property Litigation 
group of Cooley LLP as a partner.
 

k Amr Aly, formerly of Kilpatrick Townsend & Stockton LLP, joined the Intellectual Property 
practice of Mayer Brown LLP as a patent litigation partner.
 

http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/KapposvHyattNo.10-1219.pdf
http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/KapposvHyattNo.10-1219.pdf
http://www.nyipla.org/images/nyipla/Documents/Amicus%20Briefs/KapposvHyattNo.10-1219.pdf
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THURSDAY, NOVEMBER 1, 2012, 8:00 AM to 5:00 PM
One-Day Patent CLE Seminar

Keynote Speaker Honorable Mitchell Goldberg
United States District Court for the Eastern District of Pennsylvania  

NYIPLA Calendar       www.nyipla.org

 Judge Goldberg was appointed as a United States District Court Judge for the Eastern District of Pennsylvania on 
October 31, 2008.  Prior to his appointment, Judge Goldberg began his legal career in the trial and appellate divisions of 
the Philadelphia District Attorney’s Office.  In 1990, he joined the firm of Cozen O’Connor, where his practice initially focused 
on commercial litigation, and he eventually became manager of the firm’s Arson and Fraud Unit.  In 1997, Judge Goldberg 
became an Assistant United States Attorney for the Eastern District of Pennsylvania, where he focused on white collar crime 
cases.  Judge Goldberg began his judicial career in February 2003 with an appointment to the Bucks County Court of Com-
mon Pleas, and was elected to a ten-year term on that Court in November 2003.   
 Judge Goldberg’s remarks will be directed to the antitrust issues that arise in patent cases involving pharmaceuti-
cal companies and “reverse payments” licensing.

EARN 7 NYS/NJS CLE CREDITS INCLUDING 2 ETHICS CREDITS
The Princeton Club, 15 West 43rd Street, New York, NY 10036

The

Annual  Dinner

       Federal
          Judiciary

IN HONOR OF THE

91 st

FRIDAY, MARCH 22, 2013
The Waldorf=Astoria Hotel

301 Park Avenue
New York, NY 10022

 

Save the Date!

Panel 1  Implementation And Effects Of The America Invents Act
Moderator William Thomashower Schwartz & Thomashower LLP
-  New Rules Regarding First Inventor to File William LaMarca United States Patent and Trademark Office
-  Reexamination Strategy Irene Hudson Fish & Richardson, P.C.
-  ADR, Judicial Recourse, and Estoppel in Post-Grant Review Charles Miller Dickstein Shapiro LLP
-  Joinder Stacey Cohen Skadden, Arps, Slate, Meagher & Flom LLP

Panel 2  Validity And Infringement Of Method Claims
Moderator Adda Gogoris Merchant & Gould, P.C. 
-  Supreme Court and Federal Circuit Cases Regarding Abstract Ideas Charles Macedo Amster, Rothstein & Ebenstein LLP
-  Supreme Court and Federal Circuit Cases Regarding Laws of Nature Ronald Daignault Robins, Kaplan, Miller & Ciresi LLP
-  Akamai – Inducement of Infringement Paul Ackerman Dorsey & Whitney LLP

Panel 3  Ethical Considerations In Patent Prosecution And Litigation
Moderator Wan Chieh (Jenny) Lee King & Spalding LLP
-  Supplemental Examination Jonathan Ball Greenberg Traurig, LLP
-  PTO New Regulations on Rule 1.56 Robert Katz Eaton & Van Winkle LLP
-  Update on Inequitable Conduct Decisions Since Therasense Pablo Hendler Ropes & Gray LLP
-  Effect of Hyatt on Prosecution Strategy Jon Gordon Frommer Lawrence & Haug LLP

Panel 4  Issues Arising In Licensing Patents
Moderator Andy Berks Nostrum Pharmaceuticals LLC
-  Allocation of IP Rights in Research Agreements Andy Berks Nostrum Pharmaceuticals LLC
-  Licensing with Government Agencies and Academic Institutions Steven Hoffberg Ostrolenk Faber LLP
-  Admissibility of Settlement Agreements Richard Brown Day Pitney LLP
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Dale Carlson, a part-
ner at Wiggin and 
Dana, is NYIPLA His-
torian and its Immedi-
ate Past President. 

As Time Goes By – 
What Makes the NYIPLA So Special?

Aquarter century ago, the Hon. Robert W. 
Sweet answered that question thusly: “It is 

rather paradoxical that in this most modern area 
of the law, this organization fosters the spirit, the 
camaraderie and the fellowship of a simpler day 
when lawyers rode the circuit, knew and trusted 
each other.  Because you strengthen each other and 
your own branch of the profession, you strengthen 
all of us in the justice system.”1

The NYIPLA’s success in fostering a kindred 
spirit among its members has taken different 
forms over the years, ranging from dinner dances 
and golf outings to CLE programs in the form of 
weekend get-aways, full- and half-day programs, 
and luncheon seminars.  The timeless Judges Dinner 
continues to afford us the opportunity to share the 
kindred spirit with others, including family, friends 
and, needless to say, judges.

The NYIPLA’s efforts to help its members 
strengthen each other professionally by means of 
continuing legal education dates back to a time long 
before mandatory CLE became the order of the day.  
Indeed, from its founding the NYIPLA has served 
as a platform, an academe if you will, for educating 
members and the public alike in all things IP. 

Through its seminars, the NYIPLA affords its mem-
bers the opportunity to prepare papers and have them 
published, as well as the opportunity to speak before 
fellow members and non-members on developments 
in IP law.  Public speaking skills and writing skills 
honed through NYIPLA programs serve to catalyze 
leadership roles for many of our members, both within 
the Association and within local, national, and other 
regional IP law associations.

 We now live in an era when tweeting and instant 
messaging are the order of the day.  Whether we’re 
at the dinner table at home or in a booth in a fancy 

restaurant, cell phones are conspicuously compet-
ing with fellow diners in demanding the attention 
of their owners.  It seems that we’ve become 
slaves to our machines.

Query: Is there a place for face-to-face con-
nectedness in our lives today?  If so, one may 
wonder how our Association can continue to 
foster this connectedness so that our members 
can continue to appreciate and love the Associa-
tion for the kindred spirit it engenders, rather than 
merely “like” it with the click of a button on their 
computer. I believe that the answer is “yes,” and 
that it is our active members who are the key to 
maintaining professional growth and collegiality 
within our Association for the simple reason that 
it is the active members who exemplify the spirit 
of the organization.

Judge Sweet’s kind words about the NYIPLA 
continue to ring true today.  Our members 
strengthen each other and the IP profession as 
a whole through the vehicle of our Association.  
However, this can only be accomplished by ac-
tive participation of the members in Association 
activities. 

The NYIPLA continues to provide a fine fo-
rum for in-person gatherings, whether for CLE, 
networking, or Committee meetings.  There is no 
doubt that face-to-face interactions are still the 
best way to ensure that we get to know and trust 
our fellow colleagues in the IP profession. 

As NYIPLA President Tom Meloro launches 
the 2012-13 Association year, I encourage each 
of you to actively participate in our Associa-
tion’s Committee activities and CLE programs.  
Such participation is its own reward, and often 
provides a stepping-stone to leadership positions 
within and outside of the Association.  There is 
also the satisfaction of knowing that you can help 
preserve the kindred spirit of the Association’s 
founding for the foreseeable future.  After all, 
that’s what makes the NYIPLA so special.

With kind regards, 
Dale Carlson

(Endnote)
1 Excerpt from an after-dinner speech at the 

NYIPLA’s 1988 Annual Meeting; see July/August 1988 
NYPTC Bulletin, volume 28, number 6, page 4.
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The US Bar - JPO Liaison Council met with Japan Patent 
Office officials on June 27, 2012 in Washington, DC. 

NYIPLA was represented by John B. Pegram and Raymond E. 
Farrell. This report summarizes the major JPO presentations. 
Slides presented by the JPO are posted at http://www.nyipla.
org/nyipla/USBarJapanPatentOffice.asp .
 Deputy Commissioner Takahashi Sakurai provided a JPO 
Update. The number of PCT applications filed in the JPO con-
tinued to increase, by 20% in 2011. Japanese companies are 
more focused on international filings and quality of cases, so 
domestic applications went down.
 The JPO is focusing on issuing stronger, “internationally 
stable” patents through: harmonization, improving foreign lan-
guage searching capability, cooperation on adoption of a com-
mon classification system, meeting global quality standards, and 
improvement of IT systems. Reduced time from examination 
request to first action is being achieved in the JPO through 
improved IT systems, increased outsourcing (especially clas-
sification and two-thirds of the searching) and a small increase 
in the number of Examiners. This time was down to 23 months 
at the end of 2011. The goal is 11 months by the end of 2013.
 Mr. Sakurai explained expansion of Matome examination, 
which seeks to expedite the examination process by bringing 
together related applications of a company before the same ex-
aminer and by increased use of interviews. He noted that the JPO 
is always open to meet with U.S. users, and that firms such as 
IBM and Microsoft meet regularly with Examining Groups.
 Tomoki Sawai, Director of the International Division, said 
that the JPO strongly seeks harmonization of the patent laws of 
developed countries, emphasizing three points:

• The sovereignty of each country should be re-
spected by pursuing “best practices,” rather than 
seeking compromises;

• The importance of harmonization for major 
countries should be recognized; and

• A bottom-up approach should be used to pro-
mote cooperation in examination.

He described several of the recent harmonization meetings 
including the establishment of regular meetings of the Trilateral 
and major European national patent offices at Tegernsee, in 
South Germany, and a meeting of heads of the IP5 offices in 
Corsica in June 2012. The Tegernsee group had agreed in April 
2012 to carry out a series of studies on harmonization topics 
including: grace period, 18-month publication, the effect of 
prior applications (secret prior art) and prior user rights. The IP5 
agreed at the Corsica meeting to establish a “Patent Harmoniza-
tion Expert Panel” within the IP5, which is intended to engage 
China in such discussions.

Japan adopted an expanded grace period, effective April 1, 
2012, and experienced a 50% increase in applications relying on 
the grace period. The JPO is willing to accept a U.S.-style grace 
period and is actively seeking harmonization on this issue, but 
Europeans appear reluctant to change, especially the German 
chemical industry.

A Japan-China patent offices meeting was held in October 
2011. Discussion topics included the PPH (patent prosecution 
highway) pilot program, harmonization, machine translation, 
and an exchange of views on patent legislation and practices. 
A further meeting was held in December 2011, when the topics 
were trademark cooperation, misappropriated trademark appli-
cation examination (Chinese companies using famous Japanese 
marks), and examiner exchange program.

The Asian Trilateral meeting in December 2011 was devoted 
to a case study of inventive step, opinions on utility model 
protection, harmonization matrix, a common hybrid classifica-
tion (competing with CPC (cooperative patent classification)), 
and machine translation cooperation (CN-JP, JP-KR, CN-KR). 
SIPO (the Chinese State Intellectual Property Office) has been 
encouraging the filing of utility model applications. The JPO 
is very concerned about the fact that SIPO expects to receive 
900,000 utility model applications a year by 2015. The Asian 
Trilateral will study this matter, including the possibility of 
requiring examination of utility models.

Tatsuya Tada, Deputy Director of Examination Standards, 
reported on recent revisions of JPO Examination Guidelines. 
Examiners are now required to explain the specific reasons 
and grounds for the refusal based on the claim language and 
description, and to indicate to the applicant how to amend 
in order to overcome the refusal. Mr. Tada pointed out that 
over 75% of the PPH applications filed in Japan from the 
United States are refused – at least initially – because of 
written description problems. Most of these refusals are due 
to errors in translation.

Yuichi Ito, Assistant Director of the International Division, 
reported on Patent Prosecution Highway (PPH) developments. 
In particular, he explained the PPH Mottainai pilot program, 
which seeks to increase the value of the first examination of 
applications with the same priority. In the regular PPH program, 
an office of second filing (OSF) relies on examination by the 
office of first filing (OFF); however, the benefits of PPH are 
wasted when an office other than the OFF is the first to examine 
an application. In the PPH Mottainai pilot program, any office 
– including the OFF – may rely on the examination results from 
the office that first examines 
the application. This pilot 
program was launched on 
July 15, 2011 among the 
JPO, USPTO and six na-
tional patent offices. The 
EPO began participating on 
January 29, 2012.

(Endnote)
1  John B. Pegram is a Senior 
Principal at Fish & Richard-
son P.C., a Past President 
of NYIPLA and a long-time 
NYIPLA delegate to the JPO 
Liaison Council.

2012 US Bar - JPO Liaison Council Meeting
By John B. Pegram1
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On June 28, 2012 the Women in IP Law Com-
mittee hosted a Continuing Legal Education 

(CLE) panel and wine tasting networking event at 
the offices of Goodwin Procter LLP.  The panel 
program was titled “An Outside Counsel Perspec-
tive: Maximizing Opportunities To Succeed With 
Colleagues and Clients.”  The panel of speakers 
included Leora Ben-Ami, Kirkland & Ellis; Sona 

De, Ropes & Gray; and Marta Gross, Goodwin 
Procter.  Jeanna Wacker from Kirkland & Ellis 
served as the moderator.  The speakers covered a 
range of topics on the role of outside counsel and 
how to succeed.  The speakers offered advice on 
how attorneys can market themselves, how men-
toring can help a career, and how attorneys can 
adapt to today’s changing market demands.

June 28, 2012 Women in IP Law and CLE Program
“An Outside Counsel Perspective: 

Maximizing Opportunities To Succeed With Colleagues and Clients”

On July 12, 2012, the Young Lawyers Com-
mittee hosted the panel, “Making and 

Leveraging Connections: How to Develop a Pro-
fessional Network as a Young IP Lawyer” at the 
Princeton Club. The panel introduced summer and 
junior associates to the importance of networking 
from the perspective of partners and in-house 
counsel. The panelists were Terri Gillis of Mayer 
Brown LLP, NYIPLA Immediate Past President; 
Kevin Culligan of Goodwin Procter LLP; Dorothy 
Auth of Cadwalader, Wickersham & Taft LLP, 
NYIPLA Second Vice-President; Kevin C. Ecker 
of Philips Intellectual Property and Standards, 
NYIPLA Board of Directors Member; and Frank 
Sedlarcik of IBM. Jonathan Auerbach of Goodwin 
Procter LLP was the moderator. Anne Hassett of 
Goodwin Procter LLP, NYIPLA Board of Direc-
tors Member, also attended. The panelists gave 

July 12, 2012 CLE Program
“Making and Leveraging Connections: 

How to Develop a Professional Network as a Young IP Lawyer”
By Jonathan Auerbach

a brief introduction of their practices and began 
by discussing what they would have done differ-
ently regarding networking if they were starting 
over again as junior associates. The panelists also 
discussed the importance of joining and actively 
participating in professional organizations and 
bar associations and how to develop relationships 
organically, rather than just for business purposes. 
The panelists closed by discussing how young 
associates should make a habit out of balanc-
ing networking and business development with 
their legal work so that they will be able to grow 
their network as they advance in their careers. 
The attendees posed thoughtful and relevant 
questions to the panel throughout. Information 
on NYIPLA and membership applications were 
distributed to all attendees. A reception followed 
the discussion. 

July 18, 2012 CLE Program
“Hot Topics In Trademark Law”

By Pina Campagna and Kathleen McCarthy

On July 18, 2012, the NYIPLA Trademark 
Law and Practice Committee hosted and 

the NYIPLA Continuing Legal Education 
(CLE) Committee co-sponsored the 2012 Half-
Day Trademark CLE seminar at The Princeton 

Club. The program is an annual event present-
ed by the NYIPLA. This year’s program was 
entitled “Hot Topics in Trademark Law.” The 
Honorable Thomas P. Griesa, United States 
District Judge for the Southern District of New 
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York, delivered the keynote address. Robert Rando, 
co-chair of the NYIPLA CLE Committee, introduced 
Judge Griesa. Judge Griesa spoke about Rule 1 of the 
Federal Rules of Civil Procedure, which provides that 
the Federal Rules “should be construed and adminis-
tered to secure the just, speedy, and inexpensive deter-
mination of every action and proceeding.” Judge Grie-
sa expressed concern regarding the exorbitant costs of 
litigation and opined that the requirements that have 
been and continue to be added to the Federal Rules are 
depriving litigants of the promise of Rule 1–that every 
action and proceeding will receive an “inexpensive 
determination.” 

Current co-chairs of the NYIPLA Trademark Com-
mittee, Kathleen McCarthy of King & Spalding and 
Pina Campagna of Carter, DeLuca, Farrell & Schmidt, 
LLP, served as moderators. In addition, immediate past 
co-chair Steven Gustavson of Goodwin Procter LLP, 
NYIPLA Board of Directors Member Richard Parke of 
Frommer Lawrence & Haug LLP, and NYIPLA Board 
Liaison Susan Progoff of Dorsey & Whitney LLP were 
instrumental in developing the program agenda and 
securing speakers.

Linda Chan of Arent Fox LLP provided an overview 
of the new Generic Top-Level Domains (gTLDs), the 
application process, and the current protective mea-
sures available for trademark owners. Perry Viscounty 
of Latham & Watkins LLP discussed the implica-
tions of the recent keyword advertising case, Rosetta 
Stone Ltd. v. Google, Inc., 676 F.3d 144 (4th Cir. Apr. 
9, 2012), the first case in which a Court has opened 
the door to infringement suits against Google based 
on customer confusion and in which internet service 
providers could be found liable for direct and/or con-
tributory infringement. Mr. Viscounty provided practi-
cal advice for how trademark owners can prevent the 
use of their trademarks as keywords. Jonathan Moskin 
of Foley & Lardner LLP and chairman of the NYIPLA 
Internet and Privacy Law Committee spoke about uses 
of online tracking technologies for building behavioral 
profiles and creating behavioral advertising and how 

these tracking technologies may have privacy issues. 
Mr. Moskin discussed FTC-initiated mechanisms and 
enforcement actions and legislation proposed for pro-
tecting consumer privacy. 

Jane Pollack of Citigroup spoke on sports spon-
sorships and sponsor agreements. Specifically, Ms. 
Pollack spoke about the rights typically granted and 
excluded from sponsorship agreements, the liabili-
ties and responsibilities of the parties, and how am-
bush marketing can be prevented. Howard Shire of 
Kenyon & Kenyon LLP discussed what is required to 
prove damages in trademark cases and how to do so. 
Mr. Shire began with the sections of the Lanham Act 
that govern the recovery of damages for the violation 
(or willful violation) of any right of the registrant of 
a mark and continued with a discussion of each of the 
principles of equity, i.e., defendant’s profits, plaintiff’s 
actual damages, and attorney fees. Pasquale Razzano 
of Fitzpatrick Cella Harper & Scinto provided an up-
date on trademark dilution in the Trademark Trial and 
Appeal Board (TTAB) and the courts. Mr. Razzano 
presented recent case law that further clarified and 
distinguished the meaning of “famous mark” as in the 
Rosetta Stone v. Google case, the meaning of the term 
“association arising from the similarity” of the marks 
as in Levi Strauss & Co. v. Abercrombie & Fitch Trad-
ing Co., 633 F.3d 1158 (9th Cir. 2011), and dilution by 
blurring and tarnishment. Mark Bloomberg of Ropes 
& Gray and co-chair of the NYIPLA CLE Committee 
provided the closing remarks. 

The NYIPLA would again like to express its grati-
tude to the speakers for their time in preparing and 
presenting the talks on today’s hot topics and to the 
attendees for attending the program. The NYIPLA 
Trademark Law and Practice Committee continues to 
welcome any and all comments, requests and recom-
mendations regarding the content and timing of this 
annual program. In addition, the NYIPLA Trademark 
Law and Practice Committee will continue to accept 
members for the 2012-2013 year for those interested 
in participating.

 

If you have any NYIPLA historical records, specifically 
Bulletins (1967-1981), Greenbooks (prior to 1951), and 

Judges Dinner booklets (1973 & prior to 1971), 
please contact Bill Dippert at 

wdippert@eckertseamans.com or 1.914.286.2813.
 

cont. from page 25

ATTN: NYIPLA Members
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The Board meeting was called to order at The 
Princeton Club, 15 West 43rd Street, New York, 

NY 10036 at 5:35 pm by President Thomas Meloro. 
In attendance at the Board meeting were:

Past Presidents in attendance included: Dale Carl-
son, Mark Abate, Chris Hughes, Melvin Garner, Ed 
Filardi, David Kane, John Pegram and Ed Vassallo.

Absent and excused from the meeting were Denise 
Loring, Alexandria Frisbie and Richard Parke. Feikje 
van Rein and Robin Rolfe were in attendance from the 
Association’s executive office.

Tom Meloro called the meeting to order. Tom wel-
comed the new members to the Board and thanked the 
Past Presidents for their attendance.

The Board approved the Minutes of the April 18, 
2012 Board meeting.

Tom Meloro made a brief statement to the Board, 
stating that a great deal had been accomplished in the 
previous year and that he hoped that the continuity 
on the Board would allow the Board to accomplish a 
great deal this year. 

MINUTES OF  MAY 22, 2012 
Meeting of The Board of Directors

THE NEW YORK INTELLECTUAL PROPERTY LAW ASSOCIATION

Thomas Meloro
Dorothy Auth 
Leora Ben-Ami
Jeffrey Butler
Kevin Ecker 
Bruce C. Haas
Walter Hanley 

Annemarie Hassett
Charles Hoffmann
Ira Levy
Anthony Lo Cicero
Wanli Wu
Theresa Gillis 

The Board meeting was called to order at the of-
fices of Willkie Farr & Gallagher LLP, 787 Sev-

enth Avenue, New York, NY 10019 at 12:35. In at-
tendance at the Board meeting were:

Thomas Meloro
Charles Hoffmann
Dorothy Auth
Anthony Lo Cicero
Leora Ben-Ami
Wanli Wu

Alexandra Frisbie, Kevin Ecker, Annemarie Hassett, 
and Jeffrey Butler attended by telephone. Absent and 
excused from the meeting was Ira Levy. Feikje van Rein 
attended from the Association’s executive office.

Tom Meloro called the meeting to order, noting 
that the Board had a very full agenda but would try 
to go through the entire agenda in the allotted time. 

The Board approved the Minutes of the May 22, 
2012 board meeting.

Jeffrey Butler provided a Financial Report, first 
reporting that the audit was continuing to progress 

Bruce Haas
Theresa Gillis
Walter Hanley
Denise Loring
Richard Parke

The Board discussed the success of the various 
Committees, indicating that the Committees had be-
come very active and productive. It was noted that 
a large number of committee activities are already 
scheduled for this year. There was a discussion of the 
Women in IP Law Committee and its programs in 
particular, with Board member comments that they 
would try to have the women at their firms attend 
the newly scheduled events. The Board expressed its 
appreciation to Goodwin Procter for hosting the June 
panel discussion and wine tasting for the Women 
in IP Law Committee, noting that having programs 
with no cost to the attendees was of great advantage 
to the organization.

The Board then discussed an issue raised by the 
Amicus Briefs Committee regarding the Myriad case, 
now pending at the Court of Appeals for the Fed-
eral Circuit. Tom Meloro and Jeffrey Butler recused 
themselves from this discussion. The Board briefly 
discussed the issue presented to the Federal Circuit 
regarding the role of 35 USC § 101 in biotechnology 
applications and particularly with regard to “isolated 
DNA” claims. The Board approved the preparation of 
an amicus brief which would not take any position on 
the merits but would consider and discuss the implica-
tions of the various possible outcomes in the case.

The meeting was then adjourned by Tom Meloro.

MINUTES OF  JUNE 12, 2012 
Meeting of The Board of Directors

THE NEW YORK INTELLECTUAL PROPERTY LAW ASSOCIATION

and that it would hopefully be ready for discussion 
during the July meeting. Jeffrey continued that the 
finances of the organization were sound with approx-
imately $1.2 million in current equity. This positive 
equity situation was particularly noteworthy as the 
expenses associated with two Judges Dinners were 
included in this year’s expenses. 

Jeffrey Butler then turned to the approval of new 
members. Terri Gillis moved to waive the reading of 
the new members’ names, and the Board approved 
the motion. The Board noted that some new members 
appeared to be from outside the jurisdiction for the 
NYIPLA and therefore should be added as nonvoting 
members. The Board also noted that it appeared from 
the list of New Members that certain firms might be 
becoming more involved in the organization. It was 
agreed that Board members should contact individu-
als at these firms to encourage further participation 
in committees and activities of the Association. Tom 
Meloro moved the admittance of the new members 
subject to a determination whether each new member 
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cont. from page 27
would be a voting member or a nonvoting member. The mo-
tion was approved by the Board.

Denise Loring then reported on behalf of the Amicus Briefs 
Committee. The Board discussed the very well written draft 
brief on the Myriad case circulated by the Committee. Af-
ter discussion, the Board agreed that the brief should include 
a position on the issue of patent eligibility and favoring the 
continued patent eligibility of isolated DNA sequences. Tom 
Meloro, Jeffrey Butler and Terri Gillis were recused from dis-
cussion or voting regarding this brief. Denise also updated 
the Board regarding two issues which may become appropri-
ate for Board consideration.

Annemarie Hassett raised the issue of the statement of in-
terest and the Board agreed that the statement needed to be 
updated. Annemarie indicated that she would provide a draft 
updating the statement of interest for this amicus brief as well 
as for future use.

Anthony Lo Cicero and Annemarie Hassett then reported 
on work ongoing regarding alternative formats and rates on 
behalf of the CLE and Meetings and Forums Committees. 
Tony and Annemarie noted that a questionnaire was being 
sent to member firms and corporations regarding member 
needs for practical CLE training in areas such as trial skills. 
The Board considered whether the results might be published 
in some form and will consider this after the results are ana-
lyzed. Annemarie and Tony further noted that the Commit-
tees were looking at the Association’s CLE programming 
broadly, recognizing that work pressures and economics limit 
participation in some events. Feikje noted that Ira Levy had 
reported that the Meetings and Forums Committee did have a 
meeting calendared and was discussing additional formats.

Richard Parke reported on the Trademark program on be-
half of the CLE Committee. Richard noted that Judge Griesa 
had agreed to speak at the trademark luncheon and that the 
panel for the program included attorneys from law firms and 
at least one attorney from a corporation. The Board discussed 
the timing of the trademark luncheon, noting that it is reason-
ably close to the INTA annual meeting. While there was the 
view that the closeness to INTA might lessen attendance and 
that the Committee could consider whether there are alterna-
tives in the future, the Board stressed the need to have pro-
grams related to all aspects of intellectual property law and 
considers the trademark program important for the members 
of the Association.

Anthony Lo Cicero next reported on the 2012 Annual 
Meeting. Tony mentioned and the Board agreed that having 
a CLE program was a very positive addition to the day. The 
Board also agreed that the Committee meeting format prior 
to the Annual meeting was useful and increased attendance at 
the Annual Meeting itself.

Tony then reported on the issue of the Judges Dinner Soft-
ware. This software, which is being written for the Associa-
tion, integrates many of the functions needed for the efficient 
management of the Judges Dinner. The cost of the software 
is approximately $20,000 and the implementation of the soft-
ware will be done by Robin Rolfe Resources at no additional 
cost. Feikje van Rein indicated that the Association’s other 
software was adequate and that the cost of the new software 

would be a one-time expense. The Board agreed that the cost 
was appropriate and Feikje indicated that software should be 
ready for use in conjunction with the 2013 Judges Dinner.

Tom Meloro then discussed Bylaw revisions. As it appears 
that the Bylaws may be outdated to some extent, a small group 
made up of Walter Hanley, Terri Gillis, Mary Lee Jenkins, Paul 
Bondor, and Robert Baechtold will review the Bylaws. The 
group will provide a report to the Board giving a general over-
view of the Bylaws and possible issues and then later report to 
the Board with specific recommendations. The Board wishes 
to approve any necessary changes by March, so that the chang-
es will be ready for approval at the next annual meeting.

Terri Gillis reported on the Local Patent Rules. Terri re-
ported that the scope and acceptance of Local Patent Rules 
was still open to discussion.

Tom Meloro then reported on the Association’s Diversity 
Scholarship. Tom discussed a suggestion to have a 501(c)(3) 
foundation created to fund the Scholarship, noting certain fund-
raising and tax advantages. The Board agreed that considering 
the creation of a separate foundation may be advantageous.

Bruce Haas presented on behalf of the Membership Com-
mittee. Bruce led a Board discussion focused on the Associ-
ation’s desire to increase membership outside of Manhattan 
and including those in corporations. The Board discussed the 
possibility of having programs in locations outside Manhat-
tan and discussed that possibility of new rate structures to 
encourage membership.

Wanli Wu, reporting for the Publications Committee, noted 
that the Committee was functioning well and that the Bulletin 
was on track for timely publication.

Kevin Ecker provided an update regarding the Inventor of 
the Year Committee. Kevin noted the Committee was meet-
ing the following week and was attempting to create a set of 
Frequently Asked Questions to be available to possible can-
didates to assist with the process.

Walter Hanley reported on the Conner Writing Competi-
tion, indicating that the Committee needed to update the list 
of professors teaching intellectual property because the Com-
mittee solicits student articles through the professors. It was 
agreed that the Association’s administrative office might be 
able to assist.

The Copyright Committee report was given by Charles 
Hoffmann, who noted that a June meeting was scheduled to 
discuss future events.

Alexandra Frisbie reported on behalf of the Corporate 
Committee, stating that the committee was attempting to meet 
shortly to discuss its future activities and that the Committee 
would like to work with other Committees as appropriate to 
include the perspective of corporate counsel.

Charles Hoffmann reported for the Internet and Privacy 
Law Committee, indicating that the Committee was working 
to increase its membership.

Dorothy Auth reported for the Patent Law and Practice 
Committee. The Committee was working to run a CLE pro-
gram in September with the PTO. There is also a possibility 
of a July meeting with SIPA (Shanghai IP Administration).

Anthony Lo Cicero then reported for the Patent Litigation 
Committee, stating the Committee will be meeting shortly. 
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The Board meeting was called to order at the offices of 
Willkie Farr & Gallagher LLP, 787 Seventh Avenue, 

New York, NY 10019 at 12:30. In attendance at the Board 
meeting were:

Thomas Meloro
Charles Hoffmann
Dorothy Auth
Anthony Lo Cicero
Kevin Ecker

Alexandra Frisbie and Jeffrey Butler attended by telephone. 
Absent and excused from the meeting were Leora Ben-Ami, 
Ira Levy, Annemarie Hassett and Denise Loring. Feikje van 
Rein and Robin Rolfe attended from the association’s execu-
tive office.

Tom Meloro called the meeting to order.
The Board approved the Minutes of the June 12, 2012 

board meeting.
Jeffrey Butler provided a Financial Report, first reporting 

that the audit has been finished. Loeb & Troper submitted a 
first draft and Jeffrey and Feikje are in the process of review-
ing the financial report and the management letter. The man-
agement letter includes recommendations for changes as to 
certain of the Association’s policies. These recommendations 
need to be implemented to comply with IRS processes. Kevin 
Ecker requested further explanation from the auditors as to 
what actions are needed to be in compliance with the sug-
gested segregation of financial duties at the Executive Office. 
Jeffrey presented the Annual Report of the Treasurer which 
shows a decline in the bank accounts as NYIPLA posted two 
years of Judges Dinner expenses in fiscal year 2011-2012. 
Overall the revenue numbers are trending downwards which 
needs attention from the Board and Executive Office to in-
crease program attendance and more members.

Jeffrey Butler then turned to the approval of New Mem-
bers. Jeffrey moved to waive the reading of the new mem-
bers’ names, and the Board approved the motion. The Board 
also moved to unanimously approve all of the listed new 
members.

Tony Lo Cicero reported that the contract with the 
Waldorf=Astoria has been signed and the next Judges Dinner 
will be on Friday, March 22, 2013. The Judges Dinner Com-
mittee met by phone and recommends that the tables in the 
Grand Ballroom be charged a modest premium seating fee of 

$350. The committee also reviewed the hospitality suite’s lo-
cations and requirements, and recommends enforcing a mem-
bership requirement as well as a minimum table purchase, 
depending on the size and location of the hospitality suite. 
A new initiative will be Quiet Rooms for the convenience of 
guests in the satellite rooms who wish to listen to the keynote 
speaker. Other items that were discussed included the Towers 
elevator traffic and the noise level in the Grand Ballroom as 
well as the satellite rooms and how to encourage guests to 
be quiet during the keynote speech. The Board approved the 
Judges Dinner Committee’s recommendations.

Richard Parke reported on the upcoming July Trademark 
program on behalf of the CLE Committee. At the time of the 
Board meeting, there were 42 people registered. Judge Griesa 
is scheduled to be the keynote speaker. Richard reported that 
the Committee will start planning for the November One-
Day Patent Program during the summer so the program can 
be marketed after Labor Day.

Tom Meloro updated the Board on his initiative to set up a 
separate 501(c)(3) foundation as a means to collect contribu-
tions for the yearly diversity scholarship given to a worthy 
law school. Tom reported that the Chairs of the Diversity 
Scholarship Committee will present details of this proposal 
at the September Board meeting.

Bruce Haas reported on the Membership and Corporate 
Committees’ proposal to offer a special corporate member 
rate of $150, which includes a $100 credit to an NYIPLA 
CLE event. Already-renewed corporate members will re-
ceive a credit towards future CLE programs. The Board ap-
proved this corporate member offer. Corporate members Al-
exandra Frisbie, Jeffrey Butler, and Kevin Ecker abstained 
from voting.

Alexandra Frisbie reported that she will help jumpstart the 
monthly meetings of the Corporate Committee.

Dorothy Auth, on behalf of the Patent Law Committee in-
formed the Board that the USPTO has reached out to Peter 
Thurlow, co-chair of the Patent Law Committee to co-spon-
sor its USPTO Roadshow on September 28 at the Public Li-
brary in New York City. The Board approved a co-sponsor-
ship and the hosting of a reception after the USPTO program. 
The Committee has also been working on implementing the 
USPTO’s initiative to set up a pro-bono patenting program. 
Tom Meloro requested more information on this initiative.

Wanli Wu
Bruce Haas
Theresa Gillis
Walter Hanley
Richard Parke

Speaking for the Trademark Practice Committee, Tony noted 
that this Committee should be meeting shortly as well.

The Website and Records Committee Report was given by 
Jeffrey Butler, who noted that old documents were being im-
aged and that the website was vastly improved but the Com-
mittee was looking at continued improvement.

Leora Ben-Ami reported for the Women in IP Law Com-
mittee, noting that Goodwin Procter was sponsoring a panel 
discussion and wine tasting in June.

Annemarie Hassett reported for the Young Lawyers Com-
mittee, indicating that the Committee was having a panel dis-
cussion on the development of business development goals 
on July 12th. The Committee is also considering mini semi-
nars in various local law schools to discuss careers in IP with 
law students.

The Board determined that there was no need for an Ex-
ecutive Session and therefore the meeting was adjourned at 
2:05 p.m.

MINUTES OF  JULY 17, 2012 
Meeting of The Board of Directors

THE NEW YORK INTELLECTUAL PROPERTY LAW ASSOCIATION
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Terri Gillis and Dorothy Auth mentioned that the Women 
in IP Law program at Goodwin Procter was well attended (50 
people) and received excellent feedback.

In Denise Loring’s absence, Tom mentioned that there 
were no noteworthy developments from the Amicus Briefs 
Committee and the report was included in everyone’s Board 
materials packet.

Tony Lo Cicero reported that the survey on alternative 
CLE formats has been sent to each identified member firm 
and the office has received a small number of responses. It is 
too early to give a comprehensive report to the Board.

Richard Parke reported that the July 12 program for 
Young Lawyers was well received. NYIPLA received a re-
quest from AIPLA to co-promote their young lawyers’ pro-
gram on August 10. The Board decided that it would be a 
good initiative and to send one broadcast email and to reach 
out to the NYIPLA Young Lawyers Committee to encour-
age their attendance. The Executive Office will be onsite 
with marketing materials.

The Board determined that there was no need for an Ex-
ecutive Session and therefore the meeting was adjourned at 
1:57 p.m.

Aisiku Ojeiku Brooklyn Law School ojeiku.aisiku@brooklaw.edu 
Anderson, III Theodore C. Kilgore + Kilgore PLLC tca@kilgorelaw.com 214-379-0810
Ayompe Augustine Benjamin N. Cardozo School of Law ngutiman@gmail.com 
Baker Mark Daniel Quinn Emanuel Urquhart & Sullivan LLP markbaker@quinnemanuel.com 212-849-7136
Bapna Abhishek Kenyon & Kenyon LLP abapna@kenyon.com 212-908-6006
Bell Rachel Fitzpatrick, Cella, Harper & Scinto rbell@fchs.com 
Berger Lena Fordham IP Institute magdalena.berger@gmx.com 
Bongiorno Marina  marina.bongiorno@gmail.com 
Brake Aubrie Florida International University aubrieb3@gmail.com 
Brenckman Elizabeth Eilleene Fish & Richardson, P.C. brenckman@fr.com 212-641-2305
Brown Andrew Paul, Weiss, Rifkind, Wharton & Garrison LLP abrown@paulweiss.com 212-373-3709
Brukman Alla Ropes & Gray LLP alla.brukman@ropesgray.com 212-596-9000
Burak Robert Daniel Amster, Rothstein & Ebenstein LLP rburak@arelaw.com 212-336-8000
Capasso Jessica Amster, Rothstein & Ebenstein LLP jcapasso@arelaw.com 212-336-8109
Cardenas-Navia Jaime Fitzpatrick, Cella, Harper & Scinto jcardenas-navia@fchs.com 
Chatterjee Neel I. Orrick Herrington & Sutcliffe LLP nchatterjee@orrick.com 650-614-7356
Chen Sandra Fitzpatrick, Cella, Harper & Scinto schen@fchs.com 
Cheng Vivian Emory Law School vivian.cheng@emory.edu 
Cheng Glen Jones Day gcheng@jonesday.com 212-326-3468
Cheruvu Srikant Kenyon & Kenyon LLP scheruvu@kenyon.com 212-908-6855
Chiu Kristina Benjamin N. Cardozo School of Law kristinachiu@gmail.com 
Chu Jeffrey Fordham University School of Law jchu10@law.fordham.edu 
Cohen Avi American Express Travel Related Services Co., Inc. contractmaster200@gmail.com 212-640-7232
Collins John Frommer Lawrence & Haug LLP jcollins@flhlaw.com 212-863-2105
Deblois Eryn Campolo, Middleton and McCormick, LLP edeblois@cmmllp.com 631-738-9100
Durri Ilirian Hofstra University School of Law ilirid@yahoo.com 
Dykema Erik King & Spalding LLP edykema@kslaw.com 212-556-2100
Edwards Jade Touro College Jacob D. Fuchsberg Law Center jade-edwards@tourolaw.edu 
Fairneny Laura Quinn Emanuel Urquhart & Sullivan LLP laurafairneny@quinnemanuel.com 212-849-7333
Fernando Dinisha Benjamin N. Cardozo School of Law dinisha.fernando@gmail.com 
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Fett Rebecca Paul, Weiss, Rifkind, Wharton & Garrison LLP rfett@paulweiss.com 212-373-3954
Frankl Arianna C. Cole Schotz Meisel Forman & Leonard, P.A. afrankl@coleschotz.com 646-563-8943
Fuller Maegan Brooklyn Law School maegan.fuller@brooklaw.edu 
Ghosh Debmallo Shayon New York University School of Law dsghosh@alumni.cmu.edu 
Goldstein Richard Goldstein Law Offices, P.C. goldstein@goldsteinpc.com 212-656-9100
Gonzalez Julian Benjamin N. Cardozo School of Law julian.gonzalez@law.cardozo.yu.edu 
Gorman Danielle Ella Benjamin N. Cardozo School of Law dgorman10@gmail.com 
Greenbaum Eric A. Greenbaum PC eg@greenbpatent.com 516-304-5048
Hagen Brent Timothy New York University School of Law brent.hagen@nyu.edu 
Haider Saira B. Fordham University School of Law shaider@law.fordham.edu 212-261-5670
Hasan Kulsoom Kenyon & Kenyon LLP khasan@kenyon.com 212-908-6195
Henry Christopher The Law Offices of Christopher Henry christopherhenrylaw@gmail.com 
Herstoff Jonathan A. Frommer Lawrence & Haug LLP jherstoff@flhlaw.com 212-588-0800
Hill Alexander New York Law School ach247@gmail.com 585-245-3624
Hill Michael Kramer Levin Naftalis & Frankel LLP mhill510@gmail.com 212-715-9114
Hopkins Christopher Fitzpatrick, Cella, Harper & Scinto chopkins@fchs.com 
Hwang Charles S.  charles.sj.hwang@gmail.com 
Jariwala Aakash B. Kramer Levin Naftalis & Frankel LLP ajariwala@kramerlevin.com 212-715-9223
Jiang Chloe Fitzpatrick, Cella, Harper & Scinto cjiang@fchs.com 
Jones Michael Ryan Brooklyn Law School michael.jones@brooklaw.edu 
Kaal Amina Goodwin Procter LLP akaal@goodwinprocter.com 212-459-7334
Karmel Dan Benjamin N. Cardozo School of Law dan.karmel@gmail.com 248-761-6643
Katsnelson Regina New York Law School reginakatsnelson@gmail.com 347-234-6533
Keller Jessica Hofstra University School of Law jkelle12@gmail.com 
Kim Immanuel Tae Suk Fordham University School of Law tkim23@law.fordham.edu 
Kim Josephine University of Pennsylvania Law School joskim@law.upenn.edu 949-422-1586
Klibert Kimberly Ann  kaklibert@gmail.com 
Kobet Eric Wade New York University School of Law ericwkobet@gmail.com 
Laubach Kristin Benjamin N. Cardozo School of Law kristin.laubach@law.cardozo.yu.edu 
Lauture Christine-Marie Brooklyn Law School c.lauture@gmail.com 
Lim Stephanie Sng Benjamin N. Cardozo School of Law stephanieslim@gmail.com 
Lin Robert Paul, Weiss, Rifkind, Wharton & Garrison LLP rlin@paulweiss.com 212-373-3796
Liu Agatha H. Fitzpatrick, Cella, Harper & Scinto aliu@fchs.com 212-218-2929
Lower Robert Bruce Washington and Lee University robertbrucelower@gmail.com 
Lu Margaret C. Kenyon & Kenyon LLP mlu@kenyon.com 212-908-6141
Lucier Allison M. Paul, Weiss, Rifkind, Wharton & Garrison LLP alucier@paulweiss.com 212-373-3450
Magidoff Barry G. Sutton Magidoff LLP barry@suttonmagidoff.com 212-584-1990
Mahmood Tiffany Fordham University School of Law tiffanymahmood@gmail.com 
Marcus Jonathan Robins, Kaplan, Miller & Ciresi LLP jjmarcus@rkmc.com 212-980-7400
Mathavan Pat Northeast Utilities parthiban.mathavan@quinnipiac.edu 860-257-1460
Mathews Cole Spencer New York University School of Law csm318@nyu.edu 
McKenzie Rayna St. John’s University School of Law rayna.mckenzie@gmail.com 914-413-0162
Mehta Sanjeev Amster, Rothstein & Ebenstein LLP smehta@arelaw.com 212-336-8130
Mensah Josef K. Drexel University Earle Mack School of Law jmensah06@yahoo.com 
Miller Gregory Dorsey & Whitney LLP miller.gregory@dorsey.com 212-735-0765
Morano Anthony  ammorano@gmail.com 718-351-6393
Moses Andrew Benjamin N. Cardozo School of Law andrewwmoses@gmail.com 973-668-9183
Mottes Lisa Marie Fitzpatrick, Cella, Harper & Scinto lmottes@fchs.com 212-218-2372
Ng Eunice Fitzpatrick, Cella, Harper & Scinto eng@fchs.com 212-218-2347
Nguyen Jennifer Dorsey & Whitney LLP nguyen.jennifer@dorsey.com 212-692-1612
Olinzock Matthew William Kramer Levin Naftalis & Frankel LLP molinzock@kramerlevin.com 212-715-9292
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Patel Kiran Kanti Benjamin N. Cardozo School of Law kiran.kanti.patel@gmail.com 
Patrick Mark American University, Washington College of Law pat20rick@gmail.com 
Perry Joseph John St. John’s University School of Law josephperry253@gmail.com 
Petrosyan Grant Brooklyn Law School grant.petrosyan@brooklaw.edu 
Pollard Tara Fordham University School of Law pollard.tara@gmail.com 
Prew Brian Goodwin Procter LLP bprew@goodwinprocter.com 212-459-7199
Rabinowitz Daniel Benjamin N. Cardozo School of Law daniel.s.rabinowitz@gmail.com 
Radachy Jason Cantor Colburn LLP jradachy@cantorcolburn.com 860-286-2929
Reznick Robert P. Orrick Herrington & Sutcliffe LLP rreznick@orrick.com 202-339-8409
Rhuvattana Siranya New York University School of Law sr3143@nyu.edu 
Ross Amanda Jacqueline New York Law School ajr237@gmail.com 
Ruiz-Joffre Olivia Fordham University School of Law  
Sandel Peter Paul, Weiss, Rifkind, Wharton & Garrison LLP psandel@paulweiss.com 212-373-3198
Shankam Vivek P. Frommer Lawrence & Haug LLP shankam@fordham.edu 212-863-2106
Sharma H. Rajan  hrajansharma@gmail.com 732-885-2939
Sher Audrey  audjay@verizon.net 212-721-3374
Silverman Peter B. Kaye Scholer LLP peter.silverman@kayescholer.com 212-836-8027
Sims Cassius Paul, Weiss, Rifkind, Wharton & Garrison LLP csims@paulweiss.com 212-373-3530
Stankus Christopher Fitzpatrick, Cella, Harper & Scinto cstankus@fchs.com 
Thomas Christopher SUNY Buffalo Law School cthomas5@buffalo.edu 
Thomas Nanette S. Becton, Dickinson and Company nanette_s_thomas@bd.com 201-847-7049
Torabi Noorossadat New York University School of Law nt860@nyu.edu 
Tynan Matthew Benjamin N. Cardozo School of Law matthewptynan@gmail.com 
Vesey Caleb L. New York Law School caleb.vesey@law.nyls.edu 914-575-9177
Waleski Blaze D. Sullivan & Cromwell waleskib@sullcrom.com 212-558-4000
Wang Yuanheng “Sally” Fitzpatrick, Cella, Harper & Scinto yuwang@jd11.law.harvard.edu 212-218-2340
Wiggins Erin Paul, Weiss, Rifkind, Wharton & Garrison LLP ewiggins@paulweiss.com 212-373-3138
Wrobel Monika Paul, Weiss, Rifkind, Wharton & Garrison LLP mwrobel@paulweiss.com 212-373-3736
Wu Jennifer C. Paul, Weiss, Rifkind, Wharton & Garrison LLP jcwu@paulweiss.com 212-373-3751
Wu Jennifer H. Paul, Weiss, Rifkind, Wharton & Garrison LLP jhwu@paulweiss.com 212-373-3640
Wueller Joshua R. Brooklyn Law School joshua.wueller@brooklaw.edu 409-718-0007

Young Josephine Paul, Weiss, Rifkind, Wharton & Garrison LLP jyoung@paulweiss.com 212-373-3716
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